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INTRODUCTION

The Federal Circuit has repeatedly instructed that “in a case featuring mossestaad
evidence closer to the transferee venue with few or no convenience factorsgfévervenue
chosen by the plaintiff, the trial court should grant a motion to trandfier.é Nintendo Co.,

Ltd., 589 F.3d 1194, 1198 (Fed. Cir. 2009) (citing cases). This is such a case. Here, the vast
majority of the key parties and witnesses, including numerous significanpnitglwitnesses,
are located in or around Silicon Valley, within the jurisdiction of the U.S. Disocirt for the

Northern District of California:

. The patent owner, The Regents of the University of California, is located in the
Northern District of California.

o The claimed inventions were allegedly conceived and reduced to practice in the
Northern District of California, and two of the three nhamed inventors continue to
reside there.

. The patent attorneys responsible for prosecuting the patestst are locateth
the Northern District of California.

. The only specificallyaccused products in the Complaint—Apple computers, the
Safari and Chrome browsers and other software (QuickTime, Flash Player,
Shockwave Player, Java, and JavaFX)—were developed in the iddisérict
of California and the companies that design, develop, sell, or otherwise provide
those products—Adobe, Apple, Google, and Sun Microsysteans-aH
headquartered in the Northern District of California, as are defendants eBay,
Yahoo!, and YouTube.

) An important prior art software browser program, the ViM&/\W software, was
developed in the Northern District of California and demonstrated to Sun
Microsystems engineers thereNumerous thirdbarty witnesses with information
concerning the Viola-WW prior art also reside there.

o Other important thirgbarty witnesses related to the prior art live and work in the
Northern District of California.

! See Eolas Tech., Inc. v. Microsoft Corp., 399 F.3d 1325, 1329-30, 1332-36 (Fed. Cir. 2005)
(providing extensive discussion of the Viola WWW prior art, and aspects of the invaldit
inequitable conduct defenses that will be asserted in this action based on Viola).



In contrast, there is no colorable argument that this district is a more conveniemt
for resolvingthe global issues of infringement and invalidity underlying this disputspif2eits
recent efforts to establish connections to this district, Eolas itself has nongfahties to
Eastern Texas. For example, Eolas can show no research and devebugiviéets or
witnesses related to patents in this distrigde SMDK Corp. v. Creative Labs, Inc., No. 2:08-
CV-26, 2009 WL 5246268, at *1 (E.D. Tex. Dec. 11, 2009) (Folsom, J.). The fact that Eolas
named several entities located in Plano, Texas as defendants in this actidonbaseentified
functions available through their websites, is afdimoment and cannot defeat transfer.
Transfer to the U.S. District Court for the Northern District of California shbalordered.

. STATEMENT OF FACTS

A. Eolas

Eolas identifies itself as a Texas corporati@umpl. § 1. But Eolas only reincorporated
in Texas on July 13, 2009less than three months prior to filing this actidx. 12 Prior to
July 2009, Eolas had been a Delaware corporation with its headquarters in varioosdocat
lllinois, most recently Evanston, lllinois. Ex. 2. Eolas’'s management inclutksn@an and
Director Michael D. Doyle, Chief Executive Officer kkaC. Swords, Chief Legal Officélames
L. Stetson, and two outside directors, none of whom are believed to be residing in Tex&®. EXx
4. Doyle is believed to reside in Wheaton, lllinois. Ex. 4. Swords and Stetsonnaxis (#ind
not Texas) attorneys who joined Eolas from the Chicago office of Baker &ehal. EXxs. 5-6.

B. The Patentsin-Suit

Eolas assertd.S. Patent Nos. 5,838,906 (“the ‘906 patent”) and 7,599,985 (“the ‘985

patent”). Both patents claim priority to U.S. Patent Application No. 08/324,443, and name as

2 Citations to Ex. __" as used herein are citations to the exhibits to the Declaration of Tleague
Donahey in Support of Defendants’ Motion to Transfer, submitted herewith.



inventors Doyle, David C. Martin, and Cheong S. Ang. Doyle, Martin, and Ang allegedly
invented the subject matter disclosed in that application while they were et flpije
University of California, San Francisco (“UCSFTx. 7. Both Martin and Ang are believed to
be living and working in the Northern District of Californigxs.8-11, 75. The patents are
assigned to The Regents of the University of California, located in Oakland,Nottiern
District of California. Exs12-14. Eolas is merely a license€ompl. T 31.

Attorneys of the San Francisco, California office of Townsend and Townsend and Crew
LLP (*Townsend”) originally prosecuted the ‘906 patent, in particular: (1)I€hdr Kuhs,
presently an attorney of Trellis Intellectual Property Law Group, P@tddan Palo Alto,
California(Ex. 15); (2) Michael E. Woods, now an attorney of the Patent Law Offices of
Michad E. Woods, with a place of business in San Rafael, Calif¢Exal6); (3) Charles E.
Krueger (“Krueger”), currently an attorney of the Law Offices of ClsaleKrueger, located in
Walnut Creek, Californi§Ex. 17). In addition to prosecuting the ‘906 patent, Krueger was also
primarily responsible for prosecuting the directodered reexamination of th@06 patentEx
Parte Reexamination No. 90/006,831 (“the ‘831 reexamination”); the thanmdy requested
reexamination of th®06 patentfEx Parte Reexamination No. 90/007,858 (“the ‘858
reexamination”); and th®85 patent. Exs. 18-21. Palo Alto, San Rafael, and Walnut Creek are
all communities located within the Northern District of California.

C. The Defendants

Eolas’s Complaint alleges that the patentsuit are infringed by certain unspecified
Apple laptop and desktop computers and certain identified software: the FlashaRthyer
Shockwave Player software of Adobe Systems Incorporated (San Jose, @al{fédrdobe”)
(Compl. 11 2, 32); the QuickTime and Safari software of Apple Inc. (Cupertinop@aif

(“Apple”) (Compl 11 4, 34); the Chrome web browser software of Google Inc. (Mountain View,



California) (“Google”)(Compl. 11 12, 42); and the Java and JavaFX software of Sun
Microsystems, Inc. (Santa Clara, California) (“Su¢Cpmpl. {1 21, 51). Apple’s Safari and
Google’s Chrome are Internet web browsers, which are applications used to Viéw HT
documents over the world wide web. Exs. 22-23. Adobe’s Flash Player and Shockwave Player,
Apple’s QuickTime, and Sun’s Java and JavaFX are software products that can béehusebw
browsers. Exs. 24-28. All of the expresglgntifiedcomputer products and software programs
were developed in the Northern District of California, and numerous witnesseskigeable
about the design, development, and sales of those products and programs reside and/or work
there. Declaration of Darin Adler in Support of Defendants’ Motion to Dismiss (f/Axel.”)
11 6, 8; Declaration of Jeetendra Kaul in Support of Defendants’ Motion to Transfet (“Ka
Decl.”) 11 45, 7; Declaration of Jason W. Wolff in Support of Defendants’ Motion to Transfer
(“Wolff D ecl.”) 11 321; Declaration of Google Inc. and YouTube, LLC in Support of
Defendants’ Motion to Dismiss (“Setty Decl.”) 1475

In addition, Eolas has accused all of the other Defendants of infringement based on
unidentified and unexplained aspects of the operation and use of their Internet wé&esites
Compl. 11 3-24. Many of these other Defendants have offices, branches, and otties facil
Northern California. Declaration of Steven Mansour in Support of Defendants’ Motion to
Transfer (“Mansour Decl.”) 11-2; Declaration of Mark Risher in Support of Defendants’
Motion to Transfer (“Risher Decl.”) 11 Setty Del. {1 3, 6see also Exs. 2939.

D. Key Prior Art Withesses

Viola-WWW is a browser for the World Wide Web created byYR&n Wei (“Wei”), an
individual who resides in the Northern District of Californiee Eolas, 399 F.3d at 1329. Wei
conceived the idea of embedding interactive objects within a webpage and completeky a

version of his Viola browser while living in Berkeley, California, which is tedan the



Northern District of California.Ex. 55 at 2249:2-2250:17. In 1992ale Dougherty
(“Dougherty”) at O'Reilly & Associates (“O’Reilly”), a leading publishof computer manuals
and books located in the Northern District of California, learned about Viola andedd/ei
to join the companyld. at 2251:10-2252:4. Wei's job was to continue developing the Viola
browser to allow O’Reilly to distribute information ovitee World Wide Webld. In May
1993, Wei demonstrated Viola to two engineers from Sun, Karl Jacob and James Kemepf, at t
offices of O'Reilly in Berkeley, Californiald. at 2278:82279:24;see also Kaul Decl. { 7.
According to the Federal Circuit, this demonstration of Viola was “public wséér35 U.S.C.
8 102(b). See Eolas, 399 F.3d at 1334-35. Later in May 1993, Wei posted an updated version of
Viola on a publiclyaccessible website and sent ama&il to Kempf at Sun inviting Kapf to
download the code, which Kempf did. Ex. 39 at 2415:13-2416:21. The Regents previously
characterized Viola as “key” to an invalidity defen&ec. 7. Indeed, Viola was critical to the
guestion of validity of the ‘906 patent in prior litigation, as the Federal Cireniéinded the case
to determine invalidity in view of the Violaipr art. See Eolas, 399 F.3d at 1335. That case
settled in 2007 before a new trial (in the Northern District of lllinois)ddel held®

Marc Andreessen was a-developer of the famed NCSA Mos&imwser, key prior art
discussed in the asserted patents, and a correspondent with Wei concernilegdhée re
functionality in the ViolaWWW browser. Ex. 55 at 2253:1-22; Ex. 56. Andreesen resides in
Palo Alto, California, which is located in the Northern District of Califorrta. 57.

Bill Janssen was a participanttime 1993 on-line discussions concerning designs for

browsers displaying embedded content, and is the author of the prior art refeRend¢T ML +

% None of the current Defendants were involved in the prior litigation, in which the Mitrosof
Internet Explorebrowser was accused. That case ended long before the amended claims of the
‘906 patent were issued during reexamination ofa8B patent claims were allowexd issued.



support for eqn & Postscript,” www-talk email list, 1 page (June 14, 1993). This posting was

cited as invldating prior art under 35 U.S.C. 102(b)/103(a) during the reexamination

proceeding in which the ‘906 patent claims were amended in 2008. Ex. 20. Janssen is located in
Palo Alto, California, within the Northern District of Californi&x. 58.

George Toye is #hauthor of the prior art reference (“SHARE: A Methodology and
Environment for Collaborative Product Development,” Proceedings, Second Workshop on
Enabling Technologies: Infrastructure for Collaborative Enterprises, 198E, Ipp. 33-47,

April 22), which was a basis for the rejection of all claims of the ‘906 patent during
reexamination and tH885 patent during prosecution. Exs. 19, 21. Toye lives and works in
Foster City, California, which is also in the Northern District of Califorritas.59-60.

. ARGUMENT

A. This Action Should Be Transferred to the Northern District of California

Under 28 U.S.C. 8§ 1404(a), “[f]lor the convenience of parties and witnesses, in the
interest of justice, a district court may transfer any civil action to any oisteictior division
where it migh have been brought.” Because the relevant facts here clearly demonstrate that
transfer is appropriate, there is good cause to transfer this action to therN@istrict of
California. See In re Volkswagen of Am,, Inc., 545 F.3d 304, 315 (5th Cir. 2008) (en banc).

1. This Action Could Have Been Brought in the Northern District of
California

The threshold inquiry in thigansfer analysis is to determine whether the plaintiff's
claims “might have been brought” in the proposed transferee did#ottman v. Blaski, 363

U.S. 335, 343-44 (1960). prima facie case for personal jurisdiction over the defendants in the



transferee district is sufficient to establish this fatt@althasar Online, Inc. v. Network

Solutions, LLC, 654 F. Supp. 2d 546, 551 (E.D. Tex. 2009) (Folsom, J.). Here, most of the
Defendants are either headquartered in Silicon Validyawe facilities in Northern California.

See Adler Decl. 1 2Kaul Decl. 1 2Mansour Decl. § ZRisher Decl. § 2Setty Decl. 1 3;

Wolff Decl. T 3; Exs. 29-39. Under Eolas’s apparent theory of personal jurisdiction,ibeese
maintained by the remaining Defendants subject them to jurisdiction in this diSaedgEompl.

1 27;see also Exs. 4054. These websites are just as available in California as they are in Texas.
Eolas cannot plausibly contest the propriety of jurisdiction in California over Befsadants

(such as Amazon or Go Daddy), since it avers that jurisdiction exists in dexathose same
Defendants on the same bastee Compl.  27.

2. The Private Interest Factors Support Transfer to Northern California

Whether to transfer to another district where the action might have been brooghadrtur
several private and public interest factors. The private interest facte@stmbidered in
determining whether transfer under 44a) is proper are: (1) the relative ease of access to
sources of proof; (2) the availability of compulsory process to securéte¢neance of witnesses;
(3) the cost of attendance for willing witnesses; and (4) all other practatdeprs that make
trial of a case easy, expeditious, and inexpensiotikswagen, 545 F.3d at 315. Here, all of the
private interest factors overwhelmingly favor transfer.

a. Relative Ease of Access to Sources of Proof

This factor concerns the location of documents and physical evid8ee¥olkswagen,

545 F.3d at 316. “In patent infringement cases, the bulk of the relevant evidence usually comes

“ Because this is a patent infringement case, venue is proper in any diséietthe defendants
reside. 28 U.S.C. § 1400(b). Here, all of the Defendants are corporasemSd@mpl. 1 2-24),
and accordingly all Defendants are deemed to reside in any judicial distuicidh they are
subject to personal jurisdiction at the time this action easmenced. 28 U.S.C. § 1391(c).



from the accusethfringer. Consequently, the place where the defendant’s documents are kept
weighs in favor of transfer to that locationNintendo, 589 F.3d at 1199 (quotirig re

Genentech, Inc., 566 F.3d 1338, 1345 (Fed. Cir. 2009)). The location of an alleged infringer’s
research and developmeaetated documents and evidensan important factor to consider, for
example. See Nintendo, 589 F.3d at 119%8MDK, 2009 WL 5246368, at *1Here, the

documents related to the design, development, manufacture, and sale of the onbalipecifi
identified accused products and software are located in the Northern Dis@alifofnia. See

Adler Decl. 1 6Kaul Decl. 1 45; Setty Decl. § 5Wolff Decl. 1 3, 10. Documents in the
possession of key third parties, discussed below, are also located in the NorthrerindDist
California. Importantly, such documents are believed to include the key WiV browser
source code from 1993, as well as othé@roal Viola-related prior art documents from that time
period. See generally Eolas, 399 F.3d at 1329-30, 1332-36. On the other hand, Defendants are
unaware of any key documents or tangible evidgatrysically located in this district.

Accordingly, this factor weighs in favor of transfer to the Northern Distfi€California.

b. Availability of Compulsory Process to Secure Attendance of
Witnesses

This factor focuses on the ability of the courts to subpoena witnesses for depositi
and/or trial under Fed. R. Civ. P. 45ce Volkswagen, 545 F.3d at 316. Here, a number of key

non-party witnesses are subject to the subpoena power of the Northern Disadfarhia’:

® In addition to the witnesses listed in the following table, the declaratiedsifiilsupport
identify numerous noparty former employee witnessesdbed in Northern California who
were responsible for developing the allegedly infringing technologidaging those who could
establish that the technology was independently develdfele.g., Adler Decl. 1 11Kaul

Decl. { 7;Wolff Decl. 11 49, 10-16, 17-20.



Witness

Location

Relationship to Action

Marc Andreessen

Palo Alto, California

Prior Art Witness

Cheong S. Ang

Los Altos, California

Named Inventor

Dale Dougherty Sebastopol, California Prior Art Witness
Karl Jacob Tiburon, California Prior Art Witness
Bill Janssen Palo Alto, California Prior Art Witness

James Kempf San Jose, California Prior Art Witness

Charles E. Krueger

Walnut Creek, California

Paten Prosecution Attorney

Charles Kulas

Palo Alto, California

Patent Prosecution Attorney

David C. Martin

San Jose, California

Named Inventor

O’Reilly Media, Inc.

Sebastopol, California

Prior Art Withesses

The Regents of the University
of California

Oakland, California

Patent Owner

Townsend

San Francisco, California

[72)

Patent Prosecution Attorney

George Toye

Foster City, California

Prior Art Withesses

PeiYuan Wei

Newark, California

Prior Art Witness

Michael E. Woods

San Rafael, California

Patent Prosetion Attorney

SeeExs. 811, 15-17, 57-71, 75. In particular, Defendants will demonstrate that the asserted

patents are invalid undenter alia, 35 U.S.C. 8§ 102(g) because any “invent was actually

made by Pei Wei first, in connection with his VisNNVW browser. See generally Eolas, 399

F.3d at 1329-30, 1332-36. Wei also told the Eolas inventor, Doyle, about his Viola biavgser

prior to the filing of the original application for the patemtssuit, but Doyle never informed the

PTO of the existence of Viola in the original prosecution, and the failure to do so has bee

alleged to constitute inequitable conduSte generally id. Wei’s testimony is expected to be

critical to these issues. Moreover, his testimony will be corroboratecehgstimony from

others most knowledgeable about the development of the WBA browser, such as Wei

supervisor, Dale Dougherty, and two former Sun engineers, James Kempf anackhbrltd



whom Wei demonstrated his browser software on May 7, 1993. All of theseéntyd-
witnesses are located in the Northern District of Califor&ee, e.g., Exs. 8-11, 15-17, 57-71;
Kaul Decl. 1 7. Absent the availability of compulsory process, there is no geeathat any of
these witnesses will incur the burden of travelling from California to Texas twldttd. Thus,
transfer is not only appropriate, it is imperative for a fair trigge Genentech, 566 F.3d at 1344
(“It is clear from the parties’ filings below that inequitable conduct, infringepsed invalidity
might be issues at trial. The petitioners have identified witnesses relevanttasthess, and the
identification of those withesses weighs in favor of transfeBV)DK, 2009 WL 5246368, at *1
(“Several purportedly prior art products were developed in California, and Defeimbzmtif/
several norparty witnesses that have knowledge of purportedly invalidating prior art.”).

C. Cost of Attendance for Willing Withesses

Under this factor, the Fifth Circuit has adopted the “ffi@& rule”: “When the distance
between an existing venue for trial of a matter and a proposed venuesecii@n 104(a) is
more than 100 miles, the factor of inconvenience to the witnesses increasestirethtionship
to the additional distance to be travele®¥dlkswagen, 545 F.3d at 317. Simply put, g more
convenient for witnesses to testify at homéd’

Here, the allegedly infringing products include certain unspecified Appiguaters and
certain identified Adobe, Apple, Google, and Sun software. The participation Adl tie,
Apple, Google, and Sun engineers responsible for that software will therefersigaificance.
All of these Defendants are headquartered in the Northern District of @Galifand based on
Defendants’ current understanding of Eadaallegations, almost all of the relevant engineers and
employees reside and/or work there. Adler Decl. 11 6a8| Recl. 1 %6, 7;Setty Decl. { 7;
Wolff Decl. 11 321. As Tyler, Texas is almost 2000 miles from the San FranBiag Area, it

would represent a significant inconvenience for these witnesses. DefeaBayt Yahoo, and

10



YouTube are also headquartered in Northern California, and their employees wounhddréysi
inconveniencedMansour Decl. §-21; Risher Decl. 1 2, 4-6, 8gtty Decl. {1 3,-8.

Relevant employees of other Defendants are based on the West Coast and would also be
inconvenienced. Declaration of Sean Scott in Support of Defendants’ Motion to Tran&fer T |
13; Declaration of Marc D. Callipari in Support of Defendants’ Motion to Transféett/tS.
District Court for the Northern District of California Pursuan2®U.S.C. § 1404(a) 11 4-7.

Although Eolas has also included a number of other Defenftantaniscellaneous
locations around the United States, including four in this district, none of those Defemddoet
any of the software identified in the Complaint. Instead, they simply provitlercenternet
web pages, unidentified aspects of which are apparently alleged to infringg.a® unlikely to
have a significant number of relevant witnesses in comparison to the number ofegtnes
identified above in relation to the patent, the prior art, and the specifidaly#fied accused
products. And if these Defendants’ contacts are not considered, either becausestbeyeaed
or because this Court recognizes that their joinder in this action is prebséyype of venue-
manipulation tactic that the Federal Circuit has rejected, the case for tlaesbenes even more
compelling. Seeinfra pp. 14-15.

Finally, Eolas itself is a small operation with only a handful of employebs. T
documents on file with the Texas authorities inadidagat the individuals associated most closely
with Eolas continue to reside in the Chicago area. Exs. 1, 4. While Chicago is sltteeceow
flies to Tyler, Texas than to Northern California, it is possible to take a diriae dlight from
Chica@ to San Francisco, Oakland, or San Jose on a major airline that takes less thandive hour
Ex. 72. In contrast, flying from Chicago to Tyler requires a layover in DallasiFarth and the

totaltrip is frequently longer than five hoursd. Accordingly, taking all of the relevant

11



witnesses into consideration, it is readily apparent that this factor waifgngor of transfer.

3. The Public Interest Factors Suppat Transfer to Northern California

In conducting the transfer analysis, the Court must also consider the following public
interest factors: (1) the administrative difficulties flowing from court congest®)rihe local
interest in having localized interests decided at home; (3) the familiarity ofrthva f@ith the
law that will govern the case; and (4) the avoidance of unnecessary problemsiof ablafivs
or in the application of foreign lawSee Volkswagen, 545 F.3d at 315. The first factor is
speculative, the second factor weighs heavily in favor of transfer, and the regrfactors are
not applicable here.

a. Administrative Difficulties Flowing From Court Congestion

This factor focuses on the speed with which a case reaches dispdSeedeenentech,
566 F.3d at 1347. Time of disposition is not predictable, and therefore this factor tends to be
speculative.Seeid. For example, statistics show that the Northern District of California, on
average, disposes of cases more quickly than this district, but on the other hand tiwatrizhe
is longer in the Northern District of California than it ex&. Compare Ex. 73with Ex. 74. In
any event, time of disposition is not a significant consideration where, as herdactber
weigh havily in favor of transfer.See Genentech, 566 F.3d at 1347

b. Local Interest in Having Localized Disputes Decided at Home

The public interest in having local disputes settled at home “weighs heavibgran éf
transfer to the Northern District of Californi&olkswagen, 545 F.3d at 317The patent owner
is the University of CaliforniaThe claimed inventions were allegedly made at the Untyess
California, San Francisco. Two of the three named inventors reside in the Nortieict Di
California. The attorneys that prosecuted the paiardsit reside and practice in the Northern

District of California. Numerous Defendants, including Adobe, Apple, Google, and then—
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Defendants that make the only specificatlgntified accused products—have their headquarters
and principal places of business in the Northern District of California. Immpqnter art €.g.,
the ViolaWWW browser stiware) was developed by Pei Wei in the Northern District of
California while he was living in Berkeley, California or working at O’Reillgdia in the
Northern District of California. Wei currently resides in the Northern Dtstf California. As
shown above, numerous other witnesses are also located in the Northern Distridbofi&a

In contrast, this suit has little, if anything, to do with Texas. Though Eolas
reincorporated in Texas several months prior to filing suit, the substance cHealashe
people that operate the business—appear to reside and work in llleesipra p. 2. Given
that Eolas’s contacts with Texas are insubstantial, there is no significahinkecest in having
this dispute resolved in this districiee Nintendo, 589 F.3d at 1198.Nor does Eolas’s
inclusion of a handful of Defendants located in this district, apparently based upon uedpecif
aspects of their websites, change that conclusion. As the Federal Circuiyreaefirmed,
Section 1404(a) “should be construed to prevent parties who are opposed to a change of venue
from defeating a transfer which, but for their own deliberate acts or emsssvould be proper,
convenient and just.Tn re Hoffmann-La Roche Inc., 587 F.3d 1333, 1337 (Fed. Cir. 2009)
(quotingVan Dusen v. Barrack, 376 U.S. 612, 625 (1964)). Under any other view, the transfer

statute could be routinely evaded in any case involving Internet technology siynaguely

® See also, e.g., Surfer Internet Broadcasting of Miss., LLC v. XM Satellite Radio Inc., No.
4:07CV034, 2008 WL 1868426, at *3 (N.D. Miss. Apr. 4, 2008) (finding argument that
plaintiff's chosen forum was a significant factor “unconvincing” where pldimdorporated in
Mississippi only “seven days before the institution of this lawsuit, and does not appea
substantial business in Mississippi or employ Mississippi reside@afxni |P Tech., LLC v.
Hewlett-Packard Co., No. 07-C-205-S, 2007 WL 2050983, at *1 (W.D. Wisc. July 16, 2007)
(similar holding);Greenville Communications, LLC v. Verizon Communications, Inc., No.
4:07CV66-P-B, 2007 WL 2452642, at *3 (N.D. Miss. Aug. 27, 2007) (similar holding);
Broadcast Data Retrieval Corp. v. Srius Satellite Radio, Inc., No. CV 06-1190JFWSSX, 2006
WL 1582091, at *3 (C.D. Cal. June 6, 2006) (similar holding).
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alleging infringement against a peripheral, geographiclsen website operator. It would
defeat the purpose of 28 U.S.C. § 1404(a) to permit plaintiffs to manipulate venue based on a
calculated selection of local companies based on unidentified operations étntebsites.

B. To the Extent That the Inclusion of Any Particular Defendant Is Viewed as
an Obstacle to Transfer, That Defendant Should Be Severed

As demonstrated above, the Court should transfer the entire action to the Northern
District of California, and the Court need not address the issue of severancessfyrater Fed.

R. Civ. P. 21. But should transfer not be deemed proper as to one or more of the Defendants for
jurisdictional reasons or otherwise, the claims against any such Defendant{k) be severed
so that transfer of the remaining claims can proceed.

It is well-established thafi]f . . . suit might have been brought against one or more
defendants in the court to which transfer is sought, the claims against thowadefenay be
severed and transferred while the claims against the remaining defdadatom transfer
would not be proper, are retained.faw Su Teng v. Skaarup Shipping Corp., 743 F.2d 1140,

1148 (5th Cir. 1984 )verruled on other grounds by Inre Air Crash Disaster Near New Orleans,

821 F.2d 1147 (5th Cir. 1987). This is particularly true where the patent infringelaierg c
asserted against any remaining defendants may be secondary to the prfinmgygmnent claims

to be severed and transferresbe, e.g., Balthasar, 654 F. Supp. 2d at 552-5Bpshiba Corp. v.

Hynix Semiconductor, Inc., 2005 WL 2415960, at *4 (N.D. Tex. 2008)pbil Oil Corp. v. W.R.
Grace & Co., 334 F. Supp. 117, 122 (S.D. Tex. 1971). Indeed, severance is required where, as
here, defendants are not properly joideSiee Fed. R. Civ. P. 20(a)(2); Fed. R. Civ. P. Raéid

v. General Motors Corp., 240 F.R.D. 260, 263 (E.D. Tex. 2007) (Folsom, J.) (holding that

“[a]llegations of infringement against two unrelated parties based on diffects do not arise

" The Court need not reach the issue of misjoinder, however, if it grants severanmatger of
discretion or grants transfer without reaching the severance issue.
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from the same transaction” and should be sevesed}lso Colt Def. LLC v. Heckler & Koch
Def., Inc., No. 2:04cv258, 2004 U.S. Dist. LEXIS 28690, at *13 (E.D. Va. Oct. 22, 2004) (noting
“overwhelming” authority favoring severance of disparate defenddmis3ee MyMail, Ltd. v.
America Onling, Inc., 223 F.R.D. 455, 456-57 (E.D. Tex. 2004) (declining to adopt “per se rule”
of misjoinder). Finally, a stay of any retained claims would preserve judmaomy.
The Southern District of Texas has explained why it is frequently importacb@iots to

sever some defendants in order to effectuate transfer:

This procedure is eminently reasonable. Absent this power a

federal court would be unable to curtail the povedra plaintiff to

thwart justice by his joinder of a peripherally connected defendant

to an action for the sole purpose of accentuating the burdens of

trial upon a defendant who otherwise would have been entitled to a
§ 1404(a) transfer.

Mobil Oil Corp., 334 F. Supp. at 122e also Balthasar, 654 F. Supp. 2d at 552-53 (where
claims against Texatefendants were added to avoid transfer, action was transferred to
California with the exception of the Texagented claims, which were retained). Moreover, the
Court should not encourage plaintiffs to subject businesses located in this éayurfo-Lay,

J.C. Penney, Perot Systems, and Rent-A-Center) to burdensome and costlyg Eolaslyifor

venue purposesSeeid. For such reasons, Eolas’s inclusion of a handful of Defendants located
in this district, basedpon unspecified aspects of their websites, should not impede transfer.

V. CONCLUSION

This Court should not be saddled with a case that belongs elsewhere, and the Defendants
and third-party withesses should not be burdened with litigation 2066 fram its focal point.
The Court should transfer this action to the U.S. District Court for the NorthericDaogtr
California pursuant to 28 U.S.C. § 1404(a). Pursuant to Local Rule 7(g), oral argsiimeriiy

requested.
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Dated: February 10, 2010

/s/Richard A. Cederoth

David T. Pritikin
dpritikin@sidley.com
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Telephone: (312) 853-7000
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Telephone: (213) 896-6000
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/s/David J. Healey

David J. Healey
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CERTIFICATE OF SERVICE

The undersigned certifies that the foregoing document was filed electipimca
compliance with LocaRule C\+5(a). As such, this motion was served on all counsel who are
deemed to have consented to electronic service. Local Ruls(&{B8)(A). Pursuant to Fed. R.
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/s/Duy D. Nguyen

CERTIFICATE OF CONFERENCE
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Brian Craft of Findlay Craft, LLP for the moving defendants and Bawrter of McKool Smith
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