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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION
EOLAS TECHNOLOGIES INCORPORATED,
Plaintiff, CASE NO. 6:09-cv-446
V.
ADOBE SYSTEMS INC., ET AL, Hon. Leonard E. Davis
Defendants. JURY
FIRST AMENDED ANSWER AND COUNTERCLAIMS
OF DEFENDANT YOUTUBE, LLC TO PLAINTIFF'S
FIRST AMENDED COMPLAINT FOR PATENT INFRINGEMENT
Defendant YouTube, LLC (“YouTube”) ansvgethe First Amended Complaint of Eolas
Technologies Incorporated (“Eolas”) as follows:
. PARTIES
1. YouTube is without knowledge or informati sufficient to form a belief as to the
truth of the allegations of paragraph 1, and therefore denies them.
2. The allegations of paragraph 2 are not directed to YouTube, and therefore no

answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofnag@raph 2, and therefore denies them.
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3. The allegations of paragraph 3 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 3, and therefore denies them.

4. The allegations of paragraph 4 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 4, and therefore denies them.

5. The allegations of paragraph 5 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 5, and therefore denies them.

6. The allegations of paragraph 6 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 6, and therefore denies them.

7. The allegations of paragraph 7 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 7, and therefore denies them.

8. The allegations of paragraph 8 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 8, and therefore denies them.

9. The allegations of paragraph 9 are not directed to YouTube, and therefore
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofnagraph 9, and therefore denies them.
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10. The allegations of paragraph 10 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 10, and therefore denies them.

11. The allegations of paragraph 11 are doéected to YouTube, and therefore no
answer is required. YouTube afisnthat Google Inc. is a Delawecorporation wth a principal
place of business 4600 Amphitheatre Parkway, Mountaifiew, California 94043. YouTube
admits that Google Inc. may be served witbgass through its regestd agent Corporation
Service Company d/b/a CSC-Lawyers IncorpatatService Company in Austin, Texas.
YouTube denies any remainiaflegations of paragraph 11.

12. The allegations of paragraph 12 are doécted to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 12, and therefore denies them.

13. The allegations of paragraph 13 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 13, and therefore denies them.

14. The allegations of paragraph 14 are doéected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 14, and therefore denies them.

15. The allegations of paragraph 15 are doéected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofagraph 15, and therefore denies them.



16. The allegations of paragraph 16 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 16, and therefore denies them.

17. The allegations of paragraph 17 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 17, and therefore denies them.

18. The allegations of paragraph 18 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnpagraph 18, and therefore denies them.

19. The allegations of paragraph 19 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 19, and therefore denies them.

20. The allegations of paragraph 20 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 20, and therefore denies them.

21. The allegations of paragraph 21 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 21, and therefore denies them.

22. The allegations of paragraph 22 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 22, and therefore denies them.

23.  YouTube admits that YouTube, LLC isCelaware corporation with a principal

place of business at 901 Cherry Ave, San Bruno, CA 94066. YouTube admits that it may be



served with process through itegistered agent Corporati Service Company d/b/a CSC-
Lawyers Incorporating Service Company in fins Texas. YouTube denies any remaining
allegations of paragraph 23.

II. JURISDICTION AND VENUE

24. Paragraph 24 of the Complaint does state any allegains, and therefore
YouTube believes that no response is requirddwever, YouTube expressly incorporates the
contents of the preceding paragraphs of thiswar and includes them lgference as if fully
set forth herein.

25.  YouTube admits that this action invokdee United States patent laws, and that
this Court has subject matter jurisdiction over pataw claims. YouTube denies any remaining
allegations of paragraph 25.

26. YouTube does not contest personal jurisdiction in this District solely for the
purpose of this action. YouTulzkenies that it has committed ackinfringement within the
Eastern District of Texas, any other District. To the exiethe remaining allegations of
paragraph 26 are directed at YouTube, they denied. To the extent the allegations of
paragraph 26 are directed to other entities, YouTube is without knowledge or information
sufficient to form a belief as to the truth othllegations of paragraf@®, and therefore denies
them.

27. YouTube admits that venue is proper ie thastern District of exas for purposes
of this particular action but nabnvenient or in the interests jofstice under 28 U.S.C. 1404(a).
To the extent the remaining allegations ofgggiaph 27 are directed at YouTube, they are

denied. To the extent the allegations of paapr27 are directed to other entities, YouTube is



without knowledge or information fficient to form a belief as tthe truth of the allegations of
paragraph 27, and thefore denies them.

[II. ALLEGATION OF PATENT INFRINGEMENT

28. Paragraph 28 of the Complaint does istdte any allegains, and therefore
YouTube believes that no response is requirddwever, YouTube expressly incorporates the
contents of the preceding paragraphs of thiswfar and includes them lgference as if fully
set forth herein.

29.  YouTube admits that U.S. PatenbN5,838,906 (“the ‘906 patent”) is entitled
“Distributed hypermedia method for automaligainvoking external application providing
interaction and display of dmedded objects within a hypermedia document” and bears an
issuance date of November 17, 1998, and also admits that U.S. Patent No. 7,599,985 (“the ‘985
patent”) is entitled “Distribted hypermedia method andsssm for automatically invoking
external application providingpteraction and display of emtbéed objects within a hypermedia
document” and bears an issuance date of Oct®b2009 (collectively “theasserted patents”).
YouTube admits that the United States Patantl Trademark Office issued an Ex Parte
Reexamination Certificate of the ‘906 patenttaro separate occasiansYouTube is without
knowledge or information sufficient to form a bélas to the truth of the remaining allegations
of paragraph 29 and therefore denies them.

30. YouTube is without knowledge or informati sufficient to form a belief as to the
truth of the allegations of paragph 30, and therefore denies them.

31. The allegations of paragraph 31 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofnagraph 31, and therefore denies them.



32. The allegations of paragraph 32 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 32, and therefore denies them.

33. The allegations of paragraph 33 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 33, and therefore denies them.

34. The allegations of paragraph 34 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 34, and therefore denies them.

35. The allegations of paragraph 35 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 35, and therefore denies them.

36. The allegations of paragraph 36 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 36, and therefore denies them.

37. The allegations of paragraph 37 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 37, and therefore denies them.

38. The allegations of paragraph 38 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofnagraph 38, and therefore denies them.



39. The allegations of paragraph 39 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 39, and therefore denies them.

40. The allegations of paragraph 40 are doected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 40, and therefore denies them.

41. The allegations of paragraph 41 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 41, and therefore denies them.

42.  The allegations of paragraph 42 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 42, and therefore denies them.

43. The allegations of paragraph 43 are doected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 43, and therefore denies them.

44. The allegations of paragraph 44 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 44, and therefore denies them.

45.  The allegations of paragraph 45 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as

to the truth of the allegations ofnagraph 45, and therefore denies them.



46. The allegations of paragraph 46 are doected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 46, and therefore denies them.

47. The allegations of paragraph 47 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 47, and therefore denies them.

48. The allegations of paragraph 48 are doected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 48, and therefore denies them.

49. The allegations of paragraph 49 are doected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 49, and therefore denies them.

50. The allegations of paragraph 50 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 50, and therefore denies them.

51. The allegations of paragraph 51 are dwected to YouTube, and therefore no
answer is required. YouTubewsthout knowledge or information Hicient to form a belief as
to the truth of the allegations ofnagraph 51, and therefore denies them.

52.  Denied.

53. YouTube denies the allegatioimsparagraph 53 of the Complaint as they relate to
YouTube. YouTube does not have sufficientormation to admit or deny the remaining

allegations of paragraph 53 and, #fere, denies these allegations.



54.  YouTube denies the allegatiomsparagraph 54 of the Complaint as they relate to
YouTube. YouTube does not have sufficientormation to admit or deny the remaining
allegations of paragraph 54 and, #fere, denies these allegations.

55.  YouTube denies the allegatiomsparagraph 55 of the Complaint as they relate to
YouTube. YouTube does not have sufficientormation to admit or deny the remaining
allegations of paragraph 55 and, #fere, denies these allegations.

56. YouTube denies the allegatiomsparagraph 56 of the Complaint as they relate to
YouTube. YouTube does not have sufficientormation to admit or deny the remaining
allegations of paragraph 56 and, #fere, denies these allegations.

IV. RESPONSE TO PRAYER FOR RELIEF

These paragraphs set forth the statenwdntelief requested by Eolas to which no
response is required. YouTube denies that Eslastitled to any of the requested relief and
deny any allegations.

V. RESPONSE TO DEMAND FOR JURY TRIAL

Eolas’ demand that all issues be determibga jury trial doesiot state any allegation,
and YouTube is not required to respond. Todkint that any allegains are included in the
demand, YouTube denidisese allegations.

AFFIRMATIVE AND OTHER DEFENSES

Subject to the responses above, YouTuleges and assert the following defenses in
response to the allegati®, undertaking the burden of proof prls to those defenses deemed
affirmative defenses by law, regardless of hemch defenses are denominated herein. In

addition to the affirmative defenses describelbWwe subject to its responses above, YouTube

10



specifically reserves all rights to allege duhal affirmative defenses that become known
through the course of discovery.
First Defense
1. YouTube does not infringe and has notimged (not directlycontributorily, or
by inducement) any claim of the asserted patents.
Second Defense
2. The claims of the asserted patents are invalid for failure to satisfy one or more of
the requirements of Sections 1€0seq. 101, 102, 103, and 112 of TitBs of the United States
Code.
Third Defense
3. The claims of the asserted patents arenforeeable, in whole or in part, by the
doctrines of laches, waivend/or estoppel, including prosecution history estoppel.
Fourth Defense
4, The claims of the asserted patentsamenforceable due to unclean hands.
Fifth Defense
5. Any and all products or actions accused @filmgement have substantial uses that
do not infringe and do not induce or contribute ® alleged infringement of the asserted claims
of the asserted patents.
Sixth Defense
6. The owner of the asserted patents liedicated to the public all methods,
apparatus, and products disclosedhie asserted patents, but fitgrally claimed therein, and is
estopped from claiming infringement by anyckupublic domain methods, apparatus, or

products.
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Seventh Defense
7. Eolas’ claim for damages, if any, agaiNstuTube for alleged infringement of the
asserted patents are limited by 35 U.S.C. 88 286, 287 and 288.
Eighth Defense
8. Eolas is not entitled to injunctive reliak it, at a minimum, has not suffered any
alleged immediate or irrepdoi@ injury, and Eolas has an adequate remedy at law.
Ninth Defense
9. This case is exceptional agaifi®las under 35 U.S.C. § 285.
Tenth Defense
10. To the extent that the alleged inventio&is been used or mafactured by or for
the United States, the claims for relief are barred by 28 U.S.C. § 1498.
Eleventh Defense
11. Eolas’ claim for damages, if any, agaistuTube for alleged infringement of the
asserted patents is limited in whole or in p@rtto the extent that any allegedly infringing
products or components thereof are used or l®gypdirectly or indirectly, by any entity or
entities having express or implied licenses to #seded patents and/di) Under the doctrine of
patent exhaustion and/tire full compensation rule.
Twelfth Defense
12. Eolas’ claim for damages, if any, agailstuTube for alleged infringement of the
asserted patents is limited in whole or in pdue to legal and/or edable intervening rights

under 35 U.S.C. 88§ 252 and 307(b).
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Thirteenth Defense
13. Although Eolas alleges in its Complainaaththe asserted patents were duly and
legally issued by the United States Patent aratidmark Office after full and fair examination,
each and every claim of the asserted patentaraeforceable due to inequitable conduct before
the United States Patent and Trademark c®ffi YouTube incorporates by reference the
allegations contained in Paraghs 17 to 294 of its Counterclaims.

COUNTERCLAIMS

In further response to the Complaibly Eolas, YouTube asserts the following
Counterclaims against Eolas:

1. Counterclaimant YouTube, LLC (“YouTubet$ a Delaware aporation with a
principal place of business in 901 Cherry Ave, San Bruno, CA 94066.

2. On information and belief, Counterai@Defendant Eolas Technologies, Inc.
(“Eolas”) is a Texas corporation with a pripal place of business in Evanston, lllinois.

Jurisdiction and Venue

3. These Counterclaims arise undiee patent laws of thenited States, 35 U.S.C. §
1 et. seq., and the Declaratalydgment Act, 28 U.S.C. 8801-02. The Court has subject
matter jurisdiction over these Counterclaimssuant to 28 U.S.C. 88 1331, 1338, and 2201-02.

4, This Court has personal jurisdiction over Eolas.

5. Venue with respect to Eolas is propethis district under 28 U.S.C. 88 1391 (b)

and (c) because Eolas is amanmation subject to thpersonal jurisdiadin of this Court.
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COUNT |

Declaratory Judgment of Noninfringement of U.S. Patent Nos. 5,838,906 and 7,599,985

6. YouTube incorporates by reference thegdlons contained iRaragraphs 1 to 5
of its Counterclaims.

7. An actual controversy exists between the parties with respect to the alleged
infringement of U.S. Patent Nd8,838,906 and 7,599,985 (“the asserted patents”).

8. Although Eolas alleges in its Complaint that YouTube has directly and/or
indirectly infringed the claims of the assertedep#s, YouTube has not datty and/or indirectly
infringed, and does not directly and/or indiregtifringe, any claim of the asserted patents.

9. A judicial determination of the respectiveghis of the parties with respect to the
infringement of the claims dahe asserted patenis now necessary arappropriate under 28
U.S.C. § 2201.

COUNT 1i

Declaratory Judgment of Invalidity of U.S. Patent Nos. 5,838,906 and 7,599,985

10.  YouTube incorporates by reference thegdl@ons contained iRaragraphs 1 to 5
of its Counterclaims.

11. An actual controversy exists between the parties with respect to the invalidity of
the asserted patents.

12.  Although Eolas alleges in its Complaintatithe asserted patents were duly and
legally issued by the United States Patent aradldmark Office after full and fair examination,
each and every claim of the asserted patents ifidnea failure to comply with the patent laws,

including, but not limited to, 35 U.S.C. 88 101, 102, 103, 112, and 113.
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13. A judicial determination of the respectiveglhis of the parties with respect to the
infringement of the claims dahe asserted patenis now necessary arappropriate under 28
U.S.C. § 2201.

COUNT 1

Declaratory Judgment of Unenforcealiity of U.S. Patent No. 5,838,906 and 7,599,985

14.  YouTube incorporates by reference thegdlons contained iRaragraphs 1 to 5
of its Counterclaims.

15. An actual controversy exists between the parties with respect to the
unenforceability of thasserted patents.

16.  Although Eolas alleges in its Complainaaththe asserted patents were duly and
legally issued by the United States Patent aratidmark Office after full and fair examination,
each and every claim of the asserted patenisesforceable due to inequitable conduct before
the United States Patent and Trademark Office.

A. OVERVIEW

A-1. Doyle had a duty of candor and good falit in dealing with the Patent Office

17.  Michael D. Doyle (“Doyle”) is one of theamed inventors of the asserted patents,
U.S. Patent Nos. 5,838,906 and 7,599,985.

18. As a named inventor, Doyle had a duty of candor and good faith in dealing with
the United States Patent and Trademark Offitkke('Patent Office”) during prosecution of the
asserted patents.

19. Doyle’s duty of candor and good faith aleeisted during the reexaminations of

the ‘906 patent.
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20. The duty of candor and good faith owed bgyle included a dutyo disclose to
the Patent Office all informatioknown to that individual to benaterial to patentability as
defined in 37 C.F.R. § 1.56.

A-2. Doyle had a financial incentiveto deceive thePatent Office

21. Doyle had a financial incentive to deceive the Patent Office during prosecution of
the ‘906 patent, during the reexaminations & 906 patent, and during the prosecution of the
‘085 patent.

22. Doyle worked at the University of Cadifnia, San Francisco when he allegedly
conceived of the inventions claiché the ‘906 and ‘985 patents.

23. The 906 and ‘985 patentare owned by The Regents of the University of
California.

24. Doyle and his co-inventors are entitledéaeive a portion of any royalties paid to
The Regents of the University of Californidated to the ‘906 and/or ‘985 patents.

25. Doyle is a founder of Eolas,dlplaintiff in this action.

26. Doyle quit his job to found Eolas, andrpenally invested time and money in
Eolas.

27. Doyle has had a financial interestinlas since at least August 21, 1995.

28. On or about August 21, 1995, Eolas acquiretits to the patent application that
matured into the ‘906 patent.

29. Doyle was personally involved in the prosecution of the ‘906, the reexaminations
of the ‘906 patent, and the prosecution of the ‘9&Bmaat the same time that he had a financial
interest in Eolas and a financiaterest in any royalties on th@06 and/or ‘985 patents paid to

The Regents of the University of California.
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A-3. Doyle breached his duty of candor andjood faith with an intent to deceive the
Patent Office

30. As explained in more detail beloWoyle breached his duty of candor and good
faith in dealing with the Patent Office. Doyfa&led to disclose material information and made
affirmative misrepresentations of material fadBoyle did so with knowledge of the information
he withheld, with knowledge of the falsity of hissrepresentations, andtivthe specific intent
to deceive the Patent Office. The circumstarmfd3oyle’s actions confirm an intent to deceive
the Patent Office.

B. DOYLE FAILED TO DISCLOSE MATERIAL INFORMATION RELATED TO THE  VIioLA WWW
BROWSER

31. As explained in more detail belo®oyle breached has duty of candor and good
faith in dealing with the Patent Office by failing to disclose material information related to the
ViolaWWW browser. Doyle did swith knowledge of the infornteon he withheld and with the
specific intent to deceive the Patent OfficeeTdircumstances of Doyle’s actions confirm an
intent to deceive the Patent Office.

32. As explained in more detail below,ettViolaWWW browser was material to the
patentability of all the claims of the ‘906 patdr@cause it disclosed limitations that the Patent
Office believed were missing in the prior art, including interactiatpbedded withirthe
webpage (as opposed to a separate windawjpmatic invocation of the interactivity (as
opposed to requiring a mouse click to enable the interactivity), and use of a separate executable
application (as opposed to a script). Doylevkrbat the ViolaWWW browser disclosed these
limitations, yet he withheld this information frothe Patent Office at the same time that he

argued to the Patent Office that these limitations were missing from the prior art.
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B-1. Doyle knew about the ViolaWWW browgr before the application for his ‘906
patent was filed on October 17, 1994

33.  The application for the ‘906 patewss filed on October 17, 1994.

34. Thus the critical date for purposes38 U.S.C. § 102(byvas October 17, 1993.
Any printed publication describing the claimé@d/ention, or any public use of the claimed
invention in the United States, before t@wer 17, 1993, would be an absolute bar to
patentability.

35. Doyle knew before the application for tt896 patent was filethat an individual
in Northern California named Pei Wei had deped a browser called “ViolaWWW?” before the
critical date of October 17, 1993.

36. On May 20, 1994, David Raggett sent an etteaDoyle regarding object level
embedding in web browsers. In this email, Ragad¥ised Doyle that he “might want to look at
Viola which [Raggett] seem[s] to remember takeégamtage of the tkool kit to provide a certain
level of embedding.”

37. Raggett further advised Doyle that he ebtfind a pointer to Viola off the CERN
WWW project page.”

38. Later on the same day, May 20, 1994, DaMartin, who was one of Doyle’s
colleagues at the University of California $an Francisco and who was also named as an
inventor on the ‘906 patent, panded to a posting from Pei Wei on a publicly-accessible e-mail
distribution list. Pei Wei's post had includéue following statements: “In order to do better
testings and support of ViolaWWW, | would like solicit donations for guest accounts on the
major Unix platforms. . . . So, if your orgaation has some CPU crumes to spare, good
network connectivity, don’t havefaewall, want to help viola deelopment, etc, please drop me

a note. Based mostly on network connectivityl, delect one (maybe two) offer(s) for each
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different platform.” David Martin’s responde Pei Wei included the following statements: I
am willing to discuss providing accounts on 3RIX 5.x, Solaris 2.x, Alpha OSF/1. Please let
me know what you require in terms of disk space, compiler, utilities, etc...”

39. Thus by May 20, 1994 — several monthafore the application for the ‘906
patent was filed — Doyle knew about Pei Wei's ViolaWWW browser.

40. Doyle learned even more about the MWW browser before the application
for the *906 patent was filed.

41.  On August 30, 1994, at approximately 11:15 p.m. California time, Doyle posted a
“Press Release” to the publicly-accessible VRMimail distribution list that included the
following statements:

Researchers at the U. of Califit@ have created software for
embedding interactive progranobjects within hypermedia
documents. Previously, objelthking and embedding (OLE) has
been employed on single machinaslocal area networks using

MS Windows -TM-. This UC software is the first instance where
program objects have been embedded in documents over an open
and distributed hypermedia environment such as the World Wide
Web on the Internet.

42.  On August 31, 1994, at approximately 6fbgh. California time, Pei Wei posted a
response on the publicly-accessible VRML e-masitrébution list that included the following
statements: “I don’t think this is the fircase of program objects embedded in docs and
transported over the WWW. ViolaWWW has had ttapabilities for momits and months now.”

43. Pei Wei's response included a link to BMP site where reyone “interested in
learning more about how violaW\W does this embedded objetiigng can get a paper on it.”

44. The paper cited by Pei Wei was entitléA Brief Overview of the VIOLA

Engine, and its Applications.”
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45,

The paper cited by Pei Wei wasted August 16, 1994 — over two months

before the application fdahe ‘906 patent was filed.

46.

The paper cited by Pei Wei includee tlollowing statements and graphics:
Embedding mini applications

Viola’s language and toolki allows ViolaWWW to render
documents with embedded viola objects. Although the viola
language is not part of the Wd Wide Web standard (yet?),
having this capability provides a powerful extension mechanism to
the basic HTML.

For example, if the HTML'’s input-forms do not do exactly what
you want, you have the option to build a mini customized input-
form application. And it could hawspecial scripts to check for the
validity of the entered data befoegen making a connection to the
server.

Or, if your document needs to sk data thatis continuously
updated, you could build a smalpmication such as this which
display the CPU load of a machine. Note that only the graph field
is continuously updated, but ribie rest of the document.

olglalelB|Esy

HOME || PREV | Back j| MEXT | | RELOAD || CLOWE

a)ﬁnuously Updating Field

Activity monitor: ‘ I

The above monitor application maintains a continuous network connection to a
server to listen to a data stream.

Other possible applications inckidront-ends to the stock market
guotes, new wire updates, teligl@o style service, etc.

Here’s another example of a mimteractive application that is
embedded into a HTML document. It's a chess board in which the
chess pieces are actually actaved movable. And, illegal moves
can be checked and denied straigfitby the intelligence of the
scripts in the application. Given more work, this chess board
application can front-end a chess server, connected to it using the
socket facility in viola.
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fittp://ucf berkeley.edu/ht/projects/viola/docs/vu/chesslenachtal
A Chess Board

This is a demo a viola "application” (the chess hoard) heing retrieved via HTTF,
instantiated, and plugged into this HThL document.
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What follows is a screendump af demo of an embedded viola
application that lets readers of this HTML page communicate by
typing or drawing. Like the clss board application above, this

chat application can stand-alo@d have nothing to do with the
World Wide Web), or be embedded into a HTML document.

By the way, to make this pob#, a multi-threaded/persistent

server was written to act as a message relay (and to handle HTTP
as well).
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Righty: This is me, Eighty, broadcasting myself. Do you copy?

Lefty: Yeah, | copy.

Lefty: That's my boat up there....

AE =REighty
This is me, Righty, broadcasting myself. Do you copy?

This next mini application froreénds a graphing process (on the
same machine as the viola proce#s) important thing to note is
that, like all the other documeatnbeddable mini applications
shown, no special modification to the viola engine is required for
ViolaWWW to support them. Althe bindings are done via the
viola language, provided that the necessary primitives are available
in the interperter, of course.

Put it another way, because of the scripting capability, the
ViolaWWW browser has become very flexible, and can take on
many new features dynamically.c@de patches and recompilation
of the browser can frequently be avoided.

This attribute can be very important for several reasons. It keeps
the size of the core software small, yet can grow dynamically as
less frequently used featureseaocassionally used, or as new
accessories/components are added.

Such new accessories can be as simple as little applets that

accompany documents, or conceivably as complicated as a news or
mail reader. An analogy is how Emacs's programming

22



environment allows that text editty become much more than just
a text editor.

Not only can mini applications be embedded inside of documents,
they can even be plugged inte ViolaWWW'’s “toolbar”.

The following picture shows a “boolark tool” that acts as a mini
table of contents for the page.this case, the bookmark is linked
to the document (by using the <LINK> tag of HTML 3.0), and the
bookmark will appear and digpear with the document.

There're currently two front— - ch Wi, One has the native viola
#Lib front-end, and the other, .y front—end. The GUIs layouts for

One can imagine many plug-in accessories/applets/tools possible
with this facility. Like, a selfyuiding slideshow tool. Or, document
set specific navigational toolséins that are not pasted onto the

23



page so that the navigationabms don’t scroll aay from view.
Etc.

47. “Doyle downloaded and read the papeEblas Techs., Inc. v. Microsoft Coyp.
399 F.3d 1325, 1330 (Fed. Cir. 2005).

48. On August 31, 1994, at approximately 9:06 p.m. California time, Doyle
responded to Pei Wei's statementagproximately 6:52 p.m. that ion’t think thisis the first
case of program objects embedded in docs amgorted over the WWW. ViolaWWW has had
this capabilities for months and months novidbyle responded by asig Pei Wei, “How many
months and months? We demivated our technology in 1993.”

49. On August 31, 1994, at approximately 18.:p.m. California time, Pei Wei
responded to the message thatledhad sent at appximately 9:06 p.m. Pei Wei's response
included the following statements:

Definitely by May 8, 1993 we had a®nstrated that plotting demo
(the very one shown in the viofaper) to visitors from a certain
computer manufacturer... This demo was memorable because
someone and | at ORA had lostegb the night before the meeting,

in order to cook up that particular plotting demo :) We had to show
something cool.

That demo wasn’t very hard to do because by that time the basic
capability was already in place for violaWWW to fetch viola
objects over HTTP (or whatever) and plug them into documents.
Of course, our wire-frame plotting demo isn’'t anywhere as
comprehensive as yours. But, therptavas that there was a way to
embed programmable & interactive objects into HTML
documents.

50. When Pei Wei referred to the “plotting demo (the very one shown in the viola

paper),” he was referrinig the plot of the figler jet shown above in ¢hwindow titled “XPlot.”

See suprd 46.
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51. When Pei Wei referred to a demonstati‘by May 8, 1993” to “visitors from a
certain computer manufacturer,” he was referring ttiemonstration of the plotting demo to Karl
Jacob and James Kempf from Sun Microsysteon May 7, 1993. This demonstration took
place in Northern California. There was noitation, restriction or olgation of secrecy on
Karl Jacob or James Kempf.

52. The Federal Circuit has held that “WeMay 7, 1993 demonsdtion to two Sun
Microsystems employees withoenfidentiality agreements waspublic use under [35 U.S.C. §
102(b)].” Eolas Techs399 F.3d at 1335.

53. On August 31, 1994, at approximatehl:13 p.m. California time, Doyle
responded again to the message that\Reihad sent at approximately 6:52 p.m.

54. Doyle’s response was seafter Doyle had read P&Vei's paper about the
ViolaWWW browser dated Augud 6, 1994 (described abowsipraf{ 43—46).

55. Doyle’s response included the followirglatements: “Pei is mistaken on two
counts, as | describe below . . . . As Pei'pgraon Viola states, thggackage did not support
what it calls ‘embeddable program objects’ until 1994. . . . Furthermore, Viola merely
implements an internal scripting language . . . .”

56. On August 31, 1994, at approximatehl:36 p.m. California time, Doyle
responded to the message that Pei Wei hadaseapiproximately 11:16 m. Doyle’s response
included the following statements: “Out of cuitgsdid you publicly deronstrate this or publish
any results before 19947?”

57. On September 1, 1994, at approximat&R:08 a.m. California time, Pei Wei

responded to the message that Doyl $ent at approximately 11:13 p.m.
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58. Pei Wei's message at approximately QB:a.m. was also responsive to the
message that Doyle had sahapproximately 11:36 p.m.

59. Pei Wei's message to Doyle at 128&. included the following statements:

Well. Viola’'s model was *demustrated* in 1993, *released*
freely in 1994. . . . And, as fdhe plotting demo, it actually is
really just a front-end that fissup a back-end plotting program
(and the point is that that back-end could very well be running on a
remote super computer instead of the localhost). For that demo,
there is a simple protocol suchattihe front-end app could pass an

X window ID to the back-end, and the back-end draws the graphics
directly onto the window wlaWWW has opened for it.

60. Doyle deleted from his computer his &ils with Pei Wei on August 31 and
September 1, 1994, and the copy of the &iplaper dated August 16, 1994, that he had
downloaded and read. Doyle ket his computer other emails from that timeframe, however.

61. Doyle was living in Northen California on August 31, 1994, when he exchanged
messages with Pei Wei about the ViolaWWW browser.

62. Pei Wei was living in Northern @fornia on August 31, 1994, when he
exchanged messages with Doyle about the ViolaWWW browser.

63. There was no limitation, restriction or lmation of secrecy oihe recipients of
Pei Wei’'s messages on August 31 and Sepéerh, 1994, about the ViolaWWW browser.

64. There was no limitation, restriction or oldigpn of secrecy on the readers of Pei
Wei's paper about the ViolaWW browser dated August 16, 1994.

65. On October 17, 1994, the application foe ‘906 patent was filed. Doyle and
Martin were among those named as inventors.

66. The application for the ‘906 patent dsses the Mosaic browser and the Cello

browser, but not the ViolaWWW browser.

26



67. The application for the ‘906 patent includan information disclosure statement
that identified several pieces of priart, but not th&iolaWWW browser.

68. On November 22, 1994, Doyle signed a dextlan under penalty of perjury that
included the following statements: Believe | am . . . an original,rét and joint inventor . . . of
the subject matter which is claimed and for whiclpatent is sought . . . the specification of
which . . . was filed on October 17, 1994 Application Serial No. 08/324,443. . . . |
acknowledge the duty to disclose information which is material to the examination of this
application in accordance with Title 37o@® of Federal Regulations, Section 1.56.”

69. No disclosure about the ViolaWWW breer was ever provided to the Patent
Office during prosecution of application numi@8/324,443, which matured into the ‘906 patent.

B-2. Doyle was reminded about the ViolaWWW browser in 1995 during prosecution of
the '906 patent

70. Doyle was reminded about Pei Wei and the ViolaWWW browser in 1995, during
prosecution of the ‘906 patent, but still no disclosure aboutVibaWWW browser was
provided to the Patent Office.

71.  On August 21, 1995, at approximately 11aiéh. California time, Doyle posted a
“Press Release” to the publicly-accessible WWW-talk e-mail distribution list. Doyle’s post
included the following statements: “Eolas cheologies Inc. announcetbday that it has
completed a licensing agreement with the Universf California for the exclusive rights to a
pending patent covering the use of embedded program objetpptets,” within World Wide
Web documents.”

72. On August 21, 1995, at approximately 32:p.m. California time, Pei Wei
responded on the publicly-accessible WWW-talmail distribution list to Doyle’s “Press

Release.” Pei Wei's response included the follmnstatements: “[F]or theecord, | just want to
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point out that the ‘technology which enabled Webuheents to contain fully-interactive “inline”
program objects’ was existing in ViolaWWW amhs *released* to the public, and in full
source code form, even back in 1993... Actualceptualization and exence occurred before
i93.11

73.  On August 21, 1995, at approximately 1:14 p.m. California time, Doyle
responded to the message Pei Wei had sempptoximately 12:54 p.m. Doyle’s response
included the following statements: “We've hatis discussion before (last September,
remember?). You admitted then that you did NO&age or publish anything like this before the
Eolas demonstrations.”

74. On August 21, 1995, at approximately 4:09 p.m. California time, Pei Wei
responded to the message thatyledhad sent at appximately 1:14 p.m. Pei Wei's response
included the following statements:

Please carefully re-read mytter to you... | said Viola was
demonstrated in smaller settings, but before your demo. The
applets stuff was demo’ed to whewer wanted to see it and had
visited our office at O’'Reilly & Asociates (where | worked at the
time).

This is what | wrote on the VRML list:

> Definitely by May 8, 1993 we had demonstrated that plotting
demo

> (the very one shown in the vigbaper) to visitors from a certain

> computer manufacturer... Thilemo was memorable because
someone and |

> at ORA had lost sleep the nigh¢fore the meeting, in order to
cook up

> that particular plotting demo We had to show something cool.
That date (May 93), at leaspredates your demo if I'm not

mistaken. Then around August 93, it was shown to a bunch of
attendees at the first Welnfference in Cambridge. . . .
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If you're talking about interactes apps *specifically* on the web,
ie applets in-lined into HTML documents etc., and with bi-
directional communications, théook at ViolaWWW as it existed
around late ;'92 early ‘93.

75.  When Pei Wei referred to the “plotting demo (the very one shown in the viola
paper),” he was referring the plot of the fightefet shown above in theindow titled “XPlot.”
See suprd 46.

76.  When Pei Wei referred to a demonstratiby May 8, 1993,” he was referring to
the demonstration of the plotting demo to t®on Microsystems employees that the Federal
Circuit has held “was a publicse under [35 U.S.C. § 102(b)]Eolas Techs$399 F.3d at 1335.

77. When Pei Wei referred to the “first Web Conference in Cambridge” “around
August 1993,” he was referring to the “Vitbiwide Web Wizards Workshop” held in
Cambridge, Massachusetts on July 28-30, 1993.

78. People attending the Wizards workshapcluded Tim Berners-Lee, Marc
Andreesen, Eric Bina, Dale Doughe Scott Silvey, and Pei Wei.

79. Tim Berners-Lee and Dale Dougherty r@ethe organizersf the Wizards
workshop.

80. Dale Dougherty worked at O’Reilly &ssociates in Northern California.

81. In 1992, Dale Dougherty learned aboutoMi and recruitedPei Wei to join
O'Reilly & Associates. Pei Wei's job at O’'Reil§ Associates was to continue developing the
ViolaWWW browser.

82. Scott Silvey worked with Pei Wei aD’'Reilly & Associates in Northern
California.

83. When Pei Wei wrote “This demo was merable because someone and | at ORA
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had lost sleep the night before the meeting, inrax@eook up that particular plotting demo,” the
other person he was refig to was Scott Silvey.

84. Tim Berners-Lee is the person generallyilatited to be the inventor of the World
Wide Web.

85. Marc Andreesen and Eric Bina were the authors of Mosaic, a popular browser for
the World Wide Web created e National Center for Supercpuoting Applications (NCSA) at
the University of lllinois at Urbana-Champaign.

86. Marc Andreesen and Eric Bina went on to found Netscape, the manufacturer of
another popular browser for the World Wide Web.

87. Pei Wei and Scott Silvey demonstratad ViolaWWW browseand its ability to
automatically invoke interactive objects embeatdigdthin a webpage using the “VOBJF” tag to
at least Marc Andreesen and Tim Berneeg at the Wizards workshop in Cambridge,
Massachusetts in July 1993 — owere year before the applicani for the ‘906 patent was filed.

88. There was no limitation, restriction or lgation of secrecy on anyone at the
Wizards workshop.

89. Pei Wei's demonstration at the Widarworkshop of the ViolaWWW browser
and its ability to automaticallinvoke interactive olgicts embedded within a webpage using the
“VOBJF” tag was a public use under 35 U.S.C. § 102(b).

90. Despite Pei Wei's communications to Deylepeatedly providing evidence that
the ViolaWWW browser was matatfiprior art under 35 U.S.®&.102(b), Doyle never disclosed
the ViolaWWW browser to the Patent @#i during prosecution of application number

08/324,443, which matured into the ‘906 patent.
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91. Instead, Doyle deleted from his compules emails withPei Wei on August 21,
1995. Doyle kept on his computer other emails from that timeframe, however.

B-3. In 1998, during prosecution of the '906 patent, Doyle collected additional
information about the ViolaWWW browser

92. In 1998, during prosecution of the ‘9Q@Gatent, Doyle collected additional
information about the ViolaWWW browser, but &#l did not discloseany information about
the ViolaWWW browser to the Patent Offi@es explained in more detail below.

93. During prosecution of the ‘906 patent, Deyinaintained a folder called “Viola
stuff.”

94. The “Viola stuff” folder included a priout of Pei Wei's message to Doyle on
August 31, 1994, at approximatelys@: p.m. California time, in wibh Pei Wei told Doyle, “I
don’t think this is the first casof program objects embedded in docs and transported over the
WWW. ViolaWWW has had this capabibt for months and months nowSee suprd{ 42—-46.

95. The “Viola stuff” folder included a priout of Doyle’s message to Pei Wei on
August 31, 1994, at approximately 11:36 p.m. Catlii@rtime, in which Doyle asked Pei Wei,
“Out of curiosity, did you publicly demonsteathis or publish any results before 19943¢&e
supra¥f 56.

96. The “Viola stuff” folder included a printout from the URL
http://www.w3.org/History/1994/WWW/WorkingNotés This webpage has a heading for the
“WWWWizardsWorkshop” “Cambridge, Mass,July 1993” and includes links to
“Announcement,” “Agenda,” and “Photos of attendees.”

97. “WWWWizardsWorkshop” refers to the World-Wide Web Wizards Workshop
held in Cambridge, MassachusettsJoity 28—30, 1993, that Pei Wei attend&ke suprd]f 77—

89.
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98. The “Announcement” link links to a webpage at
http://www.w3.org/History/1994/\WWW/WorkigNotes/1993 _Workshop/Announcement.htmi
that states that “Interactive objectsbwd be discussed at the Wizards workshop.

99. The “Agenda” link links to a webpage at
http://www.w3.org/History/1994/WWW/Workingdtes/1993 Workshop/Agenda.html that
states that “Interactive objects” was on #genda for discussion at the Wizards workshop.

100. The webpages for the Wizards workshogrroborate Pei Wei's statement to
Doyle on August 21, 1995, that the plotting demsadiked in the Violgpaper dated August 16,
1994, was “shown to a bunch of attendees atffiist Web Conference in Cambridge” “around
August 93" — over one year before the apgion for the ‘906 patent was fileGee suprd 74.

101. The “Viola stuff” folder included a printouwdf a webpage with a link to the source
code for viola-2.1.2, archived on September 2, 1998ver one year before the application for
the '906 patent was filed.

102. The “Viola stuff” folder included a jmtout of a webpage with the “README”
file for viola-2.1.2. The datat the top of the “README"file is July 27, 1992. The
“README” file includes instructions for building the binary code for the “viola” program, and
instructions for running the ViaWWW browser. The “READMETile states at the bottom:

Comments and questions:

Please send WWW specific buigswww-bugs@info.cern.ch,
general comments to www-tagkinfo.cern.ch, and anything to
wei@xcf.Berkeley.EDU.

Pei Y. Wei
wei@xcf.berkeley.edu

103. The “Viola stuff” folder included a printouwsf a message that Pei Wei had sent to

the publicly-accessible WWW-talk e-mail distribarilist on January 28, 1994, that included the
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following statements: “Right now, the ViolaWW\Hat is under development can embed viola

objects/applications inside of HTML documents.”

104. The “Viola stuff” folder included a printouwsf a message that Pei Wei had sent to

the publicly-accessible WWW-tal&-mail distribution list on February 25, 1994, that included

the following statements:

105.

The new ViolaWWW is now availablfor ftp’ing. It's beta and
feedback is very welcomed. The README file follows...

ViolaWWW, Version 3.0 Beta Feb 23 1994

ViolaWWW is an extensibl&/orld Wide Web hypermedia
browser for XWindows.

Notable features in the new ViolaWwWWw

* Embeddable in-document andtoolbar programmable viola
objects. A document can embed miiola applications (ie: a
chess board), or can cause mini ajgpise placed in the toolbar.

Availability

Source and binary can be foundtip://ora.com/pub/www/viola.
Sparc binary is supplied.

Pei Y. Wei (wei@ora.com)
O'Reilly & Associates, Inc.

The “Viola stuff” folder included a printout from the URL

http://xcf.berkeley.edu/ht/projesiviola/. The printout included the following statements:

ViolaWWW, Version 3.1 Beta Mar 23 1994

ViolaWWW is an extensibl&/orld Wide Web hypermedia
browser for XWindows.

Notable features in the new ViolaWwWW
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* Embeddable in-document andtoolbar programmable viola
objects. A document can embed miiola applications (ie: a
chess board), or can cause mini ajgpse placed in the toolbar.
Availability

Source and binary can be foundtim://ora.com/pub/www/viola.
Sparc binary is supplied.

Pei Y. Wei (wei@ora.com)
O'Reilly & Associates, Inc.

106. The *“Viola stuff” folder included a printout from the URL
http://xcf.berkeley.edu/ht/project@bla/docs/viola/. One of the files listed in the printout is
named “plotDemo.html”.

107. The *“Viola stuff” folder included a printout from the URL
http://xcf.berkeley.edu/ht/projectsbla/docs/objs/. One of the files listed in the printout is
named “plot.v”.

108. The following is a screenshot of thedlaWWW browser afteparsing the file

plotDemo.html:
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109. The files plotDemo.html and plot.v include code for the plotting demo described
in the Viola paper dated August 16, 19%Bke suprd 46.

110. The file plotDemo.html specifies the Idman of the file pbt.v, which in turn
specifies the location of a separatecutable application named vplot.

111. Pei Wei had told Doyle on August 31, 1994w the plotting demo worked: “[A]s
for the plotting demo, it actually is reallygua front-end that fies up a back-end plotting
program (and the point is that that back-exuaild very well be running on a remote super
computer instead of the localhosfor that demo, there is a simgdeotocol such that the front-
end app could pass an X window ID to th&ck-end, and the back-end draws the graphics

directly onto the window wlaWWW has opened for it.See suprd 59.
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112. Pei Wei had told Doyle on August 31, 1984¢ suprd 49, and again on August
21, 1995see suprd] 74, that the plotting demo dedad in the Viola paper dated August 16,
1994, was the “very one” demonstrated “to vistérom a certain computer manufacturer” by
May 8, 1993.

113. When Pei Wei referred to a demonstratiby May 8, 1993,” he was referring to
the demonstration of the plotting demo to t®on Microsystems employees that the Federal
Circuit has held “was a publicse under [35 U.S.C. § 102(b)Eblas Techs399 F.3d at 1335.

114. Thus, during prosecution of the ‘90g@atent, Doyle knew about Pei Wei's
demonstration of the plotting demo that the Fab€ircuit has held was a “public use” under 35
U.S.C. § 102(b); Doyle knew how the plotting® worked; and Doyle had access to the code
for that plotting demo.

115. During prosecution of the ‘906 patenbDoyle printed wbpages containing
information about a talk that Pei Wei gaveStanford University in Northern California in
September 1994.

116. The webpages that Doyle printed includiee following statements and graphic:

WWW Browsers: Extensibility Issues

Pei Wei, O'Reilly & Associates

Stanford Computer Forum WWW Workshop - September 20-
21,1994

Extensibility in WWW Browsers

The WorldWideWeb is a powerful medium which has many
applications beyond just publishingtt documents. It is certainly
an interface to thespace of “documents.” But already, with
established features such as infanins and server-side scripting,

we see that the web is also increasingly becoming an interface to
the space of what is tradinally called “applications.”
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In this talk I'll describe a fewpossible approaches for a browser to
gain more flexibility, and to briefly describe one particular
approach as implemented by a system known as ViolaWWW.

Possible Ways to Extend Browsers

We already do “extend” browsers with things like “external
viewers.” But there’s not a very good integration with the browser.
Ideally those external viewerfi@uld be rendering inplace inside
the document, and be working togathvith the brower, be tightly
integrated with the browser and other parts...

Work at O’Reilly & Associates: VIOLA-WWW
This is the Viola system that is being developed at O'Reilly and
Associates. This system has the following interesting

characteristics:

Three, program objects can be embedded into documents and the
toolbar. . . .

The next example is a front-endpdipation to a backend. And the
back-end is what actually doegtbomputation and the drawing.
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117. There was no limitation, restriction orl@ation of secrecy on anyone attending
the talk that Pei Wei gave at Stanford University in September 1994.

118. The plotting demo described in the talkstanford University in September 1994
is the same plotting demo describiedhe Viola paper dated August 16, 19%Bke supr§ 46.

119. Pei Wei had told Doyle on August 31, 199é¢ suprd] 49, and again on August
21, 19955see suprd] 74, that the plotting demo dedad in the Viola paper dated August 16,
1994, was the “very one” demonstrated “to visitfrom a certain computer manufacturer” by
May 8, 1993.

120. When Pei Wei referred to a demonstratiby May 8, 1993,” he was referring to
the demonstration of the plotting demo to t®%on Microsystems employees that the Federal

Circuit has held “was a publicse under [35 U.S.C. § 102(b)]Eolas Techs$.399 F.3d at 1335.
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121. Thus, during prosecution dhe ‘906 patent, Doyle wasepeatedly confronted
with evidence that the ViolaWW browser was material priart under 35 U.S.C. § 102(b), yet
Doyle never disclosed the VBIVWW browser to the Patent Office during prosecution of
application number 08/324,443, whictatured into the ‘906 patent.

B-4. The ViolaWWW browser was material tothe patentability of the '906 patent
122. The ViolaWWW browser was material tthe patentability of the claimed

inventions in the ‘906 patent.

123. There is a remarkable similarity taeeen the ViolaWWW browser and the

preferred embodiment of the ‘906 patent:
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Both the ViolaWWW browser (othe left) and the preferred emboudint of the ‘906 patent (on
the right) enabled a user to interact witl3-dimensional image embedded in the middle of a

webpage. In the ViolaWWW screenshot above etlege three slide controls to the right of the
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embedded image that move up and down; these rotate the embedded image on the X, Y, and Z
axes. Similarly, in the preferred embodimehfthe ‘906 patent shown above, box 354 has three
slide controls to the right of the embedded imtuge rotate the image on the X, Y, and Z axes.
Thus, ViolaWWW, like the ‘906 patent, teaches a browser capable of displaying embedded
interactive objects.

124. The Manual of Patent Examining Procedure in force at the time the application
for the ‘906 patent was filed included the following statements:.

Materiality is defined in 37 CFR 1.56(b) and discussed herein at
MPEP 8§ 2001.05. In addition toipr art such as patents and
publications, 37 CFR 1.56 includefey example, information on
possible prior public uses, sales, offers tsell, derived knowledge,
prior invention by another, inventorship conflicts, and the like.

(Emphasis in bold added.)
125. The Manual of Patent Examining Procedure in force today contains similar
language:

Materiality is defined in 37 CFR 1.56(b) and discussed herein at
MPEP § 2001.05. In addition toipr art such as patents and
publications, 37 CFR 1.56 includefey example, information on
>enablement,<possible prior public uses, sales, offers to sell,
derived knowledge,prior invention by another, inventorship
conflicts, and the like. >*Materiality is not limited to prior art but
embracesany information that a reasonable examiner would be
substantially likely to consider important in deciding whether to
allow an application to issue as a patemristol-Myers Squibb
Co. v. Rhone-Poulenc Rorer, Inc326 F.3d 1226, 1234, 66
USPQ2d 1481, 1486 (Fed. Cir. 200@mphasis in original)
(finding article which was not prior art to be material to
enablement issue).<

(Emphasis in bold added.)
126. The Federal Circuit has confirmed thibé ViolaWWW browser was material to

the patentability of the claimedventions in the ‘906 patent.
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127. The Federal Circuit held that a reasongbig could find at least claims 1 and 6
of the ‘906 patent anticipatday the ViolaWWW browser under 33.S.C. § 102(a), (b), and/or
(g). SeeEolas Techs399 F.3d at 1329, 1332-35.

128. The Federal Circuit held that “Wei's May 7, 1993 demonstration to two Sun
Microsystems employees withoenfidentiality agreements waspublic use under [35 U.S.C. §
102(b)].” Eolas Techs399 F.3d at 1335.

129. The Federal Circuit held that a reasongbig could find at least claims 1 and 6
of the ‘906 patent obvious in light of the ViolaWWW brows&eeEolas Techs.399 F.3d at
1335.

130. The Federal Circuit held that a distreziurt could find that Doyle had committed
inequitable conduct by failing to disclose tWelaWWW browser to the Patent OfficeSee
Eolas Techs399 F.3d at 1336.

131. The Patent Office has also confirmeattthe ViolaWWW browser was material
to the patentability of the clairdénventions in the ‘906 patent.

132. On or about July 30, 2007, during the 208Bxamination of the ‘906 patent, the
Patent Office rejected all claims of the ‘906 patas being anticipated by DX95, which includes
a copy of the text found in Pei \%& Viola paper dated August 16, 19%ke suprd] Error!
Reference source not found.

133. Pei Wei had told Doyle on August 31, 1994, about the Viola paper dated August
16, 1994 see suprd[f 43—-46, and Doyle had downloaded aead that paper the same d=ge
supra i1 47, 53-55, yet Doyle never disclosed thel&/paper to the Patent Office during the

original examination of the ‘906 patent.
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134. The fact that Doyle may have conceivedthe inventions claimed in the ‘906
patent before August 16, 1994, does not rendeMibla paper immaterial, because the Viola
paper describes features of the ViolaWWW browiisat existed before the invention date for the
‘906 patent and/or over one year before aipplication for the ‘906 patent was filed.

135. For example, the plotting demo described in the Viola paper dated August 16,
1994, was part of the ViolaWWW browser softw#rat was demonstratéd Sun Microsystems
on May 7, 1993 — over one year before thpligption for the ‘906 patent was filedsee supra
19 49-52.

136. None of the claimed inventions in tH#06 patent was conceived before August
1993.

137. Thus, the ViolaWWW browser softwareathwas described in the Viola paper
dated August 16, 1994, and ndenstrated to Sun Micrgstems on May 7, 1993, also
corroborates anticipation of the claimed inventionthe ‘906 patent under 35 U.S.C. § 102(g).

138. Neither reexamination of the ‘906 pateconsidered whether the claimed
inventions were anticipated by “Wei's May 7993 demonstration to two Sun Microsystems
employees without confidentiality agreements’iaththe Federal Circuhas held was a “public
use under [35 U.S.C. § 102(b)]Eolas Techs.399 F.3d at 1335.

139. In anex partereexamination, “[r]ejections wilhot be based on matters other than
patents or printed publicatis, such as public useSeeManual of Patent Examining Procedure
(MPEP) § 2258(l).

140. The Patent Office had the authority duritg original examination of the ‘906
patent to issue a rejection based on the “pulBie” provision of 35 &.C. § 102(b), but Doyle

never disclosed to the Patent Office duringttexamination the evidence he had in his
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possession that the ViolaWWW browser was jpulflic use” more than one year before the
application for the ‘906 patent was filed.

141. On information and belief, the Patent @&iwould not have allowed the claims of
the ‘906 patent if Doyl&éad not engaged in ineitpble conduct and instedcd fulfilled his duty
of candor and good faith in deay with the Patent Office.

B-5. Doyle intended to deceive the Patent @de during prosecution of the 906 patent

142. During prosecution of application nuerb08/324,443, which matured into the
‘906 patent, Doyle withheld extensivei@ence about the ViolaWWW browser.

143. For example, Doyle failed to discloseetlfiollowing material information: the
message from Raggett about the VioldAW browser and embedded objecse suprd[f 36—
39; the communications with Pei Wei in 19%bat the ViolaWWW browser and the embedded
interactive plotting demo thavas in public use in May 1993ge suprd[f 41-59; the Viola
paper describing the ViolaWwW\Wrowser and the embedded interactive plotting demo that was
in public use in May 1993%ee suprd]f 43—-46; the communicationsth Pei Wei in 1995 about
the ViolaWWW browser and the dredded interactive plotting dentlbat was in public use in
May 1993 and again at the Widarconference in July 1998ee suprd]f 71-89; the contents of
the “Viola stuff” folder that Doyle maintaime which included information about the Wizards
conference in July 1993 and links to the MWW browser software, atuding source code
for the embedded interactive plottingnale that was in pdle use in May 1993see suprd{ 93—
114; and Pei Wei’s talk at Stanford in September 1994 about the embedded interactive plotting
demo that was in public use in May 1998¢ suprd[{ 115-121.

144. Doyle withheld information about th¥iolaWWW browser with the specific

intent to deceive the Patent Office.
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145. Doyle had a financial interest in the patdnlity of the claimed inventions in the
‘906 patent.See suprdf 21-29.

146. The ViolaWWW browser threahed the patentability of the claimed inventions in
the '906 patent, and thus threagdrDoyle’s financial interests.

147. Doyle was personally involved in therosecution of application number
08/324,443, which matured into the ‘906 patent.

148. For example, Doyle signed a declavation or about November 22, 1994, stating
that he was an inventor aadknowledging his duty of candor and good faith in dealing with the
Patent Office.See suprd] 68.

149. On or about January 2, 1997, Doyle signed a declaration that was submitted to the
Patent Office in an effort to establish an earligedd invention for the claims of the ‘906 patent
application.

150. On or about February 24, 1997, Doyle partigal in an examiner interview in an
effort to secure allowance of the claims of the ‘90&pkapplication.

151. On or about May 27, 1997, Doyle signed®&page declaration (including an
appendix) that was submitted t@tRatent Office in an effort ®stablish himself as an “expert”
in the subject matter of the claimed inventioml 40 overcome various obviousness rejections to
the claims of the906 patent application.

152. On or about October 29, 1997, Doylegrséd another declaration that was
submitted to the Patent Office in an effort to establish an earlier date of invention for the claims
of the ‘906 patent application.

153. On or about November 6, 1997, Doyle paptted in another examiner interview

in an effort to secure allowance otthlaims of the ‘906 patent application.
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154. The prosecuting attorney for the ‘906tgrat lacked a technical degree in
computer science or electricahgineering, and thus he relion Doyle to understand and
describe the subject matter of thaigled invention and the prior art.

155. Doyle personally reviewed and approved papers submitted to the Patent Office
during prosecution of the ‘906 patent.

156. Despite Doyle’s extensive personal involvernm the prosecution of application
number 08/324,443, which matured into the ‘90&pf Doyle never disased the ViolaWwWw
browser to the Patent O¢& during that prosecution.

157. The circumstances of Doyle’s actions demonstrate an intent to deceive the Patent
Office.

158. For example, during prosecution of tl®6 patent, Doyle made arguments for
patentability that could not haveeen made if he had discldsthe ViolaWWW browser to the
Patent Office.

159. On or about May 6, 1996, the Patent €firejected several claims as being
anticipated by the Univetsiof Southern California’s “Mercury Project.”

160. On or about August 6, 1996, a responsehts rejection was submitted to the
Patent Office.

161. Doyle personally reviewed and apprdvthe response submitted to the Patent
Office on or about August 6, 1996.

162. The response submitted on or about August 6, 1996, included the following
statements:

The claimed combination is fundamentally different from the
Mercury Project. In the claimedombination, the external object

and executable object are embatids/ reference in the HTML
document and the object is displayed and processed within the
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same window where a portion of the original document is
displayed. In the Mercury Projectfammation is passed back to the
server and a new document is gated and displayed. There is no
display and processing the extermdlject within the window in
which a portion of the original document is displayed.

163. If Doyle had disclosed théiolaWWW prior art to the Patent Office, it would not
have been possible to distinguish the claimthef'906 patent over the prior art on the basis that
the prior art failed to disclose “display[ingh@ processing the exterrabject within the window
in which a portion of the original document is displayed.”

164. On or about March 26, 1997, the Patent €ffrejected several claims as being
obvious in light of “Khoyi et al. US PateBb{206,951” in combination with other prior art.

165. On or about June 2, 1997, a response to this rejection was submitted to the Patent
Office.

166. Doyle personally reviewed and apprdvéhe response submitted to the Patent
Office on or about June 2, 1997.

167. The response submitted on or about June 2, 1997, included the following
statements:

[T]here is no suggestion in Khogi modifying Mosaic so that an
external application . . . imvoked to display and interactively
process the object within é¢h document window while the
document is displayed by Mosaic in the same window.

168. If Doyle had disclosed theiolaWWW prior art to the Patent Office, it would not
have been possible to distinguish the claimthef'906 patent over the prior art on the basis that
the prior art failed to disclose “an externapplication [that] is invoked to display and

interactively process the object within the doemtnwindow while the document is displayed by

[the browser] in the same window.”
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169. On or about August 25, 1997, the Patent Office rejected several claims as being
obvious in light of “Koppolu et al. US Patent81,686” in combination with other prior art.

170. On or about December 23, 1997, a responskisaejection wa submitted to the
Patent Office.

171. Doyle personally reviewed and apprdvthe response submitted to the Patent
Office on or about December 23 1997.

172. The response submitted on or about December 23, 1997, included the following
statements:

[T]here is no disclosure omggestion in Mosaic or Koppolu of
automatically invoking an external application when an embed text
format is parsed. Each of theogeferences require user input,
specifically clicking with a moues pointer, to activate external
applications to allow display and interaction with an external
object.

173. If Doyle had disclosed théiolaWWW prior art to the Patent Office, it would not
have been possible to distindguithe claims of the ‘906 pateoh the basis thathe prior art
failed to disclose “automaticalijwvoking an external application wh an embed text format is
parsed.”

174. Doyle’s repeated use of arguments tbatild not have been made if Doyle had
disclosed the ViolaWWW prior art demonstrasgsintent to deceive the Patent Office.

175. Doyle’s intent to deceive the Patentfioé is also demonstrated by comparing
what he told an audience of welevelopers on or about Mar@fi, 1995, to what he told the
Patent Office on or about May 27, 1997.

176. On or about March 27, 1995, Doyle respahtiea post on the publicly-accessible

WWW-talk e-mail distribution list in which reother author had wten, under the heading

47



“HotJava is here! And it *rocks*,” “It's the n®i exciting thing to happen to the Web since
viola.” Doyle’s response inatled the following statements:

If you take a close look at Jawau'll realize thatit bears a close
similarity to Viola, since the “applets” must be coded from a
predefined language, downlaatiand locally interpreted.

177. On or about May 27, 1997, Doyle signedexlaration that was submitted to the
Patent Office. Doyle’s declaration included the following statements:

The three exemplary products whidcorporate the features of the
claimed invention include Netscape Navigator 2.0 (or newer
versions), Java, from Sun Bbobsystems, and ActiveX, from
Microsoft. . . . [T]he success of these products is directly
attributable to the claimef@atures of the invention.

A good indicator that Sun Micrgstems felt that enabling
interactivity in Web pages was the key feature of Java is given in
the first chapter of “Hooked odava,” which was written by
members of the original Java development team. They say, “With
applets written in the Javaggramming language, Web users can
design Web pages that include animation, graphics, games, and
other special effectdviost important, Java applets can make
Web pages highly interactive.

This statement shows that the deyars of Java felt that the most
important feature of the Java kewlogy was the ability of Java to
allow an embed text format (the applet tag) within a Web
document to be parsed by a Walowser to autmatically invoke

an external executable application to execute on the client
workstation in order to displayn external object and enable
interactive processing of thaibject within a display window
created at the applet tag’s location within the hypermedia
document being displayed inettbrowser-controlled window. The
book’s authors further emphasithe novelty and nonobviousness
of this technology when they say, “Quite simply, Java-powered
pages are Web pages that hdawa applets embedded in them.
They are also the Web pagestlwithe coolest special effects
around .... Rememberyou need a Java-compatible Web
browser such as HotJava to viewand hear these pages and to
interact with them; otherwise, all you'll access is static Web
pagesminus the special effects.”
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The above citations, as well @se additional details given in
Appendix A, provide ample evidenoé the commercial success of
products incorporating featurestbe claimed invention, as well as
evidence of the widespread acclaim that these products have
garnered for the technical innovat® which the features of the
claimed invention allowed them to provide. They further show that
the successes of thesegucts was a direct rdsof the features of
the claimed invention, which they incorporatethrough
implementation of an embed textniat that is parsed by a Web
browser to automatically invoke an external executable
application to execute on the cliembrkstation in order to display

an external object and enabinteractive procesng of that object
within a display window creatk at the embed text format's
location within the hypermedia document being displayed in the
browser-controlled window

(Emphasis added.)

178. The declaration Doyle signed on dooait May 27, 1997, made no mention of
Viola or the ViolaWWW browser.

179. Doyle’s disclosure of Java for purposes commercial sccess, but not the
ViolaWWW browser which Doyle knew was prior dhat existed over ongear before the
application for the ‘906 patent was filed, demoaists an intent to deceive the Patent Office,
especially given Doyle’s beliethat Viola was similar to Ja and that Java embodied the
claimed invention.

B-6. Between 1999 and 2003, Doyle learned abadditional Viola prior art, and learned
that an expert in the field believed thatthe plotting demo for the ViolaWWW browser
anticipated the asserted claims of the '906 patent

180. Between 1999 and 2003, a third party dispuhe validity of the ‘906 patent.

181. Doyle personally guided Eolas througkte thitigation concermg the validity of
the ‘906 patent.

182. Throughout the litigation, the third partysasted that the plotting demo involving

the ViolaWWW browser anticipated tlagserted claims of the ‘906 patent.
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183. The plotting demo relied on by the third pait® prove anticipatin of the asserted
claims of the ‘906 patent was the same plottiegno that Pei Wei had repeatedly described to
Doyle, see suprd 42-52, 72—76, and which the Federal Circuit has held was a “public use” on
May 7, 1993,Eolas Techs.399 F.3d at 1335, and which Doytmself came across from his
own research into Violasee suprd]f 106-121.

184. In its contentions that the plottindemo involving te ViolaWWW browser
anticipated the asserted claims of the ‘90€ept the third party specifically identified the
VOBJF tag, the plot.v file, andehvplot executable application.

185. For example, on or about December 14, 2001, the third party served an expert
report by Dr. John P.J. Kelly, thaicluded the following statements:

When ViolaWwww encountered the tag
<VOBJF>/usr/work/viola/apps/plot.v</VOBJF>, an embed text
format specifying the location of an object, it looked in the
specified path for at least part thfe object, parsed the path, and
automatically loaded the object into the program. The file (plot.v)
also contained type infmation associated with the object, such as
the name and location of an extal executable application, vplot,
that also was automatically invokéol enable display of and user
interaction with the object at adation within a display area within

the document being displayed in the browser-controlled window
corresponding to the location of the embed text format in the
document. Subsequently, when the user interacted with the object,
ViolaWWW sent messages to vplot based on the user input and
received output from vplot, thus ugithg the display of the object.

186. Similarly, at a trial in 2003 concerningetlvalidity of the ‘906 patent, Dr. Kelly
testified that the plotting demo involving thdolaWWW browser antipated the asserted
claims of the ‘906 patent, and he specificatlgntified the VOBJF tag, the plot.v file, and the
vplot executable application for purposes of his anticipation analysis.

187. Pei Wei also testified at the trial 2003 about the ViolaWWW browser and the

plotting demao.
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188. At the trial, exhibit DX34 includedasirce code for the ViolaWWW browser
dated May 12, 1993.

189. At the trial, exhibit DX37 includedasirce code for the ViolaWWW browser
dated May 27, 1993.

190. DX34 contains the code for the plotting demo that Pei Wei demonstrated to Sun
Microsystems on May 7, 1993, in Northern California.

191. DX37 contains code for a plotting dersimilar to the plotting demo in DX34.

192. On May 31, 1993, Pei Wei posted DX37 on almlyzaccessible Internet site and
notified an engineer at Sun Microsystetimat DX37 was available for downloading.

193. Under 35 U.S.C. § 102(b), DX37 was“@rinted publication” over one year
before the application fdahe ‘906 patent was filed.

194. Dr. Kelly testified that the plottinglemo in DX34 and DX37 anticipates the
asserted claims of the ‘906 patent. Dr. Kedpecifically identified the VOBJF tag, the plot.v
file, and the vplot executable application farrposes of his anticipation analysis of DX37.

195. The Federal Circuit has held that Belly’s testimony would allow a reasonable
jury to conclude that DX37 anticipates at least claims 1 and 6 of the ‘906 pa¢eiEolas
Techs.399 F.3d at 1335.

196. Neither Dr. Kelly nor the third party ev relied on anything other than the
plotting demo involving plot.v and vplot fwrove anticipation by the ViolaWWW browser.

197. For example, Dr. Kelly never discussedat.v during the triain July and August
2003.

198. Doyle attended the triahvolving the third party Hd in July and August 2003.
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199. By the end of the trial in August 2003pfle knew about and understood the third
party’s contention that the plotting demo involving the ViolaWWW browser in DX37 anticipated
the asserted claims of the ‘906 patent.

200. By the end of the trial in Augusg2003, Doyle knew about and understood Pei
Weri's testimony that on May 31, 1993 — over one ym=Hore the application for the ‘906 patent
was filed — he posted DX37 on a publicly-accessihternet site and notified an engineer at
Sun Microsystems that DX37 wavailable for downloading.

B-7. During the 2003 reexamination of the '06 patent, Doyle concealed material
information about the ViolaWWW plotting demo that Pei Wei and an expert had
repeatedly contended antipated the '906 patent

201. On or about October 30, 2003, the Dimecbf the PatenOffice initiated a
reexamination of the ‘906 patent. The cohtramber for this reexamination was 90/006,831.

202. During the 2003 reexamination, Doyle withheld information about the
ViolaWWW browser with the specific iant to deceive the Patent Office.

203. Doyle had a financial interest in the patdility of the claimed inventions in the
‘906 patent.See suprdf 21-29.

204. The ViolaWWW browser threahed the patentability of the claimed inventions in
the ‘906 patent, and thus threagdrDoyle’s financial interests.

205. Doyle was personally involved in t2©03 reexamination of the ‘906 patent.

206. For example, on or about April 27, 2004, Doyle participatedn examiner
interview in an effort to confirm the patentability of the claioighe ‘906 patent application.
Doyle gave the examiner agsentation supported by approsiely 22 slides, none of which

discussed DX37 or the ViolaWWW browser.
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207. On or about May 6, 2004, Doyle signedieclaration that was submitted to the
Patent Office in an effort toonfirm the patentability of the clais of the ‘906 patent application.
This declaration made no mentionm®X37 or the ViolaWWW browser.

208. On or about August 18, 2005, Doyle particgzhin an examineinterview in an
effort to confirm the patentabilitpf the claims of the ‘906 pent application. Doyle gave the
examiner a presentation supported by approxim&t slides, none of which discussed DX37 or
the ViolaWWW browser.

209. During the 2003 reexamination, Doyle submitted selected information from the
litigation with the third partyconcerning the validity of thé906 patent, but he withheld
information that would have identified for the examiner the key features of the prior art
ViolaWWW browser and how they rtded up to the asserted claims of the ‘906 patent. This
proved critical during the 2003 reexamination because when the examiner decided to look at the
source code for the ViolaWWW breer, he missed the key points.

210. On or about December 30, 2003, Doyle siitad to the Patent Office a CD
containing two compressed zip files, one for the “DX34” version of the ViolaWWW source code
dated May 12, 1993, and the other for the “DX8&l'sion of the ViolaWWW source code dated
May 27, 1993.

211. The compressed zip file for DX34 thabidle submitted to the Patent Office was
named viola930512.tar.gz.zip. When unzippedoittained 1,027 files in 35 folders consisting
of 8 total megabytes in size.

212. The compressed zip file for DX37 thabile submitted to the Patent Office was
named violaTOGO.tar.Z.zip. When unzipped, it eaméd 1,030 files in 34 folders consisting of

7.7 total megabytes in size.
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213. DX34 and DX37 contained source cddethe ViolaWWW browser.

214. Source code cannot be executed by mpmaer. Source code must be compiled
into binary code before ¢an be executed by a computer.

215. Without the compiled binary code, andthout a suitable computer capable of
executing that binary code (such as a Sun SPA&RIGs from the early 1990s), the Patent Office
had no practical way to seeetNiolaWWW browser in operation.

216. Given the voluminous nature of theontents of DX34 and DX37, and the
practical inability of the Patent Office tair the ViolaWWW browseon a computer, it was
especially important for Doyle tbe candid with the Patentffi@e about the contents of DX34
and DX37 so that the Patent Officeuld focus on the relevant files.

217. Doyle was not candid and instead withheldterial information that would have
assisted the Patent Office in undangling the contents of DX34 and DX37.

218. For example, during the 2003 reexaminatiboyle did not disclee to the Patent
Office the trial testimony of Pei Wei, who tiéigtd about the plotting demo in DX34 and DX37,
see suprd]f 187-193; Doyle did not disske the trial testimony of DKelly, who testified that
the plotting demo in DX34ral DX37 anticipated the asserted claims of the ‘906 pasest,
supra |y 186, 194; and Doyle did ndisclose that Dr. Kelly spdaally identified the VOBJF
tag, the plot.v file, and the vplot executable aation for purposes of his anticipation analysis,
see suprd] 185.

219. On March 2, 2005 — while the 2003 reexination was still pending — the
Federal Circuit held that Dr. Kg's testimony would dbw a reasonable jurto conclude that

DX37 anticipates at least claims 1 and 6 of the ‘906 pateolas Techs399 F.3d at 1335.
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220. Even after the Federal Cir¢isi decision, however, Doylgtill did not disclose Dr.
Kelly’s testimony to the Patent Office during tA@03 reexamination, nor dite disclose to the
Patent Office that Dr. Kelly’s anticipation agsis relied upon the VOBJfag, the plot.v file,
and the vplot executable application.

221. On or about September 27, 2005, the examiner issued a statement for reasons of
patentability in which the examiner confirchehe patentability of claims 1-10 of the ‘906
patent.

222. The examiner’s statement never discdsge plotting demo that Dr. Kelly had
testified anticipated the assstclaims of the ‘906 patent.

223. When the examiner considered DX37, the examiner did not know where to look
or what to look for. There were too many fileddX37 for the examiner to read himself. Thus
the examiner was forced to resort to running sedrches across all thies in DX37 in the hope
of stumbling across relevant information.

224. The examiner used the “dtSearch” progrtomindex and text search all DX37
files that containg textual contentSeehttp://www.dtsearch.com/.

225. It is unclear what words the examirsearched for or how he came up with his
search terms.

226. Doyle knew precisely what to look fohut he never told the examiner. For
example, if Doyle had told the examiner twk for plot.v, the examiner’s text searches would
have quickly found the plotting de that Dr. Kelly had testifiednticipated the asserted claims
of the ‘906 patent.

227. The examiner’s text searches did not lead him to the plotting demo, but instead

led him to a clock applicath that used the file clock.v.
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228. The file clock.v is a script file that shlays the image of a clock. The clock
application does not involve any separate execaitapplication. It just involves a webpage and
the clock.v script file.

229. The examiner reasoned that a scrii¢ like clock.v does not satisfy the
“executable application” requirement of the claims of the ‘906 patent, and thus the examiner
concluded that DX37 does not anticipate #sserted claims of the ‘906 patent.

230. The ViolaWWW source code teaches tways of creating interactive webpages
using embedded applications. One way is by usinghglsiscript file, such as clock.v. All that
is required is a webpage (suabk violaApps.hmml) and the scriple (such as clock.v). No
binary executable application is involved. eTother way taught by thdolaWWW source code
does use a binary executable application (suclplas) in addition to a wigpage and a file that
contains the object (such as plot.v). The examdd not consider th second way during the
2003 reexamination; he only cotered the first way, and thusrroneously confirmed the
patentability of the assertethims of the ‘906 patent.

231. The examiner’s reasons for patentabiiitgluded the following statements:

The Viola system uses “C-like'Viola scripts that must be
INTERPRETED by the browser and then TRANSLATED or
CONVERTED into binary nativeexecutable machine code that
can be understood by the CPU. Aitately, the Viola script is
precompiled into intermediate byte-code form and the byte-code is
interpreted (i.e., translated) into binary native executable machine
code at runtime. This extraegt of translation results in an
unavoidable performance penalty, iagerpreted applications run

much slower than compiled natibeary executable applications.

Accordingly, the “C-like” Violascripts (or corresponding bytecode
representations) are not “exéahble applications” . . . .

232. The examiner’'s reasoning overlooked faet that the plotting demo in DX37

doesuse a separate executable application: vplot.
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233. Doyle knew that the plotting demo usadseparate executable application, but
Doyle did not bring this fact tthe examiner’s attention and instead allowed the examiner to
confirm the patentability of the claims of the ‘906 patent on the basis of an incomplete
understanding of DX37.

234. Doyle knew that the plotting demo used a separate executable application for at
least the following reasons:

a. The Viola paper dated August 16, 1994, whatdites “This next mini application
front-ends a graphing proge (on the same machine as the viola process)” and
which shows the plot of a fightgat in a window titled “XPlot.” See suprd{ 46—

47.

b. Pei Wei's message to Doyle on Sepbeml, 1994, which included the following
statements: “[A]s for the plotting demo, it aally is really just a front-end that
fires up a back-end plotting program (ane thoint is that tat back-end could
very well be running on a remote supemputer instead ahe localhost). For
that demo, there is a simple protocotisuhat the frontendpp could pass an X
window ID to the back-end, and the bacidadraws the graphiadirectly onto the
window violaWWW has opened for it.5ee suprd 59.

c. The source code listed in the “Violaufft file included the file plotDemo.html,
which states, “This is a demo of AlaWWW embedding a viola front-ending
object that is programmed to start up aodhmunicate with a plot process. The
front-end tells the plot program the winddiv to draw to, and gives it the camera
coordinate changes.” When the file [p)eimo.html is parsed, it shows the plot of

a fighter jet in a wadow titled “XPlot.” See suprdf 106—-108.
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d. Pei Wei's presentation at Stanford September 1994, which included the
following statements: “The next exampgea front-end application to a backend.
And the back-end is what actually do#se computation and the drawing.”
Included with the presentation was aesershot of the ViolaWWW browser after
parsing the file plotDemo.html. The screleoisshows the plot dd fighter jet in a
window titled “XPlot.” Thetext in the webpage states, “This is a demo of
ViolaWWW embedding a viola front-ending objebat is programmed to start up
and communicate with a plot process. The front-end tells the plot program the
window ID to draw to, and givestihe camera coordinate change&ée suprd]
116.

e. The trial testimony of Pei WeiSee supr§ 187.

f. The expert opinion of Dr. KellySee suprd{ 185-186, 194.

235. Doyle’s failure to tell the eaminer about the vplot andaplv files, and failure to
disclose documents from the litigation thdéntified how Dr. Kellymatched up the plotting
demo in DX37 with the claimef the ‘906 patent, both alon@din combination with Doyle’s
prior failure to disclose the ViolaWWW browsduring the original prosecution of the ‘906
patent, constituted a knowing and intentional afioin of his duty of candor and good faith in
dealing with the Patent Office.

236. On information and belief, the Pate@tffice would not have confirmed the
patentability of the clans of the ‘906 patent that werestBubject of the 200@&examination if
Doyle had not engaged in inequitable conduntt anstead had fulfilled his duty of candor and

good faith in dealing with the Patent Office.
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B-8. Doyle’s inequitable conduct during tle 2003 reexamination infected the 2005
reexamination

237. On or about December 22, 2005, a third ydited a request to reexamine the
‘906 patent.

238. On or about February 9, 2006, the Patefiice granted the request to reexamine
the ‘906 patent. The control number for this reexamination was 90/007,858.

239. Doyle had a financial interest in the patdility of the claimed inventions in the
‘906 patent.See suprdf 21-29.

240. The ViolaWWW browser threahed the patentability of the claimed inventions in
the ‘906 patent, and thus threagdrDoyle’s financial interests.

241. Doyle was personally involved in t2005 reexamination of the ‘906 patent.

242. For example, on or about September 6, 2007, Doyle participated in an examiner
interview in an effort to confin the patentability of the claintd the ‘906 patent application.

243. On or about October 1, 2007, Doyle submitsedeclaration to the Patent Office
in an effort to establish an earlier date of miven for the claims of # ‘906 patent application.

244. On or about May 9, 2008, Doyle participaiacanother examiner interview in an
effort to confirm the patentability of éhclaims of the ‘906 patent application.

245. On or about June 3, 2008, Doyle participatednother examiner interview in an
effort to confirm the patentability of éhclaims of the ‘906 patent application.

246. Doyle’s inequitable conduct during the 2003 reexaminaiidected the 2005
reexamination.

247. Although Doyle disclosed material infoation about the ViolaWWW browser to

the Patent Office during the 2005 reexaation, by that time it was too late.
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248. For example, Doyle disclosed theola paper dated August 16, 1994, to the
Patent Office on or about August 21, 2006.

249. This was the first time Doyle had disclosed the Viola paper dated August 16,
1994 to the Patent Office.

250. Doyle knew about the Viola papeo later than August 31, 199dee suprd|
43-47, 54, but Doyle waited over 10 years — and pnasecutions of the ‘906 patent — to
disclose that paper to the Patent Office.

251. Shortly after Doyle disclosed the Viola paper dated August 16, 1994, to the Patent
Office during the 2005 reexamination, the Patentd@ffejected all claims of the ‘906 patent.

252. In particular, on or about July 30, 2007, the Patent Office rejected all claims of the
‘906 patent as being anticipdtéy DX95, which includes a copy of the text found in Pei Wei's
Viola paper dated August 16, 19%&e suprd] 46.

253. The rejection based on the Viola paper dated August 16, 1994, confirms that the
ViolaWWW browser was material prior art.

254. Doyle did not respond to the merits thfe rejection based on the Viola paper
dated August 16, 1994, however. stead Doyle filed a declaratiasserting that his date of
invention was before August 16, 1994.

255. In response to Doyle’s declaration, thewexner withdrew the rejection based on
the Viola paper dated August 16, 1994.

256. The 2005 examiner could have enteeedew rejection based on DX37, which
was a printed publication before the allegedcegtion of the inventions claimed in the ‘906
patent, but the 2005 examiner did not indepertig examine DX37 because the 2003 examiner

had already concluded that DXdid not invalidate the asserted claims of the ‘906 patent.
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257. The conclusions about DX37 reachedhe 2003 reexamination were erroneous
due to Doyle’s inequitable condutturing that reexaminatiorSee suprdf 209-235.

258. Thus, Doyle’s inequitable conduct dogi the 2003 reexamination infected the
2005 reexamination.

C. DOYLE SUBMITTED FALSE STATEMENTS ABOUT THE SECONDARY CONSIDERATIONS OF
NON-OBVIOUSNESS

259. During the original prosecution of th806 patent, Doyle submitted a declaration
to the Patent Office containing false and mislegdtatements in an effort to obtain allowance
of the claims.

260. Specifically, on or about June 2, 1997, Doyle submitted to the Patent Office a
sworn declaration executed on or aboutyM&¥, 1997, for the purpose of overcoming the
examiner’s rejection on March 26, 1997.

261. On page 12 of the declaration, Doyle ateskthat his claimed invention would
not have been obvious over theed prior art in viewof “secondary consetations, including, in
part, commercial success of products incorporating featuretheofclaimed invention and
industry recognition of the innovag nature of these products.”

262. In support of his asseoin, Doyle declaredio the Patent Office that Sun
Microsystems and Netscape had incorporatesl ihvention into their Java software and
Navigator Web browser, respgeely. He stated: “Approximaty 12 to 18 months after the
applicants initially demonstrated the first Wiglig-in and applet techiagy to the founders of
Netscape and engineers employed by Sun Mictesysin November and December of 1993, as
described in reference #4 from Appendix A (Dobb’s Journal, 2/96), both Netscape and Sun

released software products that incorporééadures of the claimed invention . . . .”
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263. This statement was false. Neither Dogler any of the other named inventors of
the ‘906 patent demonstrated Web plug-in texdbgy to any of the founders of Netscape in
November or December of 1993.

264. When Doyle made these statements uwodgdh, he also did not know whether any
engineer employed by Sun Microsystems ever saw any of his demonstrations in November or
December of 1993.

265. Doyle made these same false assertios$ides that he prepared and presented to
the examiner in a personal interview on or about February 24, 1997. On a slide entitled
“Relevant History of DHOE” (Doyle’s name fordiinvention), Doyle included as a bullet point:
“1993 Demos to Sun & Netscape’s Founders.”

266. Doyle’s false statements in his declaratregre material to the patentability of the
pending claims. These statements purportqutdgide evidence of copying by others and thus
objective evidence of nonobviousnessfactor to be considered determining whether an
alleged invention is patentabber the prior art. Without thedalse assertions, Doyle had no
support for his argument that Netscape and Sopied his alleged invention or that his
technology was responsible for their commercial success.

267. By making these false statements under tatihe Patent Office, Doyle intended
to mislead the Patent Office to believe thesponsible persons at Netscape and Sun saw his
alleged invention, appreciated its supposeditsjeand therefore incorporated it into the
Navigator browser and Java. Moreover, by makirese false statemenf3pyle was trying to
convince the Patent Office that the Netscape and Sun products succeeded because they

incorporated his alleged invention.
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268. Doyle’s submission of false statements unakgth in his declaration to the Patent
Office constituted a knowing and intentional violation of his duty efdca and good faith in
dealing with the Patent Office.

D. UNENFORCEABILITY OF U.S.PATENT NoO. 7,599,985

269. The application that matured intcet®85 patent was filed on August 9, 2002.

270. The application number for the ‘985tpat was 10/217,955. This application was
a continuation of a continuation of the apption that had maturedto the ‘906 patent.

271. Eolas had and still has rights to the patgpplication that matured into the ‘985
patent.

272. Doyle was personally involved in the peasition of the ‘985 patent at the same
time that he had a financial interest in Eolas.

273. Doyle knew that Eolas could assert the ‘@8ent in litigation to seek substantial
settlements and/or damage awarsd thus the prosecution of tt85 patent wa relevant to
Doyle’s financial interest in Eolas.

274. Doyle and his co-inventors are entitledégeive a portion of any royalties paid to
The Regents of the University of California relatedhe ‘985 patent, and for this reason as well
the prosecution of the ‘985 patent wakevant to Doyle’s financial interests.

275. The claims at issue during prosecutiontibé ‘985 patent were similar to the
claims at issue during the reewinations of the ‘906 patent.

276. Accordingly, the information that DoyMithheld during prosecution of the ‘906
patent was material to the patentability oé ttlaims at issue during prosecution of the ‘985

patent for the same reasons previously stated.
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277. As a result of the similarity between the claims at issue during prosecution of the
‘985 patent, and the claims tie ‘906 patent, the Patent @#i issued a “double patenting”
rejection during prosecutn of the ‘985 patent. The rejemti was issued on or about July 20,
2004.

278. To overcome the “double patenting”’jeetion during prosecution of the ‘985
patent, a terminal disclaimer was filed on boat March 7, 2005. As a result of the terminal
disclaimer, the ‘985 patent may be in forceungil November 17, 2015he date on which the
‘906 patent will expire.

279. For at least this reason, Doyle’s ineghleaconduct during the prosecution of the
‘906 patent infected the prosecution of the ‘985 patent.

280. On or about May 5, 2005, the Patenffi€ suspended prosecution of the ‘985
patent in light of the 2003 reexamtion of the ‘906 patent. The Patent Office determined that
the outcome of the 2003 reexamination had a natieeiaring on the patentability of the claims
at issue during prosecution of the ‘985 patent.

281. For at least this reason, Doyle’s inequitable conduct during the 2003
reexamination of the ‘906 patent infedtthe prosecution of the ‘985 patent.

282. On or about January 12006, the Patent Office suspended prosecution of the
‘985 patent in light of the 2005 reexaminationtlod ‘906 patent. The Patent Office determined
that the outcome of the 2005 reexamination hadagerial bearing on the patentability of the
claims at issue during prosecution of the ‘985 patent.

283. For at least this reason, Doyle’s inequitable conduct during the 2005

reexamination of the ‘906 patent infedtthe prosecution of the ‘985 patent.
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284. On or about April 11, 2008, the claimsiasue during prosecution of the ‘985
patent were amended to claiobstantially the same subject matt&imed in the ‘906 patent.

285. Accordingly, the Patent Office dichot undertake a seme substantive
examination of the patentability of the claims in the ‘985 patent. Instead, the Patent Office
simply applied the results of the prosecution & P06 patent (including the results of the two
reexaminations of the ‘9Q@atent) to the ‘985 patent.

286. For at least this reason, Doyle’s indggble conduct during the prosecution and
reexaminations of the ‘906 patentenfed the prosecution of the ‘985 patent.

287. On or about November 13, 2008, a requess filed to lift the stay on the
prosecution of the ‘985 patent light of the complgon of the 2005 reexamation of the ‘906
patent.

288. On or about March 20, 2009, the Patent €ffallowed the claims in the ‘985
patent for the same reasons set forth by thenP@iffice during the reexaminations of the ‘906
patent.

289. The examiner’'s reasons for allowangatent included the following statement:
“[T]he claims [of the ‘985 patent] are allowalds the claims contain the subject matter deemed
allowable in both Re exam ¥W6,831 [the 2003 reexaminationtbe ‘906 patent] and Re exam
90/007,838 [the 2005 reexamination of the ‘906 patent] for the same reasons as set forth in the
NIRC of the two Re exams.”

290. The examiner’'s reasons for allowancetié ‘985 patent confirm that Doyle’s
inequitable conduct during the prosecution and agerations of the ‘906 patent infected the

prosecution of the ‘985 patent.
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291. Eolas filed the complaint in this actiam October 6, 2009, the same day that the
‘985 patent issued.

E. CONCLUSION

292. As a result of Doyle’s patte of inequitable conduct, Eolas came to this Court
with unclean hands.

293. As a result of Doyle’s inequitable conduand the unclean hands of Eolas, the
‘906 and ‘985 patents are unenforceable.

294. A judicial determination of the respectivglis of the parties with respect to the
unenforceability of the claims of the ‘906 at8B5 patents is now nessary and appropriate
under 28 U.S.C. § 2201.

PRAYER FOR RELIEF

WHEREFORE, YouTube prayer judgment as follows:

a. A judgment dismissing Eolas’ Compthagainst YouTube with prejudice;

b. A declaration that YouTublkeas not infringed, contributeto the infringement of,
or induced others to infringe, eithatirectly or indirectly, any valid and
enforceable claims of the asserted patents;

C. A declaration that the asserted patents are invalid;

d. A declaration that Eolas’ claims arerte by the doctrines of laches, equitable
estoppel, and/or waiver.

e. A declaration that the asserted patents are unenforceable.

f. A declaration that this case is exceptb and an award to YouTube of its
reasonable costs and expenses of litigatincluding attorneys’ fees and expert

witness fees;
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g. A judgment limiting or barring Eolas’ abilityo enforce the asserted patents in
equity;

h. Such other and further relief as this Court may deem just and proper.
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