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I. INTRODUCTION 

Defendants hereby move for partial summary judgment that the reexamined claims of 

U.S. Patent No. 5,838,906 are not “legally identical” to any original claim of the ’906 patent, 

thus giving rise to defenses under 35 U.S.C. § 252 including intervening rights.  Like 

indefiniteness, whether claims are “legally identical” is a question of law related to claim 

construction, see Laitram Corp. v. NEC Corp., 163 F.3d 1342, 1347 (Fed. Cir. 1998), and thus 

Defendants are filing this motion on the same day that their claim construction brief and motion 

for summary judgment of indefiniteness are due, see Docket Control Order (Apr. 9, 2010) 

[Docket No. 249]. 

This motion responds to the recent order stating, “The Court is very concerned that the 

large number of claims and claim terms in this case is unmanageable.”  See Ex. L at 1.  This 

motion, if granted, would significantly narrow the case by eliminating many accused products 

and all liability before February 3, 2009, the date when the second reexamination certificate for 

the ’906 patent issued.  (The other patent-in-suit did not issue until later in 2009.)  Otherwise it 

appears that Eolas will try to show infringement and damages for the ’906 patent stretching back 

to 2003 (i.e., six years before the complaint was filed, see 35 U.S.C. § 286), which implicates a 

tremendous number of accused products and websites from the 21 unrelated Defendants. 

The basis for this motion is simple: Eolas made two sets of amendments during 

reexamination that changed the scope of all asserted claims, as summarized in the chart below: 

 Asserted ’906 patent claims 

 1 2 3 11 12 6 7 8 13 14 

Intervening rights from 
Cohen amendment 

(Feb. 3, 2009) 
x x x x x x x x x x 

Intervening rights from 
§ 112, ¶ 2 amendment 

(Feb. 3, 2009) 
        x x 
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II. STATEMENT OF ISSUES TO BE DECIDED 

This motion presents the following issue for the Court to decide: 

• After the amendments made to overcome the Cohen prior art, are claims 1–3, 6–8, 
and 11–14 of the ’906 C2 reexamination certificate legally identical in scope to 
any claim in the ’906 patent as originally issued?  (No.) 

• After the amendments made to comply with the requirements of § 112, ¶ 2, are 
claims 13–141 of the ’906 C2 reexamination certificate legally identical in scope 
to any claim in the ’906 patent as originally issued?  (No.) 

III. STATEMENT OF UNDISPUTED MATERIAL FACTS 

A. Eolas made amendments during the second reexamination of the ’906 
patent to overcome a rejection based on the “Cohen” prior art 

1. Claims 1–3 and 6–8 of the ’906 patent as originally issued included the following 

limitations: 

wherein said embed text format is parsed by said browser to 
automatically invoke said executable application to execute on said 
client workstation in order to display said object and enable 
interactive processing of said object within a display area created 
at said first location within the portion of said first distributed 
hypermedia document being displayed in said first browser-
controlled window 

See Ex. A. 

2. On July 30, 2007, during the second reexamination of the ’906 patent, the 

Examiner mailed a non-final rejection of claims 1–3 and 6–8 of the ’906 patent in light of U.S. 

Patent No. 5,367,621 (“Cohen”).  See Ex. D at 24 [PH_001_0000786969]; see also Ex. C (Cohen 

patent). 

3. On September 27, 2007, the patent owner responded to the Examiner’s rejection 

with various arguments attempting to distinguish the Cohen reference, but the patent owner did 

not propose any amendments to the rejected claims.  See Ex. E. 

4. On April 18, 2008, the Examiner mailed a final rejection of claims 1–3 and 6–8 in 

light of Cohen.  The Examiner’s final rejection included the following statements: 

                                                 
1 The exact same issue applies to claims 9–10 of the ’906 patent, but Eolas recently stated 

that it is dropping those claims, see Ex. M, so in reliance on Eolas’s representation, Defendants 
are not addressing claims 9–10 in this motion.  
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Patent Owner’s arguments . . . , with respect to the Cohen 
reference, have been fully considered, but they are not persuasive. 

. . . . 

[I]n response to the Patent Owner’s arguments on page 10, which 
argue that Cohen fails to expressly teach of the feature that 
“enable[s] interactive processing of said object”, whereby, as noted 
above, the Patent Owner defines “interactive processing” as being 
a processing of the user utilizing the mouse or keyboard or similar 
device, that changes the structure or presentation of the object, thus 
being an interactive process.  However, the current claim language 
does not specify this.  Further, there is no requirement that the 
“interactive processing” be a process performed by the “user.” 

See Ex. F at 4 [PH_001_0000787214], 6 [PH_001_0000787216]. 

5. On June 17, 2008, the patent owner mailed amendments to the claims.  The patent 

owner made the following amendments to claims 1–3 and 6–8 (where additions are shown with 

underlining, and deletions are shown with brackets): 

wherein said embed text format is parsed by said browser to 
automatically invoke said executable application to execute on said 
client workstation in order to display said object and enable an 
end-user to directly interact with [interactive processing of] 
said object within a display area created at said first location within 
the portion of said first distributed hypermedia document being 
displayed in said first browser-controlled window 

See Ex. G at 2 [PH_001_0000787262], 5 [PH_001_0000787265]. 

6. The patent owner included the following remarks with the amendments: 

Claims 1 and 6 have now been amended to include the language 
that said executable application enables “an end-user to directly 
interact with said object” in order to obviate the grounds of rebuttal 
relating to interactive processing asserted by the examiner under 
his view of the broadest reasonable interpretation of claims 1 and 
6. 

See Ex. G at 11 [PH_001_0000787271]. 

7. The patent owner also added new claims 11 and 12, which have the same text 

found in original claims 4 and 5 except that they depend from claim 1 as amended above.  The 

patent owner included the following remarks: 

Claims 11 and 12 are the original claims 4 and 5 which depend on 
amended claim 1, and are thus allowable for the same reasons as 
claim 1. 
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See Ex. G at 9 [PH_001_0000787269], 10 [PH_001_0000787270]. 

8. The patent owner also added new claims 13 and 14, which have the same text 

found in original claims 9 and 10 except that they depend from claim 6 as amended above.  The 

patent owner included the following remarks: 

Claims 13 and 14 are the original claims 9 and 10 which depend on 
amended claims 6 and are thus allowable for the same reasons as 
claim 6. 

See Ex. G at 9 [PH_001_0000787269], 10 [PH_001_0000787270]. 

9. On September 10, 2008, the Examiner mailed a Notice of Intent to Issue Ex Parte 

Reexamination Certificate (“NIRC”) indicating that the amendments shown above overcame the 

rejection based on the Cohen reference.  See Ex. H. 

10. The C2 reexamination certificate for the ’906 patent issued on February 3, 2009, 

and included the amendments described above to claims 1–3, 6–8, and 11–14.  See Ex. I. 

11. The parties have agreed upon the following constructions: 

Claim Term(s) Agreed-Upon Construction 

enable interactive processing of said object allow the object to be processed based on the 
user’s interaction 

[enable / enabling] an end-user to directly 
interact with [said / the / an] object 

allowing a user to directly interact with the 
object 

See Ex. J at 3. 

B. Eolas also made amendments during the second reexamination of the 
’906 patent to correct errors that made some claims invalid under 
§ 112, ¶ 2 

12. On June 17, 2008, during the second reexamination of the ’906 patent, the patent 

owner added new claims 13 and 14, which were the same as original claims 9 and 10, 

respectively, except that they now depended from claim 6 as amended (and 7 and 8 as originally 

issued).  In addition, the patent owner made the following changes to claims 9–10 and 13–14 (as 

compared to the language in original claims 9 and 10 when written in independent form), where 

additions are shown with underlining, and deletions are shown with brackets: 
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A computer program product . . . comprising . . . wherein 
additional instructions for controlling said controllable application 
reside on said network server, wherein said [step of interactively 
controlling said controllable application] computer readable 
program code for causing said client workstation to 
interactively control said controllable application on said client 
workstation includes . . . . 

Compare Ex. A, with Ex. G at 6–9 [PH_001_0000787266–69]. 

13. The patent owner included the following remarks with the amendments: 

Further, claim 9 has been amended to replace “said step of 
interactively controlling said controllable application” with — 
computer readable program code for causing said client 
workstation to interactively control said controllable application on 
said client workstation — to correct a typographical error that 
occurred when the method claim 4 was being converted to the 
computer program product claim 9. 

. . . . Claims 13 and 14 are the original claims 9 and 10 which 
depend on amended claims 6 and are thus allowable for the same 
reasons as claim 6.  Claim 13 has been changed to correct the 
typographical errors noted above regarding claim 9. 

See Ex. G at 10 [PH_001_0000787270]. 

14. Eolas is not asserting the following claims against any Defendant in this action: 

claims 4–5 and 9–10 of the ’906 patent.  See Ex. M. 

IV. ARGUMENT 

“The court shall grant summary judgment if the movant shows that there is no genuine 

dispute as to any material fact and the movant is entitled to judgment as a matter of law.”  Fed. 

R. Civ. P. 56(a).  As shown by the cases cited below, this motion presents a question of law that 

is routinely decided by summary judgment. 

A. This motion only raises a question of law related to the issue of claim 
construction 

It is important to clarify precisely what Defendants are seeking by this motion.  In short, 

Defendants are seeking a legal determination that none of the asserted claims in the ’906 C2 

reexamination certificate is legally “identical” in scope to any claim in the original ’906 patent, 

meaning (i) there cannot be infringement of those claims before the ’906 C2 reexamination 

certificate issued on February 3, 2009, (ii) Defendants are entitled to “absolute intervening” 
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rights with respect to those claims, and (iii) this Court is permitted to grant Defendants 

“equitable intervening rights” with respect to those claims.  However, to simplify this motion and 

avoid any possible factual questions, Defendants are not seeking at this time a determination of 

which specific products would be affected by “absolute intervening rights,” nor are Defendants 

seeking at this time a determination of what “equitable intervening rights,” if any, should be 

granted.  This is discussed in more detail in the following paragraphs: 

“The effect of a reexamined patent during the period before issuance of the 

reexamination certificate is governed by 35 U.S.C. § 307(b), which provides that the rules 

established in § 252 for reissued patents shall apply to reexamined patents.”  Bloom Eng’g Co. v. 

N. Am. Mfg. Co., 129 F.3d 1247, 1249 (Fed. Cir. 1997). 

Under 35 U.S.C. §§ 252 & 307(b), if a claim is narrowed during reexamination, there are 

three consequences.  First, there is no infringement for acts before the issuance of the 

reexamination certificate: 

 The surrender of the original patent shall take effect upon the 
issue of the reissued patent, and every reissued patent shall have 
the same effect and operation in law, on the trial of actions for 
causes thereafter arising, as if the same had been originally granted 
in such amended form, but in so far as the claims of the original 
and reissued patents are identical, such surrender shall not affect 
any action then pending nor abate any cause of action then 
existing, and the reissued patent, to the extent that its claims are 
identical with the original patent, shall constitute a continuation 
thereof and have effect continuously from the date of the original 
patent. 

35 U.S.C. § 252, ¶ 1 (Supp. I 1996) (emphasis added).2  “Once a determination is made that the 

                                                 
2 The current version of § 252 uses the phrase “substantially identical” instead of the word 

“identical,” but that version does not apply to this case.  The word “substantially” was added by 
the American Inventors Protection Act of 1999, Pub. L. No. 106-113, § 4507(8), 113 Stat. 
1501A-552, -566.  The effective date for this amendment is as follows:  “Sections 4502 through 
4507, and the amendments made by such sections, shall take effect on the date that is 1 year after 
the date of the enactment of this Act [i.e., November 29, 2000] and shall apply to all applications 
filed under section 111 of title 35, United States Code, on or after that date, and all applications 
complying with section 371 of title 35, United States Code, that resulted from international 
applications filed on or after that date.”  Id. § 4508, 113 Stat. at 1501A-566 to -567.  The 
application for the ’906 patent was filed in 1994, see Ex. A, and thus the new law does not apply.  
In any event, Defendants contend that the new law would not change the outcome of this motion. 
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claims are not ‘identical’ within the meaning of the first paragraph of section 252, the defense of 

intervening rights under the second paragraph of section 252 can be raised.”  Westvaco Corp. v. 

Int’l Paper Co., 991 F.2d 735, 742 (Fed. Cir. 1993).  Thus, a second consequence of a narrowing 

amendment during reexamination is “absolute intervening rights,” meaning an accused infringer 

has the absolute right to sell or continue using anything that was made, used, or purchased before 

the issuance of the reexamination certificate.  See 35 U.S.C. § 252, ¶ 2, first sentence; BIC 

Leisure Prods., Inc. v. Windsurfing Int’l, Inc., 1 F.3d 1214, 1220–21 (Fed. Cir. 1993).  Third, if a 

claim is narrowed during reexamination, this Court is permitted to grant “equitable intervening 

rights” for the protection of investments made or business commenced before the issuance of the 

reexamination certificate.  See 35 U.S.C. § 252, ¶ 2, second sentence; BIC Leisure, 1 F.3d at 

1221; Seattle Box Co. v. Indus. Crating & Packing, Inc., 731 F.2d 818, 830 (Fed. Cir. 1984) 

(suggesting possible equitable remedies). 

The question of whether the claims of the ’906 C2 reexamination certificate are 

“identical” in scope to any claim in the original ’906 patent is the only substantive question 

raised by this motion.  This is a question of law related to the issue of claim construction:  “A 

determination of whether the scope of a . . . claim is identical with the scope of the original claim 

is a question of law.”  Westvaco, 991 F.2d at 742 (emphasis added) (reversing and finding claim 

not “identical” as a matter of law); accord Aspex Eyewear, Inc. v. E’Lite Optik, Inc., 552 F. 

Supp. 2d 620, 624 (N.D. Tex. 2008) (granting summary judgment), appeal dismissed, No. 2009-

1051, 2010 WL 2383807 (Fed. Cir. June 11, 2010).  “This rule flows from the general principle 

that ‘the interpretation and construction of patent claims, which define the scope of the 

patentee’s rights under the patent, is a matter of law, exclusively for the court.’”  Laitram Corp. 

v. NEC Corp., 163 F.3d 1342, 1347 (Fed. Cir. 1998) (reversing and finding claim not “identical” 

as a matter of law). 

Before filing this motion, Defendants conferred with Eolas about the timing of this 

motion.  See Ex. K.  At first Eolas agreed that intervening rights should be decided at the same 

time as claim construction, but later Eolas stated that “[b]ecause intervening rights includes 
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factual determinations, we think it is improper to file such a motion prior to the close of fact 

discovery.”  Id.  In response to Eolas’s concerns, and to avoid any possible factual questions, 

Defendants are not seeking at this time a determination of which specific products would be 

affected by “absolute intervening rights,” nor are Defendants seeking at this time a determination 

of what “equitable intervening rights,” if any, should be granted.  Defendants are only seeking a 

legal determination that none of the asserted claims in the ’906 C2 reexamination certificate is 

legally “identical” in scope to any claim in the original ’906 patent, which is a question of law 

related to the issue of claim construction. 

B. No asserted claims in the ’906 C2 reexamination certificate are 
“legally identical” in scope to any original claim of the ’906 patent 

1. Claims 1–3, 6–8, and 11–14 of the ’906 patent were 
narrowed during the second reexamination to overcome 
the Cohen prior art 

Claims 1–3, 6–8, and 11–14 of the ’906 C2 reexamination certificate were all narrowed 

to overcome the Cohen prior art, and thus none is “identical” to any claim in the original ’906 

patent.  In particular, all of these claims were amended to replace the phrase “enable interactive 

processing of said object” with the phrase “enable an end-user to directly interact with said 

object.”  See Fact Nos. 1–9.  The new phrase is narrower than the old phrase because (i) it 

requires direct interaction and (ii) the interaction must be with a user.  Indeed, that is why the 

amended claims were allowed over the Cohen prior art, while the original claims were rejected in 

light of the Cohen prior art.  See id.  Furthermore, the parties have stipulated that the two phrases 

have different meanings, see Fact No. 11, which confirms that they are not “identical” as a 

matter of law. 

The Federal Circuit has repeatedly held that amending a claim during reexamination to 

overcome the prior art — as happened in this case — results in a finding that the amended claim 

is not “identical” to the original claim.  See Laitram, 163 F.3d at 1348; Bloom, 129 F.3d at 1250–

51.  Furthermore, in a related context the Supreme Court has held that there is a presumption that 

every amendment made during prosecution was made for a substantial reason related to 



 

-9- 

patentability (i.e., the amendment substantively changed the scope of the claim).  See Festo 

Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 740 (2002); Warner-Jenkinson 

Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 33 (1997). 

A rejection indicates that the patent examiner does not believe the 
original claim could be patented.  While the patentee has the right 
to appeal, his decision to forgo an appeal and submit an amended 
claim is taken as a concession that the invention as patented does 
not reach as far as the original claim.  Were it otherwise, the 
inventor might avoid the PTO’s gatekeeping role and seek to 
recapture in an infringement action the very subject matter 
surrendered as a condition of receiving the patent. 

Festo, 535 U.S. at 734 (citations omitted). 

The facts of this case are similar: faced with a rejection in light of the Cohen prior art, 

Eolas chose to amend the claims instead of appealing the rejection, thereby conceding that the 

amended claims are narrower than the original claims.  Accordingly, Defendants are entitled to 

summary judgment that claims 1–3, 6–8, and 11–14 of the ’906 C2 reexamination certificate are 

not “identical” to any claim in the original ’906 patent, meaning there can be no infringement of 

those claims before the issuance of the ’906 C2 reexamination certificate on February 3, 2009, 

and Defendants are entitled to “absolute intervening rights” with respect to those claims. 

2. Claims 13–14 of the ’906 patent were changed during 
the second reexamination to correct errors that made 
the claims invalid under § 112, ¶ 2 

Claims 13–14 of the ’906 C2 reexamination certificate were also substantively changed 

by another amendment during the second reexamination, providing a second reason why neither 

claim is “identical” to any claim in the original ’906 patent.  In particular, both of these claims 

were amended to replace the phrase “wherein said step of interactively controlling . . . includes” 

with the phrase “wherein said computer readable program code . . . includes.”  See Fact Nos. 

12–13. 

The effect of these amendments was to correct an error that made the original claims 

indefinite under § 112, ¶ 2.  Original claims 9–10 claimed an apparatus (“A computer program 

product”), and thus there was no antecedent basis for “said step of interactively controlling,” 
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which is a method limitation.  See Fact No. 12.  Furthermore, the Federal Circuit has held that a 

claim to both an apparatus and the method steps of using the apparatus is indefinite.  See IPXL 

Holdings, LLC v. Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005) (affirming summary 

judgment of indefiniteness).  The amendments made during the second reexamination removed 

the method limitations and replaced them with apparatus limitations, thus curing the 

indefiniteness problems — and substantively changing the scope of the claims. 

Accordingly, Defendants are entitled to summary judgment that claims 13–14 of the ’906 

C2 reexamination certificate are not “identical” to any claim in the original ’906 patent, meaning 

there can be no infringement of those claims before the issuance of the ’906 C2 reexamination 

certificate on February 3, 2009, and Defendants are entitled to “absolute intervening rights” with 

respect to those claims. 

V. CONCLUSION 

For all of these reasons, Defendants’ motion for partial summary judgment of intervening 

rights should be GRANTED as set forth in the proposed order accompanying this motion. 
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Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant and 
Counterclaimant Amazon.com, Inc.
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 By: /s/ Richard A. Cederoth 
 

 David T. Pritikin (pro hac vice) 
 <dpritikin@sidley.com> 
Richard A. Cederoth (pro hac vice) 
 <rcederoth@sidley.com> 
Shubham Mukherjee (pro hac vice) 
 <smukherjee@sidley.com> 
SIDLEY AUSTIN LLP 
One South Dearborn Street 
Chicago, IL  60603 
Telephone: (312) 853-7000 
Facsimile: (312) 853-7036 
 
Teague I. Donahey (pro hac vice) 
 <tdonahey@sidley.com> 
SIDLEY AUSTIN LLP 
555 California Street, Suite 2000 
San Francisco, CA  94104 
Telephone: (415) 772-1200 
Facsimile: (415) 772-7400 
 
Theodore W. Chandler (pro hac vice) 
 <tchandler@sidley.com> 
SIDLEY AUSTIN LLP 
555 West Fifth Street, Suite 4000 
Los Angeles, CA  90013 
Telephone: (213) 896-6000 
Facsimile: (213) 896-6600 
 
Aaron R. Bleharski (pro hac vice) 
 <ableharski@sidley.com> 
Duy D. Nguyen (pro hac vice) 
 <ddnguyen@sidley.com> 
SIDLEY AUSTIN LLP 
1001 Page Mill Road, Building 1 
Palo Alto, CA  94304 
Telephone: (650) 565-7000 
Facsimile: (650) 565-7100 
 
Eric M. Albritton (Bar No. 00790215) 
 <ema@emafirm.com> 
ALBRITTON LAW FIRM 
P.O. Box 2649 
Longview, TX  75606 
Telephone: (903) 757-8449 
Facsimile: (903) 758-7397 
 
Attorneys for Defendant and 
Counterclaimant Apple Inc. 
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 By: /s/ Thomas L. Duston 
 

 Thomas L. Duston 
 <tduston@marshallip.com> 
Anthony S. Gabrielson 
 <agabrielson@marshallip.com> 
Scott A. Sanderson (pro hac vice) 

<ssanderson@marshallip.com> 
MARSHALL, GERSTEIN & BORUN LLP 
6300 Willis Tower 
233 South Wacker Drive 
Chicago, IL  60606-6357 
Telephone:  (312) 474-6300 
Facsimile: (312) 474-0448 

 
Eric H. Findlay (Bar No. 00789886) 

<efindlay@findlaycraft.com> 
Brian Craft (Bar No. 04972020) 

<bcraft@findlaycraft.com> 
FINDLAY CRAFT, LLP 
6760 Old Jacksonville Highway 
Suite 101 
Tyler, TX  75703 
Telephone: (903) 534-1100 
Facsimile: (903) 534-1137 
 
Attorneys for Defendant and 
Counterclaimant CDW LLC 
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 By: /s/ M. Scott Fuller
 

 Edwin R. DeYoung (Bar No. 05673000) 
 <edeyoung@lockelord.com> 
Roy W. Hardin (Bar No. 08968300) 
 <rhardin@lockelord.com> 
Roger Brian Cowie (Bar No. 00783886) 

<rcowie@lockelord.com> 
M. Scott Fuller (Bar No. 24036607) 

<sfuller@lockelord.com> 
Galyn Gafford (Bar No. 24040938) 

<ggafford@lockelord.com> 
LOCKE LORD BISSELL & LIDDELL LLP 
2200 Ross Avenue, Suite 2200 
Dallas, TX  75201-6776 
Telephone: (214) 740-8000 
Facsimile: (214) 740-8800 
 
Alexas D. Skucas (pro hac vice) 
 <askucas@kslaw.com> 
KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
Eric L. Sophir (pro hac vice) 
 <esophir@kslaw.com> 
KING & SPALDING LLP 
1700 Pennsylvania Ave. NW, Suite 200 
Washington, D.C.  20006-4707 
Telephone: (202) 626-8980 
Facsimile: (202) 626-3737 

 
Attorneys for Defendant Citigroup Inc.
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 By: /s/ Edward Reines
 

 Edward Reines (pro hac vice) 
 <edward.reines@weil.com> 
Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant and 
Counterclaimant eBay Inc. 
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 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant Frito-Lay, Inc. 
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 By: /s/ Neil J. McNabnay 
 

 Thomas M. Melsheimer (Bar No. 
13922550) 
 <txm@fr.com> 
Neil J. McNabnay (Bar No. 24002583) 
 <njm@fr.com> 
Carl E. Bruce (Bar No. 24036278) 
 <ceb@fr.com> 
FISH & RICHARDSON P.C. 
1717 Main Street, Suite 5000 
Dallas, TX  75201 
Telephone: (214) 747-5070 
Facsimile: (214) 747-2091 

 
Proshanto Mukherji (pro hac vice) 

<pvm@fr.com> 
FISH & RICHARDSON P.C. 
One Marina Park Drive 
Boston, MA  02110-1878 
Telephone: (617) 542-5070 
Facsimile: (617) 542-8906 

 
Attorneys for Defendant and 
Counterclaimant The Go Daddy Group, 
Inc.
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 By: /s/ Scott T. Weingaertner 
 

 Scott T. Weingaertner (pro hac vice) 
<sweingaertner@kslaw.com> 

Robert F. Perry (pro hac vice) 
<rperry@kslaw.com> 

Allison H. Altersohn (pro hac vice) 
<aaltersohn@kslaw.com> 

Christopher C. Carnaval (pro hac vice) 
<ccarnaval@kslaw.com> 

Mark H. Francis (pro hac vice) 
<mfrancis@kslaw.com> 

KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
 
Michael E. Jones (Bar No. 10929400) 
 <mikejones@potterminton.com> 
Allen F. Gardner (Bar No. 24043679) 

<allengardner@potterminton.com> 
POTTER MINTON 
A Professional Corporation 
110 N. College, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-8311 
Facsimile: (903) 593-0846 
 
Attorneys for Defendant and 
Counterclaimant Google Inc. 
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 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant J.C. Penney Corporation, 
Inc.
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 By: /s/ Stephen K. Shahida 
 

 Stephen K. Shahida (pro hac vice) 
 <sshahida@mwe.com> 
David O. Crump (pro hac vice) 
 <dcrump@mwe.com> 
MCDERMOTT WILL & EMERY LLP  
600 13th Street, N.W.  
Washington, DC  20005-3096  
Telephone: (202) 756-8327 
Facsimile: (202) 756-8087 
 
Trey Yarbrough (Bar No. 22133500) 
 <trey@yw-lawfirm.com> 
Debra Elaine Gunter (Bar No. 24012752) 

<debby@yw-lawfirm.com> 
YARBROUGH WILCOX, PLLC  
100 E. Ferguson Street  
Suite 1015  
Tyler, TX  75702  
Telephone: (903) 595-3111 
Facsimile: (903) 595-0191 
 
Attorneys for Defendant and 
Counterclaimant JPMorgan Chase & Co.

 

 By: /s/ Michael Simons
 

 Michael Simons (Bar No. 24008042)  
<msimons@akingump.com> 

AKIN GUMP STRAUSS HAUER & FELD LLP 
300 West 6th Street, Suite 2100 
Austin, TX  78701 
Telephone: (512) 499-6253 
Facsimile: (512) 499-6290 
 
Attorney for Defendant and 
Counterclaimant New Frontier Media, Inc.
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 By: /s/ Suzanne M. Wallman 
 

 Kenneth J. Jurek 
<kjurek@mwe.com> 

Suzanne M. Wallman
 <swallman@mwe.com> 
Brett E. Bachtell 
 <bbachtell@mwe.com> 
MCDERMOTT WILL & EMERY LLP  
227 West Monroe Street  
Chicago, IL  60606  
Telephone: (312) 372-2000 
Facsimile: (312) 984-7700 
 
J. Thad Heartfield (Bar No. 09346800)  

<thad@jth-law.com> 
THE HEARTFIELD LAW FIRM  
2195 Dowlen Road  
Beaumont, TX  77706  
Telephone: (409) 866-3318 
Facsimile: (409) 866-5789 
 
Attorneys for Defendant and 
Counterclaimant Office Depot, Inc.
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 By: /s/ Scott F. Partridge 
 

 Scott F. Partridge (Bar No. 00786940) 
 <scott.partridge@bakerbotts.com> 
Roger J. Fulghum (Bar No. 00790724)
 <roger.fulghum@bakerbotts.com> 
BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana 
Houston, TX  77002-4995 
Telephone: (713) 229-1234 
Facsimile: (713) 229-1522 

 
Kevin J. Meek (Bar No. 13899600)
 <kevin.meek@bakerbotts.com> 
Paula D. Heyman (Bar No. 24027075)
 <paula.heyman@bakerbotts.com> 
BAKER BOTTS L.L.P. 
1500 San Jacinto Center 
Austin, TX  78701-4075 
Telephone: (512) 322-2500 
Facsimile: (512) 322-2501 
 
Vernon E. Evans (Bar No. 24069688) 

<vernon.evans@bakerbotts.com> 
BAKER BOTTS L.L.P. 
2001 Ross Avenue 
Dallas, TX  75201-2980 
Telephone: (214) 953-6500 
Facsimile: (214) 953-6503 

 
Shannon Dacus (Bar No. 00791004)
 <Shannond@rameyflock.com> 
RAMEY & FLOCK, P.C. 
100 East Ferguson, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-3301 
Facsimile: (903) 597-2413 
 

 
Attorneys for Defendant and 
Counterclaimant Perot Systems Corp.
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 By: /s/ Gentry C. McLean 
 

 David B. Weaver (Bar No. 00798576) 
 <dweaver@velaw.com> 
Avelyn M. Ross (Bar No. 24027871) 
 <aross@velaw.com> 
Gentry C. McLean (Bar No. 24046403) 

<gmclean@velaw.com> 
John A. Fedock (Bar No. 24059737) 

<jfedock@velaw.com> 
VINSON & ELKINS LLP 
2801 Via Fortuna, Suite 100 
Austin, TX  78746-7568 
Tel: (512) 542-8400 
Fax: (512) 236-3218 

 
Attorneys for Defendant and 
Counterclaimant Playboy Enterprises 
International, Inc.

 

 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant Rent-A-Center, Inc.
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 By: /s/ Kate Hutchins
 

 Mark G. Matuschak (pro hac vice) 
<mark.matuschak@wilmerhale.com> 

Donald R. Steinberg (pro hac vice) 
<donald.steinberg@wilmerhale.com> 

WILMER CUTLER PICKERING HALE AND 

DORR LLP 
60 State Street 
Boston, MA  02109 
Telephone: (617) 526-6000 
Facsimile: (617) 526-5000 
 
Kate Hutchins (pro hac vice) 

<kate.hutchins@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
399 Park Avenue 
New York, NY  10011 
Telephone: (212) 230-8800 
Facsimile: (212) 230-8888 
 
Daniel V. Williams, (pro hac vice) 

<daniel.williams@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
1875 Pennsylvania Avenue NW 
Washington, DC  20006 
Telephone: (202) 663-6000 
Facsimile: (202) 663-6363 
 
Michael E. Richardson (Bar No. 24002838)

<mrichardson@brsfirm.com> 
BECK REDDEN & SECREST 
1221 McKinney, Suite 4500 
Houston, TX  77010 
Telephone: (713) 951-6284 
Facsimile: (713) 951-3720 
 
Attorneys for Defendant and 
Counterclaimant Staples, Inc. 
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 By: /s/ Mark D. Fowler
 

 Mark D. Fowler (pro hac vice) 
<mark.fowler@dlapiper.com> 

DLA PIPER US LLP 
2000 University Avenue 
East Palo Alto, CA  94303-2215 
Telephone: (650) 833-2000 
Facsimile: (650) 833-2001 
  
Kathryn B. Riley (pro hac vice) 

<kathryn.riley@dlapiper.com> 
DLA PIPER US LLP 
401 B Street, Suite 1700 
San Diego, CA  92101 
Telephone: (619) 699-2700 
Facsimile: (619) 764-6692 
  
Eric H. Findlay (Bar No. 00789886) 

<efindlay@findlaycraft.com> 
FINDLAY CRAFT, LLP 
6760 Old Jacksonville Highway 
Suite 101 
Tyler, TX  75703 
Telephone: (903) 534-1100 
Facsimile: (903) 534-1137 
 
Attorneys for Defendant and 
Counterclaimant Oracle America, Inc. 
(formerly known as Sun Microsystems, 
Inc.)
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 By: /s/ Carl R. Roth
 

 Carl R. Roth (Bar No. 17312000) 
<cr@rothfirm.com> 

Brendan C. Roth (Bar No. 24040132) 
<br@rothfirm.com> 

Amanda A. Abraham (Bar No. 24055077) 
<aa@rothfirm.com>  

THE ROTH LAW FIRM, P.C.  
115 N. Wellington, Suite 200  
Marshall, TX  75670  
Telephone: (903) 935-1665 
Facsimile: (903) 935-1797 

 
Attorneys for Defendant  and 
Counterclaimant Texas Instruments 
Incorporated

 

 By: /s/ Edward Reines
 

 Edward Reines (pro hac vice) 
 <edward.reines@weil.com> 
Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant  and 
Counterclaimant Yahoo! Inc. 
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 By: /s/ Scott T. Weingaertner 
 

 Scott T. Weingaertner (pro hac vice) 
<sweingaertner@kslaw.com> 

Robert F. Perry (pro hac vice) 
<rperry@kslaw.com> 

Allison H. Altersohn (pro hac vice) 
<aaltersohn@kslaw.com> 

Christopher C. Carnaval (pro hac vice) 
<ccarnaval@kslaw.com> 

Mark H. Francis (pro hac vice) 
<mfrancis@kslaw.com> 

KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
 
Michael E. Jones (Bar No. 10929400) 
 <mikejones@potterminton.com> 
Allen F. Gardner (Bar No. 24043679) 

<allengardner@potterminton.com> 
POTTER MINTON 
A Professional Corporation 
110 N. College, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-8311 
Facsimile: (903) 593-0846 
 
Attorneys for Defendant and 
Counterclaimant YouTube, LLC 
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SIGNATURE ATTESTATION 

I hereby certify that concurrence in the service of this document has been obtained from 

each of the other signatories shown above. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 
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CERTIFICATE OF SERVICE 

I hereby certify that all counsel of record who are deemed to have consented to electronic 

service are being served with a copy of this document via the Court’s CM/ECF system per Local 

Rule CV-5(a)(3) on February 4, 2011. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 


