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I. INTRODUCTION 

Pursuant to the Court’s Docket Control Order, see Docket No. 249, all Defendants hereby 

move for partial summary judgment of indefiniteness with respect to claims 6–8 and 12–14 of 

U.S. Patent No. 5,838,906, and claims 16–31 and 40–43 of U.S. Patent No. 7,599,985. 

II. STATEMENT OF ISSUES TO BE DECIDED 

This motion presents the following issue for the Court to decide: 

• Are the following claims indefinite because they are insolubly ambiguous about 
whether the “additional instructions” must reside on the “network server” or the 
“client workstation”:  ’906 claims 12 and 14?1  (Yes.) 

• Are the following claims indefinite because they are drafted to cover both an 
apparatus and a method of using that apparatus:  ’906 claims 6–8 and 13–14, and 
’985 claims 28–31?2  (Yes.) 

• If § 112, ¶ 6 does not apply, are the following claims indefinite because they use 
purely functional language:  ’906 claims 6–8 and 13–14, and ’985 claims 16–31 
and 40–43?3  (Yes.) 

• If § 112, ¶ 6 applies, are the following claims indefinite because they lack 
corresponding structure for an “executable application” that enables an end-user 
to “directly interact” with an object at the “first location”:  ’906 claims 6–8 and 
13–14, and ’985 claims 16–31 and 40–43?4  (Yes.) 

III. ARGUMENT 

“The court shall grant summary judgment if the movant shows that there is no genuine 

dispute as to any material fact and the movant is entitled to judgment as a matter of law.”  Fed. 

                                                 
1 The exact same issue applies to claims 5 and 10 of the ’906 patent, and claim 15 of the ’985 

patent, but Eolas recently stated that it is dropping those claims, see Ex. I, so in reliance on 
Eolas’s representation, Defendants are not addressing those claims in this motion. 

2 The exact same issue applies to claims 9–10 of the ’906 patent, but Eolas recently stated 
that it is dropping those claims, see Ex. I, so in reliance on Eolas’s representation, Defendants are 
not addressing those claims in this motion. 

3 The exact same issue applies to claims 9–10 of the ’906 patent, and claims 32–35 of the 
’985 patent, but Eolas recently stated that it is dropping those claims, see Ex. I, so in reliance on 
Eolas’s representation, Defendants are not addressing those claims in this motion. 

4 The exact same issue applies to claims 32–35 of the ’985 patent, and claims 9–10 of the 
’906 patent (to the extent that Eolas is correct that those claims should be construed to mean 
“directly interact” like all of the other claims, see Ex. F at 4), but Eolas recently stated that it is 
dropping those claims, see Ex. I, so in reliance on Eolas’s representation, Defendants are not 
addressing those claims in this motion. 
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R. Civ. P. 56(a).  As shown by the cases cited in the sections below, indefiniteness is a question 

of law that is routinely decided by summary judgment. 

A. The following claims are indefinite because they are insolubly 
ambiguous about whether the “additional instructions” must reside 
on the “network server” or the “client workstation”:  ’906 claims 12 
and 14 

Claims 12 and 14 of the ’906 patent are insolubly ambiguous about whether the 

“additional instructions” must reside on the “network server” or the “client workstation”: 

1. Statement of undisputed material facts 

1. Claim 12 of the ’906 patent (which depends from claims 1, 2, 3, and 11) includes 

the following limitations: 

A method for running an application program in a computer 
network environment, comprising:  

providing at least one client workstation and one network 
server coupled to said network environment, wherein said 
network environment is a distributed hypermedia environment; 
. . .   

utilizing said browser to display, on said client workstation, at 
least a portion of a first hypermedia document received over 
said network from said server, . . . 

wherein additional instructions for controlling said 
controllable application reside on said network server . . . 

wherein said additional instructions for controlling said 
controllable application reside on said client workstation. 

See Exs. B, D; see also Ex. A (reprinting claim language). 

2. Claim 14 of the ’906 patent (which depends from claims 6, 7, 8, and 13) includes 

all the same limitations shown above in bold.  See Exs. B, D; see also Ex. A (reprinting claim 

language). 

2. Argument 

A claim is indefinite if it is “insolubly ambiguous.”  See, e.g., Halliburton Energy Servs., 

Inc. v. M-I LLC, 514 F.3d 1244, 1249 (Fed. Cir. 2008) (affirming this Court’s summary 

judgment of indefiniteness). 
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Claims 12 and 14 of the ’906 patent are indefinite because they are insolubly ambiguous 

about whether the “additional instructions” must reside on the “network server” or the “client 

workstation.”  First these claims state “additional instructions . . . reside on said network server,” 

but later these same claims state “said additional instructions . . . reside on said client 

workstation.”  See Fact Nos. 1–2.  Thus it is insolubly ambiguous where the claimed “additional 

instructions” must reside. 

Even if it were possible to imagine ways to rewrite the claims so that they make sense, 

that would not avoid a finding of indefiniteness.  The Federal Circuit “repeatedly and 

consistently has recognized that courts may not redraft claims, whether to make them operable or 

to sustain their validity.”  Chef Am., Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 1374 (Fed. Cir. 

2004) (refusing to correct non-sensical claim limitation that literally called for heating cookie 

dough until it was burned to a crisp); accord Haemonetics Corp. v. Baxter Healthcare Corp., 607 

F.3d 776, 781 (Fed. Cir. 2010) (similar). 

B. The following claims are indefinite because they are drafted to cover 
both an apparatus and a method of using that apparatus:  ’906 claims 
6–8 and 13–14, and ’985 claims 28–31 

Claims 6–8 and 13–14 of the ’906 patent, and claims 28–31 of the ’985 patent, are 

drafted to cover both an apparatus and a method of using that apparatus: 

1. Statement of undisputed material facts 

3. Independent claim 6 of the ’906 patent (and dependent claims 7–8 and 13–14) 

include the following limitations: 

A computer program product for use in a system having at 
least one client workstation and one network server coupled to 
said network environment, wherein said network environment 
is a distributed hypermedia environment, the computer 
program product comprising:  

a computer usable medium having computer readable program 
code physically embodied therein, said computer program 
product further comprising:  

computer readable program code for causing said client 
workstation to execute a browser application to parse a first 
distributed hypermedia document to identify text formats 
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included in said distributed hypermedia document and to 
respond to predetermined text formats to initiate processes 
specified by said text formats; 

computer readable program code for causing said client 
workstation to utilize said browser to display, on said client 
workstation, at least a portion of a first hypermedia document 
received over said network from said server, 

wherein the portion of said first hypermedia document is 
displayed within a first browser-controlled window on said 
client workstation, 

wherein said first distributed hypermedia document includes an 
embed text format, located at a first location in said first 
distributed hypermedia document, that specifies the location of 
at least a portion of an object external to the first distributed 
hypermedia document, 

wherein said object has type information associated with it 
utilized by said browser to identify and locate an executable 
application external to the first distributed hypermedia 
document, and 

wherein said embed text format is parsed by said browser to 
automatically invoke said executable application to execute on 
said client workstation in order to display said object . . . . 

See Exs. B, D; see also Ex. A (reprinting claim language). 

4. Independent claim 28 of the ’985 patent includes the following limitations: 

One or more computer readable media encoded with software 
comprising an executable application for use in a system 
having at least one client workstation and one network server 
coupled to a network environment, operable to: 

cause the client workstation to display an object and enable an 
end-user to directly interact with said object while the object is 
being displayed within a display area created at a first location 
within a portion of a hypermedia document being displayed in 
a browser-controlled window, 

wherein said network environment is a distributed hypermedia 
environment, 

wherein said client workstation receives, over said network 
environment from said server, at least one file containing 
information to enable said browser application to display, on 
said client workstation, at least said portion of said distributed 
hypermedia document within said browser-controlled window, 

wherein said executable application is external to said file, 
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wherein said client workstation executes said browser 
application, with the browser application responding to text 
formats to initiate processing specified by the text formats, 

wherein at least said portion of the document is displayed 
within the browser-controlled window, 

wherein an embed text format which corresponds to said first 
location in the document is identified by the browser, 

wherein the embed text format specifies the location of at least 
a portion of said object external to the file, 

wherein the object has type information associated with it, 

wherein the type information is utilized by the browser to 
identify and locate said executable application, and 

wherein the executable application is automatically invoked by 
the browser, in response to the identifying of the embed text 
format. 

See Ex. E; see also Ex. A (reprinting claim language). 

5. Claim 29 of the ’985 patent states:  “The method of claim 28 where: the 

information to enable comprises text formats.”  Id. 

6. Claim 30 of the ’985 patent states:  “The method of claim 29 where: the text 

formats are HTML tags.”  Id. 

7. Claim 31 of the ’985 patent states:  “The method of claim 28 where: the 

information contained in the file received comprises at least one embed text format.”  Id. 

2. Argument 

The Federal Circuit has adopted the rule that “[a] single claim which claims both an 

apparatus and the method steps of using the apparatus is indefinite under 35 U.S.C. 112, second 

paragraph.”  IPXL Holdings, LLC v. Amazon.com, Inc., 430 F.3d 1377, 1384 (Fed. Cir. 2005) 

(affirming summary judgment of indefiniteness). 

Claims 6–8 and 13–14 of the ’906 patent, and claims 28–31 of the ’985 patent, violate the 

rule of IPXL because they are drafted to cover both an apparatus and a method of using that 

apparatus.  For example, independent claim 28 of the ’985 patent is directed to both an apparatus 

(“an executable application”) and to various method steps performed by a separate “browser 
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application” (e.g., “is identified,” “is utilized . . . to identify and locate,” “is automatically 

invoked”).  See Fact No. 4.  Dependent claims 29–31 of the ’985 patent confirm that claim 28 

has method steps: they refer to “[t]he method of claim 28.”  See Fact Nos. 5–7. 

Similarly, independent claim 6 of the ’906 patent (and dependent claims 7–8 and 13–14) 

are directed to both an apparatus (“A computer program product”) and to various method steps 

(e.g., “is displayed,” “utilized . . . to identify and locate,” “is parsed . . . to automatically 

invoke”).  See Fact No. 3. 

The claims in this case are similar to the claim that was found indefinite in IPXL: 

The system of claim 2 [including an input means] wherein the 
predicted transaction information comprises both a transaction type 
and transaction parameters associated with that transaction type, 
and the user uses the input means to either change the predicted 
transaction information or accept the displayed transaction type 
and transaction parameters. 

430 F.3d at 1384 (emphasis in original).  The claim in IPXL was directed to an apparatus (“The 

system of claim 2”) yet the claim included a method step (“the user uses the input means”) and 

thus it was found indefinite as a matter of law. 

The claims in this case are also similar to the claims this Court found indefinite in Ariba, 

Inc. v. Emptoris, Inc., No. 07-90, 2008 WL 3482521 (E.D. Tex. Aug. 7, 2008) (Clark, J.): 

31. A bidding device operated by a potential seller during an on-
line electronic auction, said bidding device comprising software 
that displays information about the auction to the potential seller 
and enables the potential seller to submit bids electronically to the 
auction; . . . 

wherein a bid submitted by the potential seller operating the 
bidding device is compared to the corresponding bid ceiling of the 
potential seller operating the bidding device, and the bidding 
device communicates a bid message to the potential seller 
operating the bidding device in accordance with the results of the 
comparison . . . . 

Id. at *6–*7.  “Because claim 31 recites both an apparatus and a method, it is indefinite and 

therefore invalid under 35 U.S.C. § 112(2).  Its dependent claims, claims 32–36 and 38, are 

likewise invalid.”  Id. at *8 (granting summary judgment). 
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The same is true here, and thus claims 6–8 and 13–14 of the ’906 patent, and claims 28–

31 of the ’985 patent, should be found indefinite as a matter of law. 

C. If § 112, ¶ 6 does not apply, then the following claims are indefinite 
because they use purely functional language:  claims 6–8 and 13–14 of 
the ’906 patent, and claims 16–31 and 40–43 of the ’985 patent 

Claims 6–8 and 13–14 of the ’906 patent, and claims 16–31 and 40–43 of the ’985 patent, 

use purely functional language: 

1. Statement of undisputed material facts 

8. Claims 6–8 and 13–14 of the ’906 patent include the following limitations: 

A computer program product for use in a system having at 
least one client workstation and one network server coupled to 
said network environment, wherein said network environment 
is a distributed hypermedia environment, the computer 
program product comprising: 

a computer usable medium having computer readable program 
code physically embodied therein, said computer program 
product further comprising: 

computer readable program code for causing said client 
workstation to execute a browser application to parse a first 
distributed hypermedia document to identify text formats 
included in said distributed hypermedia document and to 
respond to predetermined text formats to initiate processes 
specified by said text formats; 

computer readable program code for causing said client 
workstation to utilize said browser to display, on said client 
workstation, at least a portion of a first hypermedia document 
received over said network from said server, wherein . . . . 

See Exs. B, D; see also Ex. A (reprinting claim language). 

9. Claims 16–19 of the ’985 patent include the following limitations: 

One or more computer readable media encoded with software 
comprising computer executable instructions, for use in a 
distributed hypermedia network environment, wherein the 
network environment comprises at least one client workstation 
and one network server coupled to the network environment, 
and when the software is executed operable to: 

receive, at the client workstation from the network server over 
the network environment, at least one file . . . 

cause the client workstation to utilize the browser to . . . . 
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See Ex. E; see also Ex. A (reprinting claim language). 

10. Claims 20–23 of the ’985 patent include the following limitations: 

A method of serving digital information in a computer network 
environment having a network server coupled the network 
environment, and where the network environment is a 
distributed hypermedia environment, the method comprising: 

communicating via the network server with at least one client 
workstation over said network in order to cause said client 
workstation to: 

receive, over said network environment from said server, at 
least one file . . . 

execute, at said client workstation, a browser application . . . . 

See Ex. E; see also Ex. A (reprinting claim language). 

11. Claims 24–27 of the ’985 patent include the following limitations: 

A method for running an executable application in a computer 
network environment, wherein said network environment has 
at least one client workstation and one network server coupled 
to a network environment, the method comprising: 

enabling an end-user to directly interact with an object by 
utilizing said executable application to interactively process 
said object while the object is being displayed within a display 
area created at a first location within a portion of a hypermedia 
document being displayed in a browser-controlled window, 
wherein . . . . 

See Ex. E; see also Ex. A (reprinting claim language). 

12. Claims 28–31 of the ’985 patent include the following limitations: 

One or more computer readable media encoded with software 
comprising an executable application for use in a system 
having at least one client workstation and one network server 
coupled to a network environment, operable to: 

cause the client workstation to display an object and enable an 
end-user to directly interact with said object . . . wherein . . . . 

See Ex. E; see also Ex. A (reprinting claim language). 

13. Claims 32–35 of the ’985 patent include the following limitations: 

A method for serving digital information in a computer 
network environment, said method comprising: 
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communicating via a network server with at least one client 
workstation over said computer network environment in order 
to cause said client workstation to: 

receive at said client workstation, over said computer network 
environment from said server, at least one file . . . 

utilize an executable application . . . . 

See Ex. E; see also Ex. A (reprinting claim language). 

14. Claims 40–43 of the ’985 patent include the following limitations: 

A method of serving digital information in a computer network 
environment having a network server coupled to said computer 
network environment, and where the network environment is a 
distributed hypermedia network environment, the method 
comprising: 

communicating via the network server with at least one remote 
client workstation over said computer network environment in 
order to cause said client workstation to: 

receive, over said computer network environment from the 
network server, at least one file . . . 

execute, at said client workstation, a browser application . . . . 

See Ex. E; see also Ex. A (reprinting claim language). 

2. Argument 

As part of the bargain for receiving a patent, an applicant must provide “claims 

particularly pointing out and distinctly claiming the subject matter which the applicant regards 

as his invention.”  35 U.S.C. § 112, ¶ 2 (emphasis added).  Given this requirement, the Supreme 

Court has long held that “a patentee may not broaden his product claims by describing the 

product in terms of function.”  Gen. Elec. Co. v. Wabash Appliance Corp., 304 U.S. 364, 371 

(1938) (finding functional claims indefinite as a matter of law); see also Halliburton Oil Well 

Cementing Co. v. Walker, 329 U.S. 1, 11–14 (1946) (reversing and finding functional claims 

indefinite as a matter of law); United Carbon Co. v. Binney & Smith Co., 317 U.S. 228, 234–37 

(1942) (same).  “The limits of a patent must be known for the protection of the patentee, the 

encouragement of the inventive genius of others and the assurance that the subject of the patent 

will be dedicated ultimately to the public.”  Gen. Elec. Co., 304 U.S. at 364 (emphasis added). 
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In 1952, Congress authorized functional claiming, but only in accordance with the 

provisions of § 112, ¶ 6 — so-called “means-plus-function” claims.  See Ex Parte Miyazaki, 89 

U.S.P.Q.2d 1207, 1216–17 (BPAI 2008) (discussing history of § 112, ¶ 6).  “This statutory 

provision was meant to preclude the overbreadth inherent in open-ended functional claims . . . 

which effectively purport to cover any and all means so long as they perform the recited 

functions.”  Halliburton Energy, 514 F.3d at 1256 n.7 (affirming summary judgment of 

indefiniteness). 

Eolas insists that § 112, ¶ 6 does not apply to any of its claims.  See Ex. F at 3.  If that is 

true, then claims 6–8 and 13–14 of the ’906 patent, and claims 16–31 and 40–43 of the ’985 

patent, are indefinite as a matter of law because they employ purely functional language.5  These 

claims fall into four categories: 

1. ’985 claims 24–27: “the method comprising: enabling . . .”  See Fact No. 11. 

2. ’985 claims 20–23 and 40–43: “communicating . . . in order to cause”  See Fact 
Nos. 10, 13–14. 

3. ’985 claims 16–19 and 28–31: “software . . . operable to . . . cause”  See Fact 
Nos. 9, 12. 

4. ’906 claims 6–8 and 13–14: “computer readable program code for causing . . . .”  
See Fact No. 8. 

The language above — “enabling,” “in order to cause,” “operable to cause,” and “for 

causing” — is precisely the type of language that has been deemed functional in previous cases.  

See, e.g., Gen. Elec. Co., 304 U.S. at 368 (“A filament . . . of such size and contour as to prevent 

substantial sagging”); Ex Parte Rodriguez, 92 U.S.P.Q.2d 1395, 1404–05 (BPAI 2009) (“system 

configuration generator configured to generate”); Ex Parte Miyazaki, 89 U.S.P.Q.2d at 1217 

(“sheet feeding area operable to feed”). 

                                                 
5 Even if the terms at issue are construed as being in means-plus-function form, however, that 

does not mean that the claims are necessarily valid under § 112.  For example, as discussed in the 
next section, even if § 112, ¶ 6 applies, Defendants contend that the claims are indefinite for 
failing to disclose a corresponding algorithm for certain limitations.  See infra § III.D, p. 11.  
More generally, Defendants have additional invalidity arguments under § 112 that are not raised 
in this motion. 
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The first group of claims identified above purports to cover any method for “enabling” 

various results.  See Fact No. 11.  The second group above purports to cover any method of 

“communicating” that “causes” various results.  See Fact Nos. 10, 13–14.  While the third and 

fourth groups above refer to “software” and “code” for a computer, see Fact Nos. 8–9, 12, that 

does not make those claims any less functional:  “For a patentee to claim a means for performing 

a particular function and then to disclose only a general purpose computer as the structure 

designed to perform that function amounts to pure functional claiming.”  Aristocrat Techs. 

Australia PTY Ltd. v. Int’l Game Tech., 521 F.3d 1328, 1333 (Fed. Cir. 2008) (emphasis added). 

Accordingly, if § 112, ¶ 6 does not apply, then claims 6–8 and 13–14 of the ’906 patent, 

and claims 16–31 and 40–43 of the ’985 patent, should be found indefinite because of their 

purely functional language. 

D. If § 112, ¶ 6 applies, then the following claims are indefinite because 
they lack corresponding structure for an “executable application” 
that enables an “end-user” to “directly interact” with an object at the 
“first location”:  claims 6–8 and 13–14 of the ’906 patent, and claims 
16–31 and 40–43 of the ’985 patent 

The specification fails to disclose an algorithm for how the claimed “executable 

application” performs the claimed function of enabling an “end-user” to “directly interact” with 

an object at the “first location”: 

1. Statement of undisputed material facts 

15. Claims 6–8 and 13–14 of the ’906 patent include the following limitations: 

executable application to execute on said client workstation in 
order to display said object and enable an end-user to directly 
interact with said object within a display area created at said 
first location within the portion of said first distributed 
hypermedia document being displayed in said first browser-
controlled window 

See Exs. B, D; see also Ex. A (reprinting claim language). 

16. Claims 16–31 and 40–43 of the ’985 patent include limitations similar to those 

block quoted above (i.e., an “executable application” that enables an “end-user” to “directly 

interact” with an object at the “first location”).  See Ex. E; see also Ex. A. 



 

-12- 

17. Defendants contend that the limitations block quoted above and appearing in 

claims 6–8 and 13–14 of the ’906 patent, and claims 16–31 and 40–43 of the ’985 patent, are 

subject to § 112, ¶ 6.  See Ex. F at 3; Ex. G. 

18. When asked to identify the corresponding structure(s)/act(s) for the terms that 

Defendants contend are subject to § 112, ¶ 6, Eolas did not name any specific structures, acts, 

algorithms, or source code, and instead provided line and column numbers for lengthy passages 

in the specification.  See Ex. H. 

2. Argument 

The Federal Circuit has placed limits on § 112, ¶ 6 claims that rely on computer code as 

the disclosed structure:  Where “the disclosed structure is a computer, or microprocessor, 

programmed to carry out an algorithm, the disclosed structure is not the general purpose 

computer, but rather the special purpose computer programmed to perform the disclosed 

algorithm.”  WMS Gaming, Inc. v. Int’l Game Tech., 184 F.3d 1339, 1349 (Fed. Cir. 1999) 

(emphasis added). 

When a specification fails to disclose an algorithm for performing the claimed function, 

the Federal Circuit has consistently held that the claim is indefinite as a matter of law.  See, e.g., 

Blackboard, Inc. v. Desire2Learn, Inc., 574 F.3d 1371, 1382–85 (Fed. Cir. 2009) (affirming 

summary judgment of indefiniteness); Net MoneyIN, Inc. v. VeriSign, Inc., 545 F.3d 1359, 1365–

67 (Fed. Cir. 2008) (same); Finisar Corp. v. DirecTV Group, Inc., 523 F.3d 1323, 1340–41 (Fed. 

Cir. 2008) (same); Aristocrat Techs. Australia PTY Ltd. v. Int’l Game Tech., 521 F.3d 1328, 

1334–36 (Fed. Cir. 2008) (same); see also Network-1 Sec. Solutions, Inc. v. Cisco Sys., Inc., 692 

F. Supp. 2d 632, 645–48 (E.D. Tex. 2010) (Davis, J.) (following Aristocrat and granting 

summary judgment of indefiniteness). 

In this case, Defendants have argued in their claim construction brief being filed today 

that § 112, ¶ 6 applies to certain limitations in claims 6–8 and 13–14 of the ’906 patent, and 

claims 16–31 and 40–43 of the ’985 patent.  If Defendants are correct that § 112, ¶ 6 applies, 

however, then those claims are indefinite under Aristocrat and its progeny because they fail to 



 

-13- 

disclose an algorithm for how the claimed “executable application” performs the claimed 

function of “enabl[ing] an end-user to directly interact with said object within a display area 

created at said first location within the portion of said first distributed hypermedia document 

being displayed in said first browser-controlled window.” 

The disclosure in the patent is insufficient to meet the definiteness requirement of 

Aristocrat and its progeny for two independent reasons.  First, the patent provides no algorithms 

concerning the claimed “executable application.”  With respect to the claimed “browser,” by way 

of contrast, the patent attaches source code, see id. at 8:5–:15, and the patent provides flowcharts 

showing how the browser handles certain routines, see id. figs.7–8.  The detail provided about 

the “browser” stands in marked contrast to the lack of detail provided about the “executable 

application.”  Tellingly, Eolas itself has failed to identify any specific algorithm corresponding to 

the claimed “executable application.”  See, e.g., Ex. H at 7, Nos. 4–5. 

Second, the patent provides no algorithms concerning how the claimed “executable 

application” enables an end-user to “directly interact with said object within a display area 

created at said first location within the portion of said first distributed hypermedia document 

being displayed in said first browser-controlled window.”  Figure 9, and the text accompanying 

that figure, merely shows a panel (354) that is outside the browser window (350) that, at most, 

allows a user to indirectly interact with the object while the object is being displayed at the “first 

location” (352).  See Ex. B at 16:18–:22 & fig.9.  The patent states “[a]nother possibility is to 

have panel window 354 within Mosaic window 350,” id. at 16:17–:18 (emphasis added), but the 

patent provides no explanation, let alone an algorithm, for accomplishing that “possibility.” 

Thus if § 112, ¶ 6 applies to the “executable application” limitations in claims 6–8 and 

13–14 of the ’906 patent, and claims 16–31 and 40–43 of the ’985 patent, then those claims are 

indefinite as a matter of law under Aristocrat. 

IV. CONCLUSION 

For all of these reasons, Defendants’ motion for partial summary judgment of 

indefiniteness should be GRANTED as set forth in the proposed order. 



 

-14- 

 
DATED: February 4, 2011 

 

  By: /s/ Jason W. Wolff
 

David J. Healey  
  <Healey@fr.com> 
FISH & RICHARDSON P.C. 
1 Houston Center 
1221 McKinney Street, Suite 2800 
Houston, TX  77010 
Telephone: (713) 654-5300 
Facsimile: (713) 652-0109 

 
OF COUNSEL: 
 
Frank E. Scherkenbach 
 <Scherkenbach@fr.com> 
FISH & RICHARDSON P.C. 
One Marina Park Drive 
Boston, MA  02110-1878 
Telephone: (617) 542-5070 
Facsimile: (617) 542-8906 
 
Jason W. Wolff 
 <Wolff@fr.com> 
Joseph P. Reid (pro hac vice) 

<Reid@fr.com> 
FISH & RICHARDSON P.C. 
12390 El Camino Real 
San Diego, CA  92130 
Telephone: (858) 678-5070 
Facsimile: (858) 678-5099 

 
Attorneys for Defendant and 
Counterclaimant Adobe Systems Inc.

 



 

-15- 

 By: /s/ Edward Reines
 

 Edward Reines (pro hac vice) 
 <edward.reines@weil.com> 
Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant and 
Counterclaimant Amazon.com, Inc.

 



 

-16- 

 By: /s/ Richard A. Cederoth 
 

 David T. Pritikin (pro hac vice) 
 <dpritikin@sidley.com> 
Richard A. Cederoth (pro hac vice) 
 <rcederoth@sidley.com> 
Shubham Mukherjee (pro hac vice) 
 <smukherjee@sidley.com> 
SIDLEY AUSTIN LLP 
One South Dearborn Street 
Chicago, IL  60603 
Telephone: (312) 853-7000 
Facsimile: (312) 853-7036 
 
Teague I. Donahey (pro hac vice) 
 <tdonahey@sidley.com> 
SIDLEY AUSTIN LLP 
555 California Street, Suite 2000 
San Francisco, CA  94104 
Telephone: (415) 772-1200 
Facsimile: (415) 772-7400 
 
Theodore W. Chandler (pro hac vice) 
 <tchandler@sidley.com> 
SIDLEY AUSTIN LLP 
555 West Fifth Street, Suite 4000 
Los Angeles, CA  90013 
Telephone: (213) 896-6000 
Facsimile: (213) 896-6600 
 
Aaron R. Bleharski (pro hac vice) 
 <ableharski@sidley.com> 
Duy D. Nguyen (pro hac vice) 
 <ddnguyen@sidley.com> 
SIDLEY AUSTIN LLP 
1001 Page Mill Road, Building 1 
Palo Alto, CA  94304 
Telephone: (650) 565-7000 
Facsimile: (650) 565-7100 
 
Eric M. Albritton (Bar No. 00790215) 
 <ema@emafirm.com> 
ALBRITTON LAW FIRM 
P.O. Box 2649 
Longview, TX  75606 
Telephone: (903) 757-8449 
Facsimile: (903) 758-7397 
 
Attorneys for Defendant and 
Counterclaimant Apple Inc. 

 



 

-17- 

 By: /s/ Thomas L. Duston 
 

 Thomas L. Duston 
 <tduston@marshallip.com> 
Anthony S. Gabrielson 
 <agabrielson@marshallip.com> 
Scott A. Sanderson (pro hac vice) 

<ssanderson@marshallip.com> 
MARSHALL, GERSTEIN & BORUN LLP 
6300 Willis Tower 
233 South Wacker Drive 
Chicago, IL  60606-6357 
Telephone:  (312) 474-6300 
Facsimile: (312) 474-0448 

 
Eric H. Findlay (Bar No. 00789886) 

<efindlay@findlaycraft.com> 
Brian Craft (Bar No. 04972020) 

<bcraft@findlaycraft.com> 
FINDLAY CRAFT, LLP 
6760 Old Jacksonville Highway 
Suite 101 
Tyler, TX  75703 
Telephone: (903) 534-1100 
Facsimile: (903) 534-1137 
 
Attorneys for Defendant and 
Counterclaimant CDW LLC 

 



 

-18- 

 By: /s/ M. Scott Fuller
 

 Edwin R. DeYoung (Bar No. 05673000) 
 <edeyoung@lockelord.com> 
Roy W. Hardin (Bar No. 08968300) 
 <rhardin@lockelord.com> 
Roger Brian Cowie (Bar No. 00783886) 

<rcowie@lockelord.com> 
M. Scott Fuller (Bar No. 24036607) 

<sfuller@lockelord.com> 
Galyn Gafford (Bar No. 24040938) 

<ggafford@lockelord.com> 
LOCKE LORD BISSELL & LIDDELL LLP 
2200 Ross Avenue, Suite 2200 
Dallas, TX  75201-6776 
Telephone: (214) 740-8000 
Facsimile: (214) 740-8800 
 
Alexas D. Skucas (pro hac vice) 
 <askucas@kslaw.com> 
KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
Eric L. Sophir (pro hac vice) 
 <esophir@kslaw.com> 
KING & SPALDING LLP 
1700 Pennsylvania Ave. NW, Suite 200 
Washington, D.C.  20006-4707 
Telephone: (202) 626-8980 
Facsimile: (202) 626-3737 

 
Attorneys for Defendant Citigroup Inc.

 



 

-19- 

 By: /s/ Edward Reines
 

 Edward Reines (pro hac vice) 
 <edward.reines@weil.com> 
Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant and 
Counterclaimant eBay Inc. 

 



 

-20- 

 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant Frito-Lay, Inc. 

 



 

-21- 

 By: /s/ Neil J. McNabnay 
 

 Thomas M. Melsheimer (Bar No. 
13922550) 
 <txm@fr.com> 
Neil J. McNabnay (Bar No. 24002583) 
 <njm@fr.com> 
Carl E. Bruce (Bar No. 24036278) 
 <ceb@fr.com> 
FISH & RICHARDSON P.C. 
1717 Main Street, Suite 5000 
Dallas, TX  75201 
Telephone: (214) 747-5070 
Facsimile: (214) 747-2091 

 
Proshanto Mukherji (pro hac vice) 

<pvm@fr.com> 
FISH & RICHARDSON P.C. 
One Marina Park Drive 
Boston, MA  02110-1878 
Telephone: (617) 542-5070 
Facsimile: (617) 542-8906 

 
Attorneys for Defendant and 
Counterclaimant The Go Daddy Group, 
Inc.

 



 

-22- 

 By: /s/ Scott T. Weingaertner 
 

 Scott T. Weingaertner (pro hac vice) 
<sweingaertner@kslaw.com> 

Robert F. Perry (pro hac vice) 
<rperry@kslaw.com> 

Allison H. Altersohn (pro hac vice) 
<aaltersohn@kslaw.com> 

Christopher C. Carnaval (pro hac vice) 
<ccarnaval@kslaw.com> 

Mark H. Francis (pro hac vice) 
<mfrancis@kslaw.com> 

KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
 
Michael E. Jones (Bar No. 10929400) 
 <mikejones@potterminton.com> 
Allen F. Gardner (Bar No. 24043679) 

<allengardner@potterminton.com> 
POTTER MINTON 
A Professional Corporation 
110 N. College, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-8311 
Facsimile: (903) 593-0846 
 
Attorneys for Defendant and 
Counterclaimant Google Inc. 

 



 

-23- 

 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant J.C. Penney Corporation, 
Inc.

 



 

-24- 

 By: /s/ Stephen K. Shahida 
 

 Stephen K. Shahida (pro hac vice) 
 <sshahida@mwe.com> 
David O. Crump (pro hac vice) 
 <dcrump@mwe.com> 
MCDERMOTT WILL & EMERY LLP  
600 13th Street, N.W.  
Washington, DC  20005-3096  
Telephone: (202) 756-8327 
Facsimile: (202) 756-8087 
 
Trey Yarbrough (Bar No. 22133500) 
 <trey@yw-lawfirm.com> 
Debra Elaine Gunter (Bar No. 24012752) 

<debby@yw-lawfirm.com> 
YARBROUGH WILCOX, PLLC  
100 E. Ferguson Street  
Suite 1015  
Tyler, TX  75702  
Telephone: (903) 595-3111 
Facsimile: (903) 595-0191 
 
Attorneys for Defendant and 
Counterclaimant JPMorgan Chase & Co.

 

 By: /s/ Michael Simons
 

 Michael Simons (Bar No. 24008042)  
<msimons@akingump.com> 

AKIN GUMP STRAUSS HAUER & FELD LLP 
300 West 6th Street, Suite 2100 
Austin, TX  78701 
Telephone: (512) 499-6253 
Facsimile: (512) 499-6290 
 
Attorney for Defendant and 
Counterclaimant New Frontier Media, Inc.

 



 

-25- 

 By: /s/ Suzanne M. Wallman 
 

 Kenneth J. Jurek 
<kjurek@mwe.com> 

Suzanne M. Wallman
 <swallman@mwe.com> 
Brett E. Bachtell 
 <bbachtell@mwe.com> 
MCDERMOTT WILL & EMERY LLP  
227 West Monroe Street  
Chicago, IL  60606  
Telephone: (312) 372-2000 
Facsimile: (312) 984-7700 
 
J. Thad Heartfield (Bar No. 09346800)  

<thad@jth-law.com> 
THE HEARTFIELD LAW FIRM  
2195 Dowlen Road  
Beaumont, TX  77706  
Telephone: (409) 866-3318 
Facsimile: (409) 866-5789 
 
Attorneys for Defendant and 
Counterclaimant Office Depot, Inc.

 



 

-26- 

 By: /s/ Scott F. Partridge 
 

 Scott F. Partridge (Bar No. 00786940) 
 <scott.partridge@bakerbotts.com> 
Roger J. Fulghum (Bar No. 00790724)
 <roger.fulghum@bakerbotts.com> 
BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana 
Houston, TX  77002-4995 
Telephone: (713) 229-1234 
Facsimile: (713) 229-1522 

 
Kevin J. Meek (Bar No. 13899600)
 <kevin.meek@bakerbotts.com> 
Paula D. Heyman (Bar No. 24027075)
 <paula.heyman@bakerbotts.com> 
BAKER BOTTS L.L.P. 
1500 San Jacinto Center 
Austin, TX  78701-4075 
Telephone: (512) 322-2500 
Facsimile: (512) 322-2501 
 
Vernon E. Evans (Bar No. 24069688) 

<vernon.evans@bakerbotts.com> 
BAKER BOTTS L.L.P. 
2001 Ross Avenue 
Dallas, TX  75201-2980 
Telephone: (214) 953-6500 
Facsimile: (214) 953-6503 

 
Shannon Dacus (Bar No. 00791004)
 <Shannond@rameyflock.com> 
RAMEY & FLOCK, P.C. 
100 East Ferguson, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-3301 
Facsimile: (903) 597-2413 
 

 
Attorneys for Defendant and 
Counterclaimant Perot Systems Corp.

 



 

-27- 

 By: /s/ Gentry C. McLean 
 

 David B. Weaver (Bar No. 00798576) 
 <dweaver@velaw.com> 
Avelyn M. Ross (Bar No. 24027871) 
 <aross@velaw.com> 
Gentry C. McLean (Bar No. 24046403) 

<gmclean@velaw.com> 
John A. Fedock (Bar No. 24059737) 

<jfedock@velaw.com> 
VINSON & ELKINS LLP 
2801 Via Fortuna, Suite 100 
Austin, TX  78746-7568 
Tel: (512) 542-8400 
Fax: (512) 236-3218 

 
Attorneys for Defendant and 
Counterclaimant Playboy Enterprises 
International, Inc.

 

 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant Rent-A-Center, Inc.

 



 

-28- 

 By: /s/ Kate Hutchins
 

 Mark G. Matuschak (pro hac vice) 
<mark.matuschak@wilmerhale.com> 

Donald R. Steinberg (pro hac vice) 
<donald.steinberg@wilmerhale.com> 

WILMER CUTLER PICKERING HALE AND 

DORR LLP 
60 State Street 
Boston, MA  02109 
Telephone: (617) 526-6000 
Facsimile: (617) 526-5000 
 
Kate Hutchins (pro hac vice) 

<kate.hutchins@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
399 Park Avenue 
New York, NY  10011 
Telephone: (212) 230-8800 
Facsimile: (212) 230-8888 
 
Daniel V. Williams, (pro hac vice) 

<daniel.williams@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
1875 Pennsylvania Avenue NW 
Washington, DC  20006 
Telephone: (202) 663-6000 
Facsimile: (202) 663-6363 
 
Michael E. Richardson (Bar No. 24002838)

<mrichardson@brsfirm.com> 
BECK REDDEN & SECREST 
1221 McKinney, Suite 4500 
Houston, TX  77010 
Telephone: (713) 951-6284 
Facsimile: (713) 951-3720 
 
Attorneys for Defendant and 
Counterclaimant Staples, Inc. 

 



 

-29- 

 By: /s/ Mark D. Fowler
 

 Mark D. Fowler (pro hac vice) 
<mark.fowler@dlapiper.com> 

DLA PIPER US LLP 
2000 University Avenue 
East Palo Alto, CA  94303-2215 
Telephone: (650) 833-2000 
Facsimile: (650) 833-2001 
  
Kathryn B. Riley (pro hac vice) 

<kathryn.riley@dlapiper.com> 
DLA PIPER US LLP 
401 B Street, Suite 1700 
San Diego, CA  92101 
Telephone: (619) 699-2700 
Facsimile: (619) 764-6692 
  
Eric H. Findlay (Bar No. 00789886) 

<efindlay@findlaycraft.com> 
FINDLAY CRAFT, LLP 
6760 Old Jacksonville Highway 
Suite 101 
Tyler, TX  75703 
Telephone: (903) 534-1100 
Facsimile: (903) 534-1137 
 
Attorneys for Defendant and 
Counterclaimant Oracle America, Inc. 
(formerly known as Sun Microsystems, 
Inc.)

 



 

-30- 

 By: /s/ Carl R. Roth
 

 Carl R. Roth (Bar No. 17312000) 
<cr@rothfirm.com> 

Brendan C. Roth (Bar No. 24040132) 
<br@rothfirm.com> 

Amanda A. Abraham (Bar No. 24055077) 
<aa@rothfirm.com>  

THE ROTH LAW FIRM, P.C.  
115 N. Wellington, Suite 200  
Marshall, TX  75670  
Telephone: (903) 935-1665 
Facsimile: (903) 935-1797 

 
Attorneys for Defendant  and 
Counterclaimant Texas Instruments 
Incorporated

 

 By: /s/ Edward Reines
 

 Edward Reines (pro hac vice) 
 <edward.reines@weil.com> 
Joseph H. Lee (pro hac vice) 

<joseph.lee@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant  and 
Counterclaimant Yahoo! Inc. 

 



 

-31- 

 By: /s/ Scott T. Weingaertner 
 

 Scott T. Weingaertner (pro hac vice) 
<sweingaertner@kslaw.com> 

Robert F. Perry (pro hac vice) 
<rperry@kslaw.com> 

Allison H. Altersohn (pro hac vice) 
<aaltersohn@kslaw.com> 

Christopher C. Carnaval (pro hac vice) 
<ccarnaval@kslaw.com> 

Mark H. Francis (pro hac vice) 
<mfrancis@kslaw.com> 

KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
 
Michael E. Jones (Bar No. 10929400) 
 <mikejones@potterminton.com> 
Allen F. Gardner (Bar No. 24043679) 

<allengardner@potterminton.com> 
POTTER MINTON 
A Professional Corporation 
110 N. College, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-8311 
Facsimile: (903) 593-0846 
 
Attorneys for Defendant and 
Counterclaimant YouTube, LLC 

 



 

-32- 

SIGNATURE ATTESTATION 

I hereby certify that concurrence in the service of this document has been obtained from 

each of the other signatories shown above. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 



 

-33- 

CERTIFICATE OF SERVICE 

I hereby certify that all counsel of record who are deemed to have consented to electronic 

service are being served with a copy of this document via the Court’s CM/ECF system per Local 

Rule CV-5(a)(3) on February 4, 2011. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 


