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REPLY 

Defendants’ motion for partial summary judgment that the reexamined claims of the ’906 

patent are not “legally identical” to any original claim of the ’906 patent should be granted.  The 

only reason the asserted claims were allowed during reexamination is because they were 

amended to overcome a rejection based on the Cohen prior art, and according to the Federal 

Circuit “it is difficult to conceive of many situations in which the scope of a rejected claim that 

became allowable when amended is not substantively changed by the amendment.”  Laitram 

Corp. v. NEC Corp., 163 F.3d 1342, 1348 (Fed. Cir. 1998) (“Laitram IV”).2 

A. Laitram IV confirms that the issues raised by Defendants’ motion are 
ripe for summary judgment 

Eolas repeatedly suggests there are questions of fact precluding summary judgment.  See 

Opp’n at 1, 3–4, 6.  To the contrary, whether reexamined claims are “identical”3 — like claim 

construction — is a matter exclusively for the Court and thus is routinely decided by summary 

judgment.  See Mot. at 7 (citing cases).  The case cited by Eolas is no longer good law to the 

extent it suggests there could be questions of fact that would preclude summary judgment.  See 

Opp’n at 6 (citing Laitram Corp. v. NEC Corp., 952 F.2d 1357 (Fed. Cir. 1991) (“Laitram I”)).  

In Laitram I, the Federal Circuit reversed and remanded a summary judgment in favor of the 

defendant because there were “disputed issues of fact.”  See Laitram I, 952 F.2d at 1364.  On 

remand, the jury agreed with the plaintiff that the reexamined claim was “identical” to an 

original claim.  See Laitram IV, 163 F.3d at 1345.  However, after the jury verdict, the Supreme 

                                                 
2 Unless stated otherwise, all emphasis in quotes throughout this brief has been added. 
3 Eolas repeatedly suggests that the current version of 35 U.S.C. § 252 (which says 

“substantially identical”) should apply, see Opp’n at 1, 5–6 & nn.1–2, but neither of the cases 
cited by Eolas considered the effective date for the amendment to § 252, which makes clear that 
the amendment does not apply in this case, see Mot. at 6 n.2 (citing Pub. L. No. 106-113, § 4508, 
113 Stat. at 1501A-566 to -567).  Thus the pre-1999 version of § 252 (which said “identical”) 
must apply, and the question is “whether the scope of the claims are identical,” Laitram IV, 163 
F.3d at 1346, not whether the claims use “synonymous” phrases, as incorrectly proposed by 
Eolas, see Opp’n at 1 (“synonymous,” “similar-sounding”), 2 (“synonymous”), 7 
(“synonymous”), 8 n.3 (“synonymous”).  Even if the new version of § 252 were to apply, Eolas 
admits that the amendment to § 252 was not intended to change the standard found in preexisting 
cases, see Opp’n at 6 & n.2, and thus Laitram IV governs either way. 



 

-2- 

Court held in Markman that claim construction is a matter exclusively for the judge to decide.  

Thus on appeal in Laitram IV, the Federal Circuit held that whether a reexamined claim is 

“identical” is a question of law, see id. at 1346–47, and the Federal Circuit overturned the jury 

verdict and held as a matter of law that the reexamined claim was not “identical” — directly 

contrary to the result of Laitram I.  See Laitram IV, 163 F.3d at 1347–49.  In short, it is now clear 

that whether reexamined claims are “identical” is a question ripe for summary judgment. 

B. Claims 1–3, 6–8, and 11–14 of the ’906 patent were narrowed during 
the second reexamination to overcome the Cohen prior art 

Eolas admits that the claims were amended during reexamination to overcome the Cohen 

prior art, but Eolas argues that its amendment did not change the scope of the claims because it 

“took this new language word-for-word from a construction of these claims affirmed by the 

Federal Circuit.”  Opp’n at 6.  There are several problems with this argument. 

First, the premise of the argument is that “the Federal Circuit was right about the scope of 

the claims in the ’906 patent,” Opp’n at 7, in particular that an “executable application” must 

“enable an end-user to directly interact with data.”  But the Federal Circuit never decided that 

question.  Indeed, neither party included the phrase “enable an end-user to directly interact with 

data” in their proposed construction for “executable application,” see Ex. N; the district court 

provided no explanation for including this phrase in its construction, see Ex. O at 26, 36; neither 

party addressed this phrase on appeal, see Ex. P at 51–56, Ex. Q at 42–50, Ex. R at 19–26; and 

the Federal Circuit provided no substantive discussion of this phrase in its opinion, see Ex. S at 

1336–38.  Thus it cannot be said that the Federal Circuit was “right” on this issue; the Federal 

Circuit never decided the issue because neither party raised it. 

Second, the Patent Office rejected this argument.  See Fact Nos. 3–4 (citing Exs. E–F).  

Eolas argued to the Patent Office that in light of the claim constructions affirmed by the Federal 

Circuit, the claims did not need to be amended to overcome the prior-art rejection based on 
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Cohen.  See Ex. E at 12.  The Patent Office disagreed4 and issued a final rejection.  See Fact No. 

4 (citing Ex. F at 6).  At this point, Eolas had a choice: it could either narrow the claims to 

overcome the final rejection, or it could refuse to amend the claims and instead appeal the final 

rejection to the BPAI, see 35 U.S.C. § 134(b), and if necessary appeal the BPAI’s decision to the 

Federal Circuit, see 35 U.S.C. § 141.  Eolas chose to narrow the claims to overcome the final 

rejection.  See Fact Nos. 5, 9 (citing Exs. G–H).  It does not matter that Eolas accompanied its 

amendment with a self-serving statement that “this language does not change the scope of claims 

1 and 6,” Ex. G at 11, because the Supreme Court has held that “[a patentee’s] decision to forgo 

an appeal and submit an amended claim is taken as a concession that the invention as patented 

does not reach as far as the original claim.”  Festo, 535 U.S. at 734. 

Third, the Federal Circuit has repeatedly held that amending a claim to overcome the 

prior art — as happened in this case — substantively changes the scope of the claim.  See 

Laitram IV, 163 F.3d at 1347–49; Bloom Eng’g Co. v. N. Am. Mfg. Co., 129 F.3d 1247, 1250–51 

(Fed. Cir. 1997).  In Bloom, for example, the patentee argued that the original claim was 

“identical” in scope to the amended claim because the original claims, when “correctly 

construed, were implicitly limited in the way that was made explicit by this amendment.”  Id. at 

1250.  The patentee in Bloom — like Eolas here — complained that “it was compelled to add 

these words to the claims because the reexamination examiner gave . . . an unduly broad 

construction, in accordance with examination practices that have been approved by this court, 

thereby obliging [the patentee] to amend the claims.”  Id.  The Federal Circuit rejected these 

arguments:  “This change was necessary in order to distinguish [the claimed invention] from [the 

prior art] British patent.  The British patent was newly cited prior art, and the claims were 

                                                 
4 The Patent Office was entitled to reject the Federal Circuit’s claim construction because the 

Patent Office — like Defendants in this case — was not a party to the prior litigation.  “We have 
never applied issue preclusion against a non-party to the first action.”  In re Trans Texas 
Holdings Corp., 498 F.3d 1290, 1297 (Fed. Cir. 2007) (affirming new claim construction used 
during reexamination that differed from previous construction given by a district court); see also 
St. Clair Intellectual Prop. Consultants, Inc. v. Canon Inc., No. 2009-1052, 2011 WL 66166, at 
*5–*7 (Fed. Cir. Jan. 10, 2011) (unpublished) (adopting new claim construction after 
reexamination that differed from previous construction given by a district court). 
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narrowed and limited in view of that patent.”  Id. at 1251.  The same is true in this case. 

In Laitram IV, the Federal Circuit reached the same result and stated that “it is difficult to 

conceive of many situations in which the scope of a rejected claim that became allowable when 

amended is not substantively changed by the amendment.”  163 F.3d at 1348.  Eolas’s brief cites 

Laitram I for the contrary proposition, see Opp’n at 7, but as explained above Laitram IV 

represents the current state of the law, not Laitram I.  See supra p. 1.  The other cases cited by 

Eolas (Tennant, Kaufman, and Key) were also decided before Laitram IV and thus are 

distinguishable for at least the same reason.  Those cases were also decided before the Supreme 

Court’s decision in Festo, which reinforced the logic behind Laitram IV:  an amendment made to 

overcome the prior art is a concession that the scope of the claim was narrowed. 

C. Claims 13–14 of the ’906 patent were changed during the second 
reexamination to correct errors that made the claims invalid 

Eolas admits that claims 13–14 were amended to replace a method limitation with an 

apparatus limitation, but Eolas argues that the amended claims are nevertheless “identical” to the 

original claims because 35 U.S.C. § 255 “provides that typographical and other similar errors 

may be corrected without fear of triggering intervening rights.”  Opp’n at 9.  There are two 

problems with this argument.  First, Eolas did not seek a “Certificate of Correction” under § 255.  

Second, “under sections 254 and 255, a ‘certificate of correction is only effective for causes of 

action arising after it was issued.’”  Novo Indus., L.P. v. Micro Molds Corp., 350 F.3d 1348, 

1356 (Fed. Cir. 2003).  Thus even if § 255 applied, claims 13–14 would only be enforceable 

after February 3, 2009, which is exactly the point of Defendants’ motion. 

Eolas’s reliance on Slimfold is misplaced, because that case was decided before Laitram 

IV and before the Supreme Court’s decision in Festo, which held that even a § 112 amendment 

gives rise to a presumption that the claim was narrowed, see 535 U.S. at 735–37, 740.  Eolas has 

not rebutted that presumption; to the contrary, it admits there was an error in the claims.  “[I]t 

does not seem to us to be asking too much to expect a patentee to check a patent when it is 

issued in order to determine whether it contains any errors that require issuance of a certificate of 

correction.”  Southwest Software, Inc. v. Harlequin Inc., 226 F.3d 1280, 1296 (Fed. Cir. 2000). 
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Suzanne M. Wallman
 <swallman@mwe.com> 
Brett E. Bachtell 
 <bbachtell@mwe.com> 
MCDERMOTT WILL & EMERY LLP  
227 West Monroe Street  
Chicago, IL  60606  
Telephone: (312) 372-2000 
Facsimile: (312) 984-7700 
 
J. Thad Heartfield (Bar No. 09346800)  

<thad@jth-law.com> 
THE HEARTFIELD LAW FIRM  
2195 Dowlen Road  
Beaumont, TX  77706  
Telephone: (409) 866-3318 
Facsimile: (409) 866-5789 
 
Attorneys for Defendant and 
Counterclaimant Office Depot, Inc.
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 By: /s/ Scott F. Partridge 
 

 Scott F. Partridge (Bar No. 00786940) 
 <scott.partridge@bakerbotts.com> 
Roger J. Fulghum (Bar No. 00790724)
 <roger.fulghum@bakerbotts.com> 
BAKER BOTTS L.L.P. 
One Shell Plaza 
910 Louisiana 
Houston, TX  77002-4995 
Telephone: (713) 229-1234 
Facsimile: (713) 229-1522 

 
Kevin J. Meek (Bar No. 13899600)
 <kevin.meek@bakerbotts.com> 
Paula D. Heyman (Bar No. 24027075)
 <paula.heyman@bakerbotts.com> 
BAKER BOTTS L.L.P. 
1500 San Jacinto Center 
Austin, TX  78701-4075 
Telephone: (512) 322-2500 
Facsimile: (512) 322-2501 
 
Vernon E. Evans (Bar No. 24069688) 

<vernon.evans@bakerbotts.com> 
BAKER BOTTS L.L.P. 
2001 Ross Avenue 
Dallas, TX  75201-2980 
Telephone: (214) 953-6500 
Facsimile: (214) 953-6503 

 
Shannon Dacus (Bar No. 00791004)
 <Shannond@rameyflock.com> 
RAMEY & FLOCK, P.C. 
100 East Ferguson, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-3301 
Facsimile: (903) 597-2413 
 

 
Attorneys for Defendant and 
Counterclaimant Perot Systems Corp.
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 By: /s/ Gentry C. McLean 
 

 David B. Weaver (Bar No. 00798576) 
 <dweaver@velaw.com> 
Avelyn M. Ross (Bar No. 24027871) 
 <aross@velaw.com> 
Gentry C. McLean (Bar No. 24046403) 

<gmclean@velaw.com> 
John A. Fedock (Bar No. 24059737) 

<jfedock@velaw.com> 
VINSON & ELKINS LLP 
2801 Via Fortuna, Suite 100 
Austin, TX  78746-7568 
Tel: (512) 542-8400 
Fax: (512) 236-3218 

 
Attorneys for Defendant and 
Counterclaimant Playboy Enterprises 
International, Inc.

 

 By: /s/ Jeffrey F. Yee
 

 Jeffrey K. Joyner (pro hac vice) 
 <joynerj@gtlaw.com> 
Jeffrey F. Yee (pro hac vice) 
 <yeej@gtlaw.com> 
GREENBERG TRAURIG LLP 
2450 Colorado Avenue, Suite 400E 
Santa Monica, CA  90404 
Telephone: (310) 586-7700 
Facsimile: (310) 586-7800 
 
Christopher M. Joe (Bar No. 00787770) 

<chrisjoe@bjciplaw.com> 
Brian Carpenter (Bar No. 03840600) 

<brian.carpenterb@bjciplaw.com> 
Eric W. Buether (Bar No. 03316880) 

<eric.buethere@bjciplaw.com> 
BUETHER JOE & CARPENTER, LLC 
1700 Pacific, Suite 2390 
Dallas, TX  75201 
Telephone: (214) 466-1270 
Facsimile: (214) 635-1842 
 
Attorneys for Defendant and 
Counterclaimant Rent-A-Center, Inc.
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 By: /s/ Kate Hutchins
 

 Mark G. Matuschak (pro hac vice) 
<mark.matuschak@wilmerhale.com> 

Donald R. Steinberg (pro hac vice) 
<donald.steinberg@wilmerhale.com> 

WILMER CUTLER PICKERING HALE AND 

DORR LLP 
60 State Street 
Boston, MA  02109 
Telephone: (617) 526-6000 
Facsimile: (617) 526-5000 
 
Kate Hutchins (pro hac vice) 

<kate.hutchins@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
399 Park Avenue 
New York, NY  10011 
Telephone: (212) 230-8800 
Facsimile: (212) 230-8888 
 
Daniel V. Williams, (pro hac vice) 

<daniel.williams@wilmerhale.com> 
WILMER CUTLER PICKERING HALE AND 

DORR LLP 
1875 Pennsylvania Avenue NW 
Washington, DC  20006 
Telephone: (202) 663-6000 
Facsimile: (202) 663-6363 
 
Michael E. Richardson (Bar No. 24002838)

<mrichardson@brsfirm.com> 
BECK REDDEN & SECREST 
1221 McKinney, Suite 4500 
Houston, TX  77010 
Telephone: (713) 951-6284 
Facsimile: (713) 951-3720 
 
Attorneys for Defendant and 
Counterclaimant Staples, Inc. 
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 By: /s/ Mark D. Fowler
 

 Mark D. Fowler (pro hac vice) 
<mark.fowler@dlapiper.com> 

DLA PIPER US LLP 
2000 University Avenue 
East Palo Alto, CA  94303-2215 
Telephone: (650) 833-2000 
Facsimile: (650) 833-2001 
  
Kathryn B. Riley (pro hac vice) 

<kathryn.riley@dlapiper.com> 
DLA PIPER US LLP 
401 B Street, Suite 1700 
San Diego, CA  92101 
Telephone: (619) 699-2700 
Facsimile: (619) 764-6692 
  
Eric H. Findlay (Bar No. 00789886) 

<efindlay@findlaycraft.com> 
FINDLAY CRAFT, LLP 
6760 Old Jacksonville Highway 
Suite 101 
Tyler, TX  75703 
Telephone: (903) 534-1100 
Facsimile: (903) 534-1137 
 
Attorneys for Defendant and 
Counterclaimant Oracle America, Inc. 
(formerly known as Sun Microsystems, 
Inc.)
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 By: /s/ Carl R. Roth
 

 Carl R. Roth (Bar No. 17312000) 
<cr@rothfirm.com> 

Brendan C. Roth (Bar No. 24040132) 
<br@rothfirm.com> 

Amanda A. Abraham (Bar No. 24055077) 
<aa@rothfirm.com>  

THE ROTH LAW FIRM, P.C.  
115 N. Wellington, Suite 200  
Marshall, TX  75670  
Telephone: (903) 935-1665 
Facsimile: (903) 935-1797 

 
Attorneys for Defendant  and 
Counterclaimant Texas Instruments 
Incorporated

 

 By: /s/ Edward Reines
 

 Edward Reines 
 <edward.reines@weil.com> 
Andrew Perito 

<andrew.perito@weil.com> 
WEIL, GOTSHAL & MANGES LLP 
201 Redwood Shores Parkway 
Redwood Shores, CA  94065 
Telephone: (650) 802-3000 
Facsimile: (650) 802-3100 
 
Otis W. Carroll, Jr. (Bar No. 03895700) 

<fedserv@icklaw.com> 
Deborah J. Race (Bar No. 16448700) 

<drace@icklaw.com> 
IRELAND CARROLL & KELLEY 
6101 S. Broadway, Suite 500 
Tyler, TX  75703 
Telephone: (903) 561-1600 
Facsimile: (903) 581-1071 
 
Attorneys for Defendant  and 
Counterclaimant Yahoo! Inc. 

 



 

-22- 

 By: /s/ Scott T. Weingaertner 
 

 Scott T. Weingaertner (pro hac vice) 
<sweingaertner@kslaw.com> 

Robert F. Perry (pro hac vice) 
<rperry@kslaw.com> 

Allison H. Altersohn (pro hac vice) 
<aaltersohn@kslaw.com> 

Christopher C. Carnaval (pro hac vice) 
<ccarnaval@kslaw.com> 

Mark H. Francis (pro hac vice) 
<mfrancis@kslaw.com> 

KING & SPALDING LLP 
1185 Avenue of the Americas 
New York, NY  10036-4003 
Telephone: (212) 556-2100 
Facsimile: (212) 556-2222 
 
 
Michael E. Jones (Bar No. 10929400) 
 <mikejones@potterminton.com> 
Allen F. Gardner (Bar No. 24043679) 

<allengardner@potterminton.com> 
POTTER MINTON 
A Professional Corporation 
110 N. College, Suite 500 
Tyler, TX  75702 
Telephone: (903) 597-8311 
Facsimile: (903) 593-0846 
 
Attorneys for Defendant and 
Counterclaimant YouTube, LLC 
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SIGNATURE ATTESTATION 

I hereby certify that concurrence in the service of this document has been obtained from 

each of the other signatories shown above. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 
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CERTIFICATE OF SERVICE 

I hereby certify that all counsel of record who are deemed to have consented to electronic 

service are being served with a copy of this document via the Court’s CM/ECF system per Local 

Rule CV-5(a)(3) on February 24, 2011. 

 

 
 /s/ Shubham Mukherjee    
 Attorney for one of the Defendants 


