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Declaration of Edward W. Felten
I, Edward W. Felten, declare as follows:

1. Thave been retained by Eolas and the Regents of the University of California to
serve as an expert in the field of computer science and Internet software. My
Curriculum Vitae, which recites my technical expertise, is attached hereto to as
Exhibit A.

I. Qualifications

2. I graduated with Honors from the California Institute of Technology in 1985, with
a B.S. degree in Physics. Ireceived an M.S. in Computer Science in 1991, and a
Ph.D. in Computer Science in 1993, both from the University of Washington.

3. Tam currently a Professor of Computer Science and Public Affairs at Princeton
University, where I have taught since 1993. I was originally hired at Princeton as
an Assistant Professor of Computer Science, in 1993. I was promoted to
Associate Professor of Computer Science in 1999, and to Professor of Computer
Science in 2003. I was appointed as Professor of Computer Science and Public
Affairs in 2006.

4. Tam the author or co-author of numerous publications relating to computer
science and Internet software. These publications are listed in my CV.

5. Thave been asked to address the arguments presented in the Office Action mailed
July 30, 2007 (“the Office Action) in connection with the reexamination of
United States Patent No. 5,838,906 (“the ‘906 Patent”) that the claims of the ‘906
Patent are unpatentable as being “anticipated” by U.S. Patent No. 5,367,621
(“Cohen’), issued to Cohen. For the reasons described in this declaration, I
respectfully disagree with the arguments presented in the Office Action and,
instead, believe that the claims of the ‘906 Patent fully meet the requirements for

patentability over the cited references, as those patentability arguments have been
described to me.
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To familiarize myself with the issues involved in the rejection of the claims, I
have reviewed numerous documents, including the following: the ‘906 Patent and
its file history, the documents cited in the Office Action, and all other documents
referenced or cited in this declaration.

. My discussion is also based on my experience as a computer science researcher

and teacher, and as a Web user and network software developer. From this
experience, [ have gained an independent understanding of how the browser art
developed.

Response to the Unpatentability Arguments Raised in the Office Action

I have been told by patent counsel for Eolas and the Regents that a patent may not
be obtained if the patent’s subject matter is anticipated by a prior art reference. 1
have further been told that a claim is anticipated only if each and every element as
set forth in the claim is found, either expressly or inherently described, in a single
prior art reference. I have further been told that to serve as an anticipation when
a reference is silent about the asserted inherent characteristic, such gap in the
reference may be filled with recourse to extrinsic evidence, and that such
evidence must make it clear that the missing descriptive matter is necessarily
present in the thing described in the reference and that it would be so recognized
by persons of ordinary skill in the art.

. In reading the claims of the ‘906 Patent, I am using the claim construction

established by Judge Zagel and upheld by the Federal Circuit in the Eolas v.
Microsoft litigation.

1. The Level of Skill in the Art

My benchmark for what ordinary skill in the art means is a person who is just
graduating from a good computer science program at a college or a university —
not a star student but just an average student — or a person who has gained an
equivalent level of knowledge through experience in the industry. This person
knows how to do things in conventional ways but does not exhibit an unusual
level of innovative thinking.

In 1994, those of ordinary skill in the art were just becoming familiar with the
Web and Web browsers. One of ordinary skill would have had a general idea of
how the Mosaic browser worked, and would have been familiar with hyperlinks,
forms, and helper applications.

2. The ‘906 Patent

The claims of the ‘906 Patent describe a technology that allows web page authors
to include, within the boundaries of a web page, interactive objects. This is done
(briefly stated) by including in the web page’s HTML text an embed text format,
that provides information about where to get the object’s data, along with
information to identify and locate an executable application that will be invoked
on the client computer to display the data and to provide interactivity with it, and
by providing a web browser that knows how to parse the HTML to extract the
embed text format, how to use type information to identify and locate the




executable application, how to invoke the executable application, to execute on
the client computer, and how to interface to the executable application so as to
allow the user to interact with it within the boundaries of the browser window.

13. My analysis of patentability will focus on Claim 6 of the ‘906 Patent. Claim 1 is
very similar to Claim 6, the only material difference being that Claim 6 covers a
computer program product and Claim 1 covers a method for using such a product.
Accordingly, all of my analysis of Claim 6 applies to Claim 1 as well.
Patentability of the other dependent claims discussed in the Office Action follows
from the patentability of the underlying independent Claims 1 and 6.

3. Prior Art Browsers, Including Mosaic

14. The Office Action cites the applicants’ admitted prior art. I have reviewed all
prior art references referenced in the ‘906 Patent’s file history. The Office
Action’s discussion of this prior art focuses on the Mosaic browser, which was the
most advanced prior art browser.

15. In 1994, the Web was young, and browsers were a relatively new technology.
Browsers offered only a very limited form of interactivity. A page could contain
hyperlinks, on which the user could click to view another page. A page could be
a form to be filled out by the user, with a “submit” button which, when clicked,
caused the user to see another page.

16. Another technology, known as “helper applications,” was implemented in the
Mosaic browser. This technology allowed the browser to link to an external
program, in cases where the browser encountered a file whose format the browser
did not understand. For example, if the user clicked on a hyperlink that pointed to
a file in .mpeg format (i.e., a movie in MPEG format), then the browser would
launch an external MPEG-viewer program and pass the .mpeg file to that
program. The result would be that the MPEG program ran, in a separate window
from the browser.

17. Helper applications allowed the browser to link to an external program, but that
program could not provide interactivity within the browser window. The helper
application was just an external program that ran on the same computer, in a
separate window.

18. None of these methods allowed a Web page author to place fully interactive
objects within the confines of a Web page’s display.

19. These methods are all implemented in today’s browsers, and they are all in use on
the Web today.
A. ‘906 Claim Elements Lacking in Mosaic

20. Mosaic lacked at least three elements required by the claims of the ‘906 Patent.
Among the required elements lacking in Mosaic were an embed text format,
automatic invocation, and display of the object within the browser window.
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i. Mosaic Lacked the Required Embed Text Format

Mosaic lacked the required embed text format of the ‘906 claims. Instead,
Mosaic used an ordinary hyperlink to link to any data that was to be displayed
with a helper application.

Claim 6 requires that “said first distributed hypermedia document includes an
embed text format, located at a first location in said first distributed hypermedia
document, that specifies the location of at least a portion of an object...” (‘906
Patent at 18:14-18)

Hyperlinks in Mosaic were specified using an “A” (short for “Anchor”) tag. For
example, the HTML element

<a href=""http://example.com/page.html”’>link</a>

would cause the text “link” to be displayed, typically in underlined blue type. If
the user clicked on the underlined word “link”, the browser would follow the
hyperlink and navigate to the URL “http://example.com/page.html”.

Similarly, the HTML element
<a href="http://example.com/video.mpg”’>video</a>

would cause the text “video” to be displayed, in underlined blue type. If the user
clicked on the underlined word “photo”, the browser would download the file at
the URL “http://example.com/video.mpg” and launch a helper application to
display it.

In the claimed ‘906 system, the browser instead used a special tag, the “embed
text format”, to specify that an embedded object should be included. Mosaic
lacked the embed text format. The use of an embed text format was a significant
improvement over the prior art Mosaic browser, as it allowed the browser to
recognize immediately that an embedded object was present and special
processing was needed.

The Examiner states that Mosaic lacks the embed text format: “the NCSA Mosaic
references ... are not seen to teach the combination of limitations requiring
executing a browser application at said client workstation that parses a first
distributed hypermedia document, having an embed text format included in the
hypermedia document that specifies the location of at least a portion of an
object external to the first distributed hypermedia document...” (Office
Action at paragraph 14, emphasis in original)

ii. Mosaic Lacked the Required Automatic Invocation
Mosaic further lacked the required automatic invocation of the ‘906 claims.

Claim 6 includes the limitation “wherein said embed text format is parsed by said
browser to automatically invoke said executable application” (‘906 Patent at
18:23-25), which requires that the executable application be invoked

automatically, that is, without requiring any action such as a mouse click from the
user.




29. In Mosaic, as stated above, a helper application was launched via an ordinary
hyperlink. All hyperlinks required a mouse click by the user to be activated. To
launch a helper application, the user had to make such a mouse click. Therefore,
the launching of helper applications was not automatic.

30. Automatic invocation was an important improvement in the claimed ‘906
technology over the prior art Mosaic browser. Automatic invocation allowed the
object to appear immediately when the user visited the enclosing web page, thus
helping to make the object appear to be an integral part of the web page.

iii. =~ Mosaic Lacked the Required Display within the Browser Window

31. Mosaic further lacked the required ‘906 claim element of displaying the object
within the browser window.

32. Claim 6 of the ‘906 Patent includes the limitation “to display said object and
enable interactive processing of said object within a display area created at said
first location within the portion of said first distributed hypermedia document
being displayed in said first browser-controlled window.” (‘906 Patent at 18:26-
30) This requires the object to be displayed, and interactive processing of the
object to be enabled, within an area in the browser window.

33. Mosaic helper applications displayed in a separate window. When a helper
application was launched, a new window was created, and the helper application
used this new window exclusively. The new window used by the helper
application was entirely separate from any window used or controlled by the
browser.

34. The ability of the claimed ‘906 technology to display and enable interactive
processing within the browser window was a significant advance over the prior art
Mosaic browser. Enabling display and interactivity within the browser window
allowed the object to appear, seamlessly, as an integral part of the web page’s
display. This was a more natural model for users, allowing the object to be placed
in the context of any descriptive text appearing on the web page.

4. The Cohen Reference

35. Cohen describes a system that allows the author of a softcopy book to specify
specific multimedia presentations accompanying the text of the book.

B. Cohen Does Not Anticipate the ‘906 Claims

36. The Examiner argues that the claims 1-3 and 6-8 of the ‘906 Patent are anticipated
by Cohen. Irespectfully disagree with this conclusion, for the reasons given
below.

37. As discussed above, my analysis will focus on Claim 6 of the ‘906 Patent. My
analysis of Claim 6 also applies to Claim 1. Non-anticipation of the dependent
Claims 2, 3, 7, and 8 follows from non-anticipation of the underlying independent
Claims 1 and 6.
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Several elements of Claim 6 are absent in Cohen. For example, Cohen lacks the
elements of interactive processing, an embed text format, display of the object
within a browser window, and the use of type information by a browser to
identify and locate an executable application.

C. Cohen Lacks the Required Interactive Processing

Claim 6 of the ‘906 Patent requires that the browser “automatically invoke said
executable application to execute on said client workstation in order to display
said object and enable interactive processing of said object ...” (‘906 Patent at
18:24-27, emphasis added) Cohen lacks the element of interactive processing.

Claim 6 requires that the system not only “display said object” but also “enable
interactive processing” of the object. To display the object is to make it visible,
e.g. by sending it to an output device. Interactive processing means that the user,
by using the mouse or keyboard or similar input device, can change the structure
or presentation of the object. The interactive processing must occur within the
“display area” where the object is displayed.

Cohen does not expressly disclose interactive processing of the object. Cohen
repeatedly discusses displaying the object, but nowhere is this display coupled to
interactive processing of the object. See, e.g. Cohen at 2:44-47 (“transferring ...
to the multimedia output device, the multimedia data from the multimedia
object”), 2:59-60 (“to support the presentation of the multimedia object™), 8:31-35
(describing how an animation object is “displayed”), 8:46-56 (“displayed
graphics”), 9:46-10:4 (“to transfer the audio data from the audio object to the
stereo high fi to produce the audio presentation .... to output audio data from the
audio object stored thereon to the stereo high fi for the audio presentation ....”),
12:4-23 (“playing of the video information from the compact disk player ... and
the presentation of the resulting motion picture on the display 208 at the
workstation”), 13:7-9 (“the animation for the ALT_OBJECT is displayed™),
13:21-51 (“Audio data form [sic] the object is output to the audio support.”),
13:52-14:10 (“The data in the object 110 is output to the appropriate graphic
support software and the graphics is generated ... as the graphics 190° which is
displayed on the display 208.”) Nowhere does Cohen discuss interactive
processing of the object within a browser window.

The Examiner does not point to any support in Cohen for the element of
interactive processing. The Examiner discusses, as a single unit, a longer portion
of the claim (Office Action at p. 32), and the Examiner cites support in Cohen for
some aspects of this longer portion of the claim. But none of the material cited by
the Examiner supports the notion that Cohen discloses interactive processing of
an object within a browser-controlled window.

Nor is interactive processing inherent in Cohen. Displaying an object does not
necessarily require that the user can interact with the object.

. The design of Cohen was incompatible with interactive processing. In Cohen,

when the main book reader program invokes an external program, it waits for the
external program to finish before resuming the main book reader program. While
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the external program is running, the main book reader program is frozen and
cannot accept input. This is evident from Fig. 6 of Cohen and the accompanying
description in (e.g.) Columns 10 and 11. For example:

After the completion of the I/O handler program whose execution was
started as a result of step 426 of the flow diagram of FIG. 6, the flow
proceeds back to step 420 to wait for another mouse pointer to activate a
link tag or alternatively to wait until a new page is requested by the user.

(Cohen at 11:22-27) Notably, it is only after the completion of the external
program that the main book reader program can accept input from the user. If the
external program had tried to provide interactive processing, this would have
required the external program to continue running (waiting for user interaction)
which would have frozen the main book reader program, giving the user no way
to switch to a different page of the e-book. The role of the external program in
Cohen is to display the object and then stop running.

By contrast, in the invention defined in Claim 6 of the ‘906 Patent, the browser
and the external program can both be active and accepting input at the same time,
so the user has the option of seamlessly interacting with the object or navigating
the browser.

One of the main achievements of the ‘906 inventors was to provide interaction
with an object, seamlessly within a Web page. A system like Cohen, which can
display objects but cannot provide interactive processing, is missing an important
element of the invention defined in Claim 6 of the ‘906 Patent.

D. Cohen Lacks the Required Embed Text Format

Claim 6 of the ‘906 Patent requires that “said first distributed hypermedia
document includes an embed text format, located at a first location in said first
distributed hypermedia document, that specifies the location of at least a portion
of an object external to the first distributed hypermedia document, ..., and
wherein said embed text format is parsed by said browser to automatically invoke
said executable application .. in order to display said object and enable interactive
processing of said object within a display area created at said first location within
the portion of the first distributed hypermedia document ...” (‘906 Patent at
18:14-29)

The use of an embed text format is an important element of the invention defined
in Claim 6 of the ‘006 Patent. One drawback of many prior art browsers, such as
Mosaic, is that they lacked an embed text format. For example, the examiner
states that “the NCSA Mosaic references ... are not seen to teach the combination
of limitations requiring executing a browser application at said client workstation
that parses a first distributed hypermedia document, having an embed text
format included in the hypermedia document that specifies the location of at
least a portion of an object external to the first distributed hypermedia
document...” (Office Action at paragraph 14, emphasis in original)

Cohen does not disclose the use of an embed text format.
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The Examiner states that the “link description tags LDESC” of Cohen are the
embed text format (Office Action at p. 31). For the reasons described below, 1
respectfully disagree with this conclusion.

The LDESC tags cannot be the embed text format, because they do not satisfy the
required claim element “wherein said first distributed hypermedia document
includes an embed text format, located at a first location in said first distributed
hypermedia document ... to display said object and enable interactive processing
of said object within a display area created at said first location ...” (‘906
Patent at 18:14-28, emphasis added) This claim element requires that the
embedded object be displayed at a location in the distributed hypermedia
document (e.g., the Web page) that corresponds to the location of the embed text
format within the document.

The LDESC tag does not appear in the document at the required location.

Instead, the LDESC (link description) tag appears in the document file’s
prologue. “The BookMaster tags are improved upon, in accordance with the
invention, to provide a new multimedia link description tag LDESC in the
prologue of the document ...” (Cohen at 5:8-11, emphasis added) The figures
in Cohen also depict the LDESC tags as being in the file’s prologue rather than in
the book text. For example, Figure 1 depicts the structure of the document file.
The “link description tags 102” (also depicted in Figure 1a) are distinct from the
“book text with tags 104” (which is also depicted in Figure 1b). (See also Figs. 4,
8a, and 8b.)

The fact that the LDESC tag does not appear at a location in the book text is one
reason why the LDESC tag cannot be the embed text format of the ‘906 claims.

The “link tag :L” of Cohen does appear in the book text, but it cannot be the
embed text format either, because (e.g.) it lacks the required claim element of an
“embed text format ... that specifies the location of at least a portion of an object
external to the first distributed hypermedia document ...” (‘906 Patent at 18:15-
18). The link tag of Cohen does not specify the location of an object, nor does it
specify the location of anything that is external to the first distributed hypermedia
document. This is one reason why the “link tag :L” of Cohen cannot be the
embed text format.

Cohen’s design strategy, of having a small, simple link tag that refers to a larger,
more detailed link description in the document prologue, makes sense given the
problem that Cohen was trying to solve. Cohen was designed for use with
electronic books. These books, unlike Web pages, are large, multi-page files that
often repeat graphic elements on different pages. By separating the link tag and
link description, Cohen allowed an element to be repeated without having to
repeat the full link description each time. Instead, there could be a single link
description in the document prologue, and one small link tag at each place in the
document where the object was to be used. The claimed ‘906 design, by contrast,
is better suited for use on the Web where individual pages are provided

separately. For at least this reason, the use of a single tag is not expressly found
or inherently described in Cohen.
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Another reason that Cohen and Mosaic do not anticipate Claim 6 is that neither
Cohen nor Mosaic had an embed text format.

E. Cohen Lacks the Required Display within the Browser Window

Claim 6 of the ‘906 Patent requires that the display of the object take place
“within a display area ... within said first browser-controlled window” (‘906
Patent at 27-30). Cohen lacks the required element of displaying the object within
the browser-controlled window.

Cohen discloses displaying the object on a screen, but there is no disclosure of the
display happening within an area of the browser-controlled window.

The Examiner does not point to any support in Cohen for the element of
displaying within the browser-controlled window. The Examiner discusses, as a
single unit, a longer portion of the claim (Office Action at p. 32), and the
Examiner cites support in Cohen for some aspects of this longer portion of the
claim. But none of the material cited by the Examiner supports the notion that
Cohen discloses displaying of the object within a display area in the browser-
controlled window.

Displaying within the browser-controlled window is not inherent in Cohen either.
In Cohen, displaying does not necessarily take place within the browser-
controlled window. The disclosure in Cohen is consistent with the display taking
place in a separate window, as with Mosaic helper applications, or on a separate
device.

One reason that Claim 6 is not anticipated by Cohen and Mosaic is that both
Cohen and Mosaic lack the require element of displaying the object within a
display area in the browser-controlled window.

F. Cohen Lacks the Required Use of Type Information by the
Browser to Identify and Locate an Executable Application

Claim 6 of the ‘906 Patent requires, “wherein said object has type information
associated with it utilized by said browser to identify and locate an executable
application external to the first distributed hypermedia document...” (‘906 Patent
at 18:19-22). Cohen lacks this element.

The Examiner’s only discussion of this element of Claim 6 in relation to Cohen is
as follows:

See Fig. 1a, whereby the external executable application is specified as
“DATA = ‘graph.exe \GOCA FORMAT C’”, seen in Fig. 1a, wherein the
graph.exe program is external to the hypermedia document

(Office Action at pp. 31-32) In this discussion, the Examiner is apparently
reading the “DATA = ...” line as being the type information, and graph.exe as
being the executable application. However, the Examiner does not point to any
disclosure of a browser utilizing the type information to identify and locate the
executable application. Nor does Fig. 1a of Cohen depict any steps performed by
the browser.
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. In Cohen, the book reader (which the Examiner equates to a browser) does not

utilize the “type information” to identify and locate anything. All the book reader
does with this information is to pass it on, unexamined, to the operating system,
which invokes the application. The book reader does not have any kind of
algorithm or procedure that it follows to identify and locate an application to be
used.

The identify and locate step, and the fact that that step is done by the browser, is
an important aspect of the invention defined in Claim 6 of the ‘906 Patent. For
example, this step provides an important security protection. Users often want to
display distributed hypermedia documents that come from untrusted sources, such
as Web pages that come from arbitrary sites. If the author of such a site can -
cause an executable application of his choice to be invoked on the user’s system,
then the site author can use that application to gain access to the user’s private
files or modify the state of the user’s computer, for example to install spyware or
a virus.

Having the browser — a program trusted by the user — identify and locate the
executable application lets the browser protect the user from this danger. A
properly written browser will only allow trusted applications to be run, thereby
protecting the user against security problems. A hostile site author cannot run a
malicious application on the user’s computer, because it is the browser, not the
site author, that is identifying and locating the application that will be run.
References in which the browser does not utilize type information to identify and
locate the executable application lack this protection.

The importance of this claim element was reinforced by the Eolas v. Microsoft

litigation, in which the question of which references had this claim element was
an important one,

Conclusion

For the reasons given above, I conclude that the rejection of claims 1 and 6 as
being unpatentable is incorrect. The claims of the ‘906 patent were not
anticipated by the references cited in the Office Action.

I declare that all statements made herein of my knowledge are true and that all
statements made on information and belief are believed to be true; and further that
these statements were made with the knowledge that willful false statements and
the like so made are punishable by fine or imprisonment, or both under 18 U.S.C.
Section 1001, and that such willful false statements may jeopardize the validity of
the patent.

Dated: September 27, 2007 W LI/ é ;

Edward W. Felten
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