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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

THINKOPTICS, INC. , )
8§
Plaintiff, )
8§

VS. 8 CASE NO. 611-CV-455
)
NINTENDO OF AMERICA, INC., et al, )
8§
Defendans. 8

ORDER

Before the Court is ThinkOptics, Inc.’s (“ThinkOptics”) Motion for Partialn®8nary
Judgment of No Invalidity in Light of the Wii System Invention (Docket No. 346). ThetCour
heard arguments regarding this Motion on May 15, 2014. Based on the paraésgbrand
arguments, the Motion GRANTED.

BACKGROUND

ThinkOptics accusesNintendo of America, Incand Nintendo Co., Ltd. (collectively,
“Nintendo”) of infringing claim 16 ofU.S. Patent No7,796,116“the '116 Patent”)and claim
26 of U.S. Patent No7,864,159%(“the '159 Patent”). Docket No. 390.The assertecpatents
share a common specification and are directed to systems and methods fyirdjsphd
moving a cursor on a screen using a handheld pointing delimaccused products encompass

Nintendo Wii consoleghat operate with the Wii remotend the Wii sensordu.

! ThinkOptics’ original complaint also asserted U.S. Patent?\&62,317 (“the '317 Patent3nd accused several
additional Defendants. ThinkOptics has since narrowed its edsgaims and all Defendants other than Nintendo
have been dismissed.
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ThinkOptics concedes, for the purposes of this motion, that the invention date for the
asserted patents is the filing date of the utility applications on July 21,22D@8ket No 346 at
6 n.3. Nintendoconcedeshe accusedommerciaWii system waseduced to practice after that
date® However, itargues that the asserted patents are invalid under 35 U.S.C. § 102(g)(2)
becausgbefore the critical datéNintendo inventec devéopmental version of the commercial
Wii system thatncludedevery element that is currently accusdthat developmental version of
the commercial Wii system is referred to as the Wii System Invention (“WSI”).

APPLICABLE LAW

Summary Judgment Standard

Sumnary judgment shall be rendered when the pleadings, depositions, answers to
interrogatories, and admissions on file, together with the affidavitsyjfslmow that there is no
genuine issue as to any material fact and that the moving party is entitled tonudgraematter
of law. FeD. R.Civ. P.56(c); Celotex Corp. v. Catretd77 U.S. 317, 3225 (1986);Ragas v.
Tenn. Gas Pipeline Col136 F.3d 455, 458 (5th Cir. 1998\n issue of material fact is genuine
if the evidence could lead a reasonable jury to find for themmawving party. Anderson v.
Liberty Lobby, Inc.477 U.S. 242, 248 (1986). In determining whether a genuine issue for trial
exists, the court views alhferences drawn from the factual record in the light most favorable to
the nonmoving party.Ild.; Matsushita Elec. Indus. Co. v. Zenith Radd@5 U.S. 574, 587
(1986).

If the moving party has made an initial showing that there is no evidence to support the

nonmoving party’s case, the party opposing the motion must assert competent summary

2 ThinkOptics contends that it is entitled to an invention date in 2@Btket No. 346 at 6 n.3However Nintendo
disputes that date. eéRognizing that all evidence must be viewed in the light most fakeotalNintendo in this
motion for summary judgmenthinkOpticspresumes in this motion that the invention date for the asserted patents
is the filing date of the utility applications on July 21, 200&.

® Nintendo states thalhe accused Wii was constructively reduced to practice as early as Septenlis 4n@ was
actually reduced to practice on May 9, 2006. Docket No. 358-2018



judgment evidence of the existence of a genuine fact idglag¢sushita 475 U.S. at 586. Mere
conclusory allegations, unsubstantiated assertions, improbable inferences, and wetupport
speculation are not competent summary judgment evideédee.Eason v. Thaler3 F.3d 1322,
1325 (5th Cir. 1996)Forsyth v. Barr 19 F.3d 1527, 1533 (5th Cir. 1994). The party opposing
summary judgment is required to identify evidence in the record and adi¢b&tmanner in
which that evidence supperhis claim. Ragas 136 F.3d at 458. “Only disputes over facts that
might affect the outcome oféhsuit under the governing laws will properly preclude the entry of
summary judgment.”Anderson477 U.S. at 248. Summary judgment must be granted if the
nonmoving party fails to make a showing sufficient to establish the existence ofnaenele
essentikto its case and on which it will bear the burden of proof at tizlotex 477 U.S. at
322-23.
Presumption of Validity

A party seeking to invalidate a patent must overcome a presumption that the patent is
valid. See35 U.S.C. § 282United States Gypum Co. v. National Gypsum C@4 F.3d 1209,
1212 (FedCir. 1996);Hybritech Inc. v. Monoclonal Antibodies, In802 F.2d 1367, 1375 (Fed.
Cir. 1986). This presumption places the burden on the challenging party to prove the patent’s
invalidity by clearand convincing evidenceMicrosoft Corp. v. i4i Limited Partnershid31
S.Ct. 2238, 2242 (2011)nited States Gypsum C@4 F.3d at 1212.
Anticipation

According to 35 U.S.C. 8§ 102(g)(2)parson shall be entitled to a patent unldssfore
suchperson’s invention thereof, the invention was made in this country by another inventor who
had not abandoned, suppressed, or concealed \thile 35 U.S.C. § 102 refers to “the

invention,” the anticipation analysis is performed on a cllayatlaim basis. Hakim v. Cannon



Avent Group, PLC479 F.3d 1313, 1319 (Fed. Cir. 20070 anticipate, a prior art reference
must disclose every element of the claimed invention either expresaiyearently. Sanofi-
Synthelabo v. Apotex, In&G50 F.3d 1075, 1082 (Fed. Cir. 2008¢e also Telemac Cellular
Corp. v. Topp Telecom, In247 F.3d 1316, 1328 (Fed. Cir. 2001). Even though § 102(g)(2)
requires that the anticipating reference was made in this country, an exceptitat to
requirement existsPursuant to thelomestic disclosure ruléan inventor who ‘communicates
[his invention] to an agent in the United States . . . may . . . carry the date of hisombaak to

the day in which it was fully disclosed to such agent in the United Stat&sKor Tech.,rc. v.

Int'l Trade Comin, 692 F.3d 1250, 1256 (Fed. Cir. 2012) (quotBaptt v. Koyama281 F.3d
1243, 1247 (Fed. Cir. 2002)).

ANALYSIS

Nintendo argues that the asserted patents are invalid under 35 U.S.C. 8§ 102(g)(2) becaus
Nintendo invented the accusedpect of the Wisystembefore ThinkOptics’ earliest priority
date which ThinkOptics concedes, for the purposes of this motion, to be July 21, 2005. Docket
No. 358 at 1; Docket No. 346 at 6 n.3. ThinkOptics asks the Court to grant summary judgment
tha the asserted patents are not invaintler § 102(gjor three reasonsFirst, itcontends that
Nintendo has not shown that tlievelopmental \8I disclosedevery element of the claimed
invention. Second, ThinkOptics allegéintendo has not shown that Sl is prior art Third,
ThinkOptics argues Nintendo did not disclose its § 102(g) invalidity defense accavding t
Local Patent Rules regarding invalidity contentions.
Nintendo Has Not ShownThat the Developmental WSIDisclosedEvery Claimed Element
Nintendo alleges ihas demonstrateétiat the developmental WSI disclosa&ry elemet
of the claimednventionby producing sufficient evidence to prove thia developmental WSI

included the aspects of the commercial Wii system that are accused in ThinkOptics’



infringement contentionsDocket No. 358 at.1 To support its position, Nintendelies on the
Court of Appeals for the Federal Circuit's decisionrManmoor v. WaMart Stores, hc,, 201
F.3d 1363, 1365 (Fed. Cir. 2000§he Federal Circuit’'s decision Manmoorprohibits plaintiffs
from arguing that “a product contains each and every element of the patentetiomver
infringement purposes, but that the same product doentdin each and every element of the
patented invention for invalidity purposes.”U.S. Ethernet Innovations, LLC v. Texas
Instruments In¢. No. 6:11ev-491, 2014 WL 1347994, at *2 (E.D. Tex. Apr. 3, 2014)
(characterizing the holding Manmooj (internalquotations omitted). To that end, the court in
Vanmoorheld that the plaintiff's infringement contentions satisfied the deferslémt'den to
prove that its asserted reference disclosed every element of the claimedmvéahmoor 201
F.3d 1363. Importantly, inVanmoor the asserted reference and accused products displayed
identical “manufacturing specifications, component dimensions, and methods of operétion.”
at 1365. The holding iFanmoorhas not been extendéa casesvhere the asserted reference
and accused productliffer in relevant respects SeeU.S. Ethernet Innovation2014 WL
1347994. mfringement contentionsatisfy the defendant’s burden poove that its asserted
reference discloseevery element of the claimed inventionly upon a showing that the asserted
reference includes the accused aspects of the accused pi®dedt; Vanmoor 201 F.3d 1363.
To show that the developmental WSI inclddlee accused aspsabf the commercial Wii
system, Nintendo points out that the developmental WSI had a CMOS image sensors &hich
accused element in the commercial Wii system. Docket No. 358 at 5 (citingtDéxk8613,
Ex. 18at 19. However,Nintendo’s citation tathe CMOS image sensor shows only that it
satisfies one of the ten elements outlined in ThinkOptics’ infringement contentionadaof

ThinkOptics’ two asserted claimsSeeDocket No. 3613, Ex. 18 at 529. This evidence is



insufficient to show that the developmental WSI inclu@didof the accusedaspects of the
commercial Wii system.

Next, Nintendo cites its invalidity expert, Dr. Gregory Welch, who statelis report
and later confirmed thdt[i]t is [his] understandinghat Nintendo had invented and developed
the optical pointing aspects of the accused products in late 2004 and early ZDO8Ket No.
3594, Ex. 7 at113:8-16 (Dr. Welch testimonyaffirming his report) Docket No. 358 at .8
However, Dr. Welch’s understanding is not supportéterefore, it is not competent summary
judgment evidenceSee Eason/3 F.3dat 1325 Forsyth 19 F.3dat 1533. Further,the relevant
inquiry is not whether Nintendo had invented the accused aspkttie commercial Wii by the
critical date, but whether the developmental WSI contained those accused. aBeeetsse Dr.
Welch'’s statement is unsupported and does not address the relevant inquiryethenttioes
not helpshow that the developmeht/SI includel the accusedspects of the commercial Wii
system.

Nintendo also cites the testimony of its employee, Akio Ikedmtendostates that Mr.
Ikeda “testified that the differences between an April 2013 prototype WmnoRe and the
commercial version of the Wii Remote relate to aspects not at issue in the assensd cl
Docket No. 358 a8 (citing Docket No. 35%, Ex. 8 at 23:8-14). It also claims Mr. Ikeda
testified about specific features ofattwii remote prototype.ld. Like Dr. Welch's statement,
Mr. lkeda’s testimony does not address the relevant inquirgompares the commercial Wii
system to an “April 2013 prototype,” instead of to the developmentald&/&lexistedefore the
critical date in 2005. Accordingly, Mr. lkeda’s testimonydoes not helpshow thatthe
developmental WSI includethe accusedaspects of the commercial Wslystembefore the

critical date



Further, Nintendocites to documentary evidenceAccording to Nintendo, several
revisions ofits “Nintendo Revolution controller Core plamwere published before the critical
date Id. at 9. Nintendo maintains that these documshtsva cansole and remote that used the
DPD to identify the location of markers near a display for optical pointldg It also cites a
document dated May 19, 20@bat purportedlyreferencs tests to a “motion tracking system”
that is consistent with the Wii remote specificatiohs. at 3-10. However, Nintendo does not
explain how these documents directly link the developmental WSI to ThinkOjpticegement
contentions. Therefore, they do not helow thathe developmental WSI includeheaccused
aspects of the commercial Véiystem.

Finally, Nintendo asserts it developed the portion of the accused Wii console prior to the
critical date. Docket No. 358at 12. Specifically, it allegeghat its employee, Kaio Ohta,
“testified that in May 2005 he developed two programs that evolved into the accaogeahs
used for processing the information provided by the DRDB.’at 12. Again, this testimony does
not address the relevant inquiry. The assertion that two programs “evolvedhmtpfograms
used in the commercial Wii system does not show that those programs, before thew,evol
included the accused aspects of the programs used in the commercial Wii system. rThus, M
Ohta’s testimony does nbelp show that the developmental WSI inclddiee accused aspects
of the commercial Wisystem before the critical date.

Nintendo has noproduced evidence sufficient to shdhat the developmental WSI
included the accused aspects of the commercial Watesy  Accordingly, ThinkOptics’
infringement contentions do not satisfy Nintendo’s burden to provehbatevelopmental WSI

disclosed every element of the claimed invention



Nintendo Has Not Shown That he Developmental WSIls Prior Art

Nintendo allegesit satisfies its burden to show that the developmental W&3
“‘communicate[d] . . . to an agent in the United Stabefbre the critical datbecause Nintendo
disclosed the developmental WSI to Broadcom employees who were based in thdeSthtes.
Docket No. 358 at 2seeAmkor Tech.692 F.3dat 1256(internal quotations omitted)Nintendo
asserts that during a meeting on April 13, 2005, Nintendo and Broadcom discussed/igwove
of the Wii remote. Docket No. 358 at 14. However, this meeting took place in Japan, not the
United States.Docket No. 447 at 57:323. Accordingly, the disclosure that took place during
that meeting did not communicate the developmental WSI “to an agent in the Unitexf State
the domestic disclosure rule requireSeeAmkor Tech.692 F.3dat 1256 Scotf 281 F.3dat
1247 (holding the asserted reference was communicated in the United States where a full
description of the reference was contained in written materials disclasquersons in
Wilmington, Delaware).
Nintendo’s Invalidity Contentions Are Insufficient Under the Local Rules

ThinkOptics argues Nintendtid not disclose it§ 102(g) invalidity defensaccording to
the Local Patent Rulesegarding invalidity contentionsDocket No. 365 at 2In their invalidity
cortentions, parties asserting prior art under 35 U.S.C. § 102(g) are requiigdvml[e] the
identities of the person(s) or entities involved in and the circumstances surroundingkihg
of the invention beforéhe patent applicant(s) . . . .” Local Patent RuB{&).

Nintendo argues the invalidity contentions it served August 18, 2012 and October 7, 2013
identified its§ 102(g) invalidity defense. Docket No. 358 at 4 n.5. According to Nintendo, those
contentions readn relevant part

‘[A] s it petainsto Plaintiffs apparent allegations regarding the ['116, '317, and
159 Patents], Nintendo developed the Wii console, Wii remote, and Wii Sensor



Bar prior to the earliest applicable priority date for the ['116, '317, and '159
Patents].

Nintendo’s invalidity contentions did not identify Broadcom’s role in the April 13, 2005
disclosure. Accordingly, they did noprovide] the identities of the person(s) or entities
involved in and the circumstances surrounding the makingpeofinvention beforeéhe patent
applicant(s),” ashe Local Patent Rules require.

CONCLUSION

Nintendo has not produced evidence sufficient to shivat the developmental WSI
disclosed every element of the claimed invention. Nor has it produced suf@eidence to
show thatit communicated the developmental WSlan agent in the United Statesfore the
critical date. FurthemNintendo did not disclose i 102(g) invalidity defense according to the
Local Patent Rules.Accordingly, ThinkOptics’ Motion for Partial Summary Judgment of No

Invalidity in Light of the Wii System Invention (Docket No. 346 3RANTED.

So ORDERED and SIGNED this 3rd day of July, 2014.

LEONARD DAVIS
UNITED STATES DISTRICT JUDGE



	ORDER
	background
	applicable law
	analysis
	conclusion

