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IN THE UNITED STATESDISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

NETWORK-1 TECHNOLOGIES, INC. §
§
§ CIVIL ACTION NO. 6:11-cv-492-
V. § RWS-KNM
8
§
ALCATEL-LUCENT USA, INC.,ET AL. §

ORDER
Before the Court is Netwkyl Technologies, Inc.’s Motioto Exclude Certain Opinions
and Testimony of Hewlett-Packard Company'schnical Expert Dr. Nathaniel Davis re:
“secondary power source.” Doc. No. 952. Ttwuf€ held a hearing onghMotion on October 17,
2017. The Motion iDENIED as set forth herein

BACKGROUND

Plaintiff Network-1 Tehnologies, Inc. (“Netwd1") accuses Defendantsf infringing
U.S. Patent No. 6,218,930 (“the ‘930 Patent”). T9®0 Patent relates to an apparatus and method
for remotely powering access equipmener a 10/100 switched Ethernet netwoBee‘930
Patent.

On June 2, 2016, the Court held a claim caesivn hearing on the sfuted terms of the
‘930 Patent. The Court subsequently construeddsdary power source” to mean “a source of
power connected to provide power between tha dade and the accessvibe using the data
signaling pair; the driving points of the secondaoyver source must be physically separate from

the driving points of the main power source.”dblo. 693 at 10. HP moved to clarify the meaning

! The remaining Defendants in tliase are HP, HPE, and Juniper.
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of “secondary power source,” spec#lly with regardto the phrase “drivingoints.” Doc. No.
710. The Court clarified its construction“secondary power source” as follows:
a source of power connected to provide pdvetween the data node and the access device
using the data signaling pair; the driving peioff the secondary power source must be
physically separate from theiving points of the main powesource (a driving point is a
point of a power source from which a particular power level cgrdneded for driving a
load).
Doc. No. 832 at 6-7.
Dr. Nathaniel Davis, HP’s infringement expert, presents opinions as to why HP’s accused
products do not have the claimed “secondary pasoerce.” Plaintiff noves to strike Davis’s
opinions regarding “secondary power source” becawsedte contrary to thCourt’s clarification

order.

APPLICABLE LAW

Daubert Motion

Under Federal Rule of Evidence 702, a wsgwho is qualified as an expert by knowledge,
skill, experience, training or education may tgstif the form of an opinion or otherwise if: (a)
the expert’'s scientifictechnical, or other specialized knoadtge will help the fer of fact to
understand the evidence or taatenine a fact in issue; (b)dhestimony is based on sufficient
facts or data; (c) thtestimony is the product of reliable miples and methods; and (d) the expert
has reliably applied the principleacamethods to the facts of the case.

The trial judge has a gate-keeping role to emghat expert testimony is relevant and
reliable. Daubert v. Merrill Dow Pharm., Inc509 U.S. 579 (1993). Indeed, “[t]he proponent [of
the expert testimony] need not prove to the judge that the expert's testimony is correct, but she
must prove by a preponderance of the enae that the testimony is reliableMoore v. Ashland

Chemical, Ing.151 F.3d 269, 276 (5th. Cir. 1998). “The reliability prongDafiber]{ mandates



that expert opinion ‘be grounded in the methods and procedures of science and . . . be more than
unsupported speculation or subjective beliefJ6hnson v. Arkemé#nc., 685 F.3d 452, 459 (5th
Cir. 2012) (quotingCurtis v. M & S Petroleum, Inc174 F.3d 661, 668 (5th Cir. 1999)).
Factors to consider in determininghether a proposed expert's methodology is
scientifically valid or reliable are:
(1) whether the expert’s theory che or has been tested;
(2) whether the theory has been subjeqgbeer review and publication;
(3) the known or potential rate of errof the technique or theory when
applied;
(4) the existence and maintenancestaindards and controls; and
(5) the degree to which the technique or theory has been generally accepted
in the scientific community.
See Daubert509 U.S. at 593-95. A court must decide whether Dhebert factors are
appropriate, use them as a starfagnt, and then asceitaif other factors should be considered.
Hathaway v. Bazany07 F.3d 312, 318 (5th Cir. 2007).

In Kumho Tire Company, Limited v. Carmichatble Supreme Court applied thaubert
principles to technical or spatized expert testiony. 526 U.S. 137 (1999). The Court explained
that the overarching goal &fauberts gate-keeping requirementts “ensure the reliability and
relevancy of expert testimony. It is to malertain that an expemyhether basing testimony upon
professional studies or personal experience, empidiie courtroom the same level of intellectual
rigor that characterizes the practice of an expert in the relevant fldlcat 152. A trial court has
the discretion to exclude expert testimony if there is “simply teatgan analyticajap” between
the expert's reasonirgnd the conclusionGen. Elec. Co. v. Joingb22 U.S. 136, 146 (1997).

“At base, ‘the question of whether the expertcredible or the opinion is correct is

generally a question for the faotder, not the court.” Eidos Display, LLC v. Chi Mei Innolux

Corp., No. 6:11-CV-201-JRG, 2017 WL 10441, at *2 (E.D. Tex. Mar. 22, 2017yuoting



Summit 6, LLC v. Samsung Elecs. Co.,,1802 F.3d 1283, 1296 (Fed. Cir. 2015)). “Under Rule
702, the question is whether the expert reliedamtsfsufficiently related to the disputed issue.”
i4i Ltd. P’ship v. Microsoft Corp.598 F.3d 831, 856 (Fed. Cir. 2018jf'd, 564 U.S. 91 (2011).
“To properly carry thisburden, the patentee must ‘suféiotly [tie the expert testimony on
damages] to the facts of the casdJhiloc USA, Inc. v. Microsoft Corp632 F.3d 1292, 1315-16
(Fed. Cir. 2011) (citation omitted). “Questions abatiat facts are most relevant or reliable to
calculating a reasonable rdtyaare for the jury.”i4i Ltd. P’ship 598 F.3d at 856. “The jury [is]
entitled to hear thexpert testimony and decide for itbelhat to accept or reject.Id.

“Daubert and Rule 702 are safeguards againseliaivle or irrelevant opinions, not
guarantees of correctnesdd. at 854. Also, the “existence oftar facts . . . does not mean that
the facts used failed to meet the minimum standards of relevamreliability.” Id. at 855-56.
For example, “any reasonable royalty analyssessarily involves an element of approximation
and uncertainty.” Lucent Techs., Inc. v. Gateway, In680 F.3d 1301, 1325 (Fed. Cir. 2009)
(citation and internal quotation omitted).

Expert Opinion and Claim Construction

Under the infringement analysis, “the coursfidetermines the meaning of disputed claim
terms and then compares the accused device to the claims as constagdtfonix LLC v. EIS
Elec. Integrated Sys573 F.3d 1343, 1354 (Fed. C2009) (citation omitted):The infringement
inquiry compares properly construed claimgsth the accused product or processAtl.
Thermoplastics Co., Inc. v. Faytex Coi@/4 F.2d 1299, 1300 (Fed. Cir. 1992) (citations omitted).
An expert’'s infringement opion must use “the claim consttion adopted by the court.”
Intellectual Sci. & Tech., Inc. v. Sony Elecs., 1689 F.3d 1179, 1183 (Fed. Cir. 2009) (citation

omitted).



“A court may not, for instance, compare #ezused product with@eferred embodiment
described in the patent or with a commdrembodiment of the patented inventiond. (citing
Loctite Corp. v. Ultraseal, Ltd781 F.2d 861, 867 (Fed. Cir. 1985RI Int'l v. Matsushita Elec.
Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985)).

“Expert testimony regarding whether an accusedce falls within the scope of a court’s
claim construction is appropriate and raiagactual issue for a jury to resolveEMC Corp. v.
Pure Storage, In¢154 F. Supp. 3d 81, 109 (D. Del. 2016) (ciatomitted). Courts allow experts
to testify regarding preferred embodiments to eduitet¢ury about teachings the patent itself.
SeeEMC Corp. v. Pure Storage, IndNo. 13-1985-RGA, 2016 WL B742, at *4 (D. Del. Feb.
25, 2016) (ruling that the defenu&s experts “are noprecluded from making any reference
whatsoever to patent specificats and commercial embodimentssge als&SSL Servs., LLC v.
Citrix Sys., InG.940 F. Supp. 2d 480, 492 (E.D. Tex. 2013) (denying motion for judgment as a
matter of law and ruling that the defendantexpert's testimony mgarding the preferred
embodiments amounted to nothing more than an dficetiucate the jurgbout the teachings of
the . .. patent”)aff'd, 769 F.3d 1073 (Fed. Cir. 2014).

However, “[e]xpert testimony based on an immpessible claim construction is properly
excluded as irrelevant and on the basad the evidence could confuse the juBMC Corp, 154
F. Supp. 3d at 109 (citingquid Dynamics Corp. v. Vaughan Cd49 F.3d 1209, 1224 n.2 (Fed.
Cir. 2006)). See also Personalized User Model, L.L.P. v. Google Nw.09-525-LPS, 2014 WL
807736, at *1-*2 (D. Del. Feb. 27, 2014) (“As expstimony inconsistent with the Court’s
claim construction is unreliabknd unhelpful to the finder o&ét,” it should be excluded under
the Daubertstandard.”);Chicago Mercantile Exch., Ine. Tech. Research Group, LLZ82 F.

Supp. 2d 667, 673—74 (N.D. Ill. 2011Am. Med. Sys., Inc. v. Laser Peripherals, |LZQ2 F.



Supp. 2d 885, 900 (D. Minn. 201@allpod, Inc. v. GN Netcom, In&.03 F. Supp. 2d 815, 821—
22 (N.D. lll. 2010)Exergen Corp. v. Wal-Mart Stores, In675 F.3d 1312, 1321 (Fed. Cir. 2009
CytoLogix Corp. v. Ventana Med. Sys., |d@24 F.3d 1168, 1172 (Fed. Cir. 2005).

DISCUSSION

Plaintiff argues that Davis continues to opine that a “secondary power source” must
originate power, which is contrary to the rulimgthe Court’s Clarification Order. Doc. No. 952
at 1.

Defendants respond that Network-1 mischaaoes Davis’s opinionand Davis applied
the correct construction of “sedary power source.” Doc. No. 9@41. HP notes that while the
Court found that a power source may be a “cdietlovalve,” not all “controlled valves” are
necessarily power sources, ahdg Davis’s opinions doot contradict the Qurt’s construction of
“secondary power sourceDoc. No. 974 at 1.

The Court construed “secondary power source” as follows:

a source of power connected to provide pdvetween the data node and the access device

using the data signaling pair; the driving peiof the secondary power source must be

physically separate from theiding points of the main powesource (a driving point is a

point of a power source from which a particular power level cgrdngded for driving a

load).

Doc. No. 832 at 6-7.

HP emphasizes that the Court’s constructiofse€ondary power source” requires it to be
“a source of power.” Doc. No. 974 at 2. The parties agree that a regstexample, cannot by
itself constitute “a secondary power sourd2dc. No. 989 at 3 n. 2; Doc. No. 997 at 2.

However, the parties dispute whether a metal-oxide-semiconductor field-effect transistor

(MOSFET) can be a “source of power” undee tGourt's constructiomof “secondary power



source.? Doc. No. 974 at 2. Network-1 argues thakitperts opine that a “power source” can be
“any electronic element that ‘controls or mioes power™ and thus a MOSFET is “a secondary
power source.” Doc. No. 952 at 8. Defendantpuarthat Davis opinethat “secondary power
source excludes something that is not a paseerrce” and thus “a MOSFET that's used as a
control valve to determine what level of current will be providing from an upstream power source”
cannot be a secondary power source. Dlmc.974 at 6; Doc. No. 952-5 at 359.

The parties’ dispute about wetier particular MOSFETSs are “secondary power sources” is
a factual dispute for the jury because it dejseon how particular ettronic components are
arranged in the accused instrumentalitse Acumed LLC v. Stryker Cos33 F.3d 800, 806
(Fed. Cir. 2007) (“The resolution ebme line-drawing problems . . .peoperly left to the trier of
fact.”) (citing PPG Indust. V. Guardian Indus. Corft56 F.3d 1351, 1355 (Fed.rC1998) (“after
the court has defined the claim with whategeecificity and precision is warranted by the
language of the claim and the emiite bearing on the proper constiat, the task of determining
whether the construed claim reads on the sedyroduct is for the finder of fact”pee also Eon
Corp. IP Holdings v. Silver Spring Networl&l5 F.3d 1314, 1318-19 (Fed. Cir. 2016) (citing
PPG).

Thus the parties’ dispute witkgard to whether MOSFE&se “secondary power sources”
is a factual dispute for the jury and not Bubert However, no expert will be permitted in a way
that is contrary to thed@lirt's claim construction.

With respect to Network-1's challenge of Davis’s opinions, Davis has provided four expert
reports and appeared for various depositions. £&first two expert reports — the November 30,

2016 Rebuttal Report and the March 3, 2017 Suppleh&eport — were served prior to the

2 Defendants concede that “sourcepofver” or “power source” do not meaomething that must originate power.
SeeHearing at 10:21 A.M.



Court’s April 12, 2017 Order (“the Clarification Order”) clarifying the doastion of “secondary
power source.” Doc. No. 832. Although Davis’'s July2017 expert reporefers back to his
previous reports, the challengeginions in Davis’s ¥pert reports were @ady addressed by the
Court’s Clarification Order, and thus do mzted to be specifically addressed Here.

The remaining challenged expert repoate thus the July, 2017 “Driving Points”
Supplemental Rebuttal Expert Report (Doc. No. 952-3) and the August 3, 2017 “Driving Points”
Second Supplemental Rebuttal Exgeeport (Doc. No. 952-4). The ipons in these reports and
Davis’s deposition testimonyddress why Davis does not beeea MOSFET is a “secondary
power source” and why he disagrees with Keapinions. Doc. No. 952-3; Doc. No. 952-4.
Thus, as discussed above, these issues are faguat for the finder of fact rather than legal
issues of claim construction for the Court.

CONCLUSION

Network-1 Technologies, Inc.’s Motion to &lxde Certain Opinions and Testimony of
Hewlett-Packard Company’s Technical Expert Bathaniel Davis re: ‘&condary power source”

is DENIED.
So ORDERED and SIGNED this 27th day of October, 2017.

K. N(E'COLIE MITCHELL\
UNITED STATES MAGISTRATE JUDGE

3 To the extent that it is necessary, the Court reaffirms its rejection of HP’s arguatentshcondary power source”
must be an “origin” of power. Doc. No. 832 at 6 (“Because HPE intends its proposal of ‘originatgliire more
than merely controlling or modifying the supply of power . . .the Court rejects HPE's propasajinates.”) Davis

is not permitted to opine that “secondary pos@urce” originates power onust originate power.

8



