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THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

BLUE CALYPSO, INC,

No. 6:12cv486
(LEAD CASE)

V.

GROUPON, INC.

IZEA, INC. No. 6:12cv786

YELP, INC. No. 6:12cv788

FOURSQUARE LABS, INC. No. 6:12cv837
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MEMORANDUM OPINION AND ORDER

Before the Court arBlaintiffs Blue Calypso, Inc. and Blue Calypso LLC's (collectively,
“Plaintiff's”) Opening Claim Construction BrigDkt. No. 163), DefendastGroupon Inc.,

IZEA, Inc., Foursquare Labs, In@nd Yelp Inc.’s (collectively, “Defendants’™) Responsive
Claim Construction BriefDkt. No. 171), and Plaiift’s Reply Claim Construction BrigDkt.
No. 175)! Further befor¢he Court are Defendants’ Supplemental Claim Construction Brief
(Dkt. No. 253) and Plaintiff's Supplemental Responsive Claim Construction Brief (Dkt.

No. 264).

OnJuly 8, 2015, the Court held a claim construction hearing and heard argument.

! Docket numbers herein refer to Civil Action No. 6:12cvé4@&ss otherwise indicated.
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I. BACKGROUND

Plaintiff brings suit allegingnfringement of United States Patehlo. 8,155,679 the
'679 Patent”), 8,438,055 (“the '055 &ent”),and 8,452,646 (“the '646afent”) (collectively,
“the patentsn-suit”). In January 2014 fter the parties filed the abowited intial claim
construction brief$ the Court grantee Joint Motion to Stay Litigation Pending Covered
Business Method Patent Review (Dkt. No. 188eeDkt. No. 190, 1/16/2014 Orderln April
2015, the Court lifted the stay and, after further proceedings, ordered suppletaémtal ¢
construction briefing. §eeDkt. No 213, 4/2/2015 Ordesge alsdkt. No. 215, 4/6/2015 Order;
Dkt. No. 229, 5/4/2015 OrderJhe parties then filed the aboeied supplemental claim
construction briefs.

The’679 Patenttitled “System and Method for Peer-fifleer Advertising Between
Mobile Communication Devicgsissued on April 10, 2012, and bears a filing date of
November 18, 2009The Abstract of the '679 Patent states:

Disclosed are a method and system for pegreer advertising between mobile

communication devices. A subsidy program is set up based on a profile of an

advertiser having at least one advertisinedia. A qualified subscriber is

identified for the advertiser based on a profile of a subscriBee or more

advertisers and subsidy programs for the qualified subscriber is selbtted.

addition, when a communication transmission is received freauece
communication device, at least one advertising media is associated with the
communication transmission and the communication transmission is tragdsmitte
from a source communication device to a destination communication device.

The '055 Patent claims priority to, and incorporates by reference, the applitation t

issued as th®&79 Patent. The '646 Patent, in turn, claims priority to, and incorporates by

reference, both the application that issued as the '679 Patent and the apphedismed as the

2 The initial claim construction briefs also addressed United Statest®ato. 7,664,516 and
8,457,670, which are no longer at issue in these claim construction proceedings.
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'055 Patent Although the parties have addressed various differences between the
specificatios, the present Memorandum Opinion and Order refers to the specification of the
'679 Patent unless otherwise indicated.

Il. LEGAL PRINCIPLES

It is understood that “[a] claim in a patent provides the metes and bounds of the right
which the patent confers on the patentee to exclude others from making, using@tiselli
protected invention.”Burke, Inc. v. Bruno Indep. Living Aids, Int83 F.3d 1334, 1340 (Fed.
Cir. 1999). Claim construction is clearly an issue of law for the court to deldidekman v.
Westview Instruments, In&2 F.3d 967, 970-71 (Fed. Cir. 1995) (en baaif)d, 517 U.S. 370
(1996).

To ascertain the meaning of clainesurts look to three primary sources: the claims, the
specification, and the prosecution histodarkman 52 F.3d at 979. The specification must
contain a written description of the invention that enables one of ordinary skii arttto make
and use the inventiond. A patent’s claims must be read in view of the specification, of which
they are a partld. For claim construction purposes, the description may act as a sort of
dictionary, which explains the invention and may define terms ugéeé iclaims.ld. “One
purpose for examining the specification is to determine if the patentee hasl lihetscope of
the claims.” Watts v. XL Sys., In232 F.3d 877, 882 (Fed. Cir. 2000).

Nonetheless, it is the function of the claims, not the fipation, to set forth the limits of
the patentee’s invention. Otherwise, there would be no need for cl@Ridnt’l v. Matsushita

Elec. Corp, 775 F.2d 1107, 1121 (Fed. Cir. 1985) (en banc). The patentee is free to be his own

% The partiesappear talispute the effective filing dageof the patents-suit and whether the
later patents are continuatiemspart Gee, e.g.Dkt. No. 170,at 67), but any such dispudehave
no impact on the Court’s analysis in the present Memorandum Opinion and Order.
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lexicographer, but any special definition given to a word must be clearly set fdnth in t
specification. Intellicall, Inc. v. Phonometrics, Inc952 F.2d 1384, 1388 (Fed. Cir. 1992).
Although the specification may indicate that certain embodiments are pckfparticular
embodiments appearing in the specification will not be read into the claims whenithe cla
language is broader than the embodimeBRisctro Med. Sys., S.A. v. Cooper Life Sciences, Inc.
34 F.3d 1048, 1054 (Fed. Cir. 1994).

This Court’s claim constructioanalysis is substantially guided by the Federal Circuit’s
decision inPhillips v. AWH Corporation415 F.3d 1303 (Fed. Cir. 2005) (en banc)PHillips,
the court set forth several guideposts that courts should follow when construms;. clai
particdar, the court reiterated that “the claims of a patent define the invention to thbich
patentee is entitled the right to exclude.” 415 F.3d at 1312 (quotioga/Pure Water, Inc. v.
Safari Water Filtration Sysinc., 381 F.3d 1111, 1115 (Fed. Cir. 2004)). To that end, the words
used in a claim are generally given their ordinary and customary meddin@he ordinary and
customary meaning of a claim term “is the meaning that the term would have to a person of
ordinary skill in the art in question at the time of the invention, i.e., as of traiedféiling date
of the patent application.td. at 1313. This principle of patent law flows naturally from the
recognition that inventors are usually persons who are skilled in the field ofé&ion and
that patents are addressed to, and intended to be read by, others skilled in tharpattitd.

Despite the importance of claim terr®illips made clear that “the person of ordinary
skill in the art is deemed to read the claim term not only in the context of the partiaidain
which the disputed term appears, but in the context of the entire patent, including the
specification.” Id. Although the claims themselves may provide guidance as to the meéning

particular terms, those terms are part of “a fully integrated written instrumieinat 1315
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(quotingMarkman 52 F.3d at 978). Thus, tihillips court emphasized the specification as
being the primary basis for construing the claidts.at 1314-17. As the Supreme Court stated
long ago, “in case of doubt or ambiguity it is proper in all cases to refer back to thptoescr
portions of the specification to aid in solving the doubt or in ascertaining the teué anid
meaning of the language employed in the clainiates v. Coe98 U.S. 31, 38 (1878). In
addressing the role of the specification, Beallips court quoted with approval its earlier
observations fronfRenishaw PLC v. Marposs Societa’ per Azid%8 F.3d 1243, 1250 (Fed.
Cir. 1998):

Ultimately, the interpretation to be given a term can only be determined and

confirmed with a full understanding of what the inventors actually invented and

intended to envelop with the claim. The construction that stays true to tie clai

language andhost naturally aligns with the patent’s description of the invention

will be, in the end, the correct construction.
Phillips, 415 F.3d at 1316. Consequeniillips emphasized the important role the
specification plays in the claim construction process.

The prosecution history also continues to play an important role in claim inteqretat
Like the specification, the prosecution history helps to demonstrate how theomaedtthe
United States Patent and Trademark Office (“PT@iglerstood the patenid. at 1317. Because
the file history, however, “represents an ongoing negotiation between the PTO and the
applicant,” it may lack the clarity of the specification and thus be lessluselaim
construction proceedings$d. Nevertheless, therosecution history is intrinsic evidence that is
relevant to the determination of how the inventor understood the invention and whether the

inventor limited the invention during prosecution by narrowing the scope of the claimsee

Microsoft Corp. v. Multi-Tech Sys., In857 F.3d 1340, 1350 (Fed. Cir. 2004) (noting that “a
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patentee’s statements during prosecution, whether relied on by the examiner @& rebévant
to claim interpretation”).

Phillips rejected any claim construction approach gaerificed the intrinsic record in
favor of extrinsic evidence, such as dictionary definitions or expert testimonyenTitenccourt
condemned the suggestion madeTleyas Digital Systems, Inc. v. Telegenix,,|1808 F.3d 1193
(Fed. Cir. 2002), that a court should discern the ordinary meaning of the claim teougl{thr
dictionaries or otherwise) before resorting to the specification for cenabed purposes.
Phillips, 415 F.3d at 1319-24. AccordingRaillips, reliance on dictionary definitiore the
expense of the specification had the effect of “focus[ing] the inquiry on the alms&aning of
words rather than on the meaning of claim terms within the context of the pdtergt’1321.
Phillips emphasized that the patent system is based on the proposition that the @lainnly
the invented subject matteld.

Phillips does not preclude all uses of dictionaries in claim construction proceedings.
Instead, the court assigned dictionage®le subordinate to the intrinsic record. In doing so, the
court emphasized that claim construction issues are not resolved by any nragla.fofhe
court did not impose any particular sequence of steps for a court to follow when it consider
disputed claim languaged. at 1323-25. RathePhillips held that a court must attach the
appropriate weight to the intrinsic sources offered in support of a proposed atatruction,
bearing in mind the general rule that the claims measure the scopgatdhegrant.

In general, prior claim construction proceedings involving the same paieg-are
“entitled toreasoned deference under the broad principaitacé decisieand the goals
articulated by the Supreme Court\tarkman even thouglstaredecisismay not be applicable

per s€” Maurice Mitchell Innovations, LP v. Intel CorfNo. 2:04€V-450, 2006 WL 1751779,
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at *4 (E.D. Tex. June 21, 2006) (Davis, 3geTQP Development, LLC v. Inuit Ind&No. 2:12-
CV-180, 2014 WL 2810016, at *6 (E.D. Tex. June 20, 2014) (Brysp(i[B]revious claim
constructions in cases involving the same patent are entitled to substargia, and the Court
has determined that it will not depart from those constructions absent a s@sog for doing
S0.”); see also Teva Pharm. USA, Inc. v. Sandoz, @5 S. Ct. 831, 8390 (2015) (“prior
cases will sometimes be binding because of issue preclusion and sometimes will serve as
persuasive authority”) (citation omitted).

The Court nonetheless conducts an independent evaluation during claim construction
proceedings.See, e.g.Texas Instrumentsnc. v. Linear Techs. Corpl82 F. Supp. 2d 580,
589-90 (E.D. Tex. 2002Burns, Morris & Stewart Ltd. P’ship v. Masonite Int'l Corg01 F.
Supp. 2d 692, 697 (E.D. Tex. 200Blegotiated Data Solutions, Inc. v. Apple, Jido. 2:11-
CV-390, 2012 WL 6494240, at *5 (E.D. Tex. Dec. 13, 2012).

lll. CONSTRUCTION OF AGREED TERMS

The Court hereby adopts the following agreed-upon constructions:

Term Claims Agreed Construction
“demographic” | '679 Patent: “related to education, employment, purchasing
Claim1 habits, interests, hobbies, affiliations, age, gender,
geographic location, or other data used to identjfy
'055 Patent: a targeimarket for a product or service”

Claims 2 and 12

“incentive '055 Patent: “a set of rules governing an incentigestributior?
program” Claims 2 and 12

'646 Patent:

Claim 4
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“incentivizing”

‘055 Patent:
Claim 1

'646 Patent:
Claims 1 and 2

“offering a reward provided to a subscriber base
on an endorsement”

“intermediary”

‘055 Patent:
Claims2 and 12

'646 Patent:
Claims 4 and 6-8

“one or more computer servers and memory
executing computer applications and
communications to implement the advertising
endorsement syst€

“offer” '646 Patent: “an actionable display on a subscriber
Claims 4, 6, and 8 communication device or a destination

communication device that when validated
provides a benefit”

“qualified '055 Patent: “a person who meets the demographic criteria @

subscriber” Claims 2 and 12 an advertiser”

(055 and '646 | '646 Patent:

Patents only) | Claim 4

“testimonial” | ‘055 Patent: “a text message, picture, audio or video messa

Claims2, 3 and 12-13

associated with an advertiser, advertisement or
advertising prograin

(Dkt. No. 151, 10/4/2013 Joint Claim Construction and Prehearing Staterh2ribkt. No. 163

at 27; Dkt No. 171 at 5 Dkt. No. 244, 5/15/2015 Joint Claim Construction and Prehearing

Statement, at P.

IV. CONSTRUCTION OF DISPUTED TERMS

A. “endorsement tag

Plaintiff's Proposed Construction

Defendants’ Proposed Construction

“an active link including a unique identifier”

“an active link including a unique identifier tc

sourcecommunication devices and event
identification$

allow viewing and tracking of advertisements

D
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(Dkt. No. 253, at 2.)The parties submit that this term appear€leams 1 and 6 of the '679
Patent, Claim& and 12 of the '055 Patent, and Claim 4 of the '646 Patent. (Dkt. No. 244,
Ex. A, at 2.)

(1) The Parties’ Positions

Plaintiff has argued

The specification of the '055 patent, when considered as a whole, describes the

endorsement tag consistent with the other paiergsit as “a serialized URL link

that when activated causes an advertisemaeiné sent from a third party

intermediary to the destination commurnioa device over the network.”

'055 patent, col. 1:5®5. The extra limitations sought by the Defendants—

regarding using the unique identifier for tracking or viewing advertisements,

source communication devices, and event identification—appear in dependent

claims, such as dependent claim 4 of the '055 patent (describing a first, second,

and third identifier components of the endorsement tag and their uses).
(Dkt. No. 163, at 16.

Defendants have respoadithat“[t]he term appears in the ‘Definitions’ section of the
'055 Patent, and is defined as ‘an active link including a unique identifier to akoving of
advertisements and trafsic] an advertisement, source communication ceand event
identification™ (Dkt. No. 171, at 4 (quoting '055 Patent at 3:11-14¢6fendanthavealso
argued that “[n]othing in Claim 4 of the '055 Patent is rendered superfluous by the patentee
definition” because “[tlhe patentee’s definitiarrged by Defendants, does not specify the
method by which an ‘endorsement tag’ is credtd@kt. No. 171, at 4.)

Plaintiff has repliedhat “[tlhe patent specifications are replete with the term
‘endorsement|,]’ [a]nd ‘tag’ is a term that is readily diggy persons of ordinary skill in the art to
refer to an active link with a unique identifier .”. .(Dkt. No. 175, at 5.)Plaintiff has firther

argued that Defendants’ proposed construction would exealmdmbodiment, disclosed in all of

the patentsn-suit, in which “the recipient receives an active link with a unique identifier ign th
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example, a hyperlink)—not one that, as Defendants propesessarilyallow[s] viewingand
tracking of advertisemen#nd source communication devicasdevent idatificationin all
instances (ld., at 6;see’679 Patent at 5:324.) Finally,Plaintiff hasrepliedthat the definiton

of “endorsement tag” in the '055 Patentonsistent with Plaintiff's proposed construction
becauséthe remainder of thdefinition merely states the intended or beneficial purpose for the
link, which may or may not appear in the dependent claimd.’ at 7).

In supplemental briefing, Defendants reiterate that the '055 Patent and @éheatht
expressly define the disputed term. (Dkt. No. 253, &) 2Defendants submit that ‘fis
definition is reinforced by FIG. 9 of the '055 Patent (FIG. 8 of the '646 Patent), whichlabssc
‘a method for the creation of a unique identifier’ that includes the incorporatiafoaiation
related to the ‘Source Communication Devic@&dvertising Campaign Identification” and
‘Impression Identification’ into theEndorsement Tag.” (Dkt. No. 253, at 3.)

Plaintiff responds that its proposed construction avoids jury confusion “by removing the
remainder clause that defines opbtential but notnecessaryways the active link could be
used.” (Dkt. No. 264, at 1.Rlaintiff also argues that Defendants’ proposaht]s] out a
preferred embodiment in the parent '679 pate(id., at 2.) “Alternatively,” Plaintiff submits,

“the Court could avoid the potential for jury confusion by construing this term for the '055 and
'646 patents to mean: “an active link including a unique identifier to allowingeor tracking
of advertisementsource communication devicesevent identifications.” I¢l., at 1 n.1.)

(2) Analysis

Claim 1 of the 679 Patent is representative and recites, in relevant part (emphasis
added):

1. In a system comprising a network, a source communication device, a
destination communication device and an intermediary connected to the network,
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said intermediary comprising a server adapted to execute a method for providing
advertising content from atdst one advertiser of a group of advertisers to a
recipient associated with the destination communication device and for
subsidizing a qualified subscriber associated with the source communication
device comprising:

providing anendorsement tagelated to the at least one advertiser of the
group of advertisers and linked with the advertising content;

transmitting to the qualified subscriber information for creating a content
communication that can be sent from the qualified subscriber to the recipéent, t
content communicatiomcluding theendorsement tag

receiving a signal through execution of #r&lorsement tap transnt
the advertising content; and,
transmitting the advertising content to the recipient.

The specification of the&679 Patent discloses:

FIG. 7b describes a communication and the recording of historical data.

Subscriber 600 initiates a communication with contact 760 in stepAt%eps

792 and 794, the endorsement manager software inserts and sends an endorsement
andembedded linkn the communicationThe destination device accepts the
communication anémbedded linkknd sends a response to the source device in

steps 796 and 798 he source device records the historical data in step 797.

FIG. 7c describes the data flow required for subsidy collection. At step 750, the
intermediary receives history data from the subscriber 600 reflecting a
communication with contact 760, such as a phonesigrcpll] wherean

imbeddedsic, embeddedi]ink has been sent in andorsement messagé\t step

762, contact 760 follows tHamk embedded in the endorsementhe

advertisement data hosted by intermediary 640. Intermediary 640 monitors
historical data including the number of endorsements sent by subscriber 600 and
the number of recipients contacted by subscriber 600 that use the embedded link
to view the advertisement from the set of advertisements 664. Individual contacts
are identified by a unique identifier embedded in each endorsement sent by
subscriber 600 to contact 760. At step 766, the unique identifier is decoded by the
intermediary site 640, allowing identification of the contact 760 responding to the
endorsement. At step 751, the intermediary calculates the subsidy and analyzes
the subscriber history data and contact interaction history.

'679 Patent at 9:37-60 (emphasis added).
The '055 Patent and the '646 Patenta “Definitions” sectionexpresslyefer toan

“endorsement tag” as “an active link including a unique identifier to allewinig and tracking
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of advertisements, source communication devices and event identifications.” téA6&a
3:20-22;see’'055 Patent aB:10-13. The specificatiorthusses forth thelanguage proposed by
Defendants.SeeVitronics Corp. v. Conceptronic, InQ0 F.3d 1576, 1582 (Fed. Cir. 1996)
(“The specification acts as a dictionary when it expressly defines terms used in teeoclaim
when it defines terms by implicatidih. Further, in generalyhen “patents all derive from the
same parent application and share many common terms, we must interpret the claim
consistently across all asserted patentTP, Inc. v. Research in Motion, Ltd18 F.3d 1282,
1293 (Fed. Cir. 20050Dmega Eng’g, Inc. v. Raytek Caorf34 FE3d 1314, 1334 (Fed. Cir. 2003)
(“[W]e presume, unless otherwise compelled, that the same claim term in the samerpatent o
related patents carries the same construed meaning.”

On balance, howevertd‘allow viewing and tracking of advertisements, source
communication devices and event identificatidedanguage describing intended beneficial
uses or purposes rather than defining the disputed term iBesf Howmedica Osteonics Corp.
v. Wright Med. Tech.nt, 540 F.3d 1337, 1345 (Fed. Cir. 2008) (“The cautd'sk is not to
limit claim language to exclude particular devices because thagtdkerve a perceived
‘purpose’ of the invention.”) (quoting-Pass Techs., Inc. v. 3Com Cor43 F.3d 1364, 1370
(Fed.Cir. 2003)).

The Court accordingly hereby constrtiesdorsement tag” to mearfan active link
including a unique identifier.”

B. “qualified subscriber”

Plaintiffs Proposed Construction Defendants’ Proposed Construction
Plain and ordinary meaning “a person who meets the demographic criter
of an advertiser”
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(Dkt. No. 253, at 3.)The parties submit that this term appears in Claimsdn@6 of the '679
Patent. (Dkt. No. 244, Ex. A, at 2.)

(1) The PartiédPositions

Defendantdiave arguedhat “qualified subscriber” is a “coined term” tha explicitly
defined by the patenis-suit ina “Definitions” section (Dkt. No. 171, at 20.Plaintiff has
repliedthat “Defendants offer no reason why this term must be construed for all pteats
upon a definition in the '055 Patent . " .(Dkt. No. 175 at 14.) Plaintiff has also arguetthat
“Defendants’ proposal excludes embodiments in which qualification depends upon capabilities
of the subscriber’s device.(Id., at15.)

In supplemental briefing, Defendamésterate that the '055 Patent expressly defines the
disputed term, and Defendants submit thah§tparties do not dispute that the claim term
‘qualified subscriberhas the same definition in both the '679 and '055 Pate(Bkt. No. 253,
at 3.) Further, Defendants argugist because the specification discloses an embodiment with
additional criteria, which may also factor into the qualification of a siles¢ does not defeat
the clear import of the claim language, whidmditions subscriber qualification on teristence
of a ‘match conditionterived betwee advertiser and subscriber ‘profiles’—files which
explicitly include demographic daté. (Id., at 4 (citing '679 Patent &laim 1).)

Plaintiff responds by rastatingthat “Defendants offer no reason why this term must be
construed for the '679 patent based upon a definition in the later-filed ‘055 patekt.” (D
No. 264, at 3.)

(2) Analysis

The specifications of the '055 Patent and the '646 Padéert tothe disputed term in a

“Definitions” section: “Qualified Subscriber’: a person who meets the deaptug criteria of
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an advertiser.”055 Patent at 3:228; '646 Patent at 3:37-38. As noted above, the parties now
agree that as to the '055 Patent ared' @46 Patent, the term “qualified subscriber” should be
construed asd person who meets the demographic criteria of an advert(&t. No. 244,
5/15/2015 Joint Claim Construction and Prehearing Statement, at 2.)

The’679 Patent contains no such express definition and, as Plaintiff notes, the
specificatiorrefers to communication habii@s well ago capabilities of the subscriber’s device:

Once the subscriber’s profile is set up, in step 38, the intermediary 9 analyzes the
profile data and identifiesdvertisers 10 whose criteriarfsubsidy match the
subscribers criteria. For example, advertiser A offers static graphic media and
video media and advertiser B offers only audio media. Based on the media type
offered, the intermediary Qualifies thos subscribers whose communication
devices have the capability to accept static graphics, video, and/or. alieo
intermediary 9 may also require the subscriber 1 to qualify for subsidy over a trial
period of time in order to quantify and qualify tteling habitsof subscriber 1.

For example, the intermediary 9 may examine the usage history of subscribers
andqualify only those subscribers who are communicating with others most
frequently

'679 Patent at 4:38-5(emphasis added)Additionally, the sjcification of the 679 Patent refers
to subscriber qualification based not only on demographic criteria but afs@oaial status:

FIG. 7a describes the bi-directional endorsement process between the subscriber
and the advertiser via the intermedidwying the enrollment process. * * *

At step 700, subscriber 600 contacts intermediary 640 through network 650 using
source devices 602 and makes a subscription request including a request for
endorsement. At this step, subscriber 600 selects one opwotergial endorsers

from [a] list of endorsement companies 644. Subscriber 600 submits application
604, including the selected endorsement companiesubstriber demographic

data to intermediary 640. At step 701, an advertiser contacts intermediary 640.
Advertiser 660 submits one or more setd@dired demographic criterie
intermediary 640.

At step 702, intermediary 64fbrrelates the subscriber data with the set of

demographic data criteria of the advertiseh correlation value is assigned by
intermediary 640.
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In the preferred embodiment, the correlation value is calculated as a match value
or weighted percentage between deenographic criteria 646 and the subscriber
demographic data

Other correlatiomoutines can be used to provide additional metrics to the
subscriber and the advertiser related td‘thatch” of the subscriber
demographic data with the advertiser criteria* *

In another embodimentredit reportsof the subscriber from third gags may be
implemented to calculate a correlation value. Additionéitgncial information
related to the subscriber, suchcaadit history or financial statusiay be

evaluated to arrive at a correlation valud.step 706, potential subscribers who
score lower than the required correlation value are recommended for rejection.

Alternatively at step 702, advertiser 660 receives a set of subscriberosata fr
intermediary 640. Advertiser 660 then correlates subscriber specific data 606
with desired adience demographic data 668 derive a correlation value.

* % %

If a sufficient correlation value is achieved or the subscriber purchases an
endorsement, the subscriber is deemed a “qualified” subscribéstep 710, the
advertiser notifies intermealy 640 of the endorsement and subsidy opportunities
for which the subscriber has been qualified. Intermediary 640 then notifies
subscriber 600, at step 712.

* k% %

The bidirectional selection process allows the subscriber to select endorsers that
appeal to him. The advertiser thdgtermines if the subscriber is qualified based

on a correlation between the subscriber’s demographics and those desired by the
advertiser The subscriber’s contacts presumably share some, if not all, of the
subscriber’s dmographics and interests. Therefore, the contacts provide a select
market and value to the advertiser, while requiring only a single demographic
comparison. This allows an advertiser to focus its endorsements on favorable
target markets without having tmalify each possible customer or examine
demographics of a large number of potentially bad prospects.

'679 Patent at 7:56:34 (emphasis added).
On balance, the ale-quoted disclosures in th679 Patent demonstrate that in the
absence of an expliditefinition of “qualified subscriber,” that term is broader than

“demographics,’evenin light of the parties’ abovaoted agreedipon constructionf
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“demographic” as meaningélated to education, employment, purchasing habits, interests,
hobbies, affiliations, age, gender, geographic location, or other data used to idengjgt a ta
market for a product or service.” (Dkt. No. 244, 5/15/2015 Joint Claim Construction and
Prehearing Statement, at 2.) For example, as quoted above, qualification of subsarnb
relate to device capabilities, financial informationpurchasing of endorsements.

Thus, because Defendants’ proposal would limit the disputed term to particular
embodiments disclosed in the specifications, Defendants’ proposal of “demogréghia” is
hereby expressly rejected adlie '679 Patent.Seelnnova/Pure Water381 F.3d at 1117
(“[P]articular embodiments appearing in the written description will not be todedit claim
language that has broader effectsge alsdhillips, 415 F.3d at 1323 (“[A]lthough the
specification often describes very specific embodiments of the invention, wed@meatedly
warned against confining the claims to those embodiments.”). Such a reading eésndédsoed
by surrounding claim language trexpressly recites demographics where requiBee.’679
Patent at Cl. {reciting “a set of demographic requirements related to at least one adVenider
“a set of demographic data related to a subsgriber

Some construction is nonetheless warraatetb thé679 Patent so as to minimize
confusion. See TQP Dev., LLC v. Merrill Lynch & Co., Inblo.2:08-CV-471, 2012 WL
1940849, at *2 (E.D. Tex. May 29, 2012) (Bryson(Jhe Court believes that some
construction of the disputed claim language will assist the jury to understandithg.’l

The Court therefore hereby constrtiggalified subscriber” in the '679 Paterto mean

“a person who meets the criteria of an advertiser.”
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C. “endorsement opportunity” and “endorsement opportunities”

Plaintiffs Proposed Construction Defendants’ Proposed Construction

Plain and ordinary meaning “an opportunity to participate in an incentive
program, including a description of the
advertiser, advertising campaign,
advertisement and incentive program,
includingincentive values offered”

(Dkt. No. 253, at 4.)The parties submit that these terms appe&iaims 2 and 12 of the '055
Patent. (Dkt. No. 244, Ex. A, at 2.)

(1) The Parties’ Positions

Defendantdiave arguethat “construction is requideto provide a definite form to this
concept and distinguish it from the term ‘offer’ discussed abo{@kt. No. 171 at 28.)

Plaintiff has repliedhat “[a]Jn endorsement opportunity is just an opportunity to endorse,” and
Plaintiff has arguethat thepatentee did not redefine the term. (Dkt. No. 175, at 15.)

In supplemental briefing, Defendants argjugt “Plaintiffs’ proposed plain and ordinary
meaning construction attempts to broaden this term beyond its express definitiorobbthe ’
Patent’ (Dkt. No. 253, at 4.) Defendants urge that “[e}veeference to an ‘endorsement
opportunity’ appearing in the ‘055 Patent is consistent thiglh term’s express definition,” and
“[t] hat express definition is the only guidance provided in the patent for construingpihtedlis
claim term” (Id., at 5.) Further, Defendants note, the specification expressly defines related

terms such asghdasement,

(1d.)

endorsement tad,@ndorsement identifier,” arféndorser.”

Plaintiff responds that Defendants’ proposed construction “improperly reads in

characteristics of a singular embodiment in the specification.” (Dkt. No. 264, Btaniff
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argues that “[t]here is no specific catalog of things the information must cotitamtioan an
opportunity to endorsan advertiser or advertisementld.(at 4.)

(2) Analysis

The specification of theéd55 Patent discloses:

At step 162 [in Figure 5A], the intermediary returns a listrmdorsement

opportunitiesfor which the subscriber is “qualified.” Eaehdorsement

opportunityincludes a description of the advertiser, advertising campaign,

advertisement and incentive program including incentive values offered.
'055 Patent at 10:1-5. The specification of the '055 Patent also includes a tidbefhsection
that defines “endorsement” as “an event of sending an endorsement tag to a redghient.”
at 3:8-9.

On balanceparticularly in light of this express definition of the constituent term
“endorsement,” thelisputed terms require no further construction. The above-quoted disclosure
regarding “[e]ach endorsement opportunity” pertains to features of particutexdéments that
should not be imported into the claimSeelnnova/Pure Water381 F.3d at 1117 (H]Jarticular
embodiments appearing in the written description will not be used to limit aguage that
has broader effect.”see alsdhillips, 415 F.3d at 1323 (“[A]lthough the specification often
describes very specific embodiments of the inventaaenhave repeatedly warned against
confining the claims to those emboeents.”). Defendants’ proposal of a list of specific features
is thereforehereby expressly rejected.

The Court accordingly hereby constriesndorsement opportunity’ and

“endorsementopportunities” to have theiplain meaning
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D. Preambles

Plaintiffs Proposed Construction Defendants’ Proposed Construction

Preambles are not limiting in the manner Preambles are limiting:

Defendants propose. “subsidizing qualified subscriber with
source communication device associated with
providing advertising content to recipient wit
degination communication device” (‘679
Patent)

“incentivizing subscriber associated with
source communication device associated with
providing advertising contemd a first
recipient with first desnation communication
device” (‘055 & '646 Patents)

=

(Dkt. No. 253, at 6.)The parties submit that the disputed preambles aéaim 1 of the '679
Patent, Claims 2 and 12 of the '055 Patent, and Claim 4 of the '646 Patent. (Dkt. No. 244,
Ex. A, at 1.)

(1) The Parties’ Positions

Defendants argue that “[a]s captured in the preamble and specification of the asserted
patents, the alleged invention relates fundamentally to the concept of subsidincgntivizing
aperson who receives a targeted advertisement to share or refer that advertisgment w
another.” (Dkt. No. 253, at 8ge idat 67.) Defendants submit that in Covered Business
MethodPatent RevieW*CBM”) proceedingsPlaintiff asserted, anithe PTO’sPatent Trial and
Appeals Board (“PTAB”) foundthat certaippreambles arkmiting. (Id., at 7.) Defendants
conclude “Plaintiffs are trying to have it both wayPRlaintiffs need the preambles to be limiting
to avoid having invalid claims for lack ohecedent basis, but want to disclaim all other aspects
of the preambles, including the core concept of the patents—the relationship hbitieveeinsidy
or incentive and the act of sharing or endorsing an advertisénféht.at 8.) Defendants

conclude: “As not only does the preamble give life and meaning to the claim but is also
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necessary to avoid the invalidity of the claims, the Court should hold that the pesarel
limiting for all aspects including the association between the subsidizingestiuming of the

subscriber and the act of providing advertisements from the subscriber to a idestieatce.”
(1d.)

Plaintiff responds that the preamble language referring to a “method for pigvidi
advertising content to a recipient,” as well as*éubsidizing a qualified subscriber,is‘only
purposeful language, which is not limiting.” (Dkt. No. 264, at 5.) Plaintiff also urges tjie “[t
plain language of the preamble does not require that subsidizing occur in responseliogorovi

advertising content.”1d., at 6.)

(2) Analysis

Claim 1 of the '679 Patent, for example, rec{@®phasis added)

1. In a system comprising a netwoaksource communication devjee
destination communication devieadan intermediary connected to the network
said intermediarycomprising a server adapted to execute a method for providing
advertising content from at least one advertiser gfoup of advertisers a
recipient associated withe destination communication deveed for
subsidizing a qualifiedubscriber associated wilire source communication
devicecomprisng:
obtaining a first profile from the at least one advertiséhéngroup of
advertisergancluding a set of demographic requirements related to at least one
advertiser ofr group of adertisersand storing the first profile bipe
intermediary
obtaining a second profile frothe source communication device
including a set of demographic data related to a subscriber and storing the second
profile bythe intermediary
deriving a match condition between the first profile and the second profile;
determining if the subscriber is a qualified subscriber based on the match
condition;
conditioning a set of subsidy programs based on the match condition;
communicating a subsidy program of the set of subsidy programs to the
qualified subscriber;
receiving one or more selections of the at least one advertiter gfoup
of advertisersaand of the chosen subsidy program from the set of subsidy
programs;
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providing an endorsement tag relatedn® at least one advertisertbé
group of advertiserand linked with the advertising content;

transmitting to the qualified subscriber information for creating a content
communication that can be sent from the qualified subscriber to the recipéent, t
content communicatiomcluding the endorsement tag;

subsidizing the qualified subscriber according to the chosen subsidy
program;

receiving a signal through execution of the endorsement tag to ttahemi
advertising content; and,

transmitting the adartising content to the recipient.

In CBM proceedings as to the '679 Patent, the PTAB found:

After Institution, Patent Owner contends that the preambles of the challenged
claims are limiting. Patent Owner contends that the preambles provide antecedent
basis for limitations in the bodyfandependent claims 7 and 238s such, Patent
Owner contends that “the preambles provide explicit structure to the reltepions
of certain components of the invention that give life, meaning and vitality to the
claimedinvention.”

We agree. * * *

Notably, the preamble of independent claim 7 requires “a source communication
device possessed by a subscriber,” “a destination communication device
possessed by a recipient,” and “an advertisement.” The body of claim 7 recites
“the source communication device,” “the subscriber,” “the destination
communication device,” and “the advertisement,” all of which rely on and derive
antecedent basis from the preamble of claim 7. Similarly, the preamble of
independent claim 23 cées “a first communication device,” “a second
communication device,” and “a set of advertisers.” The body of claim 23 recites
“the first communication device,” “the second communication device,” and “the
set of advertisers.” Accordingly, we conclude that the preambles of independent
claims 7 and 23 are entitled to patentable weight.

(Dkt. No. 253, Ex. AGroupon, Inc. v. Blue Calypso, In®aper 51, Final Written Decision,

at18-19 (P.T.A.B. Dec. 17, 2014itations omitted)

Defendants urge thathis same conclusion, for the exact same reasons, applies to all of

the remaining asserted ttes. In fact, during discussions with Plaintiffs, Plaintiffs have

conceded that the remaining preambles are limiting, and the disagreement centeos solel
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whether they are limiting for the sole purpose of providing antecedent basis for numenaais ter
or whether the preambles are limiting for all purpds¢Bkt. No. 253, at 8.)

In general, a preamble limits the invention if it recites essential structurepsy st

or if it is “necessary to give life, meaning, and vitality” to the claitney

Bowes, Inc. v. Hewlett-Packard Cjp.182 F.3d [1298,] 1305 [(Fed. Cir. 1999)].

Conversely, a preamble is not limiting “where a patentee defines a structurally

complete invention in the claim body and uses the preamble only to state a

purpose or intended use for the inventioRdwe v. Droy112 F.3d 473, 478,

42 USPQ2d 1550, 1553 (Fed. Cir. 1997).

Catalina Mktg. Int’l, Inc. v. Coolsavings.com, In289 F.3d 801, 808 (Fed. Cir. 2002¢e, e.g.,
Eaton Corp. v. Rockwell Int'l Corp323 F.3d 1332, 1339 (Fed. Cir. 2003) (“When limitations in
the body of the claim rely upon and derive antecedent basis from the preamble, then the
preamble may act as a necessary corapbaf the claimed invention.”).

In general, “the purpose or intended use of the invention . . . is of no significance to claim
construction . . . ."See Pitney Bowg$82 F.3cat 1305.

Here,however because “the claim drafter cho[¢e]useboththe preamble and the body
to define the subject matter of the claimed invention, the invention so defined, and not some
other, is the one the patent protéctBell Commc’ns Research, Inc. v. Vitalink Commc’ns Corp.
55 F.3d 615, 620 (Fed. Cir. 1995)he entireties of the preambles are limitirgeeProveris
Scientific Corp. v. Innovasystems, In€39 F.3d 1367, 1373 (Fed. Cir. 2014) (“The phrase ‘the
image data’ clearly derives antecedent basis from the ‘image data’ dedihisd in greater
detail in thepreambleas being ‘representative of at least one sequential set of images of a spray
plume.”™) (emphasis added)rhis analysis applies tll of theclaims at issue.

At the July 8, 2015 hearing, Plaintiff citd@dmTom Inc. v. Adolphk-- F.3d----, 2015WL
3814937 (Fed. Cir. June 19, 2015) (“That [a] phrase in the preamhbeovides a necessary

structure for [the] claim ... does not necessarily convert the entire preamble into a limitation,
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particularly one that only states the intended use of the inventidgiothToms distinguishable
becausdiere in all of the claims at issue, the language relied upon for antecedent basis is
intertwined with the entireties of the preambles suchttfeapreamblesannot be parsed into
limiting and nonlimiting portions.

The Court therefore hereby construes Claim 1 of the '679 Patent, Claims 2 and 12 of the
'055 Patent, and Claim 4 of the '646 Patent such thatrdmbles are limiting.

E. “subsidy” and “subsidizing”

Plaintiffs Proposed Construction Defendarts’ Proposed Construction
“[provide/providing] value or savings to “financial assistance given by one to ancthe
another”

(Dkt. No. 253, at 10.)The parties submit that these terms appe&laim 1of the '679 Patent.
(Dkt. No. 244, Ex. A, at 2

(1) The Parties’ Positions

Plaintiff has arguethat Defendantsproposal improperly excludes preferred
embodiments, such as “product discounts,” “rewards pbdimtanything elsef value that
serves as an incentive for the subscri®kt. No. 163, at 1;.8ee’679 Patent at 3:39-48.)

Defendantdiave resporett

Plaintiff attempts to improperly broaden the term Subsidy to include any type of
incentive. The term Subsidy is not complex. Ordinary usage would indicate that
if a subscriber’s purchasebging subsidized, then someone other than the
subscriber is mitigating or deferring a portion of the price the subscriber would
otherwise pay. Defendants’ construction is consistent with this plain andrgrdina
meaning as well as the use of the term in the specification. The specification
makes it clear that the types of incentives that are “subsidies” are those that
mitigate or defesubscriber expenses. . ..

* The parties also submitted the word “subsidize” for toiion, but that term does not appear
in the only claim identified by the parties, namely Claim 1 of the '679 Patent.
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Plaintiff's proposed broad construction makes a Subsidy equivalent to an
Incentive . . ..

(Dkt. No. 171, at 22-23.)

Plaintiff has repliedhat Defendants’ proposed construction is too narrow because “[t]he
patents broadly use the word ‘subsidy’ to include things such as levels of discaedits, cr
points, offerings, and other typetsubsidies or incentives . .” (Dkt. No. 175, at &citation
and internal quotation marks omitted).)

In supplemental briefing, Defendants submit tHlaintiffs advance essentially the same
construction of the term ‘subsidyhat was already rejected byetPTAB” (Dkt. No. 253, at 8.)

Plaintiff responds that “[tlhe problem with Defendants’ proposal is that tbhestction
will confuse the jury into thinking that a subsidy must involve the exchange of money. The
PTAB did not agree with that thinking when it issued its construction for ‘subsidyKt. (

No. 264, at 6.)Plaintiff notes that “the PTAB expressly stated that reward points werei@han
in nature because they were ‘a form of currencyld., @t 7(citing Dkt. No. 253, EX. A,
Groupon, Inc. v. Blue Calypso, In®aper 51, Final Written Decision, at 7 (P.T.A.B. Dec. 17,
2014)).)

(2) Analysis

The PTAB found:

The 679 patent does not set forth a special definition for “subsidy.” Accordingly,

we look to the ordinary meaning of the term “subsidyfirancial assitance

given by one to another. The '679 patent’s use of “subsidy” is consistent with its

ordinary meaning. Specifically, the '679 patent describes an advertiseg sgtti

a subsidy program to subsidize communication fees, offer product discounts,

generate and accumulate “reward points” for subscribers, or mitigate or defer

other expenses of the subscriber. ['679 Patent], col. 3, Il. 39-45 (referring to Fig.

2). These examples are financial in nature. Product discounts thduce

monetary cost of a financial transaction, reward points are a form of currency, and

mitigating or deferring expenses reduces the monetary cost of a financial
transaction or postpones the monetary cost of a financial transaction, respectivel
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Also, the '679Patent]describes, as part of a subscriber setup process, an
intermediary presenting, to a subscriber for selection, “subsidy programs
available['679 Patent], col. 4, Il. 59-65 (referring to Fig. 8ge idat col. 4,

IIl. 16-17. In an examplef a bidirectional endorsement process, the '679 patent
further describes an advertiser calculating the amount to subsidize the srbscrib
for endorsement, noting that some subscribers may receive a larger subsidy than
other subscriberg/679 Patent] col. 8, Il. 4753 (referring to Fig. 7akee idat

col. 7, 1. 56.

For these reasons, in the Decision to Institute, the Board construed “subsidy” as
“financial assistance given by one to another.” Inst. Ddd.9Neither party
challenges thisonstruction. Having considered whether the construction set
forth in the Decision to Institute should be changed in light of evidence
introduced during trial, we are not persuaded any modification is necessary.
Therefore, we maintain the constructiorf'sdbsidy” as “financial assistance

given by one to another.”

(Dkt. No. 253, Ex. AGroupon, Inc. v. Blue Calypso, In®aper 51, Final Written Decision,
at7-8 (P.T.A.B. Dec. 17, 2014jootnote omitted)id. at 7 n.5 (‘“AMERICAN HERITAGE
DICTIONARY 896 (3d ed. 1992) (defining “subsidy” as “1. Monetary assistance granted by a
government to a person or group in support of an enterprise regarded as being in the public
interest. 2. Financial assistance given by one person or government to another.”))

Claim 1 of the '679 Patent, for example, rec{@sphasis added)

1. In a system comprising a network, a source communication device, a
destination communication device and an intermediary connected to the network,
said intermediary comprising a server ptga to execute a method for providing
advertising content from at least one advertiser of a group of advertisers to a
recipient associated with the destination communication device and for
subsidizinga qualified subscriber associated with the source communication
device comprisig:

obtaining a first profile from the at least one advertiser in the group of
advertisers including a set of demographic requirements related to at least one
advertiser of group of advertisers and storing the first profile by the
intermediary;

obtaining a second profile from the source communication device
including a set of demographic data related to a subscriber and storing the second
profile by the intermediary;

deriving a match condition between the first profile and the second profile;

determining if the subscriber is a qualified subscriber based on the match
condition;
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conditioning a set adubsidyprograms based on the match condition;

communicating aubsidyprogram of the set @ubsidyprograms to the
qualified subscriber;

receiving one or more selections of the at least one advertiser of the group
of advertisers and of the chossrbsidyprogram fom the set o$ubsidy
programs;

providing an endorsement tegjated to the at least one advertiser of the
group of advertisers and linked with the advertising content;

transmitting to the qualified subscriber information for creating a content
communication that can be sent from the qualified subscriber to the recipéent, t
content communicatiomcluding the endorsement tag;

subsidizinghe qualified subscriber according to the chaadrsidy
program;

receiving a signal through execution of the endorsement tag to ttahemi
advertising content; and,

transmiting the advertising content to the recipient.

The specification of the '67Batent discloses:

In step 26, advertisers 10 set upudsidy program The subsidy program 13

enables advertisers 10 to select or endorse desirable subscribers in order to

subsidize the communication feeffer its own productliscountor other

company’s product discounts, generate and accuniuétards points” for the

subscribersandmitigate or defer other expensafsthe subscriber 1. The

advertisers 10 may providghertypes of subsidies or incentiviesthe

subscribers 1 without departing [from] the spirit and scope of the present

disclosure.

'679 Patent at 3:39-50 (emphasis added).

This disclosure demonstrates the broad, generic sense in which the patentee used the
terms “subsidy” and “subsidizing.” As discussed by the PTAB, above, the disputed term is not
limited tomonetary currenciut rather includes, for exampleewards points as Plaintiff has
suggestedSee d.; seealso id.at Claim 11 (“wherein the step of providing a subsidy program
further comprises the step of relating the subsidy to one of the group of a product discount, a
reward, and a mitigation of expensesBecausdhe word “financial” might be read by a finder

of fact as limited to monetary currency, the Caedches a construction different frahe

PTAB construction that Defendants propose here.
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The Court accordingly hereby constriggbsidy” and“subsidizing” to mean
“[providing] value or savings to another.”

F. “subsidy program”

Plaintiffs Proposed Construction Defendants’ Proposed Construction

“a system designed to give value or savings| “a system of opportunities designed to give
another” financial assistance to another

(Dkt. No. 253, at 10.)The parties submit that this term appear€laim 1 of the '679 Patent.
(Dkt. No. 244, Ex. A, at 3.)

(1) The Parties’ Positions

Defendantdiave arguethat their proposed construction “is designed to harmonize this
term with Incentive Program, which the parties agree is ‘a set of rules governimgeative
distribution” (Dkt. No. 171, at 24.Plaintiff has repliedhat Defendants’ proposed
construction is “dependent upon Defendants’ improper proposed definition of ‘subsidy.” (Dkt.
No. 175, at 15.)

In supplemental briefing, Defendants argue that their proposed construmtroors the
construction adopted by the PTAB during its CBM Revie{Dkt. No. 253, at 10.)

Plaintiff responds:

It is not clear what “opportunities” means within the context of the patent. The

PTAB did not explain why it selectively drew that particular term from a

dictionary definition when it proffered that constructiorthe CBM preliminary

decision. But what is clear is that Defendants intend to argue that “oppeduniti

is necessarily plural. Nothing in the PTAB’s reasoning requires that a subsidy

program has multiple “opportunities.”
(Dkt. No. 264, at 8.)

(2) Analysis

The PTAB found:
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The '679 patent does not set forth a special definition for “subsidy progréine.”
'679 patent’s use of “subsidy program” is consistent with the construction of
“subsidy” to mean “financial assistance given by onartother” and the ordinary
meaning of “program”a system of servicespportunities, or projects, usually
designed to meet a social neétbr example, in relation to an advertiser setting

up a subsidy program, the '679 patent describes a subsidy program as enabling
advertisers “to select @ndorse desirable subscribers” and enabling advertisers to
identify “what level of discounts, credits, points, or offerings” a subscriber would
receive as subsidy.['679 Patent], col. 3, ll. 39-45, 51-54. The '679 patent also
describesan intermediary presenting, to a subscriber for selection, “subsidy
programs available, including the criteria for continued subsidy and levels of
subsidy.” [679 Patent], col. 4, Il. 59-65.

For these reasons, in the Decision to Institute, the Board construed “subsidy

program” as “a system of opportunities designed to give finaasg@astance to
another.” Inst. Dec. 113.

* % %

... [W]e are not persuaded any modification to the construction is necessary.
Therefore, we maintain tr@nstruction of “subsidy program” as “a system of
opportunities designed to give financial assistance to another.”
(Dkt. No. 253, Ex. AGroupon, Inc. v. Blue Calypso, In®aper 51, Final Written Decision,
at8-11 (P.T.A.B. Dec. 17, 2014) (footnote otadt);id. at 9 n.6 (“AMERICAN HERITAGE
DICTIONARY 1447 (3d ed. 1992) (defining ‘program’ as ‘4. A system of services,
opportunities, or projects, usually designed to meet a social need’)”).)
The specification of the '67Patent discloses:
In addition, thesubsidy program 18nables advertisers 10 identify what level
of discounts, credits, points, or offerinthge subscriber 1 receives as a subsidy
accordance with certain performance criteridn example of performance
criteria includes the number of communication transmissions the subscriber had
[sic, has] made and the length of the transmissions.
'679 Patent at 3:51-5@mphasis added).

On balancethe PTAB’s use of “financial,” which Defendargsoposed heres

unpersuasivéor substantially ta same reasons s the other‘subsidy” terms, discussed
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above. Finally, Defendants have not shown adequate supportdairieg multiple
“opportunities.”

The Court thereforbereby construgssubsidy progran? to mean®“a system designed
to give value or savings to another.”

G. “testimonial tag”

Plaintiffs Proposed Construction Defendants’ Proposed Construction

“active link associated with a testimonial” Indefinite

(Dkt. No. 253, at 11.) HAe parties submit that this term appears in Claims 2 arfith@ '055
Patent. (Dkt. No. 244, Ex. A, at 3.)

(1) The PartiésPositions

Defendants argue that this disputed tersmever used nor defined in the 055 Patent
outside of the claims, and has no ordinary or customary meaning to one of skilliin the a
Plaintiffs’ construction of this term attempts to conflate ‘testimonial tag’ witdoesement tag,’

a separate claim term that is defined in the specification of the '055 Pgfekt. No. 253,
atll.)

Plaintiff responds that “because ‘testimontadis already been construed, the only dispute
is to[sic] the proper construction of ‘tag.” (Dkt. No. 264, at 9.)

(2) Analysis

Defendants rely upon a finding by the PTAB the term “endorsement tag” lacks
written description imelated United StasePateniNo. 7,664,516. SeeDkt. No. 253, Ex. C,

Groupon, Inc. v. Blue Calypso, In®aper 45, Final Written Decision, at 34-38 (P.T.A.B.
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Dec.17, 2014).J Thus, what Defendants halebeledhereas an indefiniteness argument
pursuant to 3%J.S.C. § 112, § @ppears to ba written description challenge pursuant to
35 U.S.C. 8§ 112 1 Because claim construction proceedings generally do not address written
description challenges, Defendants’ “indefiniteness” argument is hereby expegsstgd. See
Phillips, 415 F.3d at 1327 (“[W]e have certainly not endorsed a regime in which validity analysis
is a regular component of claim constructipn

NonethelesdDefendants’ argument is premised on a matter of claim interpretakioa.
parties disputehie proper construction of “testimonial tag.” As noted above, the Court adopts
the partiesagreedupon constructiothat“testimonial” means “a text message, picture, audio or
video message associated with an advertiser, advertisement or advertising Jr¢DidnNo.
151, 10/4/2013 Joint Claim Construction and Prehearing Statement, at RdDk63 at 27,
Dkt. No. 171, at 5; Dkt. No. 244, 5/15/2015 Joint Claim Conswoaind Prehearing Statement,
at 2.).

The remaining dispute is whetheftag” is an“activelink,” as Plaintiff has proposde
The following paragraph of thepecification cited by Plaintiff as support for its presently
proposed constructiodjscloses as follows with reference to Uig 7:

The endorseent manager program “associaté® testimonial with an

advertisement by appending the endorsement tag related to a participating

advertising campaign or advertisement to the testimonial lilestep 314, the

source communication device uploads the endorsement tag and the testimonial

file to the intermediary At step 315, testimonial manager 109 functions are

started and the testimonial is stored by the intermediary and associatduakewith t

advertising campaign or advertisement and the subscriber in the database.

step316,an acticmable linkis enabled to allow[] viewing of the associated

testimonial within the advertisemenAt step 317, the testimonial is made
available for viewing and editing via the website portal.

> The PTAB found unpersuasive Plaintiff's argument that the term “tag” correspoadhe
disclosure of “an executable link, such dsyperlink.” (See idat 36-37.)
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'055 Patent at 13:32-4émphasis added)At the July 8, 2015 hearing, Defendants countered
that Figure 7 does not illustrate creation of a testimonial tag at the soanoguoication device,
which is recited in Claim 2 of the '055 PateRegardless of whether this is, $agure 7 and the
associated written desption provideprobative contexas to meaning of “tag” and “testimonial
tag.”

Also of note, although the parties present competing proposed conssuotitime term
“endorsement tdgaddressed above), both proposals refer to “an active link including a unique
identifier.” Defendants’ argument that Plaintiff is conflating the terms “endorsemmghand
“testimonial tag” is unpersuasive because whereas both sides propose that anrffenddesg
is “an active lirk including a unique identifigt Plainiff proposes that a “testimonial tag” is an
“active link associated with a testimonial

In light of theabove-quoted disclosuras well ashe parties’ positions as to
“endorsement tag,” Plaintiff’'s proposed construction is appropriate.

The Court therefore hereby constrtiestimonial tag” to meari‘active link associated

with a testimonial.”

H. “set”
Plaintiffs Proposed Construction Defendants’ Proposed Construction
“acollection of one or more” “at least two”

(Dkt. No. 253, at 14; Dkt. No. 270, Ex. A, at IThe parties submit that this term appears in
Claims 1and 5 of the '679 Patent, Claims 2 and 12 of the '055 Paten€laimds4, 6, and &f

the '646 Patent. (Dkt. No. 244, Ex. A, at 2.)
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(1) The Parties’ Positions

Plaintiff has arguethat Defendants’ proposal is incorrect because “it is understood that a
set may only contain one elemen{Dkt. No. 163, at 24 (citing extrinsic evidence that is quoted
below).) Plaintiff has also submittetthat “[i]f the inventorantended what the Defendants argue,
the inventors would have instead used the word ‘plurality,” which is a commonly used t@mm of
in patent claim draft[ing] when two or more elements are a material part of a’ clgh)

Plaintiff has also cite€laim 6 of the '646 Patent, as to which Plaintiffs arguethat
“comparing, by the intermediary, the set of time stamp data to the set of timeiosstticould
refer to “compar[ing] one time stamp to another time stanfial., at 25) Finally, Plaintiff has
arguedthat “[t]he claimed invention still works as described in the specificatioriiétts only
one data point in the set” of demographic requiremeinds). (

Defendantdiave resporetithat “[ijn every instance where the patents define a Set, the
Set is a plurality of elements (Dkt. No. 171, at 15.)As to Plaintiff's argument that the patentee
would have used the term “plurality” if two or more elements were required, Defsihdae
responédthat “[i]t is more plausible that if the patenieéended] Set to conform to Plaintiff's
proposed definition, he would have used the tefat[least one,” which is also a commonly used
term of art in patent claim drafting when one or more elements are a materialtpartiaim”

(Id., at 16.) Defendant$ave notedhat the patentee indeed used “at least one” in some of the
claims, such as in Claim 1 of United States Pdtknt7,664,516. I¢.)

Plaintiff has repliedhat Defendants “do not (and cannot) argue that the claimed
invention would fail to work if a set only included one elenfeiDkt. No. 175 at 11.) Plaintiff

has also arguetthat “[t]he patentee uses ‘set’ to refer to a collection of one or more items (e.g
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set of demographic data, set of geographic coordinates, and set cégtnietions) and uses ‘at
least one’ to refer to selections, choices, and relations front a(k®f at 11)

In supplemental briefing, Defendamésteratethat “[ijn every instace where the patents
define a ‘set,’ the ‘sets a plurality of elemets, such as rules, companies, and applications.”
(Dkt. No. 253, at 14.)

Plaintiff responds that “Defendants’ proposed construction ignores th[e]@omm
understanding of ‘set’ to improperly and arbitrarily limit its scope to a set corgdimoor more
elements.” (Dkt. No. 264, at 10.)

(2) Analysis

Defendants have cited the proposition that “[ijn the absence of any evidence to the
contrary, we must presume that the use of these different terms in the claimesahffierent
meanings.” CAE Screengltes, Inc. v. Heinrich Fiedler GmbH & Co. K&24 F.3d 1308, 1317
(Fed. Cir. 2000). Claim 1 of the '679 Patent, for example, uses the term “sedil as the
phrase “at least orfeand Claim 1 of the '055 Patent (from which twotbé claims at issue
depend) recites, in relevant part (emphasis added): “a selectainezst oneendorsement
opportunity from thesetof endorsement opportunities.”

As for the specificationthe’679 Paterftusesthe term “set” in plural contexts but ef®
not specify that a “set” necessarily includes at least two members:

Advertisers 10 also have the ability to identify when and how to apply each

advertisement media type based upeetaf rules or logic defined by either the
advertisers 10 themselves or theermediary 9.

* k% %

® Defendants have not cited any different or additional aiszks in the other two patents at
issue. (SeeDkt. No. 171, at 15-17; Dkt. No. 253, at 14-16.)
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FIG. 6 is a diagram showing communication between the subscriber,
intermediary, and the endorsement companies (advertiserskgeiidie
subscribers 600, 610 and 620 possess source devices 602, 612 and 622.

* % %

Subscriber 600 communicates with intermediary 640 through source device 602,

network 650 and the intermediary’s server 642. Subscriber 600 communicates

with any of thesetof endorsement companies 660 through source device 602,

network 650 andetof endorsement compads’ servers 662.

Intermediary 640 communicates with network 650 through intermediary’s server

642. Additionally, list of endorsement companies &&4of subscriber

applications 647 and software application for subscriber’s devices 648 reside on

intermaliary’s server 642.

'679 Patentit 4:36, 6:58-61 & 7:17-27 (emphasis added).

A permissive reading of the term “set” is also bolstered by Plaintiff's extrinsieeoe.
Plaintiff has cited a dictionary that defines “set” as “[a] collection of disgfements that have
something in common” (Dkt. No. 163, Ex. II:)e American Heritage Science Diction&§3
(2d ed. 2009)see id, Ex. 14,Chambers Concise Dictionatyl24 (2d ed. 2009) (similar)).
Plaintiff has also cited extrinsic evidence thattdren “set” can be used to refer to a collection
that contains only one elemeid.( Ex. 17, Eric W. Weisstein, “Nonempty seffathWorld-A
Wolfram Web Resource, http://mathworld.wolfram.com/NonemptySet.html (“a set cimgtain
one or more elements’ly., Ex. 18, Margherita Barile, “Singleton seMathWorld-A Wolfram
Web Resourcehttp://mathworld.wolfram.com/SingletonSet.ht(t set having exactly one
element....")).

Finally, at least one legal authority cited by Plaintiff is in general agraeaibeit in the
context of a different patenSeeCEATS, Inc. v. Continental Airlines, In®&lo. 2012-1614, 526
F. App’x 966 (Fed. Cir. Apr. 26, 2013) (asddsets of seats” limitation in patents directed to

reserving seats, such as on airplanes or at events, finding that “the juryeamddably find that
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a ‘set’ could be comprised entiredy a single individual seat”). This authority is more
persuasive tin theMobile Telecommunicatiorgecision cited by Defendant§ee Mobile
Telecomms. Techs., LLC v. Clearwire Cpho. 2:12€V-308,2013 WL 3339050at *4 (E.D.
Tex. July 1, 2013) (Payne, J.).

On balance, nothing in the claim language demands that a “set of demographic
requirements,” for example, must include multiple demographic requirentee¢e.g.,’679
Patent at Claim 1Further, construing “set” to mean €allectionof one or more,” as Plaintiff
has proposed, sufficiently distinguishes a™&e&tm “at least one” so as to avoid or overcome
the abovenotedCAE Screenplatgsresumption cited by Defendants (vhatever extent that
presumption may be applicable).

The Court accordingly hereby constriest to meart‘a collection of one or more.”
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l. “content communication that can be sent from the qualifiedubscriber to the recipient”
and “content communication between the first source communications device and the first
destination communication devicé

“content communication that can be senfrom the qualified subscriber to the recipient”
(679 Patent)

Plaintiff's Proposed Construction Defendants’ Proposed Construction

Plain and ordinary meaning “a single correspondence sent by the subsci
and received by a recipient via their respective
communication devices using tvparty
communications”

“content communication between the first source communications device and thiest
destination communication device”('055 & '646 Patents)

Plaintiff's Proposed Construction Defendants’ ProposedConstruction

Plain and ordinary meaning “a single correspondence sent by the source
communication device and received by the first
destination communication device using two
party communications”

(Dkt. No. 253, at 16.)The parties subrhthatthesetermsappeatin Claims 1, 3, and 6 of the
'679 Patent, Claim and 12 of the '055 Patent, and Claim 4 of the '646 Patent. (Dkt. No. 244,
Ex. A, at 1.)

(1) The Parties’ Positions

Defendantdhiave arguethat “the patents relate to inserting advertisements into
communication sessions between subscribers and known recipiéDks. No. 171, at 14.)
Defendantdiavealso argud that “[tlhroughout the specifications and even in Plaintiff’'s opening
claim canstruction brief, the purported invention is described in the context oftiayo-
communication systens. (Id.). Further, Defendantsave argued, even in the context of pagers

“some paging systems offer tweay communicatiori. (Id. (citing id., Ex. D,Newton’s Telecom
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Dictionary 691 (23rd ed. 2007)).Finally, Defendanthiavesubmitedthat “[n]Jone of the
specifications discuss or suggest the insertion of advertisements into social ni¥ogppmsts,
articles, tweets, pins or other eteemany or manyto-many communication formats(ld.,
at15.)

Plaintiff has repliedhat Defendants’ proposed construction “[ijmproperly reads in ‘two-
way’ communication despite explicit ‘orveay’ embodiments disclosed in the patents such as
pagers. (Dkt. No. 175, at 14.)

In supplemental briefing, Defendants argue that “in all situations in which tiaetgpa
describe processes involving ‘content communicatighs, patentees expressly contemplate
direct, tweparty communications intended for a discrete recigiefidkt. No. 253, at 16.)

Plaintiff responds: “The dispute for this term is a prime example of a Deferedalig
in one embodiment and ignoring others. The plain language of the terms do not limit the means
of communication to exclude the multitude of indirect communication forms wiere t
communication involves other parties.” (Dkt. No. 264, at 11.)

(2) Analysis

Claim 1 of the '679 Patent is representative and recites, in relevant part é&smpha
added):

1. In a system comprising a network, a souwwzommunication device, a

destination communication device and an intermediary connected to the network,

said intermediary comprising a server adapted to execute a method for providing

advertising content from at least one advertiser of a group of advetbse

recipient associated with the destination communication device and for

subsidizing a qualified subscriber associated with the source communication

device comprisig:

é:(.)hmunicating a subsidy program of the set of subsidy programs to the
qualfied subscriber;
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receiving one or more selections of the at least one advertiser of the group
of advertisers and of the chosen subsidy program from the set of subsidy
programs;

providing an endorsement tag related to the at least one advertiser of the
group of advertisers and linked with the advertising content;

transmitting to the qualified subscriber information for creatingraent
communication that can be sent from the qualified subscriber to the recijient
content communicatiomcluding theendorsement tag;

subsidizing the qualified subscriber according to the chosen subsidy
program;

receiving a signal through execution of the endorsement tag to ttahemi
advertising content; and,

transmitting the advertising content to the recipient.

Figure 4 of the '679 Patent depietscommunicationprocess and “[ijn step 54, the
endorsement manger software 14 formats the transmission by inserting the agpropriat
advertiser’s advertisement preceding and/or following the transmiss@x#9 Patent at5:25-28.
Then, “[ijn step 58, once the transmission is formatteel endorsement manager software 14
sends the communication transmission to the communication destinatitth 8'5:32-34. The
'679 Patent also disclosé[o]ther scenarios” where “the destination communication device 7
may inserthe advertising media into the communication sessitih.at 6:48-57.

The '055Patentandthe '646 Paterdlsorefer tocommunications occurring in
“sessions “mobile communcation devices encourage the recipient of a communication to
accept advertisementecause theessioris identified as being initiated by a known contact.”
'055 Patent aR:23-25 (emphasis added); '646 Patent at 2:20A220, each of the specifications
describes @ommunication session initiated by a known contact of the recipigént679 Patent
at 6:40-43; '055 Patent at 1:43-47; '646 Patrit40-44. Further, the Background of the
Invention begins by referring to “twaay communication systenis'679 Patent at 1:17-18

(“As peerto-peer and mobile technologies evolve into highly sophisticatedvayo-

communication systems . .”); ‘055 Patent at 1:280 (similar); '646 Patent dt2527 (similar).
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NonethelessDefendants have not adequafeistified their proposal of requiring
“single” correspondencer a “two-way’ or “two-party” communication sessiorinstead, these
are features of “particular embodiments appearing in the written descrigi@dhvjill not be
used to limit claim languagthat has broader effectliinova/Pure Water381 F.3d at 1117;
accordPhillips, 415 F.3d at 1323 (“[A]lthough the specification often describes very specific
embodiments of the invention, we have repeatedly warned against confining the claims to thos
embodiments.”). Iparticular Defendants have not demonstrated thattbputed terms
excludemulti-party communications.The Court therefore hereby expressly rejects Defendants’
proposed construction.

Defendantsproposal having thus been rejectedfurther construction is necessargee
U.S. Surgical Corp. v. Ethicon, Ind03 F.3d 1554, 1568 (Fed. Cir. 1997laim construction
is a matter of resolution of disputed meanings and technical scope, to clarify and séssane
to explain what the patentee covered by the claims, for use in the determinatioimgémeént.
It is not an obligatory exercise in redundafigysee alsdD2 Micro, 521 F.3d at 1362 [D]istrict
courts are not (and should not be) required to construe kwdigtion present in a patest’
asserted claimg; Finjan, Inc. v. Secure Computing Carp26 F.3d 1197, 1207 (Fed. Cir. 2010)
(“Unlike O2 Micro, where the court failed to resolve the parties’ quarrel, the district court
rejected Defendants’ construmti.”).

The Court accordingly hereby constriiesntent communication that can be sent
from the qualified subscriber to the recipient” and“content communication between the
first source communications device and the first destination communication dee” to have

their plain meaning.
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J. “conditioning . . . based on”

Plaintiffs Proposed Construction Defendants’ Proposed Construction

Plain and ordinary meaning “making a choice . . . determined by”

(Dkt. No. 253, at 19.)The parties subrhthat this term appears @laim 1 of the '679 Patemind
Claims 2 and 12 of the '055 Patent. (Dkt. No. 244, Ex. A, at 1.)

(1) The Parties’ Positions

Defendants have submittedTthe issue perceived by Defendants is that the phrase
requires that thehoice being made (of subsidy programs, endorsement opportunities, or the
advertisement) must be determined by or dependent on the specified item (the mat@ncamdi
the set of datd) as opposed to being “the same regardless of what is being rededed
regardless of how strong of a match, if any, was made between the demographics of the
subscriber and the advertise(Dkt. No. 171, at 17.)Defendantdhiave concludethat “the
endorsement opportunities (or subsidies/etc.), for a subscriber must be nieddognor are
dependent on the matching process between the demographic information from the subscribe
and the demographic criteria of the advertisdld., at 18).

Plaintiff has repliedhat Defendants’ “identified ‘distinction’ of how to vaa subsidy is
not part of this claim term arjg] irrelevant” (Dkt. No. 175, at 14.)

In supplemental briefing, Defendamésteratethat their proposed constructioseeks to
clarify that the claimed system requires the conditioning of a subisedynfaking a choice of
subsidy programs) to be based on the match condition (determined by the degree of match
between user and advertiser profilegDkt. No. 253, at 19.)Defendants argue that “fiils

requirement of making a choice of subsidy program determined by the match condition appears

clear from the claim language itself, but is also explained in the specificatioh (d., at 20
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(citing '055 Patent at 9:580:2).) At the July 8, 2015 hearing, Defendants furémephasized

that their proposal of “making a choice” requires a selection from among two eromiions.
Plaintiff respondshat*it is not clear what clarification is needed since the only time this

term is used it requires ‘conditioning a set of subsidy programs based on the matcbrednditi

(Dkt. No. 264, at 14.) Plaintiff also submits that “Defendants’ construction would read out

adjusting, preparing, transforming, selecting or any other common understanding for the term

‘conditioning.” (1d.)

(2) Analysis

Claim 1 of the '679 Patent, for example, reciteselevant part (emphasis added)

1. In a system comprising a network, a source communication device, a
destination communication device and an intermediary connected to the network,
said intermediarya@mprising a server adapted to execute a method for providing
advertising content from at least one advertiser of a group of advertisers to a
recipient associated with the destination communication device and for
subsidizing a qualified subscriber assodaitgth the source communication
device comprisig:

obtaining a first profile from the at least one advertiser in the group of
advertisers including a set of demographic requirements related to at least one
advertiser of a group of advertisers and stotinggfirst profile by the
intermediary;

obtaining a second profile from the source communication device
including a set of demographic data related to a subscriber and storing the second
profile by the intermediary;

deriving a match condition between first profile and the second profile;

determining if the subscriber is a qualified subscriber based on the match
condition;

conditioning a set of subsidy programs based on the match condition

communicating a subsidy program of the set of subsidy programs to the
qualified subscriber;

receiving one or more selections of the at least one advertiser of the group
of advertisers and of the chosen subsidy program from the set of subsidy
programs;

.sijbsidizing the qualified subscriber according to the chosen subsidy
program;
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Defendants have cited discl@sun the specification of the '055 Patent regarding
qualifying subscribers based on demographic criteria:

At step 161, the intermediary responds to the request by performing a matching
process to qualifysubscribers for endorsement opportunities.

The matching process correlates the demographic profile data from the subscriber
with the demographic criteria of the advertisercdkrelation values assigned

by the intermediaryln the preferred embodiment, the correlation value is
calculated by comparing each element of the demographic criteria to each
element of the demographic profile to arrive at a correlation value.

At step 162, the intermediary returns a list of endorsement opportunities for which
the subscriber is “qualified.”

'055 Patentit 9:58-10:2(emphasis added)On balancethis disclosure pertains tparticular
embodiments appearing in the written descripfibat] will not be used to limit claim language
that has brader effect.”Innova/Pure Water381 F.3d at 111&ccord Phillips 415 F.3d
at1323.

Thus,Defendants haveot adequately suppatl construing “conditioning” so as to
depend upon “how strong of a match, if any, was made between the demograplecs of th
subscriber and the advertise(Dkt. No. 171, at 17.) Further, as discussed above as to the term
“set,” Defendants have not adequately demonstrated that there must be two or roasfopti
selection. Defendants’ proposed construction is therefore hereby expressgdresee
Thorner v. Sony Computer Entm’t Am. L1869 F.3d 1362, 1367 (Fed. Cir. 2012) (“The
patentee is free to choose a broad term and expect to obtain the full scope of @aglai
ordinary meaning unless the patentee explicitlgfieds the term or disavows its full scope.”).

Nonetheless, some construction is appropriate to clarify that “conditionirayisne
“selecting.” Plaintiff's briefing suggested “selecting” as a meaning of “condiigdr{Dkt.

No. 264, at 14) and, at the July 8, 2015 hearing, Defendants had no strong opposition to the word
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“selecting,” having instead emphasized its abmjeeted position thahe selecting must be
from among two or more options.

The Court accordingly hereby constridesnditioning . . . based on'to mean“selecting
... based on.”

V. CONCLUSION

The Court adopts the constructions set forth in this opinion for the disputed teiras of
patentsin-suit. The parties are ordered that they may not refer, directly or inditectgch
other’s claim construction positions in the presence of the jury. Likewiseattiespare ordered
to refrain from mentioning any portion of this opinion, other than the actual definitions ddopte
by the Court, in the presence of the jury. Aeaference to claim construction proceedings is
limited to informing the jury of the definitions adopted by the Court.

Within thirty (30) days of the issuance of this Memorandum Opinion and Order, the
parties are hereby ORDERED, in good faith, to mediate this case with tietonegreed upon
by the parties. As a part of such mediation, each party shall appear by counsel deddty at
one corporate officer possessing sufficient authority and control to unilaterallytinakeg
decisions for the corporation adequate to address any good faith offer or counteroffer of
settlement that might arise during such mediation. Failure to do so shall be dgeimedburt
as a failure to mediate in good faith and may subject that party to such saastibaCart

deems appropriate.

So ORDERED and SIGNED this 14th day of July, 2015.

o, /lm\f

RODNEY GILs;i RAP
UNITED STATES DISTRICT JUDGE
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