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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

CLEAR WITH COMPUTERS, LLC,
Plaintiff ,

CASE NO. 612-CV-622
LEAD CASE

VS.

AGCO CORPORATION,

w W W W W W W W W

Defendant

CLEAR WITH COMPUTERS, LLC,

Plaintiff ,
CASE NO. 6:13-CV-161
VS. LEAD CASE
FISHING HOLDINGS, LLC dba
RANGER BOATS,

w) W W W W W W W W W W

Defendant

MEMORANDUM OPINION AND ORDER

This Memorandum Opiniortonstrues the disputed claim terms in U.S. Paterd. No
5,625,776("the ‘776 Patent”)and 7,606,739 (“the739 Patent”) (collectively, the “asserted
patents”) On March 13, 2014, the parties presented arguments on the disputed claim terms at a
Markmanheaing. For the reasons statbdlow, the Court adoptselfiollowing constructions.

BACKGROUND
Plaintiff Clear with Computers, LLQ*CWC") alleges that Defendants infringe the

asserted patents The asserted patentye part of a family that traces its priority to the

Dockets.Justia.com


http://dockets.justia.com/docket/texas/txedce/6:2012cv00622/139619/
http://docs.justia.com/cases/federal/district-courts/texas/txedce/6:2012cv00622/139619/146/
http://dockets.justia.com/

application that issued as U.S. Patent No. 5,493,490, filed May 5, 1992. The Court has
previously construed membesbthis familyfive separate times.
APPLICABLE LAW

Claim Construction

“It is a ‘bedock principle’ of patent law that ‘the claims of a patent define the invention
to which the patentee is entitled the right to excludéHillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (quotingnova/Pure Water, Inc. v. Safari Water Filtration Sys.,,I881
F.3d 1111, 1115 (Fed. Cir. 2004)T.he Court examines a patent’s intrinsic evidence to define
the patented invention’s scopeld. at 1313-1314; Bell Atl. Network Servs., Inc. v. Covad
Commc’ns Group, Inc262 F.3d 1258, 1267 (Fed. Cir. 2001). Intrinsic evidence includes the
claims, the rest of the specification and the prosecution histenylips, 415 F.3d at 1312.3;
Bell Atl. Network Servs262 F.3d at 1267. The Court gives claim terms their ordinary and
customary meaning as derstood by one of ordinary skill in the art at the time of the invention.
Phillips, 415 F.3d at 13123;Alloc, Inc. v. Int'l Trade Comm’n342 F.3d 1361, 1368 (Fed. Cir.
2003).

Claim language guides the Court’s construction of claim terfisillips, 415 F.3d at
1314. “[T]he context in which a term is used in the asserted claim can be highigtiast” I1d.
Other claims, asserted and unasserted, can provide additional instruction béeauseate
normally used consistently throughout the patenkd. Differences among claims, such as

additional limitations in dependent claims, can provide further guidddce.

! SeeOrion IP, LLC v. Xerox Corp.Case No. 6:0%v-138, Docket No. 805(E.D. Tex.Aug. 21, 2008 (“Xerox
Order'); Orion IP, LLC v. Staples, Inc406 F. Supp. 2d 717 (E.D. Tex. 2005%tapleOrdef’); Orion IP, LLC v.
MercedesBenz, LLC Case N0.6:05cv-322, Docket No. 488 (E.D. Tex.Apr. 10, 200); Clear with Computers,
LLC v. Hyundai Motor America, IncCase No. 6:08v-479, Docket No. 143(E.D. Tex.Jan. 5, 2011 (“HMA
Order’); andClear with Computers, LLC v. Bergdorf Goodman, ,Ii@ase No6:09-cv- 481, Docket No. 169 (E.D.
Tex. Jan. 5, 2011)



“[C]laims ‘must be read in view of the specification, of which they are a ‘pait.
(quoting Markman v. Westview Instruments, |62 F.3d 967, 979 (Fed. Cir. 1995)). “[T]he
specification ‘is always highly relevant to the claim construction analysisuallys it is
dispositive; it is the single best guide to the meaning of a disputed telan (§uotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199@)gleflex Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 2002). In the specification, a patentee may define his own
terms, give a claim term a different meaning that it would otherwise possess¢lamdisr
disavow some claim scop&hillips, 415 F.3d at 1316. Although the Court generally presumes
terms possess their ordinary meaning, this presumption can be overcome bgratatdrolear
disclaimer. See SciMed Life Sys., Inc. v. AdvanCGeadldiovascular Sys., Inc242 F.3d 1337,
134344 (Fed. Cir. 2001). This presumption does not arise when the patentee acts as his own
lexicographer. See Irdeto Access, Inc. v. EchoStar Satellite C&®3 F.3d 1295, 1301 (Fed.
Cir. 2004).

The specifiation may also resolve ambiguous claim terms “where the ordinary and
accustomed meaning of the words used in the claims lack sufficient clgpgynit the scope of
the claim to be ascertained from the words alon@gleflex, Ing. 299 F.3d at 1325. Fo
example, “[a] claim interpretation that excludes a preferred embodimenttifi®mscope of the
claim ‘is rarely, if ever, correct.”Globetrotter Software, Inc. v. Elam Computer Group,|862
F.3d 1367, 1381 (Fed. Cir. 2004) (quotigronics Corp, 90 F.3d at 1583). But, “[a]lthough
the specification may aid the court in interpreting the meaning of disputed langualge
claims, particular embodiments and examples appearing in the specificationtwgiénerally be
read into the claims.Constantv. Advanced Micrdevices, Inc.848 F.2d 1560, 1571 (Fed. Cir.

1988);see also Phillips415 F.3d at 1323.



The prosecution history is another tool to supply the proper context for claim
construction because a patentee may define a term during prosecution ofetite platme
Diagnostics Inc. v. LifeScan, In@81 F.3d 1352, 1356 (Fed. Cir. 2004) (“As in the case of the
specification, a patent applicant may define a term in prosecuting a patehtig welt
established doctrine of prosecution disclaimer “preclud[es] patentees doapturing through
claim interpretation specific meanings disclaimed during prgsE.” Omega Eng'glinc. v.
Raytek Corp 334 F.3d 1314, 1323 (Fed. Cir. 2003he prosecution history must show that the
patentee clearly and unambiguously disclaimed or disavowed the proposed iriterpdetang
prosecution to obtain claim allowes Middleton Inc. v. 3M Co. 311 F.3d 1384, 1388 (Fed.
Cir. 2002);see also Springs Winddwashions LP v. Novo Indus., L,B23 F.3d989, 99 (Fed.

Cir. 2003)(“The disclaimer . . . must be effected witleasonable clarity and deliberatené}s.
(citations omitted)). “Indeed, by distinguishing the claimed invention over the prior art, an
applicant is indicating what the claims do not cove8gectrum Int, Inc. v. Sterilite Corp,. 164
F.3d 1372, 137879 (Fed. Cir. 1988) (quotation omitted):As a basic principle of claim
interpretation, prosecution disclaimer promotes the public notice function of the imtrins
evidence and protects the public’s reliance on definitive statements made duriaguficos”
Omega Eng’g, In¢.334 F.3d at 1324.

Finally, the Court gives reasoned deference to prior claim construction rulings involving
common terms in related patenSeeMaurice Mitchell Innovations, LP v. Intel CorpNo. 2:04-
cv-450, 2006 WL 1751779, at *4 (E.D. Tex. June 21, 2006) (holdimay plaim construction
proceedings involving the same pateintsuit are “entitled to reasoned deference under the
broad principals oftare decisisand the goals articulated by the Supreme CouNlankman

even thougtstare decisisnay not be applicablper se”); Omega Engineering, Inc. v. Raytek



Corp., 334 F.3d 1314, 1334 (Fed.Cir.2003)(“[W]e presume, unless otherwise compelled, that the
same claim term in the same patent or related patents carries the same construed’)neaning

l. Agreed Terms

Term Agreed Construction

“static database™{39 Patent, claims 1, 11, 2| A database that is not alterable during
generation of a composite visual output”

. Claim Construction of Disputed Terms

“customized proposal” (‘776 Patent daim 61; ‘739 Patent, claims 2, 3, 12, 20, and 21)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs tq “information for selling equipment to a
construed it should be given its plain g specific,identifiablecustomer reflecting the
ordinary meaning. customer'slesired features and uses of the
equipment (‘776 Patent claind1)

“information for selling a tangible product to |a
specific, identifiable customer reflecting the
customer’s desired features and uses of the
tangible praluct” (‘739 Patent, claims 2, 3, 12,
20, and 21)

This term appears iboth the preamble and body of clai@l of the ‘776 Patent.
Defendants argue thierm in the preamblgerves as an antecedent basis for the term in the body.
DocketNo. 111 at 6. According to Defendants, the preamble limits the claim becdtlée “
entire purpose of th& 76 Patent and claim 61 is to generate a customized proposal for selling
equipment to particular customeérs Id. Defendantscontend the claim languageand
specifcationdirectly support their proposed constructioic. at 78.

CWC respondghat the “Court already has ruled on the scope ef ltmitation of this
claim terni in the StaplesOrder. Docket No. 114 at 2.While “CWC does not disagree” that

the preamble is limiting, CWC claims that limitation should not be part of the term “custbmiz



proposal.” Id. at 3. CWC also objects to the limitation of a specific, identifiabistomer
becausethe specification malkse clear that the invention is directed to providing customized
proposals fompotential customers.” DcketNo. 114 at 3 (citing776 Patent atol. 2:18-21)
(emphasis added).

Defendants have failed to adequately support their proposed construcbefeidants’
proposed construction of claim 61 of th&/6 Patent is redundamif the preamble, which
clarifies that‘customized proposal” ior selling equipment to particular customet$. There is
no need to import readily understood claim language in® d¢bnstruction this term.
Defendantslimitation of “reflecting the customer's desired features and uses of the equipment”
also repeats thelaim language that clarifies the customized proposal is based on “receiving
information identifying a custoar’s desired equipment features and useg’76 Patent, claim
61. Likewise, Defendants’ proposedferences to a “tangible” product and the “customer’s
desired features and useas”their proposal for thé739 claimsare addressed bgurrounding
claim language and should not be imported into the construction of the term “customized
proposal.” In sum, Defendants’ proposals are nothing more than reading the plain meaning of
these terms in the context of the claims as whole; therefore constructions aressane See
U.S. Surgical Corp. v. Ethicon, Ind03 F.3d 1554, 1568 (Fed. Cir. 1997Qlaim construction
is a matter of resolution of disputed meanings and technical scope, to clarify andegkessary
to explain what the patentee covered by thex®dafor use in the determination of infringement.

It is not an obligatory exercise in redundancy.”)

Accordingly, this term does not require construction.

2 The Court discusses whether customers must be “specific, identifiabledliziany the “customer” term.
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“customer” (*776 patent, claim 61;739 Patent, claims 1, 11, and 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs tq the identifiable person providing answers to
construed it should be given its plain g the questions presented
ordinary meaning.

CWC argues that the Court shouttnstruethis term according to its plain meaning,
consistent with its prior ruling in th8taplesOrder. Docket No. 114 at 3. Defendants respond
that Staplesaddressed a different dispute and that “[u]nlike the prior cases, the parges he
dispute whether a customer is an ‘identifiable person,” and whether that idemffeabbn is the
one ‘providing answers to the questions presented.” Docket No. 111 at 10. Defendaets ar
that “the intrinsic evidence repeatedly and consistently refers to aiftspéparticular,” or
‘individual’ customer as the person providing answers to the questitthsat 10.

Defendants’limitation of an “identifiable® customer is unclear and lacks sufficient
support. The specifications describe “specific” or “particular” customesge e.g, ‘739 Patent
at col. 2:4042 (“each customized proposal is customized doparticular customer”);776
Patent atol. 2:34-37 (“The customized proposal, therefore, containsinformation that is all
of interest to and relevant to a specific customer.”). However, Defendants hareownot why
it is necessary to make such customers “identifiable” or what doing so méalastionally,
Defendants’limitation of “providing answers to the questions presented” is addresséaeb
surroundingclaim language and should not be imported into the construction of the generic term
“customer.” The Court has already held that “according to the claim language . . . the customer
is the person who answers the plurality of questions relating to the product’s featdneses.”

StaplesOrder at 6. It follows thatthe claimed customer is not a classpebplethat provide

% In other terms, Defendants require customer to be a “specific, idbtgifcustomer” for the same reasons that
Defendants include “identifiable” in this ternmSee, e.g.“customized proposal” and “customized visual output”
proposals. The Court rejects adding “specific, identifiabdethibse constructions for the same reasons it rejects
adding “identifiable” to the construction of this term.



generic answers based on market resea®be‘739 Patent, col2. Therefore, Defedants’

limitation of a customers*“the person providing answers to the questions presentedthing

more than the plain meaning of the term when read in context of the claim as a whole.

Accordingly, this term does not require construction.

“information identifying a customer's desired equipment features and uses{('776 Patent,
claim 61); “plurality of questions relating to features and uses of the equipment” ‘{76
Patent, claim 61);and “plurality of answers to the questions, the answers specifying the
customer's desired equipment features and uses7(76 Patent, claim 61)

CWC'’s Proposed Construction

Defendants’ Proposed Construction

No construction needed; if the tesmeed to be
construed theyshould be given its plain ar
ordinary meaning.

“information identifying a customer's desireg
equipment features and uses” agdrmation
separately identifying a customer's

desired equipment features and the custome
desired equipment as’

“plurality of questions relating to features an
uses of the equipmends ‘at least two
guestions, at least one of which relates to
features of the equipment and at least one o
which relates to uses of the equipment”

“plurality of answers to the questions, the
answers specifying the customer's desired
equipment features and uses’ “answers
separately identifying the customer's
desired features of the equipment and the

2l'S

customer's desired uses of the equipment”

Defendantspresent similar arguments for these related ternkr the first term,

Defendantsargue the phrase “desired equipment” modifies Bfgthtures” and “uses.”Docket

No. 111 at 13.Defendants further argue “[t]he specification of Théé Patent also demsimates

that the claimed “informationseparatelyidentifies the customer’s desired equipmésdtures

and the customer’s desired equipmeses’ Id.

at 14 (emphasis by Defendantdjor the next

term, Defendants argue “of the equipment” modifies bddaturesand “uses’and that at least



one question must relate to the equipmfadturesand a separate question must relate to
equipmentuses Id. at 14-15. For the third term Defendants argu&desired equipment”
modifies both feature$ and “uses” andthat at least onanswermust relate to the equipment
featuresand a separat@nswermmust relate to equipmenses Id. at 15. Therefore, Defendants
propose constructions that clearly state there is one at least one questionnandegerding a
customer’s desired equipment features and at least one other question and answegragardi
customer’s desired equipment useWC responds that the claim scope as already been resolved
in the StaplesOrders construction of “plurality of questions relating the features and uses of
the products,” and that the term needs no construction. Docket No. 114 at 4.

Defendants’ argument that there must be separate questions relating to timeeaguip
features and uses has already been rejec&dplesat 725-26 (‘T he specification does not
require questions and answers on both features and usefN]Jowhere is there any statement
that the invention requiresat a minimum—a question and an answer on a customer’s desired
options (or features) and a question and an answer on a customer’s desired intarsesy.{.
However,Defendants are correct that “desired equipment” modifies both “featuresuses!’
andthat “of the equipment” modifies both “features” and “useSee, e.qg.”776 Patent atol.
2:20-28 (describinghoth a customer’s desired equipment “usasl the customer’s “features of
interest” in the equipment Such reading of the term is consistent with its plain and ordinary
meaning; therefore it is not necessary to adopt more complicated language.

Accordngly, this term does not require construction.



“equipment environment pictures” (‘776 Patent, claim 61) and “an image of an
environment in which the product for sale is to be used™739 Patent, claims 1, 11, and 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the tesmeed to bg “equipment environment pictures” as “two of
construedeachshould ke given its plain an¢ more pictures, illustrating an environment in
ordinary meaning. which the equipment may be used, which dg
not include an image of the equipment”

“an image of an environment in which the
product for sale is to be used” as “an image,
illustrating an environment in which the
product for sale may be used, which does not
include an image of the product for sale”

Defendants argue that the product for sale cannot be displayed in “equipment
environment pictures” and the “image of the environment” cannot include the picture (@)imag
of the particularproduct for saldecause thelaims separately identify environmagittures (or
images) and product pictures (or imageBpcket No 111at18-19. Therefore, Defendants are
arguing the environment pictures (or images) cannot contain the particular prodsetefor
CWC responds that there is nothing in the intrinsic re¢ordupport Defendants’ argument.
Docket No. 114 at 5.

Defendants’arguments are not substantially different from the arguments the Court
rejected in theStaplesandHMA Orders. The Defendants in those cases argued that environment
pictures [images] should not include pictures of produSieseStaplesat 731;HMA at 9. As the
Court has previously ruled, “fip patentee used the terms (1) “product pictures,” (2)
“environment pictures,” and (3) “text segments” to refer to three sepgpe of pictures. But
that does not necessarily mean that a “product picture” nausteloid of anything but the
product or that an “environment picture” must be devoid of anything but the envirohment.
Staplesat 732. Defendantattempt to distinguish theposition by clarifying that they only
propose texclude the particular produidr sale from being in the environment picture, whereas

10



the Defendants in thMA case argued the environment picture must be devoid of any product.
Docket No. 111 at 19, n.4. Defendants fail to show, howewviey, such distinction has any
bearing on thanalysis.

Accordingly, theséerns do not require construction.

“picture” (‘776 Patent, claim 61 and739 Patent claims 1, 11, and 21)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs t( an image
construed it should be given its plain g
ordinary meaning.

Defendants argue tHé39 Patent uses the terms “image” and “picture” interchangeably,
as Defendants argue the examiner did during prosecution &ftedPatent. DcketNo. 111 at
36. Defendants also argue that the plain and ordinary meaning of “pictures tefea
photograph, which Defendants submit is too narrow because in the context of theipateitfs
“a ‘picture’ relate[s] to any visual, netextual representation of theubject (e.g., product or
environment),” such as “drawings, caricatures and computer generatgelsiméd. at 36-37.
CWoC replies that “everything in the intrinsic record defines a picture irr@aoce with its plain
and ordinary meaning. Whether the picture is a sketch or of photographic qualityeisamtél
Docket No. 114 at 5.

The claims use “picture” and “image” interchangeabBee, e.q.'739 Patent claim 1
(describing the selecting of a product and environmiemag€e from a static databagbat stores
“pictures). However, Defendants fail to show that such equivalency requires a construction.
There is nothing in the intrinsic record that indicates the patentee used anyti@nghan the
plain and ordinary meaning of théerm “picture’ Nor have Defendants shown, beyond a
conclusory statement, that the plain and ordinary meaning of picture is limifgwbtographs

and thus contrary to its use in the asserted patents.

11



Accordingly, this term does not require construction.

“compiling the gathered equipment information in the computer into the customized
proposal” (‘776 Patent claim 61)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs tq dynamically assembling in the computer a
construedit should be given its plain ar particular equipment picture, a particular
ordinary meaning. equipment environment picture, and a
particular text segment each of which was
separately selected in response to atlene
of the answers to create the customized
proposal

Defendantdirst argue that the word “dynamically” must be added to the Court’s prior
construction of “compiling” because “the entire purpose of th[e] invention, as expresse
throughout the'776 speification,” is to solve various problems by “dynamically” creating
customized, printed proposals for potential purchasers of a proddmtket No 111 at 21.
Defendantsnext argue that their constructios necessaryo clarify “the gathered equipment
information” refers to the information that was “retrieved” in step ¢f)the claim (i.e.,
‘particular equipment picture;’ ‘particular environment picture;” andtipalar text segment;’)

Id. at 21-22.

Defendants addition dfdynamically” is unnecess@ and potentially confusing. The
claim language already requires the compiling to be done “automaticall§6’ Patent claim 61
(“[ AJutomically compiling the gathered equipment information . . . Defendants’ have not
shown why the Court should adynamically” and whether that word would replace the claim
term “automatically.” Regarding what the “gathered equipment information” refers to, the
parties agreed at oral argument that the plain meaning of the term sethgathered equipment
information” of step (d) is the same information that was retrieved in step (c). Docket No. 145 at

52:9-12, 55:1756:3. Therefore, the Defendantsroposed construction listing out the gathered

12



equipment information is unnecessarfeeU.S. Surgical Corp.103 F.3dat 1568 (“Claim
construction . . . is not an obligatory exercise in redundancy.”).
Accordingly, this term does not require construction.

“customized visual output” (‘739 Patent, claims 11, 12, 13, 17, and 18); “single composite
customized visualoutput” (‘739 Patent, claim 11); “single composite visual output”739
Patent, claims 1, 2, 11, and 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

a single image that includes the selected | a single, displayed image (i) that combines
and an image of a product in a produselected text, the selected image of a product,
environment and the selected image of a product
environment (ii) for selling a tangible product
to a specific, identifiable customer based uppn

the customer's desired features and uses of|the
tangible product for sale

CWC argues the Court should adopt its prior constructiothe$e termsas “a single
image that includes the selected text and an image of a product in a product envifonment.
Docket No. 114 af-8 (quotingHMA Order at 10). Defendants argue their modification of the
Court’s construction in theElIMA Order isnecessary to clarify the visual output is the output that
displays the customized proposals ta generated by ttadleged invention. Daket Na 111 at
9.

Defendants additional limitations areredundantin light of the surroundingclaim
language. See, e.q."739 Patentclaim 1 (the customized visual output includes thantible
product for sale” and created based on a customer’s “desired feature and desited uses
Removing the redundant language from Defendants’ construetwes itequivalent tacCWC's.
Therefore, there is no dispute over this claim term.

Accordingly, these terms are construed assingle image that incleg the selected text

and an image of a product in a product environment.”

13



“tangible product” (‘739 Patent, claims 1, 11, and 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs tq a specific, identifiable product
construed it sbuld be given its plain an
ordinary meaning.

Defendants argue their proposal “will avoid jury confusion and/or inevitableniasite
(and unnecessary) disputes over [the] ‘plain and ordinary meaning’ [of ‘tangibluct’] at
trial.” Docket No. 111 at 35. Defendants claim “[t]89 Patent exptitly describes and
discloses the output of the claimed computgplemented technology as a customized proposal
for a specific product of interest to the consumer that is identifiable by derdse and uses
specified in the customer’'s answers to a plurality of questions about the prodictCWC
replies that “[sJomething tangible is nothing more than something that is toachaards such
as ‘specific’ and ‘identifiable’ are merely backdoor attempts to read in lion&tDefendants
have urged repeatedly in ‘customized proposal,’ [Jcustomized visual output,” ‘cust@nd
‘of particular interest to the customer.”” obket No. 114 at 8.

Introducing “specific” and “identifiable” needlessly adds coicgtion and confusion to a
well-understood termThe claim language identifies a tangible product as one that is “for sale.”
‘739 Patent, claim 1. Likewise, tiBackgroundand Summary of the Inventiarsesthe context
of the car industryto describea car dealership creating austomized proposaighlighting
informationfor a car that a customer may take otest drive. ‘739 Patent, cols-2. These
descriptions are fully consistent with the ordinary meaning of “a tangiol@uct” as a product
that existsand is for sale.

Accordingly, this term does not require construction.

14



“automatically selecting by the computer system, in response to at leasieoof the received
answers, an image of a tangible product for sale, an image of an environment in withe
product for sale is to be used ana text segment comprised of a description of the product
specifications and performances that are of particular interest to the custoer” (‘739
Patent, claim 1, 11); and “automatically selects, in response to at least one of theveais,
an image of a tangpble product for sale, animage of an environment in which the product
for sale is to be used and a text segment comprised of a description of the produ
specifications and performances that are of particular interest to the custoen”(*739
Patent, claim 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the tesmeed to bg automatically selecting by the computer
construed theyshould be given its plain ar system, in response to at least onthef
ordinary meaning. received answers, an image of a tangible
product for sale [of particular interest to the
customer], an image of an environment in
which the product for sale is to be used [of
particular interest to the customer] and a tex
segment comprised of a deption of the
product specifications and performances [of
particular interest to the customer]

—

Defendantsarguetheir proposed constructisare ‘intended to clarify that the phrase ‘of
particular interest to the customer’ applies to each of the following limitaticthe in39 Patent,
claims 1, 11, and 20: (1) ‘an image of a tangible product for sale,” (2) ‘an image of
environment in which the product for sale is to be used,” and (3) ‘a text segmentsenhgra
description of the produsipecifications and performances.”o&etNo. 111 at 24. Defendants
urge that “[tlhe claims are clear, the specification is clear, and the parties anHefdkral
Circuit] panel in theHyundai case were clear that the phrase ‘of particular intereshdo t
customer’ applies to each of the limitations . . .1d. at 25. Defendants argue that judicial
estoppel should preclud&VC from arguing otherwiseld. at 25-26.

CWC argues that at the Federal Circuitpresented an alternative argument where it
claimedthe plain and ordinary meaning of this phrase does not require “of particigieest” to
apply to each of the selectionBocke No. 114 at 9 (citingd., Ex. 1,Clear with Computers v.

15



Hyundai Motor Am., In¢.No. 20121291, 2/5/2013 Hr'g Tr. at 30:231:1). Thus, CWC claims
it is being consistent by now arguing the same thiBgeDocket No. 114 at 9.

Thedispute involving these terms in tXeroxandStaplesOrders focused on whether a
particular product picture, a particular product emwiment picture, and a particular text segment
are selected in three separate steépsexXeroxat 6 (citing Staplesat 735) (findingthis selected
information must be selected in three separate steps). The current disputascomether the
phrase “of aparticular interest” modiés each of thee selections. CW@ddressed this issue
both at postirial in the Hyundaicaseand on appeal at the Federal Circuitotably, during the
Hyundai postirial briefing, the parties and the Court understood that the selections must be of
particular interest to a customeHyundaj No. 6:09cv-479, DocketNo. 413 at 46 (E.D. Tex.
Jan. 9, 2012fholding “[t]he particular interest limitation requiresatithe selected environment
in which a product is displayed be ‘of partigulinterest to the customer.”)Likewise, at the
Federal Circuit, CWG primary argumenaissumed the selected environmental image was of
particular interest to the customer. Docket No. 114, Ex. 1 atCEar with Computers v.
Hyundai Motor Am., In¢.No. 2012-1291, Feb. 5, 2013 Hr'g Tr. at 28:11-29:16).

Additionally, the specification treatsach of theselectionsas being of particular interest
to the customer.’739 Patent atol. 2:31-35 (The customized proposal . contains pictures,
textual descriptions, and pricing informatitmat is all of interest to and relevant to a specific
customey since all of the pictures and text were linked together based upon the customer’s
answers.”); col. 4:50-5:44 (describing Figs. 1A and 1B, which illustrate the environmental
pictures, product options and text segment are based on the customer's needs, atesire

interests);col. 11:2328 (explaining the “individual feature, benefits, amavironments . . . are

16



of particular interest to the individual customer”Yhe specification thus confirmthat “of
particular interest” modifies all the selections.

Accordingly, these terms are construed as “automatically selecting by the teompu
system, in response to at least one of the received answers, an image of a pandjlaefor
sale, an image of an environment in which the product for sale is to bheandeal text segment
comprised of a description of the product specifications arfdrpganceswherein the product,
environment, and text segment aaeleof particular interest to the custonier.

“of particular interest to the customer” (‘739 patent, claims 1, 11 and 20)

CWC's Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs tq desired by the specific, identifiable customet
construed it should be given its plain g specified by his/her answers to the questions
ordinary meaning. and not generic information about the product
provided to all customers of the product

Defendants argue that the Court should construe this disputed term becausaiigparti
interest’ is a subjective term of degree relating to a person’s mental poefer€mterest’)
modified by an indefinite adjective (‘particular’).” Docket No. 111 at1¥% Defendants
contend that “because th&39 Patent teaches away from predetermined, generic brochures for
all customers, what the claim refers to as ‘of particular interest to the custanent include
generic hformation.” Id. at 16. Defendants also argue that “construction of this term must
provide an objective criteria for determining whether something is ‘of pkaticoterest’ and
therefore, met by the claims. In the context of th&@d Patent, the ‘intest’ of a specific,
identifiable customer is derived from the answers to questions posed to the cuistdrredrl?.

CWC responds that Defendants are improperly attemptmgriport their definition of

‘customer’ heré¢ Docket No. 114 at 10. CWC fuer claimsthe term does natquire any
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objective criteriaand thatthe Federal Circuiheld “of particularinterest to the customer” does
not require a construction. Docket No. 114 at 10.

The Court has alreadyiscussed the claim scope and construction of “customer” above,
and there is no need to incorporate that discussion thaerm “of particular interest.”
Defendants’ negative limitation ohdt generic information about the product provided to all
custoners of the produttis too broad and could exclud#ormation that is provided to more
than one customer. For exampiaultiple customers may answaerdividual questionsn a
similar manner and thereby receive the same information that is “of parimgiast” to them,
but this does not necessarily mean the informatiothgeneri¢ or outside the scope of the
claims.

The specification describes the invention as a system that queries a custdetertone
his or her interests and cresteistomizedoroposal based on those interest39 Patent cols. 1—
2. The selected product image, environment image, and text are based on the ofténests
customer, which is consistent with the ordinary meaning that they are rtafuper interest” to
the cusomer.

Accordingly, this term does not require construction.

“active database” (739 Patent, claims 1, 11, and 20)

CWC's Proposed Construction Defendants’ Proposed Construction

a database that is alterable based on user ir} a database that édterable during generation (
a composite visual output based on user inp

Defendants argue that the claims “make clear that the ‘active database’ is only alterable
during generation of the composite visual output.” Docket No. 111 at &dcording to
Defendants, the active database is only used in the context of generatingirtied cisingle

composite visual output.’ld. Defendantslaim thistemporal limitation is also needed because
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CWC'’s infringement contentions accusestrumentalities that are “wholly unrelated” to the
customized visual outp(t.

CWC respondthat the Court should adopt its construction fromHMA Order. Docket
No. 114 at 10. CWC argues that “[n]othing in the plain language of the claims staieg ‘d
generation of a composite visual outputld. CWC also criticizes Defendafor improperly
relying on infringement theories as a basis for their proposed construlcticat.11.

Noninfringement disputeare a separatequiry from claim constction. Defendants’
concerns about the breadth of CWC'’s infringement contentions, however valid, are not a
legitimate reason to add theiproposedtemporal limitation to the claim. Additionally,
Defendants’ proposal, as written, is not more limiting tAWC’s. Both parties appear to
assume Defendants’ constructiomndatesthat theactive database is alterabdmly during
generationof a composite visual output, though the proposed language is not so restricting.
Defendants did not address this inceteicy at oral argument.

Assuming the Defendasmtmeant that an active database is alteradody during
generation of a composite visual output, the Defendants did not justify such a negutateh.

The active database clearly is alterable dutiveggeneration, but the claim does not prohibit the
active database from being altered at other timEsough the preferred embodiment describes
that the active database is “typically” altered during the generation of a atenyesal output,
such a lintation is notmandatory, nor is it found in the claim languagee'739 Patent atol.
6:3-11 (‘Customerrelaed information may be entered . typically beginning at the time the

program is first started, and may continue to be entered intermittntlyghoutthe time the

* Defendants cite CWC's infringement contentions against Defend@tfdiCexample. Docket No. 111 at 27.
CWC identifies the “Find a Dealer” form, wherein a user enters their zip aito a form to generate a map
showing “Recommended JCB Dealer[s]” as meeting this limitatibowever, this form is not used to create the
JCB product profile page, which is the identified “single compos#ealioutput of claim 11 of the ‘739 Patent.
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program is running). Therefore, the Court adopts its prior construction expressed HiMlide
Order.
Accordingly, an “active database” is “a database that is alterable based on usér input

“customer information” ( ‘739 Patent, claims 1, 11, 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

No construction needed; if the term needs t¢ information about the customer that is used
construed it should é given its plain anq generate the customized visual output
ordinary meaning.

Defendantsarguetheir proposal properly explains that the customer information is used
to generate the customized visual outpi@ockd No. 111 at 28. Defendants explain that
“[blecause ‘customer information’ is within the ‘wherein’ clause, a clausa@pdahe purpose of
providing more detail on how the ‘customized visual output’ is generated, the ‘customer
information’ is necessarily used in generating the ‘customized visual outpud.”at 29.
Defendantssubmitthat the specification and the prosecution hisgnyilarly explain that the
customer information is linked with all the other information that is used to genegmte th
customized visual proposald. at 30. CWC replies that “Defendants’ ‘wherein’ and ‘linking’
arguments cannot and do not overcome the ‘*heavy presumption’ that the terms in algatent
should be given their ordinary meanings.” Docket 114 at 11. According to Defendants,
customer information is a well understood term and “there is nothing in the clagoatpn [that
says] the [customized visual output] is based on the customer information.” Docket No. 145 at
70:22-24.

Defendants’ added reqeiment that the information is “used to generate the customized
visual output” is redundant and unnecessary in light ofstireoundingclaim language. For
example, clainl of the‘739 Patent recites ‘single composite visual output is generated by” a

selection device that is “operatively interconnectedthe ‘active databaséwhich contains the
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customer informationn the same way the selection device is “operatively connected” to a static
databas, which contains the product text and picturd$us, Defendants are correct that the
customer information is used in the generation ofctistonizedvisual output. However, such a
reading is nothing more than the iplaneaning of the term read in cexrt of the claim. CWC
did not rebut Defendants’ citations to the specification and prosecution history, aigich
consistent with this reading.

Accordingly, this term does not require construction.

“dynamically building a template utilizing the selection device to fill in the émplate to
produce the [single] customized visual output”‘739 Patent, claims 1, 11, 20)

CWC'’s Proposed Construction Defendants’ Proposed Construction

constructing a template that may be modiff dynamically constructing a customized
to fit selected images and teutilizing the| template filled in by the selection device using
selection device customer informabn selected from the active
database and text and pictures from the static
See “single composite visual output” ar| database
“customized visual output”; plain and ordingry

meaning for remaining terms

Defendants argue that “[w]hile the Court construed ‘dynamically building plaéenin
[the] HMA case, that construction did not consider the dispute between the parties in this action,
i.e., the meaning of [the] ‘utilizing the selection device to fill in the template to peothe
customized visual output/single composite visual output’ languag®otket No. 111 at 32.
Defendantssubmit that “given the claimed ‘wherein’ clause, the active database (storing
customer information) and the static database (storing text and picaresecessary for
generating the customized visual outpud’ at -33. Otherwise, Defendants argue, “the claim
would be vague and ambiguous as to what the selection device is using to ‘fill amisiate.””

Id. at 33. Finally, Defendants criticized CWC’s construction for not including the word

“dynamically.” Defemlants assert “dynamically” should be included or construed because the
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patentee added dturing prosecutiono explain that'the system, method or computer readable
product according to the present disclosdggmamically builds a template.” Id. at 33-34
(quotingid., Ex. J, 5/27/2009 Amendment Under @F.R.81.116 and Statement of Substance
of Interview at 14) (emphasis added).

CWC responds that “[tlhe term ‘wherein’ and the remaining claim terms have not
changed since the Court ruled on this term saHMA Order. The reliance on the prosecution
history is also misplaced and was also before this Court previously.” Docket Nd.11114 a

The amendment which added the word “dynamically” shows the patentethagdtdase
“dynamically building a template” to mean the process of “utilizing a selection device to fill in
the template.”DocketNo. 111, Ex. At 14 (5/27/2009 Amendmeunhder 37 C.F.R. §1.116 and
Statement of Substance of Intervjew “Utilizing a selection device to fill in the template” is
part of the claim language. ‘739 Patent, claim 1. Therefore construing rtinédygmamically
building a template utilizing the selection device to fill in the template’ does not need to
repeat the word “dynamically” as part of the construction ef®iants suggest.

Additionally, Defendants’ language restatinge roles of theactive database static
databaseand customer information isnecessarn light of the surrounding claim language.
For example, claim 1 of tH&39 Patent recites thatte system dynamically building a template
utilizing the selection device. . to produce thsingle composite visual outputand thatthe
selection device is “operatively interconnected to an active database [and] a staticedatabas
Incorporatingthese claim limitations in the construction of tltynamically building terms is
thus improper Removing this languagieom Defendants’ proposalesults inessentially the

sameconstruction the Court adopted in tHMA Order and that CWC advocates.
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Accordingly, they dynamically building terms are construedcamstructing a template
that may be modified to fit selected images and text utilizing the selection device
CONCLUSION
For the foregoing reasons, the Court interprets the claim langoaiés case in the
manner set forth above. For ease of reference, the Court’s claim interpretagisasfarth in a

table in Appendix A.

So ORDERED and SIGNED this 12th day of June, 2014.

LEONARD DAVIS
UNITED STATES DISTRICT JUDGE
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APPE

NDIX A

Claim Term

Court’s Construction

customized proposal

No constructions necessary.

customer

No constructions necessary.

information identifying a customer's desired
equipment features and uses

No constructions necessary.

plurality of questions relating to features an
uses of the equipment

No constructions necessary.

plurality of answers to the questions, the
answers specifying the customer's desired
equipment features and uses

No constructions necessary.

equipment environment pictures7{6
Patent, claim 61) and “an image of an
environment in which the product for sale is
to beused” (739 Patent, claims 1, 11, and 2

No construction is necessary.

“picture” (‘776 Patent, claim 61 arid39
Patent claims 1, 11, and 21)

No construction is necessary.

“compiling the gathered equipment
information in the computer into the
customizd proposal”’‘7 76 Patent claim 61)

No construction is necessary.

“customized visual output®{39 Patent,
claims 11, 12, 13, 17, and 18); “single
composite customized visual outpuf7 39
Patent, claim 11); “single composite visual
output” (739 Patent, claims 1, 2, 11, and 2(

“a single image that includes the selected te

and an image of a product in a product
environment”

“tangible product” (739 Patent, claims 1, 11
and 20)

No construction is necessary.

“automatically selecting by the computer
system, in response to at least one of the
received answers, an image of a tangible
product for sale, an image of an environme
in which the product for sale is to be used 4
a text segment comprised of a description ¢
the product specifications and pmrhances
that are of particular interest to the custome
("739 Patent, claim 1, 11); and “automatical
selects, in response to at least one of the
answers, an image of a tangible product for
sale, an image of an environment in which 1
product for sale is to be used and a text
segment comprised of a description of the
product specifications and performances th
are of particular interest to the custom&t39
Patent, claim 20)

“automatically selecting by the computer
system, in response to at least one of the
received answers, an image of a tangible

nproduct for sale, an image of an environmer
nd which the product for sale is to be used, a
fa text segment comprised of a description 0
the product specifications and performances

rvherein the product, environment, and text
lysegment areachof particular interest to the
customer”

he

at

~+

nd

Py
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Claim Term

Court’s Construction

“of particular interest to the customef7 89
patent, claims 1, 11 and 20)

No construction is necessary.

“active database™{39 Patent, claims 1, 11,
and 20)

“a database that &terable based on user
input”

“customer information”‘ 39 Patent, claims
1,11, 20)

No construction is necessary.

“dynamically building a template utilizing th
selection device to fill in the template to
produce the [single] customized visual
output” (739 Patent, claims 1, 11, 20)

“constructing a template that may be modifi¢
to fit selected images and text utilizing the
selection device”
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