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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF TEXAS
TYLER DIVISION

UNILOC LUXEMBOURG S.A. ,etal.,
Plaintiffs, CIVIL ACTION NO. 6:12-cv-968
V.

JURY TRIAL DEMANDED
COREL INC,, etal.,

w W W W W W W W W

Defendants.

MEMORANDUM OPINION AND ORDER

This Memorandum Opinion construes the disputed claim terms in United States Patent
No. 7,024,696€the '696Patent) On Septembef8, 2014 the parties presented arguments on the
disputed claim terms at tHdarkman hearing. The Court resolves the claimrta disputes as
statedand for the reasons discussed below.

BACKGROUND

On December 21, 2012Plaintiffs Uniloc Luxembourg S.A. and Uniloc USAnd.
(collectively “Uniloc”) filed the lead actiomaptioned above and its action (6:42972) against
PerkinElmer, Inc. (“PerkinElmer”the only remaining Defendant in the consolidated .case
Uniloc allegesthat Defendantinfringes the '696 Rtent entitled “Method and System for
Prevention of Piracy of a Given Software Application Via a Communications Netwdihe
patented technology relatestechniques for preventing piracy of software applicatisash as

limiting the applicatiofs functiorality until it is activated by a remote service provider.
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APPLICABLE LAW

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent definentrention
to which the patentee is entitled the right to excludeliillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (quotingnova/Pure Water, Inc. v. Safari Water Filtration Sys.,,I881
F.3d 1111, 1115 (Fed. Cir. 2004)T.he Court examines a patent’s intrinsic evidence to define
the patented invention’s scopd. at 1313-14;, Bell Atl. Network Servs., Inc. v. Covad Commc’ns
Group, Inc, 262 F.3d 1258, 1267 (Fed. Cir. 2001trinsic evidence includes the claims, the
rest of the specificatigrand the prosecution historyPhillips, 415 F.3d at 1312.3; Bell Atl.
Network Sers, 262 F.3d at 1267.The Court gives claim terms their ordinary and customary
meaning as understood by one of ordinary skill in theitathe time of the inventionPhillips,
415 F.3d at 1312-13lloc, Inc. v. Int'l Trade Comm’i342 F.3d 1361, 1368 (Fed. Cir. 2003).

Claim language guides the Court’s construction of claim terfisillips, 415 F.3d at
1314. “[T]he context in which a term is used in the asserted claim can be highligtiast” Id.
Other claims, asserted and unasserted, can provide additional instruction béeauseate
normally used constently throughout the patent.’Id. Differences among claims, such as
additional limitations in dependent claims, can provide further guidddce.

“[C]laims ‘must be read in view of the sp&cation, of which they are a part.”ld.
(quoting Markman v. Westview Instruments, |n§2 F.3d 967, 979 (Fed. Cir. 1995))[T]he
specification ‘is always highly relevant ttet claim construction analysisUsually, it is
dispositive; it is the singlbest guide to the meaning of a disputed terrtd:”(quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199@)gleflex. Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 200®).the specification, a patentee nasfine his own

terms, give a claim term a different meaningntitawould otherwise possess, or disclaim or



disavow some claim scop&hillips, 415 F.3d at 1316Although the Court generally presumes
terms possess their ordinary meaning, this presumpéiorbe overcome by statements of clear
disclaimer. See SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys.242cF.3d1337,
134344 (Fed. Cir. 2001).This presumption does not arise when the patentee acts as his own
lexicographer. See Irdeto Aeess, Inc. v. EchoStar Satellite Corp83 F.3d 1295, 1301 (Fed.

Cir. 2004).

The specification may also resolve ambiguous claim terms “where the ordindry
accustomed meaning of the words used in the claims lack sufficient clgpgynit the scope of
the claim to be ascertained from the words alon@éleflex, Ing. 299 F.3d at 1325.For
example, “[a] claim interpretation that excludes a preferred embodimenttifi®mscope of the
claim ‘is rarely, if ever, correct. Globetrotter Software, Inc. v. Elam Computer Group,|862
F.3d 1367, 1381 (Fed. Cir. 2004) (quotivironics Corp, 90 F.3d at 1583)But, “[a]lthough
the specification may aid the court in interpreting the meaning of disputed language
claims, particular embodiments and examples appearing in the specificationtwgieénerally be
read into the claims.Constant v. Advanced Micidevices, Inc.848 F.2d 1560, 1571 (Fed. Cir.
1988);see also Phillips415 F.3d at 1323.

The prosecution history is another tool to supply thepg@rocontext for claim
construction because a patentee may define a term during prosecution ofetite platme
Diagnostics Inc. v. LifeScan, In@81 F.3d 1352, 1356 (Fed. Cir. 2004) (“As in the case of the
specification, a patent applicant may defindeam in prosecuting a pateéit The well
established doctrine of prosecution disclaimer “preclud[es] patentees doapturing through
claim interpretation specific meanings disclaimed during prosecuti@niega Eng’g Inc. v.

Raytek Corp 334 F.3d 1314, 1323 (Fed. Cir. 2003ne prosecution history must show that the



patentee clearly and unambiguously disclaimed or disavowed the proposed iriterpdetang
prosecution to obtain claim allowanckliddleton Inc. v. 3M C9.311 F.3d 1384, 1388 (Fedir.
2002); see also Springs Windokashions, LP v. Novo Indus., L,RR23 F.3d 989994 (“The
disclaimer . . . must be effected with ‘reasonable clarity and deliberaténhdsgations
omitted)). “Indeed, by distinguishing the claimed invention over the prior argpphcant is
indicatingwhat the claims do not coverSpectrum Int’l v. Sterilite Corp164 F.3d 1372, 1378
79 (Fed. Cir. 1988)iriternal quotation omitted)*As a basicprinciple of claim interpretation,
prosecution disclaimer promotes the public notice function of the intrinsic evidencecéectgpr
the public’s reliance on definitive statements made during prosecut@méga Eng’g, In¢.334
F.3d at 1324.

Although, “less significant than the intrinsic record in determining the legally operative
meaning of claim language,” the Court may rely on extrinsic evidence td tseful light on
the relevant art.”Phillips, 415 F.3d at 1317rternalquotation omitted).Techncal dictionaries
and treatises may help the Court understand the underlying technology and theimeunen
one skilled in the art might use claim terms, but such sources may also providebowady
definitions or may not be indicative of how terms are used in the pdterat 1318. Similarly,
expert testimony may aid the Court in determining the particular meaning of a terma in th
pertinent field, but “conclusory, unsupported assertions by experts as to the definiticiaiof a
term are not usaf.” Id. Generally, extrinsic evidence is “less reliable than the patent and its

prosecution history in determining how to read claim ternhd.”



CLAIM CONSTRUCTION
A. Disputed Terms

1. “unique identification code”

Uniloc’s Proposed Construction Defendans Proposed Construction
“an alphanumeric sequence that identij “a program code sequence comprised
specific softwareé alphanumeric characters, that serves to identify

individual software application”

The partiesdisputeturns onwhether thespecification provided an explicit definition of
this termand inclusion of “program code sequenae’the definition. Uniloc arguesthe patent
teaches that the identification code is an alphanumeric sequande“unique” relates to
identification of “e&h individual software sold Open. Br, Doc. No. 95 at 8 (citing '69Batent
col. 5:38-39). Uniloc asserts that its construction is consistent with the specificationtadea
Id. Additionally, Uniloc asserts that Defendaninclusion of“program code sequencés not
helpful because that term itsaléquires further construction.ld. To refute Defendant’s
argument that a computer must generate the dddeéoc points toa disclosed embodiment
where a user manually enters the unique identification code. BepBoc. No. 101 at Zciting
'696 Patent col. 3:37-63).

Defendant responds that its construction matches the explicit definition promidee
specification: “[i]jt is wortly to menton that the software should preferably contain an
identification code, which is a program code sequence comprised of alphaenahsacters
that serves to identify individual software applicatiorResp Br., Doc. No. 97 at 6quoting

'696 Patentcol. 3:65-4:1) (internal quotationomitted) Defendant contends that the patent

! Defendants purport to quote the language of the specificatioit batally states'[i]t is worthy to
mention that the software should preferably contain an identification code, vghilpliogram code
sequence comprised of alphanumeric charactieas would serveto identify eachindividual software
application.” '696 Patent col. 3:65—4:1 (emphasis added).
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limits the code to a “program code sequence” generated by a computer rather than a code
manually created or designated by a humianat 7 To support this contentiobefendant cites

the surrounding language of Claim 15 ahis passageegarding two ampiracy measure

“[t]he first measure is a program code sequence that identifies the specifiarsofhereinafter
‘identification code’), while the second is an additional program code sequenceotiidt ve

needed to activate the software (hereinafter ‘activation cddeéd. (quoting '696 Pant col.
2:59-66). Defendant further arguésata computer would necessarily have to geneaditeng
program code sequentietwould be harder to replicatdd. at 8. Therefore, Defendant asserts,

the specification supports its construction because a long cotthe ipreferred form ofn
activation code.ld. (citing '696 Patentol. 5:57-6:5).

Both parties agree that the code is composed of alphanumeric characters tifgt iden
specific software. Repl\Br. at 1. As Defendant points out, the specification provides
definitional language for “unique identification coterhe provided definition fits in the context
of both the aserted and nonasserted claimBherefore, there is no reason to give the term a
meaning different from the one the patentee explicitly intended. However,rihsi;mévidence
does not support the additional limitation that Defendant propbgess construction of
“program code sequence’one that must be generated by a compotgorogram. The passage
describing the twantipiracy measures quoted by Defendant provides no support for this
limitation because it does not specifit) that the prgram code sequence must be a long rode
or (2) that the code must be generated by a compAlétough he additionalpassageited by
Defendanin support of this construction does refer to long code segs@mncprogram files,” it
also describes andwgis an examplef a short code sequence of only eleven charactég6

Patent cal 5:57-6:5. Moreover the specification states that the preferred embodiment is a



unique identification code that consists of a short code sequence. '696d@htdr2—14. For
example, a short code sequence may merely be a product’s distinct serial numbequerece
of twelve characters.Id. Accordingly, Defendant’'sreliance ona long code sequence, which
Defendant asserts must be getetdy a computefails.

The patentee provided an explicit definition for “unique identification code,” but
Defendant’s narrow construction of “program code sequenceisspported. Thyghe Court
construes*unique identification code’ to mean ‘a program code sequence comprisedf
alphanumeric characters, that would serve to identify each individual software
application.”

2. “software application having unique identification code associated thereth,”

“said software application assigned to such unique identification code,” and

“assign”

Uniloc’s Proposed Construction Defendant’'sProposed Construction

software application having an alphanumeriq software application uniquely assigned to a
sequence that identifies specific software [unique identification code]
associated therewith

software application assigned to an said software application uniquely allocated
alphanumeric sequence that identifies specifian existing [unique identification code]
software designated for the software application

The word “assign” does nappear in the to allocate

claims and requires no construction

The Court construes these three terms together because they all relate to hoguine uni
identification code is assigned. The parties dispute two issues: (1) whether difieadjmsn
suppors using the same identification code for multiple copies of softvaack(2) whether the
code muspreexistthe software assigned to it.

Uniloc argues that nadditionalconstruction of these terms is needed after the Court’s

construction of “unique identification code Open. Br. at 910. It objects to the Defendant’s



insertion of the term “uniquely” because it creates confusion given that the cls@nfsnique”

in a different senseld. Uniloc asserts thdbefendant proposdse describe the mannar which

an event occursld. Uniloc asserts that Defendant’s own extrinsic evidence shows that “assign”
and “allocate” aresynonymousyet Defendant ascribes those words different meanings in its
proposed constructionld. at 10. Uniloc disputes Defendant’s contention that the manner in
which the code is assigned matteld. at 11. It asserts that neof the claims hinge on how the
code is assigned and points two examples ofdifferent manners of assignment in the
specificdion. Id.; ReplyBr. at3 (citing’'696 Patentol. 5:29—-39). Uniloc further assesgtthatthe
cited passage shows singlecode could be assigned to more than one soft@ppdication
ReplyBr. at 2-3; .” Tr. MarkmanHr'g 28-30,Sept. 18, 204. Additionally, Uniloc disputeghe
chronologicallimitation asserted by Defendant, requiring the code teepig the software.
ReplyBr. at 3.

Defendant asserts th#he claims terms require agxplanation of how the software
becomes associated with a cpded that the manner of assignmdetermines the role played
by the identification code.Resp.Br. at 9. Defendanh contends that the first ter software
application having unique identification code associated therewithvague butessentially”
congruesit synonymously with the second ternsaid software application assigned to such
unique identification codeld. at 10. Defendant argues that “assigned to” requires clarification.
Id. at 11. Defendant points to Webster’'s Dictionary thefines “@&sign” as‘to allocate.” Id.
(citing Random House Webster’'s Dictionat25 (2001)(hereinafter “Webster’s Dict.)) In
Defendant’s view, an item allocated to another “must preexist the latter,”ingetirat the
identification code must preexist the softerapplication. Id. Additionally, Defendant asserts

that the term “unique” requires identification code to “be unique to the softwareadjupli” Id.



As a first poin of clarification, the passagdted byUniloc to support its assertion that a
code could be associated with a group of softnwactually refers t@n activation code, noan
identification code. '696 Patent col. 587 (“The activation code may either be unique to each
individual software sold or unique to a group of software . . . .”) (internal parenthedesdpmi
The specification does not provide similar support for associating the unique d@eiotificode
with a group of software.

To the contrary, the specification suppd@efendant’s iew that theunique identification
code isunique to“each individual software application.” '696 Patent col. 3466. It provides
further support by describing an embodiment where an identification code is unique to each
software sold and disclosedttte remote service system such that the system keeps track of each
software application sold. °'696 Patent cdt3-8. At the Markman Hearing, Plaintiffs
acknowledged that the '696 Patent teaches atmoee correlation between the software
application and the unique identification cod&r. MarkmanHr'g 30, Sept. 18, 204 The
language of asserted Claim 15 itself also makes such a requirementSe#es96 Patent col.
10:38-59. The claim describes the given software applicatigri'said software gghication
having a unique identification code associated theréwvatid laterrefersto “said software
application assigned to such unique identification codi.”

However, the intrinsic evidence does not support Defendant’s temporal [bmitat the
identification code must preexist the software applicatibefendant does not cite anywhere in
the specification that supports that limitation. Instead, it cites a dictionary defitiiabmoes
not even support that limitation. “To allocAtes Ddendant contend$assign” should be
construedjs explained by Webster’s DictionaryTo allocate id0 earmark or set aside parts of

things available or expectad the future . . . ."Webster’s Dictat 126 (emphasis added). Even



Defendant’'sown extrirsic evidencegoes notsupport that the identification code must-prest
the software.

As mentioned above, the explicit claim language itself indicates that the identification
code is unique for each givesoftware application. Further, the Court repts Defendant’s
addition of a chronologicallimitation. Having resolved the disputes presented, no further
construction is neededsee O2 Micro Int’l Ltd. v. Beyond Innovation Tech.,G@1 F.3d 1351,
1362 (Fed. Cir. 2008).Therefore the Court will nd provide additional construction of these
terms. The Court construessoftware application having unique identification code
associated therewith’ “said software application assigned to such unique identification
code” and “assigri to haveplain meaning Theseterms implicitly mean that identification
codes are assigned to each individual software application.

3. “communications network”

Uniloc’s Proposed Construction Defendant’s Proposed Construction

construction is not necessary, but if construg “an interconnected computer system capabl
transmitting and receiving data, which allows
“a group of links and associated equipment thaers of tk network to communicate”
facilitates data communication, such as the
internet”

U7

The parties dispute whether the specification provides an explicit definitionsaietim
and whether it limits the term to mean only “interconnected computer systems.

Uniloc acknowledges that the specification states thabramunications network “is
equally applicable to all interconnected computer systems capablesiiting and receiving
data, preferably digital data, which allows users of the network to comnaihicapen.Br. at
21 (citing '696 Patentol. 3:25-27) Uniloc asserts that the specificatiaisodiscloses at least

six other types of communications networks in addition to interconnected computerssydie

10



telecommunication networks, such as the Internet; (2) hard-wire telephogl(Br networks

(4) PCS systems; (5) satellite networks; and (6) localized and regionairketsuch as intranets
and local area networks (LANs)d. (citing ‘696 Patent, col3:28-36). Uniloc contends that this
term should be construed broadly, which is consistent with the specification given it lofea
network examples it disclosesld. Further, it argues that what Defendant identifies as a
lexicographic disavowel is actually just another example of one of the forms ofuwooations
networks intended to be included in the invention. Reply Br. at 10 (citing '696 leated22—
24).

Defendant responds that the patentee intended to define theekgimitly in the
specification Resp. Br. at 2223 (citing '696 Patentcol. 3:22-27). It argues that this
construction captures the meaning of a communicatietwork in the '696 Patent because all
claims are directed toward software applications on computer systdmfefendant contends
that the patent claims should not be construed as broadly as Uniloc projgloses.

Despite Defendant’s argument to the contrary, the patent expstaghg“the present
invention is intended to include all forms of communications network environments.” '696
Patent cal 3:22-3. The specification gives many examples of communications networks,
which are all mcluded by the term. Not akamples, however, require interconnected computer
systems, such as hard wired telephony or cellular networksais, the additional limitations
proposed by Defendant conflict with the specification.

Having resolved the present dispute, the Court will not proaafditionalconstruction of
this term. See O2Micro, 521 F.3d at 1362Therefore the Courtconstrues Ccommunications

network” to haveplain meaning

11



4. *“servicedata”

Uniloc’s Proposed Construction Defendant’'sProposed Construction

“data that the remote service provider transr “any data that the remote service systaay
to the user’s computer during activation of tHegitimately transmit to the user system during
software application” the online activation process for the softwarg

The dispute again centers around whether the specification included an exphdiotefi
for this term, and if so, thmeaningof “legitimately transmitand “online activation.”

Uniloc asserts that the specification describes the function of service dataramtion
transmitted by the remote service provider to the user, which enables t wccess a fully
functioning version of the software upogceipt Open.Br. at 11(citing '696 Patent col5:19—

30). It further asserts that its construction is a straightforward definitioth@fterm that
conforms to the described functiond. Uniloc argues that including “legitimately” would
require further construction or otherwise cause confusldnat 12. Moreover,Uniloc asserts
that inserting it is improper under the claim differentiation doctbhaeause Claim 1 recites
“selectively as a qualifier for “transmitted” while Claim 15 does .ndReply Br. at 5citing
Digital Vending Servs. Int'l. LLC v Univ. of Phoenix, In672 F.3d 1270, 127{ed. Cir.
2012)) Additionally, Uniloc contends that “online activation” is just one entbedt taught by
the specification and inclusion of that term would exclude other embodiments, such as using a
local area network (LAN) for activationOpen.Br. at 13 (citing '696 Patent col. 3:25).
Uniloc contendsthat Defendants argumentthat the claim language requires a network
connection establishes that “online’usnecessary. Reply Br. at 4.

In response, Defelantagain assestthat the specification provided explidéefinitional
language for this term:as used in this invention, service data is defined and understood herein

and in all the claims to mean any d#tat the remote service systenay legitimaely transmit

12



to the user systerduring the online actation process for the softwate Resp. Br. at 12
(quoting '696 Patent cob:19-23. Further, Defendant points out that Claim 15 introduces the
function of “service data”: “said user system being connected to a communicatioskn®
transmit user data and to receive said service data” and “a remote service computer system
connectedo said communicati@network . . said remote service computer systeamsmitting
said service data . . . Id. (quoting '696 Patent coll0:45-59. Defendant argues this language
shows that service data is required to activate the softygolecation and is transmitted over a
“connected activation system.ld. at 12-13. Defendant asserts that “legitimately transferred”
makes sense because the transmission of data is required to activate the softmast pe
permitted and thereforegditimate. Id. at 13. Additionally, Defendaniotesthat the claim
language requires a connection between the user system, communications netd/dtie a
remote service system to transmit the service dath. Thus, it contends this requirement
supports its construction that includes “onlinéd’

As Defendanpoints out,the specification provides an eq definition of service data.
'696 Patent col. 20-22 However, the '696 Patenises“online” in the context of the plain
meaning of “communications network.” “Online” simply means that the systeensonnected
through a communicatiennetwork. As previously discussed, “communications network”
includes all forms of communications network environteerFor example, “online activation”
may take place either with a user and remote service system connected throungérie¢or
over a LAN connectioA. See’'696 Patent col. 3:2B6. Regarding “legitimately,” the

definitional language othe specificion includes it. '696 Patent col. 5:22. Although the

2 At the Markmanhearing, Uniloc stad that they could accept Defendant’s construction in light of the
Court’s clarification that “online” included the communications neksalisclosed in the specification.
Tr. MarkmanHr'g 62-63, Sept. 18, 2014.

13



specification refers to legitimate users in other instances, here it refetts toad@gmitted by the
remote service system to activate the software. Therefore, it is unclear /bathadds tdhe
construction of “service data” because the patent teaches that the remote sereice syst
authenticates the software, not the other way aroupesumably, the remote service system
would alwaystransmitlegitimatedata Although the exact purpose dégitimately” may be
unclear, the patentee’s definition govefnSee Phillips415 F.3d at 1316 (Fed. Cir. 2005).

Accordingly, the Court will adopt Defendant’s proposed construétiomhe Court
construes Service datd to mean ‘any data that the remde service system may legitimately
transmit to the user system during the online activation process for the Bware”

5. “user datd

Uniloc’s Proposed Construction Defendant’'sProposed Construction

“any information originating from and/¢ “any information originating from and/(
available to theuser and/or the user compuj available to the user of the software
systemni

This dispute focuses on whether “user data” must be accessible to the userwatesincl
information about the user’s systerniloc recognizes the definitional language provided in the
specification: “any information originating from and/or available to the useheosoftware.”
Open. Br. at 13 Quoting '696 Patent col 3:54-56). However, Uniloc asserts that the
construction must inade user data that is automatically detectéd. 13-14. For support,
Uniloc points to a few lines above in the specificatwimere itstates “the user data may be

automatically detected by element for detecting user data of the remote sestera.’syd.

3 At the Markmanhearing, the parties represented that they haigmificantissues with including “legitimately”
and could not articulate a strong reason why it need to be included or excludihrkmanHr'g 57,
60-61, Sept. 18, 2014

* Uniloc argues that Defeiant erroneously includes “any” in its proposed construction because it is not
included in the cited language of the specification. Reply Br. at 4. HoweverthgQourt’s review,
“any” does appear in the cited language. '696 Patent col. 5:21.

14



(quoting 696 Patent col3:47-49). Additionally, Uniloc cites the specification following the
definitional language where it clarifies that “user data” may include informatemtifying the
user’s software, such as serial number or identification code, or system, stitlags serial
and model number as well as the type, func¢t@or performance of the various system hardware
components.” Id. at 14 (quoting '696 Patent coB:58—-64 4:14-18) Uniloc contendghat
Defendant’s constructionmproperly excludes examples disclosed the specification by
limiting it to data concering or input by the users themives.Id. 14-15; Reply Br. at 5.

Defendant responds that Uniloc attempts to insert additional language intoptioét ex
definition provided by the patenteeResp.Br. at 14. According to Defendant, the definition
clearly states that “user data’ is information from or available to a usdheofsoftware
application.” Id. Defendant argues that any additional features about the slath as those in
the examples cited by Uniloc, are incorporatethe claims themselves rather than the concise
definition in the specificationld. Defendant objects that Uniloc interprets “user” to also mean
“user computer system.ld. at 15

Moreover, Defendant asserts that prosecution history estoppel precludes Uniloc from
including this meaning. It arguebat the patentedifferentiated the '696 Patem order to
overcome a rejection in light of U.S. Patent No. 6,243,468 (“Pearce”):

Pearcediscloses that the software application installed on the user's computer

generates a hardware ID based upon hardware components installed in the

computer running such software. This hardware ID is not derived from personal

information that identifies theiser; rather it is based upon characteristics of

hardware components that are installed in the user's machine Thus, in

Pearce, the user obtains the registration ID from the registration aythhiout

submitting any personal user data. Moreover, in Pearce, the softwéoatapp

on the user’'s computer runs a test each time the software is launched.rdstcont

the method of claim 1the user must submit persdndentifying data to the
remote service computer . .”

15



Resp.Br. at 15 (quoting Ex. D at-90, Amendment, U.S. Patent Application No. 09/594,004
(September 22004)) (emphasis added). Defendasdertgdhatthe patentesimilarly explained
that Pearce does not use personal datalistinguish now4issued Claim 15in the same
Amendment.ld. at 16.

Uniloc argues that Defendatdkesthe patentee’statementsn the prosecution history
out of conext Reply Br. at gciting Read Corp. v. Portec, Inc970 F2d 816, 824 (Fed. Cir.
1992),abrogated on other groundslarkman v. Westview Instnc., 52 F.3d 967 (Fed.Cir.1995)
(en banc pff'd, 517 U.S. 370 (199Q) Every statement made by a patentee during prosecution to
distinguish a prior art reference does not create a separate estdppehents must be viewed
in context.”). It further argues that prosecution history estoppel does not apply because the
amendd and issued version of Claim 15 actually broadened the claim by removing the personal
data limitations.Id. (citing Ex. A at 5, 14, Amendment, U.S. Patent Application No. 09/594,004
(November 19, 2004)Ex. F to Resp.Br. at 7, Amendment, U.S. Patent Application No.
09/594,004 (June 21, 2005)).

The explicit definition of User data’in the specification conforms to the various
examples providedAt the Markmanhearing, Defendant argued that “available” means the user
can actually access asdethe dah. Tr. MarkmanHr'g 41, 49, Sept. 18, 2014n Defendant’s
view, an identification code that the user cannot actually read, such as an encryptédatienti
code, does not qualify as availabéen though the user may be able to transmit such data
Defendant also argued thiie data must personally identify or originate from the user and not
the user'ssystem Tr. MarkmanHr'g 39-40,Sept. 18, 204. In Defendant’'s view, a user’s
system’s serial and model number would not fit the definition of daéga However, the

specification expresslincludesa user’'s system’s model and serial numibeits examplesof

16



user data '696 Patent co#:14-18. It provides additionaéxamples of user data as including
“identification code,” “product seriahumber,” and “information identifying the user system
such as serial and model number as well as the type, function, and performtreearious
system hedware componenfs °'696 Patentcol. 3:62-65, 4:1518. The Court rejects
Defendant’'s argument théhis information may not be accessible to the user and therefore not
“availablé or “originating from the user.

Additionally, in light of the context of all amendmermsring prosecutiorand the final
version of Claim 15Defendant’sprosecution histy estoppelargumentlacks support The
claim limitations on user datarequiring it to derive at least in part from personal data entered
by the useradded in theSeptember2004 Amendment were later removbg broadening
amendments. SeeEx. F to Resp.Br. at 5, 7, Amendment, U.S. Patent Application No.
09/594,004 (June 21, 2005At the Markmanhearing Defendant itself noted that an Examiner
previously rejected the '696 Patent in view of U.S. Patent No. 6,725,260 to Phiézamse
“user dataincluded information about the user’s software or hardwdire.MarkmanHr'g 40—

41, Sept. 18, 204 The patenteaid not disavow the Examiner’s interpretation, but instead
distinguished the invention by adding otlpatentabldimitations, such as tracking theumber

of times a user attempts to activate the softw&eeid. at 5-6, 1920 (noting the amendments
made the invention distinguishable fréthilyaw).

Therefore the Court construesi$er datd’ to mean ‘any information originating from
and/or available to the user of the softwaré “Available” includes informatiorthe user can

transmit even ifthe usenotcannot access or read it.
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6. “user data being derived at least in part from said unique identification codg;and

“derived”

Uniloc’s Proposed Construction Defendant'sProposed Construction

construction not necessary, but if constru| “[user data] being processed at least in
from said [unique identificationode]

“[user data] obtained at least partially fram

[unique identification code]”

construction not necessary, but if constru| “processed”

“obtained at least partially from”

The Count considers these two terms together because the dispute over both turns on the
meaning of “derived.” Uniloc asserts that no construction is necessary betahseCourt’s
construction of surrounding term$pen.Br. at 17 (citing Internet Macls. LLC. v. Alienware
Corp, No. 6:10cv-23,2011 WL 2551295, at *TE.D. Tex. June 242011). Uniloc objects to
replacing “derived” with “processing” because the words are not synonymidusat 1718
(citing Webster’'s Encyclopedic Unabridged Dictionarf the English Languagb36 (1996);
Microsoft Computer Dictionar$th Ed. (1999) (“to manipulate data a programUhiloc argues
that Defendant attempts to argue that derived, processed, and transformed dalhensame
thing. Reply Br. at 7. Uniloc points out that Defendant’s construction would excluddasedsc
embodiment where the user data is identical to the identification ¢open.Br. at 18. Uniloc
also points to the specification’seaching that the unique identification code “may also be
synonymous to a product’s distinct serial number.” Reply Br. at 7 (citing '6@®tRadl 4:2-3).
Uniloc contends that such embodinemiould not require “processing.”Open. Br. at 18.
Uniloc further asserts that the plain meaning conveys that at least part of the ugeohtimed

from the unique identification code as taught by the paten{citing ‘696 Patent col. 3:59-64).
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Defendantrespondsthat the patentee’s use of “derived” gegts a derivation or
transformation.Resp. Br. atl6. Defendantargues that Uniloc attempts to rewrite the language
of the claim byassertinghat “user data” could simply “include” the identification codd. at
17. Defendant cites a technical dmtiary to support its positiothat “derived” means
“processed”

[a] derived class, in the context of C#, is a class created, or derived froneranot

existing class. The existing class from which the derived class gets created

through inheritance is knowas a base or super class. Winileeriting from the

base class, the derived class implicitly inherits all the members (except

constructors and destructors) which it reuses, extends, or modifies the behavior of

the base class.
Id. at 18 (quoting Ex. ETechopediaavailable at http://www.techopedia.com/definition/27363/
derivedclassnet (last visited 5/22/201%)

“[C]laim terms carry their fullbrdinary and customary meaningnless the patentee
unequivocally imparted a novel meaning to those termexpressly relinquishedlaim scope
during prosecution.”"Omega Eng’g, In¢v. Raytek Corp.334 F.3d 1314, 1323 (Fed. Cir. 2003)
(internal citation omitted). Although the patentepeatedlyacted as his own lexicographer in
the’696 Patent specificatioby providing explicit definitions of claim terms, the patentee did not
unequivocally impart a novel meaning for “derived.” Intrinsic evidence does not support
equating “derived,” “transformed,” and “procesgems Defendanattempts Instead, the claim
language and examples given in the specification support the commonly undersi@madgn
that at least some part of the user data is obtained from the unique identificatiombedeser
data may also be identical to the unique identification code.6 'Bftent col.3:60-65.
Moreover Defendant’'s own extrinsic evidence undercuts its argument that “derivedfesequ

transformation. As previously quotelkclopediastates that members of the “base class” can be

simply reused for the “derived class.”
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Accordingly, the Court construésiser data being derived at least in part from said
unique identification code” and “derived’ to haveplain meaning

7. “predetermined threshold

Uniloc’s Proposed Construction Defendant’s Proposed Construction

construction is not necessary, but if construq “a predetermined number limit”

“an established limit”

At the Markmanhearing, the Parties agreed to the Court’'s suggestestructionof “a
numerical based limit.” The onlgemainingissueis whether the term encompasses a temporal
element to the limit, such as a limit of three times per day.

Uniloc argues that Defendant’s pased constructiorrequires a lifetime maximum
number andmproperly excludes a temporal element to the lifdpen.Br. at 19. It asserts that
the claim languagsupports a limissociated with a timeframéd. Uniloc acknowledges that
the specification does not expressly disclaseassociated timeframe, lpdints outthat Federal
Circuit precedent does notgure a patentee to describe every conceivable embodiment. Reply
Br. at 9 (citingCCS Fitness, Inc. v. Brunswick Cqrp88 F.3d 1359, 1366 (Fed. Cir. 2002)

Defendantargues that the '696 Patent does not support Uniloc’s suggestion that “the
claim reqires or the specificationexplairs that there isa timeframeunder which the
‘predetermined threshold’ would expire.Resp.Br. at 20 n.4. However, at theMarkman
hearing, Defendant stated that the term does not exclude a timeframe assatliatedumber
limit. Tr. MarkmanHr'g 82, Sept. 18, 2014.

Essentially, the Parties agree that the limgty be associated with a timeframe, although

the’696 Patent does ot requirea timeframe.Accordingly, the Court construepredetermined
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threshold” to mean ‘a numerical based limit” A numerical based limiwith a temporal
element is included within the meaning of this term, but a temporal element is not required

8. “activation code quencé

Uniloc’s Proposed Construction Defendant’'sProposed Construction

construction is not necessary, but if construg “a program code sequence that serves to
activate each individual software application,
“a knowncode sequence needed to activate| which, absent the activation code, would be
software” dysfunctional”

The disputeover this ternmfocusedon Defendant’s use of “dysfunctional” in its proposed
construction but the Court resolved the disputeat the hearing Uniloc argued that
“dysfunctional” could be interpreted to mean “completely dysfunctional,” which woudtige
disclosed embodiments that “allow partial[ly] functional software even ée&amtivation.”
Open Br. at 16.

Defendant’s proposed construction comes from the specification. Defassanted the
patentee provided another explicit definitiofjtihe activation code, as noted earlier, is a
program codesequence that serves to activate each indiVido#iware application, which,
absent the activatiooode, would be dysfunctional.Resp.Br. at 20 (quoting '696 Patent col
5:29-32). Defendant contended that whether the software is completely or partially
dysfunctional must be determined from theroléanguage.ld. at 21.

To address this dispute, the Court suggested replacing “dysfunctional” witter“eit
partially or completely dysfunctional.” Both parties agreed to the Court's suggestidrr.
Markman Hr'g 88—89 Sept. 18, 2014 Accordingly, the Court construésactivation code

sequenceé to mean a program code sequence that serves to activate each individual

® The specification describes “either partially or completely dysfunctione®6 Patent col. 3:66.
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software application, which, absent the activation code, would beither partially or
completely dysfunctional”®

CONCLUSION
The Court hereb ADOPTS the above claim constructions for the patersuit. For

ease of reference, the Court’s claim interpretations are set forth in a tablesimdip.

Dec 15, 2014

K. N#'COL MITCHELL\
UNITED STATES MAGISTRATE JUDGE

® As in the Court’s construction of “unique identification code,” “paog code sequence” includes long or short
code. lItis not limited to codes genecby a computer.
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APPENDIX A

Claim Term

Court’s Construction

“unique identification code”

“a program code sequence comprised
alphanumeric characters, that would serve
identify each individual software application.

“software  application having uniqy
identification code associated therewith,”
“said software application assigned to sl
unique identification code,” and
“assign”

plain meaning

“‘communications network”

plain meaning

“service data

“any data that the remote service system
legitimately transmit to the user system dur,
theonline activation process for the software

“user data

“any information originating from and/c
available to the user of the software

“user data being derived at least in part fr
said unique identification code
“derived

plain meaning

“predetermied threshold”

“a numerical based liniit

“activation code sequerice

“a program code sequence that serves
activate each individual software applicatic
which, absent the activation code, would

either partially or completely dysfunctiofial
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