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MEMORANDUM OPINION AND ORD ER

This claim construction opinion construes the disputdégim terms in U.S. Patent No.
8,115,012(“the ‘012 Patent”) Plaintiffs ChriMar Systems, Inc. d/b/a CMS Technologies and

Chrimar Holding Company LLGillegethat Defendants infringe the ‘012 Patent Plaintiffs

!Defendarts include AlcatelLucent USA, Inc., AlcateLucent Holdings, Inc., AMX LLC, Samsung
Telecommunications America, LLC, and Samsung Electronics Co., Diefendants Aastra Technologies, Ltd.,
Aastra USA Inc, and Grandstream Networks, Inc. have since se@leimar Systems, Inc. Aastra Technologies
Limited, No. 6:13cv-879, Doc. No. 70Chrimar Systems, Inc. ¥randstream Networks, IndNo. 6:13cv-882,
Doc. No. 92.
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presentedheir claim construction positio (Doc. No. 83) (“PLs.” BR.").? Defendantdiled a
Response (Doc. N@8) (“Resr”) and Plaintiff filed a Reply (Doc. No91) (“RepLY”). The
parties additionally submitted a Joint Claim Construction Chart pursuant taB(R). Doc.
No. 93. On October 30, 2014the Court lld a claim construction hearing. Upon
consideration of the parties’ arguments aodthe reasons statégbrein, the Court adopts the
constructions set forth below.
OVERVIEW OF THE PATENTS

Plaintiff allegesDefendants infringendependentlaims 31 and 6and dependent claims
35, 42, 43, 49, 50, 55, 66, 72, 73, 77, 88, 89, and (1b@& asserted claimsf the ‘012 Patent
PL.’sBRr.at 1. The ‘012 Patent is titled “System and Method for Adapting a Piece of Termina
Equipment,” andrelates to tracking of devices that arennected to a wired network'012
Patent. More specificallfhe ‘012 Ritent describepermanently identifying an “asset,” such as
a computer, “by attaching an external or intedw®lice to the asset and communicating with that
device using existing network wiring @abling.” ‘012 Patentat 1:672:2. The '012 Rtent
refers to that device as the “remote moduld.”at 3:22—-26. The asset can then be managed,
tracked, or identified by using the remote modulectommunicate a ugue identification
number, port ID, or wall jack location to the netwamonitoring equipment, or “central
module.”ld. at 6:7~13 and 8:669:4. The '012 Rtent furthediscloses that “asset identification”
may be done in a way “that does not use existieigvork bandwidth.'1d. at 3:16-12. These
concepts are reflected in the patents’ asserted claiolgding independerdiaims 31 and 63as
set forth below:

31. An adapted piece of Ethernet data terminal equipment comprising:

an Ethernet connector comprising a plurality of contacts;
and

2 All citations herein will be to the Docket in No. 6:£8-880 unless otherwise indicated.
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at least one path coupled across selected contacts, the selected contacts
comprising at least one of the plurality of contacts of the Ethernet
connector and at least another one of the plurality of contacts of the

Ethernet connector,

wherein distinguishing information about the piece of Ethernet data
terminal equipment is associated to impedance within the at least

one path.

67. A method for adapting a piece of terminal equpmthe piece of terminal
equipment having an Ethernet connector, the method comprising:
coupling at least one path across specific contacts of the Ethernet

connector, the &ast one path permits use of the specific contacts
for Ethernet communication, the Ethernet connector comprising
the contact 1 through the contact 8, the speoifitacts of the
Ethernet connector comprising at least one of the contacts of the
Ethernet connector and at least another one of the contacts of the

Ethernet connectoand

arranging impedance within the at least one path to distinguish the piece of

terminalequipment.

‘012 Patent, claims 31 and 67.

There are six disputed terms or phrases in the asserted claims.

construed by the Court following early claim construction briefing and oralmasgt on

September 3, 2014. Doc. No. 9ELRLY CLAIM CONSTRUCTIONOPINION”).

In its Order, he

Court denied Defendants’ summary judgment motion and construédistieguishing”’term as

follows:

Oneatetreen

Term

Construction

“distinguishing information about the piece 0
Ethernet terminal equipment” (Claim 31)

“information to distinguish the piece of
Ethernet data terminal equipment from at led
one other piece of Ethernet data terminal
equipment”

ASt

“to distinguish the piece of terminal
equipment” (Claim 67)

“to distinguish the piece of terminal equipme
having an Ethernet connector from at least @
other piece of terminal equipment having an
Ethernet connector”

ne

EARLY CLAIM CONSTRUCTIONOPINION at 15. Tial is scheduled fo6eptembe8, 2015.



CLAIM CONSTRUCTION PRINCIPLES

“It is a‘bedrock principle’ of patentlaw that ‘the claims of apatentdefinethe invention
to which the patenteeis entitled the right to exclude.” Phillips v. AWH Corp, 415 F.3d 1303,
1312(Fed.Cir. 2005) (quotingnnova/Pure Waternc. v. Safari WaterFiltr ation Sys.Inc., 381
F.3d 1111, 111%Fed.Cir. 2004)). The Courtexamnines a patent’sintrinsic evidenceto define
the patentednvention’s scope. Id. at 1313-1314;Bell Ad. Network Servs.]Jnc. v. Covad
Commc’nsGroup, Inc., 262 F.3d 1258, 126{Fed. Cir. 2001). Intrinsicevidenceincludes
the clams, the rest of the gecification and the prosecution history.Phillips, 415 F.3dat
1312-13;Bell Atl. Network Servs, 262 F.3dat 1267. TheCourt gives claim tems their
ordinary and custmary meaningas understoody one of odinary skill in theart at thetime of
theinvention. Phillips, 415 F.3dat 1312-13;Alloc, Inc. v. Int'l Trade Comm’n 342 F.3d 1361,
1368 (Fed. Cir. 2003). Claimlanguage guides theCourt’'s construction ofclaim tems.
Phillips, 415 F.3dat 1314. “[T]he contextin which atermis usedin the asserteatlaim canbe
highly instructive.” 1d. Other claims, assertedand unasserted,can provide additioal
instruction because“terms are nomally used consistently throughout thgatent.” Id.
Differences among claims, such as additional hitations in dependent clas, can provide
further guidanceld.

“[C]laims ‘must be readin view of the speification, of which they are a part.” Id.
(quoting Markman v. Westviewinstruments, In¢.52 F.3d 967, 979Fed. Cir. 1995)). “[T]he
specification ‘is always highly rdevant to he claim constrction analysis. Qually, it is
dispositiwe; it is the sinde best guiddo the neaningof a disputederm.” Id. (quotingVitronics
Corp.v. Conceptroniclnc., 90 F.3d 1576, 158%Fed. Cir. 1996)); Teleflex.Inc. v. FicosaN.
Am. Corp, 299 F.3d 1313, 132@Fed.Cir. 2002). In thespecificationapatenteanay define his

own tems, give a claim term a different meaning than it would otherwise possess,or



disclaim or disavowsame claim scope. Phillips, 415 F.3dat 1316. Although the Court
generallypresumes tems possesgheir ordinary neaning,this presumption can be overcane
by statements of clear disclaner. SeeSciMed Life Sys.,Inc. v. AdvancedCardiovascular
Sys.,Inc., 242 F.3d1337, 134344 (Fed. Cir. 2001). This presumption does notrise when
the patenteeacts as his own lexicayrapher. Seelrdeto Access, Inc. v. EchoStar Satellite
Corp, 383 F.3d 1295, 1301 (Fed. Cir. 2004).

The specificationmay also resolve ambiguouslaim terms “where the ordinary and
accustoned meaningof the wordausedin the claimslack sufficientclarity to pemit the scop®f
the claim to be ascertainedrom the words alone.” Teleflex, Inc., 299 F.3dat 1325. For
exanple, “[a] claim interpretationthat excludes apreferredembodinent from the scope othe
claim‘is rarely,if ever,correct.” GlobetrotterSoftware)nc. v. Elam Computer Groupnc., 362
F.3d 1367, 1381Fed.Cir. 2004) (quotingVitronics Corp, 90 F.3dat 1583). But, “[a]lthough
the specifiation may aid the court in interpreting the meaning of disputethnguagein the
claims, particularembodinentsandexanplesappeang in the specitation will not gaerally be
readinto theclaims.” Constantv. AdvancedMicro-Devices, Ing 848F.2d 1560, 157X Fed.Cir.
1988);seealso Phillips 415 F.3d at 1323.

The prosecution historyis another tool to supply the propercontext for claim
constructionbecausea patenteemay define aterm during prosecution of theateit. Home
Diagnosticsinc. v. LifeScan/nc., 381 F.3d 1352, 135@-ed.Cir. 2004)(“As in the caseof the
specification,a patentapplicant may definea term in prosecuting apatent.”). The well
estdlished doctrine of prosecutiodisclamer “preclud[es]patenteegrom recapturingthrough
claim interpretation specific meaningsdisclained during proseution.” OmegaEng’g Inc. v.
RaytekCorp., 334 F.3d 1314, 132F¢€d.Cir. 2003). The prosecution history must shahatthe

patenteeclearly and unambiguouslyisclaimed or disavowed the proposesterpretationduring



prosecution to obtain claim allowanckliddleton Inc. v. 3M C9.311 F.3d 1384, 1388 (Fed. Cir.
2002);seealso Springs Window Fashioh® v. NovolIndus.,L.P., 323F.3d 989, 994(Fed.Cir.
2003) (“The disclamer . . . nust be effectedwith ‘reasonableclarity and deliberateness.™)
(citations omitted)). “Indeed,by distinguishing the claimed invention over the prior gran
appliantis indicaing whattheclaims do not over.” Spectrumint’l v. Sterilite Corp, 164 F.3d
1372, 137879 (Fed. Cir. 1988) (quotation mitted). “As a kasic principle of claim
interpretation, proseation disclamer promotes the public nate function of the intrinsic
evidenceand protectsthe public’s relianceon ddfinitive statenentsmadeduring prosecutioi.
Omega Eng’g, In¢.334 F.3d at 1324.

Although “less significantthan the intrinsic recordin detemining thelegally operative
meaningof claim language,” the Court may rely on extrinsic evidenceto “shed usefullight on
the relevantart.” Phillips, 415 F.3dat 1317 (quotation oitted). Technicaldictionariesand
treatisesanayhelpthe Court understanthe uncerlying technologyandthe mannerin which one
skilled in the art might use claim temns, but suchsourcesmay also provide overly broad
definitions or nay not beindicative of howtermsareusedin the patent.ld. at 1318. Similarly,
experttestimony may aid the Courtin determining theparticular meaning of aterm in the
pertinentfield, but “conclusory, unsupported assertitmysexpertsasto the definition of aclaim
term are not useful.” Id. Generaly, extrinsic evidences “lessreliablethanthe paent andits

prosecution historin detemining how to read clairterms.” 1d.



DISCUSSION

l. “distinguishing information about the piece of Ethernet terminal equipment” ad
“to distinguish the piece of terminal equipment”

As discussed above, the Court construed these ternts Early Claim Construction
Opinion Doc. No. 92.Defendants’ renewesummaryjudgment argument®oc. No.87) will
be addressed in a separ@nion.

Il. “impedance” (claims 31, 35, 50, 67, 73, 77, and 72)

Plaintiffs’ Proposal Defendants’ Proposal
Plain and ordinary meaning. No constructio| “the resistance to the flow of alternating
necessary. current in a circuit”
Alternatively:
“the opposition to the flow dditernating
current”

PLs.’ BR. at 6;RESP at 3.

A. The Parties’ Contentions

Plaintiffs argue this term requires no constructlmtause the intrinsic evidence allows
the impedance to operate as opposition to the flow of current, whiegtteurrent isAC or DC.
PLs.” BR. at 7. In support, Plaintiffs’ and theexpert, Les Baxter, proffer that impedance
consists of resistance plus reactance that applies in both AC and DC cibmgtaNo. 832, Ex.
B 1 23, Decl. of Les Baxter (“Baxter D€yl Id. When calculating impedance IXC circuits,
the reactance is zeand therefore impedance equals the resistance.aldnePlaintiff further
points to several portions of the ‘012 Patent specification that reference DGt asreell as

severalextrinsic dictionary definitions and Alcatelicent’s own patentld.  24; Rs.’ BRr. at 9.
Defendants, on the other hand, argjua the intrinsic evidence points to use of an AC

circuit through the disclosure @ transformer in the specificatidmecause “a transformenly
permits AC signal to propagate REsp at 69. Defendants additionally point tthe IEEE
Dictionary asextrinsicevidence that impedanae the ‘012 Patentefers to an AC circuitld. at

5. During the October 30, 2014 hearing, Defendant proposed that the term “impedance” applies



only to currentthat has a frequency component, and suggested “the opposition to the flow of
current, wherein the current has a frequency component” as a se@vndtalé construction.

B. Claim Construction Analysis

Importantly, independent claim 67 refers to impedance without reference to ACas D
recited below:

67. A method for adapting a piece of terminal equipment, the piece of terminal
equipment having an Ethernet connector, the method comprising:
coupling at least one path across specific contacts of the Ethernet
connector, the at least one path permits use of the specific contacts
for Ethernet communication, the Ethernet connector comprising
the contact 1 through the contact 8, the specific contacts of the
Ethernet connector comprising at least one of the contacts of the
Ethernet connector and at least another one of the contacts of the
Ethernet connector; and
arranging impedance withithe at least one path to distinguish the piece of
terminal equipment.

'012 Patent, claim 67.Plaintiffs cite dependentlaims 76, 82, 85, and 86 for the proposition that
impedance opposes the flow of current, whether AC or PG.” BR. at 8 These dependent

claims recite as follows:

76. The method according to claim 67 wherein the arranging impedance within
the at least one path comprises arranging the impedance within the at least one
path todraw DC current

82. The method according to claim 67 wherein the arranging impedance within
the at least one path comprises arranging impedance within the at least doe path
have a first impedance for a first condition applied to the specific contacts
followed by a second impedance for a second condition applied to the specific
contacts.

85. The method according to claim 82 wherein the first and second conditions
applied to the specific contacts are current conditions.

86. The method according to claim 85 wher#ia current conditions are DC
current conditions.



'012 Patent, claims/6, 82, 85and86. Because these dependent claims, particularly claim 86,
specifically require DCwhile the independentlaims donot, claim differentiation applies
“[T]he presence of dependent claim that adds a particular limitation gives rise to a presumption
that the limitation in questiofDC only] is not present in the independent clainihillips, 415
F.3d at 1315.“lt is axiomatic that a dependent claim cannot be broadertiieanlaim from
which it depends . . A dependent claim narrows the claim from which it depénd&lcon
Research, Ltd. v. Apotex 1n687 F.3d 1362, 1367 (Fed. C2012)(citing 35 U.S.C. § 112  4);
Enzo Biochem, Inc. v. Applera Corp99 F.3d 1325, 1334 (Fed. Cir. 2010) (“A person of
ordinary skill would presume that a structure recited in a dependent claim esitirp a
function required of that structure in an independent clairklé€ye, if the impedance referred to
in independent claim 67 appliely to AC,the DC limitation recited ithese dependent claims
would be inconsistent with the claim from which they depend. The reference to DC in the
dependent claimthereforeweighs against limitig “impedance” to AGn the independent claim
becausehis would result in a dependent claim broadening the independent claim from which it
depends.

Additionally, daim differentiation weighs against Defendants contention thalodisres
relating to transformersestrict impedance to AC Claims 53 and 97, which depend from

independent claims 31 and 67, recite as follows:

53. The piece of Ethernet data terminatigment according to claim 31 wherein
the at least one path includes the center tap of atdeassolation transformer

97. The method according to claim 67 wherein the at least one path includes the
center tap of at leashe isolation transformer

‘012 Patent, claims 53 and 9Here because claims 53 and 97 depend from independent claims

31 and 67, these dependent claims cannot broaden the independent claims tcsuebaire



transformer in every embodimenfN. Am. Vaccine, Inc. v. Am. Cyanamid.Cb F.3d 1571,
1577 (Fed. Cir. 1993 The dependent claim tail cannot wag the independent claim dag.”)
fact, one embodiment replaces thelation transformer with an interface aifipt. ‘012 Patent

at 10:3335 (“The fourth embodiment differs from the earlier described embodiments by
employing an interface amplifier for the signal receiver i6 place of an isolation
transformer...”). Thus, Defendantarguments regarding the use of transformers equating to an
AC requirement is unpersuasive.

Turning to the specification, the term “impedance” appears in the ‘012 Paterbasfol

Although the encoded signal in the present embodiment transmits the encoded
signal from the remote module 16a, it is within the scope of the invention to
source current from the central module and alter the flow of current from within
the remote module 16a by changing timpedanceof a circuit connectedcaoss

the data communication link 2A.Examples of such circuits include an RC
network connected directly to the data link 2A and reflectinginapedance
change across an isolation transformer.

‘012 Patent at 8:49-57.

The current splits between the wingiwith the reflected primarynpedance
controlling the magnitude of the current that flows in each winding. Theaprim
impedanceas controlled by processor 122, the exclusive OR gates 120 and 121,
and the two 10 Kk resistors 126 and 127.

‘012 Patent at 9:65-10:3.

The signal receiver 230 provides a balangegedanceon the serial bus for
receiving the serial stream from the sender tag 202.

‘012 Patent at 14:62-64 (emphasis added).
None of theabovereferences to impedance mention ACDC. Rather than specifying
AC or DC, tey all refer to “currentenerically Thus,one of skill in the art woulahot limit

impedancdo AC as Defendants contend
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Limiting impedance to AGilsolacks support in the extrinsic evidence submitted by the
parties. While Defendants ciféhe Authoritative Dictionary of IEEE Standards Te3% (7th
ed. 2000)defining “impedance” in the context of “broadband local area networks” as meaning
“[a] measure of the complex resistive and reactive attributes of a component in raatigdter
current circuit” Resr at 5), Plaintiffs expert defines impedance with a formula where
impedance consists of resistance plus reactance, or Z=RPtpX.BR. at 7 (citingBaxter Decl.
23). In DC circuits, the reactance is zero and therefore impedance equals theceesikine.
Id. Plaintiffs additionally rely on th@©xford Concise Scientific Dictionaty define impedance
as “[tlhe quantity that measures the opposition of a circuit to the passage éra"tand cite
an AlcatetLucentpatentfor the proposition that “[w]hen DC power systems are first activated,
high levels of transient current may be generated as a result of capapioiaime.” PLS.” BR.
at 9 (citingU.S. Patent No. 7,821,753 at 1:53, Ex. E). Thus,impedance fits within th®C
context in the extrinsic evidensencereactanc&an bezero.

“Claim terms are generally given their plain and ordinary mearimmgse of skill in the
art when read in the context of the specification and prosecution Histdily-Rom Servs., Inc.
v. Stryker Corp 755 F.3d 1367, 1371 (Fed. Cir. 204dijing Phillips, 415 F.3dat 1313). “There
are only two exceptions to this general rule: 1) when a patentee sets out a defitamisaas
his own lexicographer, or 2) whehe patentee disavows the full scope of the claim term either
in the specification or during prosecutionldl. (citing Thorner v. Sony Computer Entm't Am.
LLC, 669 F.3d 1362, 1365 (Fedir. 2012)).

There is no such disclaimer or lexicography heé¥ething in theclaims,specification or
prosecution historydisclosesthat impedance is limited to AC.Plaintiff proposesthat the

ordinary meaning of impedance “allows the impedance to be for opposition to the flow of

% PLs.’ BR. at 9 (citingOxford Concise Scientific DictionaB62-63 (3d ed. 1996), Ex. F).
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current, whether AC or DC current, in a pathiPLs.” BR. at 7. Defendants propose impedance
be construed as “the resistance to the flow of alternating current in a circuiteoragiely,
“the opposition to the flow of alternating cunté¢ REesr at 3. Hence the parties essentially
agree that impedance is opposition to the flow of current, but disagree whethaurtbatis
limited to AC. As discussed above, nothing in the intrinsic or extrinsic evidgrmmasthat
impedance in th®12 Patent is limited t&C. Therefore, the Court rejects Defendants’ proposal

and construedmpedance” to meart'opposition to the flow of current.”

[I. “terminal equipment” and “Ethernet data terminal equipment”

“terminal equipment”

Plaintiffs’ Proposal Defendants’ Proposal
Plain and ordinary meaning. No constructio| “device at which data transmission originate
necessary. or terminates”

“Ethernet data terminal equipment”

Plaintiffs’ Proposal Defendants’ Proposal
Plain and ordinary meanindNo construction | “device at which data transmission originate
necessary. or terminates and that is capable of Ethernet

communication”
Alternatively:

“Ethernet terminal equipment that is
capable of transmitting or receiving data”

PLs.” BR. at 13; sk at 17;RePLY at 7. The*“terminal equipmenttermappears in claims 67,
72, and 106 and “Ethernet dagaminal equipment” appears itaons 31, 35, 42, 43, 49, 50, and
55. Id.

Plaintiffs argue that “[these terms mean just what they say, are readilyelmmpible,
and do not require construction.PLs.” BR. at 14. Defendants subnitiéchnical dictionary
definitions of “data terminal equipment” as meaning: “Device at which tatasmission
originates or terminates. May be a keyboard/display terminal, a printeomauter, a

communication controller, or any similar deviceResp, Ex. 2, McGrawHill Data
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Communications Dictionarg4 (1993). Additionally, Defendants refererigghe equipment
comprising the data source, the data sink, or.bdth, Ex. 3, IEEE Standard Dictionary of
Electrical and Electronics Tern&26 (3rd. ed. 1984(defining “data source” and “data sink”).
Finally, Defendants refer tga] circuit, such as terminal, that acts as a data source, a data sink,
or both” Id., Ex. 4, McGraw-Hill Electronics Dictionary110 (6th ed. 1997) (defining “data
source)).

The Court findsDefendants have adequately demonstrated that the constituent term
“terminal” distinguishes the disputed terms from intermediate network elemEatthermore,
Plaintiffs essentially agree thdaerminal equipment” is capable of being the beginning or end of
data transmission over a networRepLY at 7. Therefore, the Court construes these terms as

follows:

Term Construction

“terminal equipment” “device at which data transmission can
originate or terminate”
(Claims 67, 72 & 106)

“Ethernet data terminal equipment” “device at which data transmission can
originate or terminate and that is capable of

(Claims 31, 35, 42, 43, 49, 50 & 55) Ethernet communication”

V. *“amethod for adapting a piece of terminal equipment” and “an adapted piece of

Ethernet data terminal equipment”

Plaintiffs’ Proposal Defendants’ Proposal
These preambles anet limiting and have These preambleare limiting and have their
their plain and ordinary meaning. plain and ordinary meaning.

Defendants propose that “terminal equipment”
and “Ethernet data terminal equipment,” as
used in these phrases have the same mean|ngs
as in their individually proposed construction

PLs. BR. at 17; RSP at 21.

A. The Parties’ Contentions

Plaintiffs argue that the preambles are not limiting because “if the preambles were
deleted, the body of claim 31 would still describe an adapted piece of Ethernetrdatelt

13



equipment, and the body of claim 67 would still recite steps for a methaddpting a piece of
terminal equipment.’PLs.’ BR. at 18.

Defendants respond that “as set forth throughout the patent specification, therswvent
address the Total Cost of Ownership (TCO) problem by taking existing teassets that are
otherwise indistinguishable and adapting those assets to make them distingursimtdach
other.” RESP at 21 (citing '012 Patent at 4:417). Defendants conclude that Plaintiffs’ position
is “an improper attempt to read out the ‘adapting’ requirement and wougtrime the entire
purpose of the invention and shift away from the particular problem the inventorsaskneg
to address.” Id. at 22 (citing ‘012 Patent at 1:Z814). Further, Defendantrgue*“the '012
Patent is the only one of its family to focus the issued claims on ‘adaptidgat 23.

B. Claim Construction Analysis

Generally,“a preamble limits the invention if it recites essential structure or steps, or if it
IS ‘necessary toige life, meaning, and vitalityto the clain?. Catalina Mktg.Int'l, Inc. v.
Coolsavings.com, Inc 289 F.3d 801, 808 (Fed. Cir. 200@)uoting Pitney Bowes, Inc. v.
Hewlett-Packard Co.,182 F.3d 1298, 1305 (Fed. Cir. 1999[D] ependence on a particular
disputed preamble phrase for antecedent basis may limit cleame because it indicates a
reliance on both the preamble and claim body to define the claimed invehti@wise, when
the preamble is essential to understand limitations or terms in the claim body atinélpreémits
claim scope.” Id. (citations onitted). The issue of preamble language acting as a limitation is
determined on a cad®-case basis in light of “the overall form of the claim, and the invention as
described in the specification and illuminated in the prosecution histéieh Eng'g @rp. v.

Bartell Indus. Inc.299 F.3d 1336 (Fed. Cir. 2002).
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Here, oth the Abstract and the Sunary of thelnvention use the word “adapteds

follows:

This invention is particularlyadaptedto be used with an existing Ethernet
communications link or equivalents thereof.

‘012 Patent at 3:35-37 (emphasis added). The specification further discloses:

The communication system 15 and 16 described herein is particatkpbtedto
be easily implemented in conjunction with an existing computer network 17 while
realizing minimal interference to the computer network.

Id. at 4:56-6Q0emphasis added)

As enumerated above, claims 31 and 67 recite:

31. Anadapted piece of Ethernet data terminal equipnoentprising:

an Ethernet connector comprising a plurality of contacts; and

at least one path coupled across selected contacts, the selected contacts
comprising at least one of the plurality of contacts of the Ethernet connector and
at least another one of the plurality of contacts of the Ethernet connector,

wherein distinguishing information aboule piece of Ethernet data
terminal equipmenis associated to impedance within the at least one path.

‘012 Patent claim 31 (emphasis added).

67. A method foladapting a piece of terminal equipmetite piece of terminal
equipment having an Ethernet connector, the method comprising:

coupling at least one path across specific contacts of the Ethernet
connector, the at least one pathinpés use of the specific contacts for Ethernet
communication, the Ethernet connector comprising the contact 1 through the
contact 8, the specific contacts of the Ethernet connector comprisingtabhea
of the contacts of the Ethernet connector and at least another one of the contacts
of the Ethernet connector; and

arranging impedance within the at least one path to distinguespiece of
terminal equipment

‘012 Patent claim 67 (emphasis added)The claim bodyin both claimsrefers back to the

preamble which indicates a limitatiobased on an antecedent basReamble language that

describes an antecedent in greater detail can be limitiRggoveris Scientific Corp. v.
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Innovasystems, Inc739 F.3d 1367, 1373 (Fed. Cir. 2014) (“The phrase ‘the image data’ clearly
derives antecedent basis from the ‘image data’ tragfiaed in greater detail in the preamlale
being ‘representative of at least one sequential set of images of a spray”pl(enghasis
added). Here, in claim 31, “the piece of Ethernet data terminal equipment” refers baok to t
“adapted piece of Ethernet data terminal equipment” in the preamble while “the pieomiaat
equipment” in claim 67 refers back to the metlad“adapting a piece of terminal equipment.”
See id.; see also Eaton Corp. v. Rockwell Int'l CoB23 F.3d 1332, 1339 (Fed. Cir. 2003)
(“When limitations in the body of the claim rely upon and derive antecedent basis from the
preamble, then the preatalmay act as a necessary component of the claimed invejitidall
Commc’ns Research, Inc. v. Vitalink Commc’'ns Cod.,F.3d 615, 621 (Fed. Cir. 1995)
(“[t] hese two steps of the claimed method, by referring to ‘said paekptgssly incorporate by
reference thepreamble phrasesaid packet including a source address and a destination
address))

As anadditionalexample of reliance on the preambles for antecedent basis, Defendants
cite daim 98 of the ‘012 Patent, which recites:

98. The method according to claim 67 further comprising physically connecting
theadaptedpiece of terminal equipment to a network.

‘012 Patent claim 98 (emphasis added).

It appears thatadapting a piece of terminal equipment” in the preamblelaim 67
provides antecedent basis for “the adapted piece of terminal equipment” in claif9Bx
Parte Porter,25 U.S.P.Q. 2d 1144, 1145 (B.P.A.l. 1992) (“The term ‘the controlled fluid’ . . .
finds reasonable antecedent basis in the previously recited ‘controlled sirdlamal’ . . . .”).
More importantly, a read of the ‘012atnt reveals thavery claim in the ‘012 &enteitherhas

“adapting” or “adapted” in the preamble; depends fronsucha claim. See generally012

16



Patent claims. Further, asoted by Defendants, the ‘OFatent places emphasis on “adapting”
in the issued claims as compared to the patents within the same. faiflilg “adapting”
requiranent in the claims of the ‘012 Patent is essential to address the problem eohirptthe
inventors taking existing networks and adapting them to m@ikgmendistinguishable. Thus,
the word “adapting” must have some meaning.

Also noteworthy Plaintiffs agreed wuring the October 30, 2014 Claim Construction
hearingthatthe preamblebe construed as limiting and given their plain and ordinary meanin
for the purpose of compromiseé/Nhile the parties idpute he meaning of the term “adapit
appears indisputable that the preambdes limiting. The Court therefore firgl that the
preambles oflaims 31 and 67 ardemiting .

CONCLUSION

For the foregoing reasons, the Court adopts the constructions set forth above.

So ORDERED and SIGNED this 7th day of January, 2015.

et # e

UNITED STATES MAGISTRATE JUDGE
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