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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TEXAS
TYLER DIVISION

Intellectual Ventures Il LLC ,
Plaintiff,

V.

Case No. 6:1%8v-59

BITCO General Insurance Corporation, et. (LEAD CASE)

al.,

Defendants

Intellectual Ventures Il LLC ,
Plaintiff,
V. Case No. 6:1%8v-60

Great West Casualty Company

Defendant
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MEMORANDUM OPINION AND ORDER

On December 92015 the Court held a hearing to determine the proper construction of
disputed terms in thtwo Asserted Patents e abovecaptioned cases$iaving considered the
parties’arguments and claim construction briefing (Dkt. Nos. 91, 110-2, 103, apdH®®&ourt
issues this Memorandum Opinion and Order construing the disputed terms.

BACKGROUND AND THE ASSERTED PATENTS

Intellectual Ventures Il LLC(“IV ") brings two actiors: oneactionis againstBITCO

General Insurance Corp., f/k/a, Bituminous Casualty Corp. and BITCO Natrmuebhce Co.,

Dockets.Justia.com


https://dockets.justia.com/docket/texas/txedce/6:2015cv00059/156921/
https://docs.justia.com/cases/federal/district-courts/texas/txedce/6:2015cv00059/156921/116/
https://dockets.justia.com/

f/k/a Bituminous Fire and Marine Insurance Co., #mel secondactionis againstGreat West
Casualty Companyall defendantparties collectively “Defendants”) The actios allege
infringement of U.S. Patent No0§,516,177 (“the ’177Patent) and 8,929,555"the '555
Patent”) (collectively, “the Asserted Patdd’). The '177 Patent and the '555 Patent are not
related.

The ’177 Patent generally relates teahnique for aggregating information content, such
as World Wide Web content, at a personalized access point of arbe€lL77 Patent abstract
recites:

An apparatus is provided for distributing content objects to a personalized access
point of a user over a netwelbased environment. The apparatus includes a
server, a selection client, and a retrieval client. The server includes a database
operative to storéndicia associated with at least one content object and further
operative to store user identifiers as well as information about which content
objects have been selected by a particular user. The selection client communicates
with the server via a commuation link. The selection client is configured to
allow a user to select content objects to add to a personalized access point by
submitting an indicia and a user identifier to the server. The retrieval client
communicates with the server over a commuiooalink allowing a user to
retrieve information from a personalized access point. In response to the
submission of the indicia and user identifier, at least one of: (a) a contertt objec
and (b) a link to a content object are added to the personalized access point of the
particular user and the particular user can retrieve the content object thneugh t
personalized access point from the retrieval client. A method is also provided.

177 Patent Abstract.

The '555Patent generally relatés data encryptin methods that relate to the generation
of encryption key seeds that may be utilized for generating data encryptiomkey555 Rtent
abstract recites:

Data encryption systems and methods. The system includes a storage device

storing data and an engtjon/decryption module. The encryption/decryption

module randomly generates a device key seed according to the occurrence time of

a specific operation or the interval between two specific operations on the storage
device, and applies the device key seeddta encryption.



'555 Patent Abstract.

APPLICABLE LAW

A. Claim Construction

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent definentrention
to which the patentee is t#fed the right to exclude. Phillips v. AWH Corp.415 F.3d 1303,
1312 (Fed. Cir. 2005) (en banc) (quotingova/Pure Water Inc. v. Safari Water Filtration Sys.,
Inc.,, 381 F.3d 1111, 1115 (Fed. Cir. 2004)). determine the meaning of the claims, courts start
by considering the intrinsic evidendd. at 1313;C.R. Bard, Inc. v. U.S. Surgical Cor388
F.3d 858, 861 (Fed. Cir. 2008Bell Atl. Network Servs., Inc. v. Covad Commc’ns Group, Inc.
262 F.3d 1258, 1267 (Fed. Cir. 200Ihe intrinsic evidence includes the claims themselves, the
specification and the prosecution histo®hillips, 415 F.3d at 1314;.R. Bard, InG.388 F.3d at
861. Courts give claim terms their ordinary and accustomed meaasgnderstood by one of
ordinary skill in the art at the time of the invention in toatext of the entirpatent.Phillips,
415 F.3d at 1312-13lloc, Inc. v. Int'l Trade Comm’i842 F.3d 1361, 1368 (Fed. Cir. 2003).

The claims themselves provide substantial guidance in determining thengiedn
particular claim termsPhillips, 415 F.3d at 1314irst, aterm’s context in the assertethim
can be very instructivdd. Other asserted or unasserted claims can also aid in determining the
claim’s meaningbecause claim terms are typically used cstesitly throughout the patend.
Differences among the ¢ha terms can also assist imderstanding a term’s meaning. For
example, when a dependent claim adds a limitation to an independent claim, iumquebat
the independent claim does not include the limitatiohat 1314-15.

“[C]laims ‘must be read in view of the specificatioof which they are a part.’'Id.

(quotingMarkman v. Westview Instruments, |62 F.3d 967, 979 (Fed. Cir. 1995) (en banc)).



“[T]he specification ‘is always highly relevant to the claim constructioalysis.Usually, itis
dispositive; it is the single best guide to theaning of a disputed termId. (quotingVitronics
Corp. v. Conceptronic, Inc90 F.3d 1576, 1582 (Fed. Cir. 199@)gleflex, Inc. v. Ficosa N. Am.
Corp, 299 F.3d 1313, 1325 (Fed. Cir. 200Phis istrue because a patentee may define his own
terms, give a claim term a different meaning than the term would otherwissgossdisclan
or disavow the claim scopéhillips, 415 F.3d at 1316. In these situations, theemtor’s
lexicography governdd. The specification may also resolve ambiguous claim terms “where the
ordinary and accustomed meaning of the words used in the claims lack sufficrégt tola
permit the scope of the claim to be atmi@ed from the words aloneTeleflex, Inc.299 F.3dat
1325. But, “[a]lthough the specification may aid the court in interpreting the meaaing
disputed claim language, particular embodiments and examples appearing iedifieasion
will not generdly be read into the claims.'Comark Commc’ns, Inc. ¥arris Corp, 156 F.3d
1182, 1187 (Fed. Cir. 1998) (quoti@pnstant v. Advanced Micidevices, InG.848 F.2d 1560,
1571 (Fed. Cir. 1988)kee also Phillips415 F.3d at 1323. The prosecution history is another
tool to supply the proper context for ctaiconstruction because a patent applicant may also
define aérm in prosecuting the patektome Diagnostics, Inc., v. Lifescan, In881 F.3d 1352,
1356 (Fed. Cir. 2004) (“As in the case of the specification, a patent applicant mayadefine
in proseuting a patent.”).

Although extrinsic evidence can be useful, it is “less significant than thesmnecord
in determining the legally operaivmeaning of claim language.Phillips, 415 F.3d at 1317
(quotingC.R. Bard, Inc.388 F.3d at 862)echnical dictionaries and treatises may help a court
understand the underlying technology and the manner in which one skilled in the art might use

claim terms, but technical dictionaries and treatises may provide definitions thab &m®ad or



may not be indicative of how the term is used in the patdntat 1318.Similarly, expert
testimony may aid a court in understanding the underlying technology anuhidétg the
particular meaning of a term in the pertinent field, but an expert's conclusory, pontag
assertions as to a term’s definition ametirely unhelpful to a courtd. Generally, extrinsic
evidence is “less reliable than the patent and its prosecution history in detgriminv to read
claim terms.”ld.

B. Means-Plus-Function Limitations

The parties’ disputes include disputes related to alleged mpdasunction limitations
that require construction. Where a claim limitation is expressed in “Aptasi$unction”
language and does not recite definite structure in support of its funceolimitation is subject
to 35 U.S.C. § 112, { 8raun Med., Inc. v. Abbott Lahd.24 F.3d 1419, 1424 (Fed. Cir. 1997).
In relevant part, 35 U.S.C. § 112, 6 mandates that “such a claim limitatioorbgued to
cover the corresponding structure . . . described in the specification and egsitredesnf.”Id.
(citing 35 U.S.C. § 112, § 6). Accordingly, when faced with mgdumsfunction limitations,
courts “must turn to the written description of the patent to find the structureatiiaspondsot
the means recited in thinfitations].” Id.

Construing a meanglusfunction limitation involves multiple steps. “The first step in
construing [a meanglusfunction] limitation is a determination of the function of the means
plusfunction limitation.” Medtronic, Inc. v. Advanced Cardiovascular Sys.,, |1848 F.3d 1303,
1311 (Fed. Cir. 2001). Once a court has determined the limitation’s function, “the nexttstep is
determine the corresponding structure disclosed in the sp#oifiGand equivalentthereof.”Id.

A “structure disclosed in the specification is ‘corresponding’ structureibtilg specification or

prosecution history clearly links or associates that structure to the fumetived in the claim.”



Id. Moreover, the focus of the “corresponding structure” inquiry is not merely wheather
structure is capable of performing the recited function, but rather whetheprttesponding
structure is “clearly linked or associated with the [recited] functitzh.”

For mearplus{function limitatims implemented by a programmed general purpose
computer or microprocessor, the corresponding structure described in the patdéitaspec
must include an algorithm for performing the functistS Gaming Inc. v. Int'l Game Tech.
184 F.3d 1339, 1349 (Fed. Cir. 1999). The corresponding structure is not a general purpose
computer but rather the special purpose computer programmed to perform tlusediscl
algorithm.Aristocrat Techs. Austl. Pty Ltd. v. Int'l| Game Ted&21 F.3d 1328, 1333 (Fed. Cir.
2008).

There is aebuttablepresumption that 35 U.S.C. § 112, § 6 does not apply when the term
“means” is not utilizedSee Williamson792 F.3d 1339, 1348349 (Fed. Cir. 2015(holding
that a presumption exists if the word “means” is not umedverturning the prior standard that
the presumption is “strony)” “The standard is whether the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite meaningneasiame for
structure.”ld. at 1349. Thus, “[wjen a @aim term lacks the word ‘means,’ the presumption can
be overcome and § 112, para. 6 will apply if the challenger demonstrates that the ohaiailser
to ‘recite sufficiently definite structure’ or else recites ‘function withoutitieg sufficient
strucure for performing that function.Td.

C. Claim Indefiniteness

Patent claims must particularly point out and distinctly claim the subjet¢mnagardd

as the invention. 35 U.S.C. § 112, 1 2. “[I|ndefiniteness is a question ohthm &ffect part of

claim construction.ePlus, Inc. v. Lawson Software, In¢00 F.3d 509, 517 (Fed. Cir. 2012). A



party challenging the definiteness of a claim must show it is invalidldar and convincing

evidenceYoung v. Lumenis, Ina292 F.3d 1336, 1345 (Fed. Cir. 2007).
The definiteness standard of 35 U.S.C. § 112, { 2 requires that:
[A] patent’s claims, viewed in light of the specification and prosecution kjstor
inform those skilled in the art about the scope of the invention with rablson
certainty. The definiteness requirement, so understood, mandates clarlgy, whi
recognizing that absolute precision is unattainable. The standard we adopt accords
with opinions of this Court stating that “the certainty which the law requires in
patens is not greater than is reasonable, having regard to their soigder:

Nautilus, Inc. v. Biosig Instruments, Ind.34 S. Ct. 2120, 21280 (2014) (internal citations

omitted).

DISPUTED TERMS

A. '177 PatentTerms

1. Access Point Terms

“centralized access point of a user accessible via a communications link and
operative to provide the user with access to content chosen by or for the user
(claim 11)

IV's Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112, This term is subject to 33.S.C. § 112, { 6.
6.
Claimed Functions

Should the Court conclude that tieemis (1) “accessible via aommunications link”
subject to 35 U.S.C. § 112, 6, plaintiff (2)"operative to provide the user with access
proposes the following function and to content chosen by or for the user”

correspondingtructure:
Corresponding Structure

Claimed Function The “personal HowZone’, or personal web

operative to provide the user weloess to page, 198,” FIG. 8; 22:20-23:10; the personal

content chosen by or foine user web page, FIG. 10; 24:5-34; the personal web
page, FIG. 13; 25:60-26:6; the personal web

Corresponding tBucture page, FIG. 14; 26:8-27:8; Fig. 15.

Figs. 8, 10, 13, 14, and 15; and equivalentg

thereof.




“centralized accespoint” and “centralized access point of a usér(claim 11)

IV's Construction

Defendants’ Construction

No construction necessary. Plain and ordin
meaning.

Alternatively, “a network resource accessib
to one or more users and that can be used
acces content”

Should the Court conclude that these terms

8 112, 1 6, defendants propose the followin
leonstruction:
to

“a resource on a network, such as aweb p
that is assignetb a user and can be access

are not included in a term subject to 35 U.S.

g

age,
d

by that user”

“distributed information access point accessible via a communications linkand
operative to implement one ommore of: a) list one or more contenbbjects, b) allow
a user to chooseontent for addition to their centralized access point, and) provide
the user with logon access ttheir centralized access point” (claiml1)

IV'’'s Construction

Defendants’ Construction

This term is not subject to 35 U.S.C. § 112,
6.

Should the Court conclude that tieemis
subject to 35 U.S.C. § 119,6, plaintiff
proposes the followinfunction and
correspondingtructure:

Claimed Function

opeative to implement one or more of: a) li
one or more content objects, b) allow a use
choose content for addition to their
centralized access point, andpcpvide the
user with logon access their centralized
access point

Corresponding Structure
Figs 6A, 6B, 7,9, 11, 12, 16, and 17; and
sections of Figs. 8, 13, 14, and 15; and

This term is subject to 33.S.C. § 112, { 6.

Claimed Functions
(1) accessible via@ommunications link
(2) operative to implement one or more of:
list one or more content objects, b) allow a
user to choose content for additiortheir
centralized access point, and c) provide the
user with logon access tioeir centralized
staccess point”
rto
Corresponding Structure
The HowZone.com banner 238, FIG 11,
24:35-25:2; the banner 238, FIG. 37; 42:28
44:18.

equivalents thereof.

—




“distributed information access point” (claims 11-13, 16, 19)

I\V’'s Construction Defendants’ Construction

No construction necessary. Plain and ordin| Should the Court conclude that this term is

meaning. not included in a term subject to 35 U.S.C. 8
112, 1 6, defendants propose the following

Alternatively, “a network resourd¢kat construction:

enables a user to interact with a centralized

access point” “a resource on a network, such as a web page,
that is separate from the centralized access
point of a user, and can becessed by and
includesinformation visually perceptible to
multiple users”

The primarydispute between the parties is whether the terms are fpkeafinction
terms under 35 U.S.C. § 112, fliconstrued as measmusfunction terns, the parties disagree
as to the claimed functisrand corresponding structgreAs discussed below, the Court finds
that the terms are not subject to a mealns{function analysis under 35 U.S.C. § 112, 6. As
such, the Court does not reach the function and structure dibptirather addresses the proper
construction for the stanalone terms.

Positions d the Parties

With regard to the meandusfunction dispute, IV asserts that in the context of the '177
Patent an “access point” is a specific software structure that provides accedsrtoation. IV
cites toGenband USA LLC v. Metaswitch Networks. Lib. 2:14cv-33,2015 U.S. Dist. Lexis
103512, at *5359 (E.D. Tex. Aug. 6, 2015) for support of IV’s positions. IV asserts that in
Genband the Court concluded that a number of “agent” terms were not Apdas$unction
limitations because those skilléd the art would understand that an “agent” was “particular
software structure.(Dkt. No. 91 at 14 (citingsenband 2015 U.S. Dist. Lexis 103512, at *53
59). IV also asserts that, in other cases, this Court has found terms such awr‘selec

component,” “adapter component,” and “integration component” were particats#tware

9



structures that avoid meangplusfunction construction.Iq. (citing E2E Processing, Inc. v.
Cabela’s Inc, No. 2:14cv-36, 2015 U.S. Dist. Lexis 86060, at *434 (E.D. Tex. July 2
2015))).

IV asserts that in Defendants’ PTAB petitions, the Defendants re@abthiat an “access
point” connotes specific software structure as opposed to a rpkefsinction term: “a
resource on a network, such as a web page, that allows a user to access links ahd conte
objects’ (Dkt. No. 91 at 14-15 (quoting Dkt. No. 91 Ex. A at 8)).

IV asserts that the claims provide context as to the terms and describe how the “access
point” terms interact with other components. IV asserts that these rewtafionputs, outputs,
and operations of the access point weigh toward concluding that the term connotesnsuffici
definite structure. (Dkt. No. 91 at 16 (citir®martFlash LLC v. Apple IncNo. 6:13cv-447,

2015 U.S. Dist. LEXIS 91669, *91 (E.D. Tex. July 15, 2015) (“code responsive to” and “code
to evaluate” terms connoted structure becausepng other reasons, the claims included
substantial additional language describing the operation of the components andstieir
interaction with other congnents))).

IV asserts that the specification also teaches specifics of the access paatesbiy
displaying webpages in web browsers that perform the claimed operations. (Dkt. No. 91 at 16
(citing '177 Patent Figures 7, 9 and 10)).

As to the meaning of th&centralized access pointerms, IV asserts that the claims
provide substantial guidance and do not contain the limitations Defendants\sesketts that
claim 11 states that thcentralizedaccess poifit provides “the user with access to cante
chosen by or for the user” and that “a user is enabled with the capability to lagtbaeirt

centralized access point from one or more distributed information access panmot(afcess

10



content chosen from one or more distributed information accesd(9)di IV asserts that
Defendants’ limitations “such as a wpage” and “assigned to a usard can baccessed by that
user”lack support in the intrinsic record. IV further asserts that the claims do noter¢oese
limitations. (Dkt. No. 91 at 7)Additionally, IV contendshat Defendants’ constructions are at
odds with the constructions that thgyoposed in the PTAB. IV asserts that in the PTAB
Defendants construed “centralized access point” to rfeeaaccess point that aggregates content
objects,or links to content objects, that are selected by or for a useér.(guoting Dkt. No. 91
Ex. A at 9)).

As to the meaning of “distributed access point,” IV again asserts that the sungpundi
claim language provides guidance as to the meaning of the(f2ktnNo. 91 at 4). I\hotesthat
in claim 17 the “distributed access point” is¢cessible via a communications link and operative
to implement one or more of: a) list one or more content objects, b) allow a user to choose
content for addition to thegentralized access point, and c) provide the user with logon access to
their centralized access paihtl77 Patent claim 1L IV asserts that in claim 16he content is
assembled into the distributed access pointdibibutedaccess point is presedtéo “one or
more potential users,” content from the distributed access point is added to bzeen#iccess
point of a particular user, and the centralized access point is accesselefrdistributed access
point to then access the content. (Dkt. Noa®4-5).

IV asserts that the claims do not include Defendahtsitations. IV objects to
Defendants “web page” limitation anchotes that dependent claim 12 recites that the access
point may be a web page an email message. IV asserts that this faton is absent from
independent claim 11, and thus, Defendaattempt to add “resource, such as a wage” fails

in light of claim 12. [d. at 5).

11



IV also objects to Defendants’ limitation afdnbe accessed by and includes information
visually pereptible to multiple users.” IV asserts that the specification explains that ffyisua
perceptible” is only “one technique” of distributing informatiokd. ((citing '177 Patent 6:60
64)). Further, IV notes that claim 16 includes a “visually perceptiblaitéition and that claim
11 does notlV also asserts that claim 16 states that distributed access point information is
presented to “one or more potential users.” dkguesthat this conflicts with Defendarits
requirement of “multiple users.” IV alsoontendsthat claim 11 does not addresd all how
many users must be able to access the “distributed information access point.”

Lastly, IV objects to Defendants’ requirement that the “distributed infoomatccess
point” and the “centralized access point” must be “separate.” IV asserts thatettigcapon
never describes the two resources as “separdte.’af 5-6). In fact, IV emphasizeghat the
specification indicates the opposite. IV points to Figure 13 as displayihghwine same web
page informabn relating to the distributed information access point as well as the centralized
access point of a usefd(at 6 (arguing that the figure depicts in a browser the “My Khtow”’
information connected to the centralized access point as well as the “BEOWk, which
displays a list of linkgrom which content can be addedttee centralized access point for Suzi
Henriot). IV notes that in Defendantd?R petitions to the PTAB, the Defenddrdsnstructions
lacked the “separate” requirement by propgsimly: “an access point that makes information
visually perceptible to multiple users, such as a web page or login peEhéduoting Dkt.No.

91 Ex. A at 10)).
Defendants assert that the “access point” terms are drafted irc cheessisplus-function

format and that “means” is merely replaced with “access point.”

12



Defendants assert that the “centralized access point” term must perform ttiorfsn
(1) it is accessible via a communications link and i{2s operative to provide the user with
accessd content chosen by or for the usBefendants contenithat the specification confirms
that the “access point” limitations lack structurBurther, Defendants argue that the
corresponding structuréor the “centralized access points the “personal How@ne,” or
personal web page, 198Dkt. No. 1102 at16 (citing '177 Patent 22:223:10). Defendants
statethat this is B0 shown in Figures 10, 13, 1¥5, and associated text. Defendants assert that
these web pages are “accessible via a communicatidnbly virtue of being web pagesdthat
the web pages satisfy the “operative to provide” function because of the softyaarthim that
implements the web pagg#d.). Defendantsstatethat an interface created by that algorithm is
shown in Figures 810, 13, 14, and 15 and discussed at '177 Patent24,:25:66-26:6, and
26:8-27:8.1d.).

Defendants assert that the “distributed information access gemthas two functions:
(1) itis accessible via a communication link, andi{2¥ operative tomplement one or more of
the three functions that éhclaim specifies. (Dkt. No. 11D at 15). Defendants assert that the
patent discloses that the “distributed information access point” may cefenyt number of
hardware or software components, includiagoken placed on a product, product packagang
sign or advertisement” ('177 Patent 6:68), “screen displays on client computers or wireless
web appliances” I§. at 7:12), “a rich media banner ad’ld; at 7:6-7), “co-branding
information. . . on athird-party web site” Id. at 7:8-10), “a button, clickable icon, a clickable
graphic or a hypertext link’ld. at 14:8-50),or “a networked device such as networked cash

register” (d. at 14:5152). Defendants assdhatthese broad, scattershot descriptions emphasize

13



that the term is described by functi@md notby any paticular structure. (Dkt. No. 11D at 15
16.)

Defendants assert that for both “distributed information access point” functioas
structure is the HowZone.com banner ad labeledi@3Bigures 11 and 37 and discussed at
24:3525:2 and 42:2844:18. (d. at 16 (particularly noting '177 Patent 24:41B)). Defendants
assert that the banner ads implement each of thelimiggtions from the claimed list included
in the second recited function. (Dkt. No. 110-2 at 16).

Defendants assert that IV’s position is that “access point” is a “specifigasefstructure
that povides accesto information.” (Dkt. No. 112 at 16-17 (quoting Dkt. No. 91 at 14)).
Defendants assert that the patent states the opposite: that an “access point” cautmdangfn
things, software or hardware. Defendants point to specification passhgesthe access point
is a “web page” or a networked device such as a networked cash retyistar.1(/ (citing '17
Patent 14:4352, Fig. 2)). Defendants assert that it could even be a “token placed on a product,
product packaging, a sign or an advertisemeid.” (quoting 177 Patent 6:667)). As to the
District Court cases IV cites, Defendants note that none adethcases dealt with the term
“access point.” As to the IPR petitions, Defendasserthat the @im construction standard is
a differentandbroader standard in such actions.

In reply, IV asserts that Defendants disregard analogous authority frenCdloirt
concluding that “agent,” “code,” “component,” and “processmfated terms did not invoke
8112, § 6. (Dkt. No. 103 at 6). IV asserts that Defendants also ignore the operatidhahdeta
specific software structure disclosed in the specificatlonfurther asserts that Defendants

mischaracterize thlegal test for determining § 112, 1 6 applies. In particular, IV asserts that

14



Defendants mischaracterize the legal test as merely being whether or not tle aaairbe
rewritten as “means” limitains. (d. at 7).

As to the standlone terms (“centralized access point” and “distributed information
access point”), IV asserts that the plain langusfggome of the claims (XEcites “one or more”
potential users, not multiple users, (2) includes “visually perceptible” whier®tdo not, and
(3) recites “web page” while others do not. (Dkt. No. 103 at 9). IV also asserts that the
specification only discloses those features as examples, not requiremaents. (

As to the “separate” requirement, IV agsthatthe terms are different claim elements.
However, IV asserts that this does not require the access points to be separptgeg or
preclude the access points from powering different portions of the sameageb (d.). IV
asserts that the specification teaches that Figure 14 discloses a singlageehith both access
points. Specifically, IV asserts that the figure discloses, above the pé&sdnpbrtal, the
BROWSE link, which is not specific to a usdi asserts that from this link, theerscan select
content to add to a personalized portal. IV asserts that the BROWSE link iyelisplang with
the personalized portal content linld.j.

As to Defendants’ limitation requiring the central access point be “assigreedser,” IV
assertshe claims detail the relationship between the access point and the user. t&/thaséne
claims do not mention “assign.Id().

Analysis

There is aebuttablepresumption that 35 U.S.C. § 112, § 6 does not apply when the term
“means” is not utilizedSee Williamson792 F.3d 1339, 1348349 (Fed. Cir. 2015)holding
that a presumption exists if the word “means” is not umedverturning the prior standard that

the presumption is “strony™The standard is whether the words of the claim are under$tpo

15



persons of ordinary skill in the art to have a sufficiently definite meanindneasiame for
structure.”ld. at 1349. Thus, “[w]hen a claim term lacks the word ‘means,’ the presumption can
be overcome and § 112, para. 6 will apply if the challengerothstrates that the claim term fails
to ‘recite sufficiently definite structure’ or else recites ‘function withoutitieg sufficient
structure for performing that functionfd. Defendants have not overcome the presumption.
Defendants primary arguments that the claim recites function. Mere recitation of
function is not the proper legal teSee d. Further, Defendants appear to assert that because the
element implicates software structutiee term must be considered to be a mguns-function
elenment. Again, that is not the la®ee idIn this regard, the holdings éfpple, Inc. v. Motorola,
Inc., 757 F.3d 1286 (Fed. Cir. 201de still relevant postVilliamson
Rather, ® one of skill in the art, the ‘structure’ of computer software is
understad through, for example, an outline of an algorithm, a flowchart, or a
specific set of instructions or rules. Requiring traditional physical steictur
software limitations lacking the term means would result in all of these limitations
being construedsameansplus{function limitations and subsequently being found
indefinite.
Apple, Inc, 757 F.3d atl298-99 (citations omitted). “Structure may also be provided by
describing the claim limitatios’ operation, such as its input, output, or connections. The
limitation’s operation is more than just its function; it is how the function is achieved in the
context of the invention.Id. at 1299.
Here, “access point’s nota mere nonce word he parties do not provide evidence that
to one skilled in the art‘access point” is generic, structureless, and without any meaning.
Further,as described in the context of thgecification the termrelates to a network software
resource. As to the implications of a term embodying softwaeek-ederal Circuit antthis Court

have found that software may connate structApple, Inc, 757 F.3d atl298-99;Genband.

2015 U.S. Dist. Lexis 103512, at *53-59 (finding that “agent” was a particular softtvacture
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and not a meanglusfunction term);Affinity Labs of Texas. Samsung Elect. Co., et,dlo. 1-
12-cv-557, Dkt. No. 186 at-6l0(E. D. Tex. June 3, 2014) (finding that the mere use of the word
“software” does not rebut the presumption and that “software” is a structure iogntestn to
one skilled in the art)Aloft Media, LLC v. Adobe Sys., In670 F. Supp. 2d 887, 88B8 (E.D.
Tex. 2008) (finding “computer code” recited sufficient structure to avoid thecagiph of 35
U.S.C. 8§ 112, 1 6). The evidence shows tlaaicess poifitrefers to thestructure of anetwork
resourcethat servego provide access to the systétv7 Patent aR:44-3:25, 6:487:23, 7:62
8:30, 16:39-58 22:2@5: 24:5-25:2, 25:60-27:8, 42:2844:18, Figures 8, 10, 11, 13, 14, 15, 37.
Moreover, even if the terms were found toveighout strictural meaningd finding the Court
does noteacl), the intrinsic record itself may provide sufficient detail to remove the tenm fro
the scope 085 U.S.C. § 112, 1 &pple, Inc, 757 F.3d alL290 (looking at théntrinsic evidence
for theinputs, outpts, connections and operation of the recited element). Here the claims and
specification provide such detail for both “centralized access point” and bdistd information
access point.”

Having rejected Defendants’ assertions that the terms are iplke&danction terms, the
Court turns to the meaning of the staaldne termsAll parties include the concept of a network
resource in their constructionBefendants seeto add “such as a web page” to both terms.
There appears to be no dispute betweenptréies that a network resource can include web
pages. It is notethat Defendants’ use of “such as” does not limit the network resources to web
pages but merely provides an example. In that regard, Defendants’ construction ipfubt he
and may cause cbrsion. If access points were read to be limited to web pages, such a
construction would exclude embodiments such as described in dependent claim 12 in which the

distributed information access point is an email. Other-weln page access points are also
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describedin the specification'177 6:65-7:10, 14:4354. Defendants even acknowledge asm
in their briefing. (Dkt. No. 11@ at15-16).

As to Defendants’ use of “assigned to a user” to construe aeetl access point,” the
claimscharacterize the rafionshipof the user and the access pointha broadecontext ofthe
“centralized access poinbeing“of a usef (claim 11) and “of the particular user” (claim 16).
Other portions otlaim 11 are also in conformance bepeatedlyreferringto “their centralized
access point."The claims themselvesiay provide guidance in determining the meaning of
particular claim termsSee Rillips, 415 F.3d at 1314ere the claims themselvegescibe the
relationshipbetween the access point and a user as being “of a uséthamdentralized access
point” or “of the particular user.Defendants’ dditional “assigned” is, thus, rejected

As to “visually perceptible,’5some claims call out “visually perceptible” while others do
not. Id. claims 11 and 16. Defenais’ “visually perceptible” limitation isrejected.Further,
Defendants have not pointed to lexicography or disavowal requiring such aitimitaee
Arlington Industries, Inc. v. Bridgeport Fittings, In632 F.3d 1246, 1254 (Fed. Cir. 2011)
(“Even whee a patent describes only a single embodiment, claims will not be read resjrictive
unless the patentee has demonstrated a clear intention to limit the claim scopsands@r
expressions of manifest exclusion or restriction.”) (internal citationgexutit

Defendants’ inclusion of “multiple users” within the construction of “distribute
information access point” is also contradicted by the claims themselves. Someexplinisly
call outonly “one or more users:"gresenting one or more distributedormation access points
to one or more potential users.” '177 Patent claim 16. Thus, in clainthé6distributed
information access point would only netxbe presented to one potential user. Thoutdjiero

claims do notnclude this language, that claim 16 requires only “one or num@/idesguidance
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against Defendants’ positiomhus, though more than one user may be allowed, it is not
required.

Though permissible to be presented to one potential usedidtributed information
access point must Btbe a “distributed” access point. The specification provides context to the
meaning of “distributedin the many examples afccess points that are delivered in some form
or fashionto a user“a token placed on a product, product packaging, a signvertegment”
(177 Patent 6:6657), “screen displays on client computers or wireless web appliaridesit (
7:1-2), “a rich media banner adld( at 7:6-7), “co-branding information . . on a thireparty
web site” (d. at 7:8-10), “a button, clickable icon, a clickable graphic or a hypertext litk"af
14:48-59), orprovision at‘a networked device such as networked cash regidigera 14:5%

52). Such access points are configureti¢alelivered to provideaccesdo a location, useretc.

The claimonly requires such an access point to be provided to one user. What is provided,
however, must still be a “distributed access point.” IV’s construction does not gaeimg and
context to the “distributed” portion of the claim terid.acknowledged thistahat oral hearing.

(Dkt. No. 114 at 23:14-24:22).The Court’'s construction provided below includes the
distribution context.

As to Defendants’ “separatefequirement, Defendants havenot pointed to any
lexicography, disclaimer or disavowal excludimgpnseparate access pointSee Arlington
Industries, Ing. 632 F.3d at1254. Moreover, the specification teaches an example of a
distributed access point which may be a banner ad. '177 Patent-at 2463561, Figure 11.
This banner ad or its HTML coents “can be embedded anywhere within any web palge 4t
42:63-43:10. Thus, as claimed, the distributed information access point may merely be “a

portion of a web page.id. at claim 12.As noted abovePefendants acknowledge that a
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centralizedaccesgoint may be a web pagéhus,Defendants’ “separatefonstructiorconflicts
with the specificatiorbecause the banner ad or its contents could be embedded in “any web
page.”

The Court finds that the terms “centralized access point of a user accessiblea\a
communications link and operative to provide the user with access to contentasen by or
for the user” and “distributed information access point accessible via a communications
link and operative to implement one or more of: a) list one or more contérobjects, b)
allow a user to choose content for addition to their centralized access ptiand c) provide
the user with logon access to their centralized access poirdte not meansplus-function
terms subject to35 U.S.C. § 112, | 6.

The Court construes“centralized access point of a userto mean “a user’s network
resource that can be used to access content.” The Court construes “distributed infieation
access point” to mean “a network resource which is delivered to one or more usensd that
enables a user to interact with a centralized access point.”

2. “[assembling content intg one or more distributed information access points which
are in communication with the database over the communication lirik(claim 16)

IV'’'s Construction Defendants’ Construction

This term is not subject to 35.S.C. § 112, | This term is subject to 33.S.C. § 112, { 6.
6.
Claimed Functions

Should the Court conclude that tleemis one or more distributed information accg
subject to 35 U.S.C. § 112, { 6, plaintiff points (1) “in communication with the
proposes the flowing corresponding database over the

structure: communication link”

Corresponding Structure Corresponding Structure

Figs 6A, 6B, 7,9, 11, 12, 16, and 17; and | The HowZone.com banner 23&IG 11;
sections of Figs. 8, 13, 14, and 15; and 24:35-25:2; the banne38, FIG. 37. 42:28
equivalents thereof. 44:18.
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The primary dispute between the parties is whether the term is a-plaaffanction
term under 35 U.S.C. § 112, 1 6. If construed as a m@as$unction term, the parties disagree
as to the claimed function and corresponding structure. As discussed below, thEn@suhat
the term imnot subject to a means-plus-function analysis under 35 U.S.C. § 112, { 6.

Positions of the Parties

IV assertghatthe disputed term is not a megslasfunction term for the same reasons
described above with regard to the claim 11 term “at least one distributechatifum access
point.” Further, IV assertthatthe limitations of this term in claim 16 do not rectdunction,
additionalevidence that the term is natmeansplus{function term. (Dkt. No. 91 at 1iting
Rodime PLC v. Seagate Tech., Jid@4 F.3d 1294, 1302 (Fed. Cir. 1999))

Defendants assert that the claimed function is “which are in commuamcaith the
database over the mwnunication link.” (Dkt. No. 1142 at 18). Defendants assert that “access
points” is a verbal construct which could have been replaced by “meandiradet\Williamson
the term is a meardus{function term.Defendants assethat “distributed information access
point” is similar to “distributed learning control module”\Wlliamson (Id. at 18).

Analysis

For the same reason as presented above with regard to the “distributed informatien acce
point” term of claim 11, th€ourt finds that the disputed term in claim 16 is not subject to 35
U.S.C. 8§ 112, { 6lt is further noted that in claim 16he full phrase is found in one of the
method steps of the method claim: “assembling contenbiméoor more distributed informan
access points which are in communication with the database over the contionirick.” In

this context, the claim language is not within the traditional mparssfunction format.Rather,
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the language following “distributed information access point&scribe the physical
relationship of the access point and the database via a communication link.

The Court finds that “one or more distributed information access points which are
in communication with the database over the communication link” is nota meansplus-
function term subject to 35 U.S.C. § 112, 6.

Other than the construction of “distributed information access point” as povided
elsewhere herein, no further construction is necessary.

3. “[accessing the centralized access point of the particular user frgrone or more
distributed information access points to gain access to the selected contefdfaim
16)

IV'’'s Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112, This term is subject to 33.S.C. § 112, 1 6.
6.
Claimed Functions

Should the Court conclude that tieemis one or more distributed fiormation access
subject to 35 U.S.C. § 112, { éaiptiff points (1) allowing “access to the
proposes the following corresponding selected content”
structure:

Corresponding Structure
Corresponding Structure The HowZone.com banner 238, FIG 11;
Figs. 8, 10, 13, 14, and 15; and equivalents 24:35-25:2; the banner 238, FIG. 37. 42:28—
thereof. 44:18.

The primary dispute between the parties is whether the term is a-plaaffanction
term under 35 U.S.C. § 112, 1 6. If construed as a m@ass$unction term, the parties disagree
as to the claimed function and corresponding structure. As discussed below, then@suhat
the termis not subject to a means-plus-function analysis under 35 U.S.C. § 112, { 6.

Positions of the Parties

IV asserts that the disputed term is not a mgdinsfunction term for the same reasons

described above with regard to the claim 11 term “centralized access pouget aFurther, IV
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assets the limitations of this term in claim 16 do not recite a function, further evidencthéha
term is nota meangplusfunction term. (Dkt. No. 91 at 18 (citifgodime PLC v. Seagate Tech.,
Inc., 174 F.3d 1294, 1302 (Fed. Cir. 1999))).

Defendants asderthat the “distributed information access points” must perform a
function: they allow access “to the selected content.” (Dkt. No-214019).Defendants assert
that the recited function “is performed by the ‘centralized access poiheqfarticular uer.”

(Id.). Defendants assert thats with the prior “distributed information access point” terms, the
structure corresponding to the recited function is the HowZone.com banner ad labeled 238 i
Figures 11 and 37.d.). Defendants assert that the patsmticates that the banner ads are
“distributed information access pointslti(at 19-20 (citing '177 Patent 2:445)). Defendants
assert that the banner ads allow a user to access selected content by using theZdmg*o

link that allows a user to lognto a centralized access poird. ).

Defendants assert that IV misstateedime because inRodimethe FederalCircuit
concluded that the claim language linked the means to the fundtign. (

Analysis

For the same reason as presented above with regard to the “distributed informatien acce
point” term of claim 11, the Court finds that the disputed term in claim 16 is not stdj86
U.S.C. § 112, { 6lt is further noted that in claim 16he full phrase is found in one of the
method steps of the ri@d claim:“accessing the centralized access point of the particular user
from one or more distributed information access points to gain access to the selattat’ ¢n
this context, the claim language is not within the traditional mparssfunctionformat. Rather,
the termmerely describes the “accessing” method step and is not a functional desaifphen

“distributed information access point.”
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The Court finds that “one or more distributed information access poiits to gain
access to the selected conténg not a meansplus-function term subject to 35 U.S.C. § 112,
1 6.

Other than the construction of “distributed information access point” as povided
elsewhere herein, no further construction is necessary.

4. "administrative interface in communication with the server and operative tacreate
groupings of content into one or more distributed information access poig” (claim
11)

IV's Construction Defendants’ Construction

This term is not subject to 35.S.C. § 112, | This term is subject to 33.S.C. § 112, { 6.
6.
Claimed Functions

No construction is necessary. Plain and (1) in communication with theerver

ordinary meaning. (2) operative to creaigroupings of content
into one or more distributed information

Should the Court conclude that tieem is access points”

subject to 35 U.S.C. § 112,  éaiptiff

proposes the following function and Corresponding Structure

correspondingtructure: This term is indefinite for failure to disclose
adequate structure, including at lefaslure to

Claimed Function disclose an algorithm corresponding to a

operative to create groupings of functionperformed by comuter software.

content into one or morestributed
information access points

Corresponding Structure
Figs 18, 26, 34A, 34B, and 52; and
equivalents thereof.

The first dispute between the parties is whether the term is a rpdas$unction érm
subject to 35 U.S.C. § 112, § B a meanlusfunction term, Defendants assert the term is
indefinite for failure to disclose adequate structé®discussed below, th@ourt finds that the

term isnot subject to a meaipdusfunction analysis under 35 U.S.C. § 112, T 6. As such, the
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Court does not reach the indefinite dispute but rather addresses the proper constuttien f
term “administrativenterface.”

Positions of the Parties

IV notes that this Court has found that “interface” aaea structure with regard to the
term “telecommunications interface moduléDkt. No. 91 at 17 (citingsenband USA LLC v.
Metaswitch Networks Ltd2015 U.S. Dist. Lexis 103512, at *41(E.D. Tex. Aug. 6, 2P1%Y
asserts that th&enbandholding is consistent with how skilled artisans would understand the
term. (d. (citing Microsoft Computer Dictionary definitiofisoftware that enables a program to
work with the user ..., with another program..., or with the computer’'s hardware.”)).stv al
asserts that the specification references “interface” as an identifiable srincturgh describing
the “graphical user interface feature@d. (citing ‘177 Patent 16:39%8 (referencing Figures-5
61))).

IV asserts that an “administrative” interface is one type of interface. Bftagkat claim
11 details theoperations of this interfaeeit communicates with the serveand it operates to
create groupings of content into one or more distributed information access po@itsonotes
that in the IPR petitionghe Defendants did not allege that the term is a mplarssfunction
term. (Dkt. No. 91 at 17).

Should the Court find the term to be a meplus{function term, IV aserts that the
specification discloses a number of exemplary administrative interfexcdsding Figures 18
and 24-26. IV asserts that its structure is more appropriate than Defeadtamsitive structure.
(1d.).

Defendants assert that I\V's argumemdttthe phrase is not megplsisfunction is wrong

as a matter of law und&Yilliamson (Id.). Defendants assert that “interface” is a verbal construct
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like “device” and “module” that can reflect almost anything, rather tlameghing definite.
(Dkt. No. 1102 at 9). Defendants assdfat this is confirmed by the specification which
discloses that the interface may comprise (1) hardware (display screeoatkkgnd/or tactile
input device), (2) “software resident in memory on web server computer 115” or (3% pheeydi
and distribution banner 238 which according to the specification “provides an inteoface f
users.” (Id. (citing '177 Patent 11:4314, 16:4344, 42:43+43). Defendants assert that this
teaches away from any definite structure, and instdanlys that the phrase is simplyarbal
construct. Id.).

As to IV's dictionary definition, Defendants assert that nothing in the definitionissppl
structure sufficient to create groupings of content into one or more distributed informecess
points Defendants also assert that the definition simply defines what an int&ttes" not the
algorithm by which it performs those functionisl.}.

Analysis

There is aebuttablepresumption that 35 U.S.C. § 112, § 6 does not apply when the term
“means” s not utilized.See Williamson792 F.3d 1339, 1348349 (Fed. Cir. 2015)holding
that a presumption exists if the word “means” is not umedverturning the prior standard that
the presumption is “strony)” “The standard is whether the words of the claim are understood by
persons of ordinary skill in the art to have a sufficiently definite meanindneasiame for
structure.”ld. at 1349. Thus, “[w]hen a claim term lacks the word ‘means,’ the presumption can
be overcome and § 112, para. 6 will applthe# challenger demonstrates that the claim term fails
to ‘recite sufficiently definite structure’ or else recites ‘function withoutitieg sufficient
structure for performing that functionfd. Defendants have not overcome the presumption.

Defendantsprimary argument is that because the specification provides a wide variety of
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types of interfaces, the term “interface” must be considered a nonce word. Homevely
because a term has a number of different meanings does not mean the term is nestedly a v
construct. Furthermore, the full term in question is “administrative interfdnelight of the
specification and the claim usagieis clear that the context 6ddministrative interfaceis not,
for example, a keyboardVhen reviewing the claimand the specification, “administrative
interface” carries a meaning directed toward not just iatgrface but rather related to the
software fortheadministrative pagesndscreen displays

The specification further describes these types of interfasassoftware graphical user
interface:

FIGS 561 illustrate by example graphical user interface features as seen from a

client by a user or system administrator and comprising hypertext-upark

language (HTML), front end user tools that are provided as an extension to a web

server 114 and software resident in memory on web server 115 (of FIG. 1).
'177 Patent at 16:394! Thus, he sgcification provides context for the software af
“administrative page” that is described extensively througtioel spedication with regardo
Figures 26 34A, 34B and 52 and the passages describing those figures. 177 Patent Figures 26,
34A, 34B, and 52; '177 Patent 34:61-35:17, 40:16-41:4, 51:46-52#2figures are described
as “screen display for a HowZone administrative page” or “screen yligplan administrative
page.” 177 Patent 4:681, 5:1718, 6:9-10. These pages allowdministrators to performa
variety of administrator functionsapprove user requests for new content” (‘177 Patent-4:60
61), “approval of a potential contributor” to the system (177 Patet8-%9), and “approve a
content object” ('177 Patent 6:201). Wth reference to Figure 18he term “administrative

page” is not usedut the specification states the figure is “a diagram of a scisplayl used by

HowZone administrators tadd a new category to the category listing.77 Patent 4:3132.

! At the oral hearing, when asked by the Court what the plain and ordireaging was, IV proposed “graphical
user interface that an administrator ugegroup content objects togethe{Dkt. No.114at 41:4-11).
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This is summarized in the specification as:

As will be described below in greater detail, stafid administrators at

Applicant’s web site are able to manage content categories, manage suggestions

for content objects, manage content contributors, manage content objects, co

brand categories, and place commerce on content categories. Accordingly, the
operation of Applicans web site, as well as relategeb properties, is highly
automated and is browser based. Accordingly, such administrative
implementation scales, or can be increased in capacity or size, without limitation.
177 Patent 8:387. Thus, the specification describes a software managementheto
facilitates administrative functions. Overall, the specificatisage also conform$ the
extrinsic evidence dictionary definition cited by IV for the use of “intfan the context of a
software interface. On balance, the intrinsic and extrinsic evidence showistérdace” is not a
verbal construcbut rather connotes sufficiently definite structure to one skilled in the art.

In context of the specification passages and figures noted abovedamnistrative
interface” is a softwarmanagenent toolthat facilitates administrative functions.

The Court finds that the term “administrative interface in communication with the
server and operative to create groupings of content into one or more distrilbed
information access points” is not a measplus-function term subject to 35 U.S.C. § 112,
1 6.

The Court construes “administrative interface” to mean “a software management

tool that facilitates administrative functions.”

5. “centralized access point of the particular user” (claim 16

IV'’'s Construction Defendants’ Construction

The term is not indefinite This term lacks antecedent basis and is
therefore indefinite

Same as “centralized access point of a use

The parties dispute whether or nibe term is indefinite for lacking antecedent basi

for “the” particular user.
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Positions of the Parties

IV asserts that Defendants focus on the use of “the.” IV asserts that Gaue rejected
Defendants’ typgof quibbles of‘form over substance(Dkt. No. 91 at 8). Further, IV asserts
that it is well settled that the lack of explicit antecedent basis does not render a dkfimten
when the claim implies the antecedent badd. (Citing Energizer Holdings Inc. v. ITCG435
F.3d 1366, 1371 (Fed. Cir. 2006) alticroprocessor Enhancement Corp. v. Tex. Instruments
Inc., 520 F.3d 1367, 1376 (Fed. Cir. 2008))). IV asserts that the claim recites that a dubtribut
information access point is presented to “one or more potential users.” isabkse the claim
then states that content is selected from distributed information access point for addition to
the centralized access point “of the particular user” and that the centralized mmoéssf the
particular user” is accessed in order to access the selected content. IV asserts thanthe cl
provides with reasonable certaintyhat the “particular user” is the user from the “one or more
potential users” for which content has been selected and accédsatl9).

Defendants assert that the claim is not reasonably certain Nadgitus Defendats
assert that the claim firgecitesany number of potential users: “one or more potential users.”
Defendants assert that the netepsrequires “selecting content . for addition to a centralized
access point of the particular user.” Defendantsras# of the many “potential users” that the
claim contemplates, the claim does not specify which one ipdheular user.” (Dkt. No. 110
2 at 28). Defendants assert that the claim then requires “accessing the centralizepgaactes
the particudr user from one or more distributed information access points to gain access to the
selected content.” Defendants assert,thghin the claim does not specify which particular

“potential user” is “the particular user.Id().
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Defendants assert that tpatent discloses thaxisting users, and not potential users,
have a centralized access point. (Dkt. No. 105 at 5). Defendants assert that claim A6t does
indicate who or what selects content. Defendants assert that the claim does noteavake cl
whos centralized access point content is placad existing user, a new user, or one of the
potential users. Defendants assert that the claim could be read to cover a nmethellyva
particular user selects content and signs up for a centralized accessheoality becoming the
particular user.If.). Alternatively, Defendants assert that even IV suggests the claim can be read
to cover the situation where an administrator selects content to add totargexssr’'s page, as
in the “TRECOMMENDED FOR YOU?” feture cited in IV’s tutorial. Id.).

Defendants assert that the facts are similatdgalty Conversion Sys. Corp. v. Am.
Airlines, Inc, No. 2:13cv-655, 2014 WL 4352489 (E.D. Tex. Sept. 2, 20D¥gfendants assert
that in that casea first claimed stepequired “one or more computers,” a secataimedstep
required “ome or more computefsand then the claim required action performed bythe at
least one of the one or more computeBefendants assert that the Court noted thaiNanatilus
the Courtmight have been able to read the third step to be “at least one of the one or more
computers.” ButunderNautilus the Court was “left to guess” the claim’s meanldgat *5.
Defendants assert thatere the claim similarly presents “one or more” thendput the later
limitation refers to “the.” Defendants assert that the patentee made a osndoiice to depart
from the prior languagebut it is unknown which among the many potential users is “the
particular user.” (Dkt. No. 110-2 at 29).

Defendantsassert that the claim does not provide “implicit” antecedent basis. Defendants
assert that the claim does not describe how a potential user obtains a cerdiaessd point

such that one of the potential users is “the particular usket). ODefendantsassert that one
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cannot determine if the recited centralized access point is assigned to a Ipotamtia the
process of selection content or was already assigned to a user before then. Beéssaanthat
dependent claim 17 exacerbates the ambigoytyequiring that “selecting and accessing are
implemented by the particular user.” Defendants assert that this suggestsisier already has a
centralized access point at the time content is selected from the distributedairdaraccess
point. (d.). Defendants assert this is inconsistent with the claim language that sésst ¢éen
presented to “one or more potential users.”

In reply, IV asserts that it is undisputed that “the particular user” refers to ohe tbre
or more potential users” reed earlier in the claim. IV asserts that the sole issue is whether the
claim need also specify which user of the one or more potential users is ‘tibelpauser.” IV
asserts that the claim does not have to make islectificationto be definite. (Dk No. 103 at
10). IV asserts that the claim has the same scope regardless of which user iditihiarmpaser.”
IV asserts that in this manner, the present claims are different from thbegadtfy Conversion
Systems IV asserts that inLoyalty Conversion Systems was unclear which computers
performed the third step: the first set, the secondséioth sets(ld. (citing Loyalty Conversion
Sys. Corp. v. Am. Airlines, IndNo. 2:13cv-655, 2014 LEXIS 122181 at *320 (E.D. Tex.
Sept. 2, 2019). IV asserts that the Court would have still found the term definite, except that a
dependent claim recited that the third operation was performed by different eosnibiain those
that performed the first two operatiohd.
Analysis

The definiteness stanahof 35 U.S.C. § 112, 2 requires that:

[A] patent’s claims, viewed in light of the specification and prosecution kjstor

inform those skilled in the art about the scope of the invention with reasonable

certainty. The definiteness requirement, so understood, mandates clarity, while
recognizing that absolute precision is unattainable.
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Nautilus, Inc. v. Biosig Instruments, Ind34 S. Ct. 2120, 21280 (2014) Here, the lkaim
language itself is reasonaldgrtain. The presenting step is performed “to one or more potential
users.” Nextthe selected content isof addition to a cenaized access dhe particular user.”

In context of the entire claimhat the claim uses “the” instead of “a” does not generate
uncertainty.The “particular” user is mekgone of the “one or more potential users.” This is not
a case such asoyalty Conversion Systemin Loyalty Conversion Systepihe independent

claim required “at least one of ooe more computers detecting,” “at least one of one or more
computers graimg,” and “the at least one of the one or more computers accepting.” A dependent
claim then required that “different ones of the one or more computers” performed the three
functions. The Court stated thatanding alongheuse of “the” in the independent claim did not
render theindependentclaim indefinite. The Court stated, however, that the inconsistent
dependent claim rendered the claim indefiniteyalty Conversion Sys. Corp2014 LEXIS
122181 at *17-20. This is not the case here. Ayalty Gnversion Systhe mereuse of “the”
does noinherentlyrender the claim indefinite. However, in contrasttyalty Conversion Sys.
177 Patent dependent claim 17 does naiflced with independent claim 1@1ere, the dependent
claim adds the requirement that the “selecting and accessing are implemented btidhlarpar
user.” Such a limitation is merely an additional requirement presented in theddepelaim
and does not conflict with the requirements of independent claim 16.

Defendants assert thaif the many “potential users” that th@dependentclaim
contemplates, the claim does not specify which one is “the particular biesvéver, the claim
is not required to make such aentification As presented in the claim, the “particular” user is

merely one of the “one or more potential userBéfendantsfurther assert that one cannot

determine if the recited centralized access point is assigned to a potsetial the process of
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selection content or was already assigned to a user beforeAtpan, Defendants are adding
limitations to the independent claim that are not recited nor required by the claim.

The Court finds that the “ centralized access point of the particular user” is definite.
The Court construes “centralized access point of the particular user” to mean He

particular user’s network resource that can be used to access content.”

B. '555 Patent Terms

1. “device key seed 8 (claims 1, 7, 13-15)

I\V’'s Construction Defendants’ Construction
“a digital value used to generate “a digital value referred to ag,yenerated by
cryptographic lkys, referred to &Sy” the storage device, used to generate
cryptographic keys”

The parties dispute whether the construction should inclgdaetated by the storage
device”

Positions of the Parties

IV asserts that the claim language resolves the dispute as some claims ex@djaitly
the “storage device” to generate the device key seed, while others do not. IVhaotdain 1
recites that the “storage device is adapted to randomly generakevtbe key seedsS IV notes
that in contrast, claim 7 does not have such requirement and only recites “randomlyigegrzerat
device key see&y according [to] a time interval between two specific operations on a storage
device.” IV asserts that claim tkfences should end the inquiry. (Dkt. No. 91 at 20).

IV further asserts that the specification does not require the storaige ttegenerate the
device key seed. IV asserts that some embodiments teach that the enceg@typtith modle

generates thdevice key seed. '555 Patent Abstract, 2206 IV further asserts that the module
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may or may not reside in the storage de¥i¢@kt. No. 91 at 20). IV asserts that the specification
is, thus,broader than Defendahtsonstruction. |V further assertisat even if the specification
was not broader, Defendantsonstruction failsbecausenothing in the specification clearly
limits the term to being always generated by the storage device. IV alsotimatté3efendants
did not include “generated by the storage device” in their IPR petition construcktbns. (

IV asserts that Defendants’ argument would render superfluous claim 1'sadtstor
device” limitations. IV also asserts that Defendants’ argument ignores éhdetce key seed
could be linked to thetorage device in other wayte seed is based on infieation from the
storage device, even if generated elsewhere. (Dkt. No. 103 at 8).

Defendants assert that the plain language of the claims requires their cmmstruct
Defendants assert that the temgfiers to fevicekey seed, not a generic key seedefendants
assert thatin the specificationthe device key seed is generated in response to operations or
interrupts that occur on the storage device. (Dkt. No-2La0 21 (citing '555 Patent 1:383,
2:10419, Figures 42)). Defendants assert that IV's construction reads out of the term the
relationship the “device key seed” has with the “storage device.” Dafes assert that 1V's
construction could thus, refer to any digital value used to generatgptographic keys.
Defendants assert that “device” must be given efféti). At the oral hearing, Defendants also
emphasized that dependent claim 2 recited a host key seed. Defendants issertbd
construction needs to distinguish between a kegiseed and a device key seed.

Analysis
Same of the claims explicitly require the storage device to be adapted to generate th

device key seedyJclaim 1) andothers do not (claims 7 and 19)he fact that some claims

2 |V does not provide specification citations for any embodiments ictwtiie module does not reside with the
storage device.
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explicitly include such requementsand other claims do nebunsels that such limitation is not
found inherently in every clainPhillips, 415 F.3d at 1314a(term’s context in thearious
claims can be very instructive).

Further, to the extent that the term “device key seed” requiredationship to the
“storage device,” each of the claims explicitly recites that relationshipotesinclaim 1 states
that “the storage device is adapted to randomly generate the device key seed.” Claim$7 and 1
state that the device key seedgmneratd “according a time interval between two specific
operations on a storage device” and that the device key seed is “randomlyegeimerasponse
to interruptsthat notify the storage device of occurrence of the two specific operations.” Thus,
though Defendants argue that “device” is not given effect in IV’s construdtisnglear that the
claims themselves provide the particular effant relationship to thetoragedevice hat is
claimed in each instance.

Similarly, the claim language itself providée relationship of the “host key seed” to the
host. Thus, for example, claim 2 describes the “host adaptetb generate a host key seed.”
And claims 8 and 16 describe “a host key seed generated by the host.” Thusirtie cl
themselves provide the context of the key seeds to both the device and host.

Defendants have not pointed to any lexicography, disclaimer or disavowal rego&ing t
the“device key seed be generated in the storage de@ee. Arlington Industries, In632 F.3d
at 1254 (“Even where a patent describes only a single embodiment, claims will not be read
restrictively unless the patentee has demonstrated a clear intention to limit the olzenusing
words or expressions of manifest exclusion or restriction.”) (internalocisabmtted). As such,

Defendants’ construction is not mandated.
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As noted above, the claims themselves provide the context of the meaning ofca™devi
or “host” key seed in each claim. In light of the surrounding claim language, and tii®negd
Defendantsadditional limitations, the Court need only construe “key seed.”

The Court construes “key seedl to mean “a digital value used to generate
cryptographic keys.”

2. “storage device adapted to store data D, ... wherein the storage device is adayted
randomly generate the device key seedy$ response to interrupts that notify the
storage device of occurrence of the two specific operations” (clain 1

IV's Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112 This term is sulgct to 35 U.S.C. § 112, { 6.
6.
Claimed Functions
(1) storing data D
(2) randomly generating the device key seed
Sy in respons¢o interrupts that notify the
storage device of occurrence of the two
specific operations

Corresponding Structure
(1) a mobile device, such as a mobile phong,
USB handy disk, or a language learning
machine

(2) This term is indefinite for failure to
disclose adequatdructure, including at leas
failure to disclose an algorithm corresponding
to a function performed by computer
software.

The primary dispute between the parties is whether the term is a rpd@sr$unction
term subject to 35 U.S.C. § 112, fliea meansplusfunction term, Defendants assert the term is
indefinite for failure to disclose adequate structure/algoritAsi.discussed below, the Court
finds that the term is not subject to a mephsfunction analysis under 35 U.S.C. § 112, | 6.
As such, the Court does not reach the indefinite dispute but rather addresses infra the proper

construction for the term “storagevice.”

36



Positions of the Parties

IV asserts that “storage device” is a structural element. Further, IVtoitegase which
found “storage means” to not be a mephs{function term because “storage” identifies a
structural term to one in the art. (DNo. 91 at 22-3 (citing i4i LP v. Microsoft Corp. No.
6:07cv-113 (E.D. Tex. 200§). IV also notes that technical dictionaries define “storage device”
in structural terms.ld. at 23 (citing Dkt. No. 91 Ex. E at 434)V asserts that the “storage
device” used in the '555 Patent relates to computer comparemisthe specification identifies
it as structure: [t]the storage device 120 may benabile device, such as a mobile phone, USB
handy disk, or a language learning machine.” '555 Patent 3:9-11.

Defendants assert that IV ignores the claim language surrounding “storage.’de
Defendants assert that such language recites function that makes the term-plusefamgtion
term. Okt. No. 1102 at 3—4). Defendants assert that claim 1 provides two functions for the
storage device: (1) store data and (2) randomly generate the device #ey sesponse to
interrupts. As such, Defendants assert not just any storage device is claintesl, Bgfendants
assert that the claim is drafted in meahssfunction form and would mean the same if “storage
device” was replaced with “storage mean&l’)(

Defendants assert that the claim would be valid if the only function was thieificsion,
which is storing data. However, Defendants assert that tler®istructure disclosed in the
specification for the second functiobefendants assert that the specification merely suggest
generalpurpose computer that is specially programmed through a variety of metlods.4.
Defendants assert that sud casesan algorithm for performing the function must be disclosed.
Defendants assert that no such algorithm is disclosed and that the “storizgé ideliterally a

black box. (d.).
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In reply, IV asserts that it is undisputed that “storage device” has long been understood to
have structural meaning. IV asserts that under Wiiamson test (vhether the term is
“understood by persons of ordinary skill in the art to have a sufficiently teefim@aning as the
name for structurg the term is not a mearierm. (Dkt. No. 103 at 2). IV asserts that it has
pointed to both intrinsic and extrinsic evidence that indicates “storage deviel $tauctural
meaning.lV asserts that Defendants have offered no evidence that “storage device” does not
carry a sufficiatly definite structural meaning.

Even if a meanglusfunction term, IV asserts that the term is still valid. IV asserts that
the specification states the key seed generation operations can be “impteimemardware or
software” and can cause a processor to execute program code such that it operatassanalogo
application specific logic circuitgld. at 3 (citing’555 Patent 3:15-20, 4:48-%5
Analysis

There is aebuttablepresumption that 35 U.S.C. § 112, § 6 does not apply when the term
“means”is not utilized.See Williamson792 F.3d 1339, 1348349 (Fed. Cir. 2015)holding
that a presumption exists if the word “means” is not umedverturning the prior standard that
the presumption is “strony™The standard is whether the words of tharol are understood by
persons of ordinary skill in the art to have a sufficiently definite meaningneasiame for
structure.”ld. at 1349. Thus, “[w]hen a claim term lacks the word ‘means,’ the presumption can
be overcome and § 112, para. 6 will applthd# challenger demonstrates that the claim term fails
to ‘recite sufficiently definite structure’ or else recites ‘function withoutitieg sufficient
structure for performing that functionfd. Defendants have not overcome the presumption.

Defendants primary argument is that the claim recites function. Mere recitation of

function is not the proper legal teStee d. Defendants do not appear ¢ontestthat the term
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“storage device” connotes a structural meaning to those of skill in the arar8inthe '555
Patent clearly describes the term in structural terms: “[tjhe storage deviceay2fera mobile
device, such as a mobile phone, USB hand disk or a language learning machine."t&s85 Pa
3:9-11.1V alsopresents extrinsic evidence from a Micribsdomputer Dictionary that indicates
the term carries structural meaning to those skilled in the art. (Dkt. No. 91 Ex. &tAdR4
apparatus for recording computer data ernpanent or senpermanent form . . he former
refers to random access memonAR and the latter refers to disk drivers and other external
devices.”). In the context of the intrinsic and extrinsic evidentes clear that “storage dee”

is not merely a nonce word audides not operatas a substitute for “meandsRather, the ten
carries structural meanin§ee Williamson792 F.3d at 1350-51.

The Court finds that the term “storage device adapted to store data D, ... wherein
the storage device is adapted to randomly generate the device key segdnSesponse to
interrupts that notify the storage device of occurrence of the two specific operations not
a meansplus-function term subject to 35 U.S.C. § 112, { 6.

3. “wherein the device key seed;3s said randomly generated in response to interrupts
that notify the storage device obccurrence of the two specific operations” (claims 7
and 15)

IV's Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112, This term is subject to 33.S.C. § 112, 1 6.
6.
Claimed Function

randomly generating a device key segihS
response to interrupts that notify the storage
device of occurrence of the two specific
operations

Corresponding Structure

This term is indefinite for failure to disclose
adequate structure, including at lefaslure to
disclose an algorithm corresponding to a
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| function performed by computsoftware.

The first dispute between the parties is whether the term is a 1ple@Hdanction term
subject to 35 U.S.C. § 112, § B a meanslusfunction term, Defendants assert the term is
indefinite for filure to disclose adequate structure/algoritis.discussed below, the Court
finds that the term is not subject to a meplusfunction analysis under 35 U.S.C. § 112, 1 6.
As such, the Court does not reach the indefinite dispute but rather addrésséiseirproper
construction for the term “storage device.”

Positions of the Parties

IV asserts that the term ot a meanplusfunction term.IV notes that the claim is a
method claim and asserts that method claims are drawn to proeesbdsus thereis no
requirement that structure be disclosed. (Dkt. No. 91 at 26). IV asserts thae#msplus-
function analysis should end there. IV asserts that Defendants’ objections taitiéaclguage
are written description and enablement arguments cloakadasanglusfunction challenge.
IV asserts that such issues should be addressed in summary judgement adivdrioigs that
this is especially true when the examiner raised written description and endbiejaetions
and the patentees successfully traversed such rejectubrest 27).

Defendants assert that the claim limitation stadtes device key seed isandomy
generatingn response to interrupts.” Defendants further assert that these irdeycgpt on the
storage device, which means that the storage device performs the “generating” ldgteNo(D
1102 at 8). Defendants assert that in prosecution, the applicants added the wiaersenat
issue. Defendants assert that, as to claim 1, the applicants stressed that Hregid not tedt
“a storage device [] adapted to randomly generate the device key semdré&spons to

interrupts . . 7 (Id. (quoting Dkt. No. 99 Ex. 2 at MNSEDTX0000022427)). Defendants
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assert that with regard to claims 7 and thg applicant stated that thegchamended the claim
“generally similar to claim 1” and that the same arguments appléedg(oting Dkt. No. 99 Ex.
2 at IV-INSEDTX00000224-27))Defendants assert that the applicathsis,incorporated the
structural limitations of the “storage devigeto the method claims 7 and 15. (Dkt. No. 121@t
8).

Defendants cite to ®istrict Courtcase for the proposition that when a method claim
recites a structural limitation but does not describe sufficiently definite steudtur that
limitation, the claim term is a measmus{function term. (Dkt. No. 112 at 8 (citingIntellectual
Ventures Il, LLC v. AT&T CorpNo. 1:13cv-116, 2015 WL 4138590 at *15 (W.D. Tex. Jul. 8,
2015))). Defendants assert this is the case here because “storage deggabdtdprovide
sufficiently definite structure. Moreover, Defendants assert that thgnadsfunction has no
corresponding algorithmic structure in the specification. (Dkt. No.21408-9).

In reply, IV asserts that the claims are not written in mgalns{function format. Further,

IV asserts that the prosecution history statements/hichDefendants rely are not a clear and
unmistakable disclaimer regarding the “storage device.” IV notes thatgbheents do not relate
to the storage device itself geaeng the key seed. RathdW asserts the arguments were
directed toward distinguishing the art as not teaching the generation latlseed in response
to interrupts. (Dkt. No. 103 at 5 (citing Dkt. No. 99 Ex. 2 atINGEDTX00000232-33))IV
also asserts that even adweg Defendants’ position, the Applicant only stated that method
claims 7 and 15 were “generally similag tlaim 1. IV asserts that thepplicant never asserted

that the claims were identicald().
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Analysis

The meanglus-function analysis regarding the use of “storage devige’claim 1,
presented aboyés equally applicable to claims 7 and 15. Thus, the disputed term in claims 7
and 15 is not a meammus{function term. Further, in the method claims 7 and 15, the language
Defendats point to is merely théanguage of the method stepEhis is not a case as in
Williamsonwhere it was found thdhe passage in question “is nonetheless in a format consistent
with traditional meanglus function claim limitations.See Williamson792F.3d at 1350Here,
the passage in question is,fact the oppositeas it is not drafted in a format consistent with
traditional meanglusfunction claim limitations

The Court finds that “wherein the device key seedqSs said randomly generated in
response to interrupts that notify the storage device of occurrence of the two speéci
operations” is not a meanglus-function term subject to 35 U.S.C. § 112, { 6.

4. “storage device” (claims 1, 7, 15)

I\V’'s Construction Defendants’ Construction
No constuction is necessary. Plaamd Should the Court conclude that this term is
ordinary meaning. not part of a term subject to 35 U.S.C. § 112,
1 6, defendants propose the following
Alternatively, “volatile or nonvolatile construction:

memory for storing data”
“a device that has newolatile
memory for the norransitory
storage of data to be encrypted”

The parties dispute whether the storage device is limited tevaiatle memory and
whether the storage device must include the data to be encrypted.

Positions of the Parties

IV asserts that the '555 Patent does not provide any special meaning tge'stexace.”

IV cites to a variety of passages utilizing the term in a generad¢ s@dkt. No. 91 at 21 (citing
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'555 Patent Abstract, 1:226, 3:2-4)). IV asserts that absent lexicography, disavowal, or
disclaimer the plain meaning should controld(. If the term is construed, IV asserts its
construction is consistent with the intrinsic and extrinsic evidence. I\ftagbat the intrinsic
evidence does not differentiate between volatile andvotatile memory or require the storage
device to provide for notransitory storage of data to be encrypted. IV asserts that the term
“volatile” does not appear in the patent and that Defendants did not includierthis their IPR
petition constructionsld.). IV asserts that the Microsoft Computer Dictionary defines a ‘g#ora
device” as encompassing volatile memory such as RAM:

An apparatus for recording computer data in permanent orgEmianent form.

When a distinction is made between primary (main) storage devices and

secondary (auxiliary) storage devices the former refers to random ace@ssym

(RAM) and the latter refers to disk drives and other external devices.

(Dkt. No. 91 Ex. E at 424).

Defendantsassert that lay jurors may understand the term in other context (lockers,
luggage, etc.), but since this is software patesiat is relevant is the understanding of one
skilled in the softwardield. (Dkt. No. 110-2 at 21).

Defendants assert that itsnstruction requires the memory to be permanent or-semi
permanentwhile IV contends the memory can also be transitory or volatile. Defendasért
that the Microsoft Computer Dictionary supports Defendawstnstruction, because the
definition for “storage device” begins by stating that it is an apparatus that records data in
“permanent or serapermanent form.Defendants assert that the Microsoft Computer Dictionary
defines “volatile memory” as “[m]emory, such as RAM, that loses its @Watn the powersi

shut off.” (Dkt.No. 99 Ex. 4 at 9). Defendants assert that clearly the patent did not contemplate

that the data would be lost when the power is shut off. (Dkt. No21dt®1-22).
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Defendants further assert that the surrounding claim limitations pemly from a
volatile memory. Defendants assert that the other claim limitations require the stevaggeto
(1) include an encryption/decryption module adapted to generate a device key segadpsed a
to apply the seed to data encryption of the data and (2) be adapted to randomly gemerate th
device key seed in respge to interrupts. (Dkt. No. 14Dat 2—-23(citing claim 1)). Defendants
assert the claimed functionality is inconsistent with the notion that the data cdakt besome
point in the pocess if the power were to Isut off. Defendants further assert that claim 15
recites a “tangible notransitory computereadable mediurii.Defendants further assert that the
examples in the specification are examples of permanent orpgemanent memygr “mobile
phone, USB disk, or a language learning machine.” '555 Patent 3:9-11.

Defendants finally assert that IV’s construction does not require thagstalevice to
contain the data to be encrypted. Defendants assert that the claims hagquihésient, citing
claim 1. Defendants note that clalimequires the storage device to be adapted “to store data D”
and then later the claim recites that the encryption/decryption module included storage
data device is “adapted to generate the device key segddata encryption of the data D.”
Defendants similarly assert that the specification states that the systerdégackiorage device
storing dataD and an encryption/decryption modubnd that he encryption/decryption module
“applies the devie key seedy and a seed generated by a Hostlata encryption.” '555 Patent
1:35-43.

In reply, IV asserts that nothing in the specification excludes RAM, and the neleva
dictionary definition explicitly includes RAM. IV asserts that the spedibcadiscloses that the

storage device could be a “mobile device” ('555 Patent+13P and that mobile devices can
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include processors with RAM. IV asserts there is no evidence to support tiimashat RAM
is inconsistent with the claims.

As to whether thelaims require the “storage device” to contain the data to be encrypted,
IV asserts that the claims teach that this is not required. In particulartd¥ that though claim
1 requires the “storage device” to be “adapted to store data D,” claim 7 dokaveosuch
restrictions. As to the specification passage at-#353elied upon by Defendants, IV notes that
the specification passage makes clear that this is “in an exemplapdieneint.” '555 Patent
1:35-36.

Analysis

Defendants have not pointed to alexicography, disclaimer or disavowal excluding
volatile memory such as RAMSee Arlington Industries, In®632 F.3d at 1254 (“Even where a
patent describes only a single embodiment, claims will not be read restrialivielys the
patentee has demoraied a clear intention to limit the claim scope using words or expressions
of manifest exclusion or restriction.”) (internal citations omitted)sent such restrictionshe
plain meaning should contrafhorner v. Sony Computer Entertainmémerica LLC 669 F.3d
1362, 136567 (Fed. Cir. 2012). The plain meaning evidence cited by both parties makes clear
that the plain meaning of “storage device” is inclusive of volatile memory suBiA\kk (Dkt.

No. 91 Ex. E at 424); (Dkt. No. 99 Ex. 4 at 9).

Defendand make much of asserting that claimed functionality (claim 1) is inconsistent
with the notion that the data could be lost at some point in the process if the power were to be
shut off. However, nothing in the claim languagespecificatiormandates suchosition. As to
the claim 15 recitation of a “tangible ntransitory computereadable mediurh this language

is directed toward the medium that stores the computer executable instruEhisnignguage is
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separate from the “storage device” langudgand later in the claim. The Court rejects
Defendantsposition that “storage device” is limited to “neolatile” memory.

As to whether théstorage devicemust include the data to be encrypted, again such a
limitation is merely an embodiment in the specification. Moreover, the fact that danres
explicitly include such requirements and other claims ddurtiter counsels that such limitation
is not found inherently in every claiRhillips, 415 F.3d at 1314a(term’s context in thearious
claims can be very instructiveldaving rejected the Defendants’ position that the storage device
is limited to nonvolatile menory for nontransitory storagethe Court has resolved the dispute
between the parties. The Cothtis finds that no further construction is needed.

The Court finds that “storage device’requires no further construction and the plan
and ordinary meaning applies.

5. “encryption/decryption module adapted to randomly generate a device key seeg S
according to a time interval between two specific erations on the storage device,
and adapted to apply the generated device key seegt8 data encryption of the data
D” (claim 1)

IV'’'s Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112, This term is subject to 33.S.C. § 112, 1 6.
6.
Claimed Functions
No construction is necessailainand (1) randomly generating a device key segd|S
ordinary meaning. according to a time interval between two
specific operations on ttetorage device

(2) applying the generated device key segd S
to dataencryption of the data D

Corresponding Structure

(1) Thisterm is indefinite for failure to
disclose adequasdructure, including at leas
failure to disclose an algorithm corresponding
to a function performed by computer
software.

(2) The key generation algorithm described at
4:12-14, and the encryption mechanisms
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described at 4:24-30, including “left rotating
bits of authentication data” and TEAIny
Encryption Algorithm)

The first dispute between the parties is whether the ieranmeanglusfunction term
subject to 35 U.S.C. § 112, § B a meanslusfunction term, Defendants assert the term is
indefinite for failure to disclosein adequate structure/algorithniv does not propose any
construction under 35 U.S.C. § 112, { 6.

Positions of the Parties

IV asserts that while in some conteXiodule’ by itself, might not be sufficient definite
structure, the term “encryption/decryption module” in the '555 Patent connotes stru®ture
cites for supporGenband USA LLC v. Metaitch Networks Ltd.No. 2:14cv-33, 2015 U.S.
Dist. LEXIS 103512, *40 (E.D. Tex. Aug. 6, 2015). IV notes tli¢nbandfound that
“telecommunications interface module” was not a mgans{function term. (Dkt. No. 91 at 24).

IV asserts that a person skill in the art would know that an encryption/decryption module can
be implemented in hardware or software. IV asserts that this contotires specification which
states that “to reduce cost, a software implementation may be the best’'chbic@atent 3L6—

17. IV asserts that the encryption mechanism can be “any symmetric encrypitbrihe
complexity and security level of a software encryption method can be selectediag to the
hardware and security requiremehtdd. at 4:2324. IV further notesthat offtheshelf
components could contain the module. (Dkt. No. 91 at234citing a passag€555 Patent
4:48-52)which states that the encryption may take the form of program code embodied on
tangible media such as floppy diskettes,-ROMS, hard drives or any other readable storage

medium).
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IV asserts thatin prosecutionto overcome a written description rejection, the patentee
emphasized that the limitation was adequately described because -pme&dmio generators
were known in the art. In particular, in prosecutidhemphasized prior art which indicated that
it was known that a seed number could be used for a psandom generator. Ithusasserts
thatone skilled in the art would understand that a device key seed could be obtained fnem a ti
interval value. (Dkt. No. 91 at 25).

IV asserts that extrinsic evidence supports the finding that an “encryptio/ptiecr
module” exists as staralone, structural software. In particuld, cites to a variety of extrinsic
evidence software documetitan for software programs that could be dffieshelf
“encryption/decryption” modulesld. at 25-26).

Defendantsassert that the claim limitation provides two functions for the module: (1)
randomly generate a device key seed according to a time inbetvaéen two operations on the
storage device and (2) apply the generated device kal/tsedata encryption of the data.
Defendants assert that these functions are recited in standard-phesiagiction format and
that replacing “module” with “means” wtiiyield the same claim meaning. Thus, Defendants
assert that according Williamson the claim term is a meadusfunction claim term(Dkt.

No. 110-2 at 5).

Defendants assert that undafilliamson as a matter of law, “module” itself does not
providestructure. (Dkt. No. 112 at 5 (citingWilliamson 792 F.3dat 1350). Defendants also
assert that just as the “distributed learning control” modifieMaifiamson did not provide
structure to “module,” here “encryption/decryptiosimilarly only desciies what the module
does. [d.). Defendants assert that theucture, if anyonly comes from a meaimus-function

analysis of the specificatio@efendants assert that IV’s admission that the “module” can be any
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hardware or software, so long as it peris the claimed function, confirms that the term is a
meansplus-function term. (Dkt. No. 105 at 3).

For the second function (“apply the generatisice key seed...”), Defendants assert
that the specification provides structure. In particular, Defendtatesthat the specification lists
one algorithm for generating a key from the device key seed. (Dkt. N a1 & (citing '555
Patent at 4:419)). Defendants also state that two algorithms for encrypting data with aekey a
disclosed. Id. at 56 (citing '555 Patent at 4:287, 4:2730)). But,Defendants assert that the
specification provides no algorithms for the first function: “randomly genardéwice key seed
Sy according to a timenterval....” Defendants assert that the patentee conceded thigy durin
prosecution. Ifl. at 6 (citing Dkt.No. 91 Ex. F at IVINSEDTX-0000002425)). Defendants
assert that although the specification states that the function could bemmetfoy code loaded
on a general purpose computer, the specification provides no algorithm for the claintiesh func
(1d.).

Defendants assert that IV merely argues that the specification discloskarthaare or
software could be utilized. Defendants assert, under the law, that is not enougidabefe
assert that a computer implementadction still requires the algorithm to be disclosed. (Dkt.
No. 1102 at 6). Defendants assert that if IV asserts that the specification dishlosegre
could be used, such a position does not save IV. Defendants assert that duringipnptiee
paentee argued that the function “generatmglevice key seed gSaccording to a time
interval...” did not exist in the prior artld; at 7). Defendants assert that this contradicts any
assertion that the patentee envisioned a specific structure for thectlaiodule at the time of

the invention. Id.).
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As to IV's extrinsic evidence regarding encryption/decryption sogw®efendants
assert that it is not relevant for two reasons. First, Defendants tetlenone of the evidence
reflects the understandingf one in the art at the time of the invention (November 2004).
Second, Defendants assert that nothing in the extrinsic evidencesreaflectlaim language
regarding“generatea device key seedgSccording to a time interval between two specific
operatons on the storage deviceld)).

In reply, IV asserts that the mere use of “module” does not end the inquiry as to whether
the term is a meandusfunction term. IV asserts that the extrinsic evidemnited by both
parties identifiesencryption/decrypon modules. (Dkt. No. 103 at 4 (citing DRtlo. 91 at 25
(evidence that encryption/decryption structure often exista Bge of software structure) and
Dkt. No. 99-4 (providing a “cryptographic module” government specification))).

IV asserts that the intrinsic record teaches structure, in particular lmardwaoftware.

As to software, IV asserts that the module may take the form of program codeN¢DkD3 at 4

(citing '555 Patent 3:1516, 4:48-65)) IV quotes the patent: “[w]hen implemented oneagyal

purpose processor, the program code combines with the processor to provide a unique apparatus
that operates analogously to application specific logic circuits.” '555 Pat65. 1V asserts

that the module thus acts like a circuit performing ¢dle@med function. IV points to multiple
Federal Circuit cases that have found “circuitsbe sufficient structure. (Dkt. No. 103 at 4).

IV asserts that even if a meapisisfunction term, Defendants have rshtownthat there
is a lack of correspondingtructure. IV asserts thahs explaineddisclosure of circuitry is

sufficient and, at a minimum, there is a genuine issue of fact on that point. (Dkt. No. 103 at 5)
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Analysis

“Module’ is a well-known nonce word thaiao operate as a substitute foréams” in the
context of § 112, para. 6Williamson 792 F.3d at 135@urther, the claim term in question is
drafted in a traditional meaipus{function format.lV is correct that this Courtin Genband
found that “telephone line interface module”not subject to a meanglusfunction analysis.
However,the evidence presented in that casele it cleathata “telephone line interface” was
well-known particular structure. Thusthe “prefix” before “module” connoted particular
structure Further, in theart “telephone line interface modules” reference phydiel@phone line
interfaceunits that are interchangeable with otBach unitsin contrast, the evidence here does
not show that “encryption/decryption” carries a known structural contésd.GenbandCourt
alsofound thatother “module” terms,packetization modules” and “echo cancellation modules
were meanplus-function terms that merely refer to any structure that can perform the
“packetization” and “echo cancellation” function$he term here,“encryption/decryption
module” is more similar to those terms.

IV cites to extrinsic evidence that encryption/decryption mechanisms exisftasre
(Dkt. No. 91 at 2526) and that the term “cryptographic module” can be foural government
specificatiom  (Dkt. No. 103 at 4). Howeverthose references do not teach that
“encryption/decryption module” provides a known structural natation. Further, as IV
assertedthe specification merelyndicatesthat the term can meamy “software or hardware”.
(Dkt. No. 91 at 24); 555 Patent 348. In context of the specification, the
“encryption/decryption moduleis merely a blackoox that could be anythindrurther, even if
limited to software, the specification does not seem to limit the term beyond the riusstibe

specification appears to teach that any software that performs the functiossiblgr “any
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symmetric encryption, and the complexity and security level of a softwargpénar method
can be selected according to the hardware and securityaequits.” '555 Patent at 4:224.In
light of the intrinsic and extrinsic evidence, on balarthe Court finds that Defendants have
overcome the presumption that, despite the absence of the word “means,” “enagptigtion
module”is a meanglus-function term.

Having found the drm to be a meardus{function term, the claimed function and
corresponding structure must be identiffefihe claim term itself states two functions: (19 “
randomly generate a device key seedaBcording to a time intervabetween two specific
operations on the storage devicand (2) “to apply the generated device key segdoSdata
encryption of the data .D The Court finds that no corresponding structure is disclosed for
function (1). Though the specification descrilieshniques for determining the time interval
('555 Patent 3:3456), the specification does not disclose structure that “to randomly geaerate
device key seedgSaccording to a time interval IV emphasizes that to overcome a written
description rejectionthe patentee cited prior art to assert that the limitation was adequately
described because pseu@dmdom generators were known in the art for achieving this function.
However, the written description requirements and the requirements under 8atéd 2ifférent
Under§ 112,1 6 even if the specification had explicitly statedatknown structure could be
utilized “to randomly generate a device key seqda&ording to a time interval,” such a
statement is not sufficient:

The inquiry is whether one &kill in the art would understand the specification

itself to disclose a structure, not simply whether that person would be capable

implementing a structuréed. Instrumentation344 F.3d at 1212citing Atme]

198 F.3d at 1382 Accordngly, a bare statement that known techniques or
methods can be used does not disclose structure. To conclude otherwise would

3 The Court notes that IV has provided no alternative functidrsemicture construction.
1V has not pointed to such statement.
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vitiate the language of the statute requiring "corresponding structurejahaie
acts described in the specification.

Biomeding LLC v. Waters Technologies Carg90 F.3d 946, 953 (Fed. CR007) (finding a
term indefinite for failure to disclose corresponding structure for a2§ L6 term), see also
Aristocrat Technologies Australia PTY Ltd v. International Game Tecgpok®21 F.3d 1328,
1334 (Fed. Cir. 2008)(finding that a statement in the specification that “appropriate
programming” within the capability of a worker in the art is not sufficient dssgle under
§112, 1 5.

The Court construes“encryption/decryption module adapted to randomly generate
a device key seed g&Saccording to a time interval between two specific operations on the
storage device, and adapted to apply the generated device key segtbSlata encryption of
the data D” as a mean®lus-function term subject to 8§ 1129 6. The Court further finds the
term to be indefinite for failure to disclosure structure corresponding to tke function “to
randomly generate a device key seed; &ccording to a time interval between two specific
operations on the storage device.”

6. “the encryption/decryption module is further adapted to randomly generate the
device key seed $Haccording to an occurrence time of one of the specific operations
as obtained from a clock” (claim 13)

IV's Construction Defendants’ Construction

This term is not subject to 35 U.S.C. § 112, This term is subject to 33.S.C. § 112, { 6.
6.
Claimed Function

No construction is necsary. Plairand randomly generating a device key seed S
ordinary meaning. according to an occurrence time of aig¢he
specific operations as obtainftdm a clock

Corresponding Structure

This term is indefinite for failure to disclose
adequate structure, including at lefaslure to
disclose an algorithm corresponding to a
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| function performed by computeoftware |

The dispute between the parties is substantially similar to the “encryptio/ptiecr
module” term of claim 1.

Positions of the Parties

IV asserts that the dispute is the same as the prior encryption/decryption megute di
regarding claim 1. IV sserts that the added language regarding the occurrence time obtained
from a clock does not change the issues presented. (Dkt. No. 91 at 28). IV asserts that the '555
Patent teaches using time differences for operations and the use of a clock. &#3:Pat29,
3:34-45, 3:5256. IV asserts that because the “encryption/decryption module” is structural and
the '555 Patent teaches using clock inputs to generate the seed, the claimmdefimte. (Dkt.

No. 91 at 29).

Defendants assert that claim 13 addghird function to the “encryption/decryption
module” of claim 1(regarding the occurrence time obtained from a cld2&jendants assert that
for this function, the specification provides no algorithm. Though IV identifies & aothe
specification,Defendants assert th&¥ does not identify the algtihm for carrying out the
claimedfunction. (Dkt. No. 110-2 at 6).

Analysis

The basic dispute between the parties is the same as with treceding
“encryption/decryption module” term. For the reasons presented above, the Court firttie that
term is a meanplus{function term subject to 35 U.S.C. § 112, § 6. The function is “to randomly
generate the device key seqdaBcording to an occurrence time of one of the specific operations
as obtained from a&lock” The passage abB55 Patent3:34-56 concludes with “the storage

device 120 can obtain the system clock wherein the operation occurred.” This disclosure
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addressehe functional language related torfe of the specific operations as obtained from a
clock.” However, for the reasons also described above for the precediagyption/decryption
module” term the specification fails to provide structure for the function “to randomly generat
the device key seed; 8ccording to an occurrence time.” For #ane reasons as discussed with
regard to the prior “encryption/decryption module” term, this “encryption/@éory module” is
also indefinite.

The Court construes “the encryption/decryption module is further adapted to
randomly generate the device key seedy &ccording to an occurrence time of one of the
specific operations as obtained from a clockas a meanslus-function term subject to
8§ 112,9 6. The Court further finds the term to be indefinite for failure to disclosure
structure corresponding to the function “to randomly generate the device key seedyS
according to an occurrence time of one of the specific operations as obtained frenclock”

CONCLUSION

The Court adopts the constructions set forth in this opinion for the disputed terms of the
patentsin-suit. The parties a®RDERED that they may not refer, directly or indirectly, to each
other’'s claim construction positions in the presence ofjting. Likewise, the parties are
ORDERED to refrain from mentioning any portion of th@pinion, otherthan the actual
definitions adopted by the Court, in the presence of the jury.réieyence to claim construction
proceedings is limited to informing the jury of the definitions adopted by the.Court

Within thirty (30) days of the issuance of this Mi@andum Opinion and Order, the
parties are hereb@RDERED, in good faith, to mediate this @awith the mediator agreed upon
by the parties. As a part of such mediation, each party shall dppeaunsel and by at least one

corporate officer possessing sufficient authority and obrip unilaterally make binding
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decisions for the corporation adequate to address any fguibd offer or counteroffer of
settlement that might arise during such mediation. Failure sodall be deemed by the Court
as a failure to mediate in good faith and may subject that party to suttiosaras the Court

deems appropriate.

So ORDERED and SIGNED this 11th day of January, 2016.

EEANT

RODNEY GILS§FRAP
UNITED STATES DISTRICT JUDGE
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