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United States Court of Appeals for the Federal Circuit

2008-1500

ANASCAPE, LTD.,

PIaintiff—AppeIEee,

NINTENDO OF AMERICA INC.,

Defendant-Appellant.

Appeal from the United States District Court for the Eastern District of Texas in Case
No. 9:06-CV-158, Judge Ron Clark

GAJARSA, Circuit Judge, concurring.

While | agree with the majority's result, | write separately to highlight the
majority’s best use of the written description requirement as a priority-policing
mechanism in contradistinction to an independent basis for invalidity. In this case,
Anascape filed the '700 patent as a continuation-in-part of the '525 patent's application.
Pursuant to 35 U.S.C. § 120, Anascape’s '700 patent would be entitled to the '5625
patent's priority date only if the '525 patent's written description disclosed the subject

matter of the later-filed '700 patent. See In re Smith, 458 F.2d 1389, 1394 (CCPA

1972). Because, as the majority correctly concludes, the '700 patent claims subject
matter not disclosed by the '525 patent, the '700 patent is not entitled to the '525
patent's priority date. In this case, the failure to establish the earlier priority date is fatal

as Anascape conceded that a prior art Sony product anticipated the asserted claims.
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The majority’s application of the written description requirernent, in my judgment,
would be the preferred use of the written description requirement. As this court’s

predecessor stated:

Satisfaction of the description requirement insures that subject matter
presented in the form of a claim subsequent to the filing date of the
application was sufficiently disclosed at the time of filing so that the prima
facie date of invention can fairly be held to be the filing date of the
application. This concept applies whether the case factually arises out of
an assertion of entitlement to the filing date of a previously filed application
under § 120 . . . or arises in the interference context wherein the issue is
support for a count in the specification of one or more of the parties . . . or
arises in an ex parte case involving a single application, but where the
claim at issue was filed subsequent to the filing of the application . . . .

In re Smith and Hubin, 481 F.2d 910, 914 (CCPA 1973); see also In re Wright, 866 F.2d

422, 424 (Fed. Cir. 1989) ("When the scope of a claim has been changed by
amendment in such a way as to justify an assertion that it is directed to a different
invention than was the original claim, it is proper to inquire whether the newly claimed
subject matter was described in the patent application when filed as the invention of the
applicant. That is the essence of the so-called ‘description requirement’ of § 112, first
paragraph.”).

This court, however, has held en banc that § 112, first paragraph provides for a

written description requirement capable of invalidating claims, Ariad Pharm., Inc. v. Eli

Lilly & Co., No. 2008-1248, 2010 WL 1007369 (Fed. Cir. March 22, 2010), though |
continue to believe that “[clonfining written description to the priority context would
provide greater clarity to district courts and practitioners, both of whom are currently left
to trudge through a thicket of written description jurisprudence that provides no
conclusive answers and encourages a shotgun approach to litigation,” id. at *22

(Gajarsa, J., concurring). While the statutory language has been interpreted by this
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court to require a written description for patentability, it is not the ideal vehicle for
invalidating claims. Such a vehicle is better provided by the enablement requirement of
§ 112. Under this court’'s current law, enablement provides the preferred vehicle for
invalidating claims that extend beyond what the patent actually discloses to a person of

skill in the art. See Martek Biosciences Corp. v. Nutrinova, Inc., 579 F.3d 1363, 1378

(Fed. Cir. 2009) (“To meet the enablement requirement, the specification of a patent
must teach those skilied in the art how to make and use the full scope of the claimed
invention without undue experimentation.” (internal quotation marks omitted)).
Moreover, clearly defining the separate contexts in which written description and
enablement are applicable would provide some justification for this court’s currently

inexplicable treatment of written description as a question of fact, yet enablement as a

question of law. See Ariad, at *27 (Rader, J., dissenting-in-part and concurring-in-part).
While Ariad conclusively established that § 112, first paragraph requires both an
enabling disclosure and a written description, it left to the district courts and practitioners
the task of resolving many questions concerning how Ariad applies in practice,

Here, the majority’s opinion demonstrates a good example in applying the written
description in a priority policing context, while leaving invalidity in the capable hands of
the enablement doctrine. Though Ariad makes clear that written description is not
confined to the priority policing context, | continue to believe such confinement, while
not statutorily mandated, streamlines litigation and arguably reconciles some of our

written description and enablement precedent.
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CERTIFICATE OF SERVICE
DAN NORBER, an attorney associated with the law firm of Kéye Scholer LLP,
does hereby certify that on April 22, 2010, he caused a true and correct copy of the foregoing

Stipulated Bill of Costs to be served upon the following:

Douglas A. Cawley

McKool Smith, P.C.

300 Crescent Court, Suite 1500
Dallas, TX 75201

Tel.: (214) 978-4972

Fax: (214) 978-4044

Via Federal Express

Dated: New York, New York (D M,}LO—M

April 22, 2010 DAN NORBER

31973887.DOCX



DTI Skyline

FRES 151 West 46th Street INVOICE
4th Floor Invoice Number: 433199
New York, NY 10036
Phone : 646-878-1523 Invoice Date: 10/27/08
Fax : 212-302-8309
Fed. ID No. : 58-2413793
Bilt To: Ship To:
Kaye Scholer, LLC Kaye Scholer, LLC
425 Park Avenue 425 Park Avenue
New York, NY 10022-3598 New York, NY 10022-3598
Nicole Hazaz
Customer ID 22042 Client / Matter No. 45266.0002
Terms Net 15 Days Job No. M49572
SalesPerson NYC T1 Nat't Acct Name
SalesPerson 2 Nat't Acct Ref. No.
Cust. P.O.
Quantity Description Unit Price Total Price
7,907 Image Dalabase Manipulation (import images) 0.01 79.07
7,907 IMG - Endorsing 0.02 168.14
1 IMG - CD Master 25.00 256,00
7,907 Image Database Modificalion {Renumbering) 0.01 79.07
Vol: M49572001
A000D1 - AD3234
AQ4001 - AD4794
AQ05001 - A0B879
Date Ordered: 10/20/08 / 1 DVD
Thank you for choosing DT Skyline
Past due invoices are subject to 1.5% inlerest per month
Subtotal: 341.28
Total Sales Tax: 28.58
Total: 369.86

Accepted By:

Remit To: DTI Skyline
PO Box 934272
Atlanta, GA 31193-4272



MERRILL CORPORATION FINAL COPY @

DSC Production Center Services Detail Report

Production Center Services Invoice # ; 878387-2
002-1288339
Client/Matter Number: Nintendo/Anascape-2200652-00120
Date Ordered : 05-NOV-08
Ordered By . Jessica Feinberg
DESCRIPTION QUANTITY UNIT PRICE TOTAL
Bind, Tape 16 $3.00 $48.00
Color Copies, 8.5 x 11 90 $.25 $76.50
Cover, Cardstock : 32 8.25 58.00
Litigation, Medium 1864 511 $205.04
Subtotal : $337.54
Freight : %.00
Postage and Handling: $.00
Tax : $16.88
Total : $354.42

Page: 2 of 23



MERRILIL CORPORATION

FINAL COPY @

DSC Production Center Services Detail Report

Production Center Services

002-128%449

Client/Matier Number:

Date Ordered :
Ordered By :

DESCRIPTION

Bind, Tape

Color Copies, 8.5x 11
Cover, Cardstock
Litigation, Medium

2200652-00120
07-NOV-(8
Jessica Feinberg

Invoice # : 878387-2

QUANTITY UNIT PRICE TOTAL
15 $3.00 $45.00

90 5.85 $76.50

32 $.25 $8.00

1935 511 $212.85
Subtotal : $342.35

Freight : $.00

Postage and Handling: $.00

Tax : $17.12

Total : $359,47

Page:

6 of 23



MERRILL CORPORATION FINAL COPY @

DSC Production Center Services Detail Report

Production Center Services Invoice # : 910060

002-1308189

Client/Matter Number: 2200652-00120
DPate Ordered : 05-FEB-09
Ordered By : Jessica Feinberg
DESCRIPTION QUANTITY UNIT PRICE TOTAL
Bind, Tape 16 $3.00 $48.00
Cover, Cardstock 32 $.25 $8.00
Litigation, Medium 585 $.11 $64.35
Subtotal : $120.35
Freight : 5.00
Postage and Handling: $.00
Tax : 56.02
Total : $126.37

Page: 3 of 10



RECORD - PRESS:

Decades of Experience Cutting Edge Technology

Sinca 1845
229 West 36th Street, New York, NY 10018

INVOICE #A77596

Refer To Invoice # with Payment

Phone (212) 619-4249 Fax (212) 608-3141
Federal 1.D. Number 13-5654060
SOLD TO: MIWAKO BURLEIGH, SR. LEGAL ASSIST. INVOICE DATE
KAYE SCHOLER, LLP 2/272009
425 PARK AVENUE CUSTOMER PHONE
NEW YORK, N.Y. 10022-3598 212 836.8000
CUSTOMER FAX
212 836-64356
PURCHASE ORDER PRINT ORDER No. | DueDate [NET TER..|ACCT..|PROGRAMNo.| JOB NUMBER
3/29/2009 Net 30 F§ 24038
ANASCAPE, LTD vs. MICROSOFT
QUANTITY DESCRIPTION PRICE AMOUNT
For printing and binding 25/11 copies of the above
referenced 1008/1017 pages:
CONFIDENTIAL/NON-CONFIDENTIAL JOINT
APPENDIX
United States Court of Appeals for the Federal Circuit
CONFIDENTIAL
1 1-Sided Cover @ 110.00 110.00
1 Additional Sided Cover @ 70.00 70.00
25,200 1008 Pages Text x 25 Copics @ 0,17 4,284.00
50 Perfect Bound Books @ 3.00 150.00
NON-CONFIDENTIAL
1 1-Sided Cover @ 110.00 110.00
1 Additional Sided Cover @ 70.00 70.00
11,187 1017 Pages Text x 11 Copies @ 0.17 1,901.79
22 Perfect Bound Books @ 3.00 66.00
SUBTOTAL
TAX (8.375%)
TOTAL
MONEY ON ACC'T
Thank you for your business.
BALANCE DUE

Page 1




RECORD ;- PRESS?

Decades of Experience Cutting Edge Technology

Sinca 1345
229 West 36th Street, New York, NY 10018

Phone (212) 6154549 Fax (212) 608-3141
Federal 1.D. Number 13-5654060

INVOICE #A77596

Refer To Involice # with Payment

SOLD TO: MIWAKO BURLEIGH, SR. LEGAL ASSIST. !NVOICE DATE
KAYE SCHOLER, LLP 2272009
425 PARK AVENUE CUSTOMER PHONE
NEW YORK, N.Y. 10022-3598 312 536.5000
CUSTOMER FAX
212 836-6456
PURCHASE ORDER PRINT ORDER No. Due Date | NET TER... | ACCT.., | PROGRAM No, JOB NUMBER
3120/2009 | Net30 F$ 24038
ANASCAPE, LTD vs. MICROSOFT
QUANTITY DESCRIPTION PRICE AMOUNT
1 Hours of Paralegal Time @ 90.00 90.00
2,033 Pages Text x 1 Extra Proof Copy @ 0.17 345.61
4 Perfect Bound Books for Proofs @ 3.00 12,00
SUB-TOTAL 7.209.40
1 Party Served and Filed @ 90.00 90.00
1 Messenger to Deliver All Copies @ 10.00 10.00
I 4-Federal Express @ 241.71 241.71
SUBTOTAL $7,551.11
TAX (8.375%) $632.41
TOTAL $8,183.52
] MONEY ON ACC'T $0.00
Thank you for your business.
BALANCE DUE $8,183.52
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