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UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

GOOD TECHNOLOGY CORPORATION,

Plaintiff,

V.
No. 3:11-cv-02373-M

8
§
8
§
§
§
LITTLE RED WAGON 8§
TECHNOLOGIES, INC., (f/k/a LRW 8§
DIGITAL, INC. and LRW DIGITAL INC.) 8§
d/b/a LRW TECHNOLOGES, INC. and LRWS§
DIGITAL, INC., and FIXMO U.S., INC. 8§

§

§

Defendants.

CLAIM CONSTRUCTION ORDER AND MEMORANDUM OPINION

l.  INTRODUCTION

Plaintiff Good Technology Gporation (“Plaintiff’)! brings this suit against Defendants
Little Red Wagon Technologies, Inc. (f/k/a LRWdnal, Inc. and LRW Digital Inc.) d/b/a LRW
Technologies, Inc. and LRW Digital, Inc. (“LRWand Fixmo U.S., Inc. (“Fixmo”) (collectively
“Defendants”). The parties seek constructiodisputed terms used in the following patents:
U.S. Patent Numbers 7,039,679 (“the '67%pdl’), 6,023,708 (“the 708 patent”), 6,085,192
(“the '192 patent”), 6,708,221 (“the '221 pat®), 6,151,606 (“the '606 patent”), and 7,039,679
(“the '679 patent”). Before the Court are terfognd in claim 1 of the '679 patent, claims 52, 56
and 89 of the '708 patent, claims 10 and 2thef'192 patent, claims 15 and 16 of the '221
patent, and claims 21 and 25 of the '606 patdine United States Patent and Trademark Office,

the PTO, has reexamined and confirmed all five patents. A numbex disfhuted claims and

! Plaintiff changed its name from Visto @aoration to Good Technologyorporation during the
pendency of this litigation. The Court occasionalidresses Plaintiff as b when referring to
the company’s pre-suit activities.
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terms have been construed in seven distrigttagpinions, six from th Eastern District of
Texas? This Court held a claim conattion hearing on January 28, 2013.
[I. DESCRIPTION OF THETECHNOLOGY

The five patents-in-suit arrelated and are directed to systems and methods for
synchronizing data across computer networkse TB2 patent addresstee problem of data
inconsistency by providing “a system and haet for synchronizing multiple copies of a
workspace element’—which can include elemerits-mail data, file data, calendar data, and
user data—"in a secure network environment.” '192 col.1 11.30-54. The system includes a
general synchronization moduleattoperates on a base syst@ma computer protected by a
firewall, known as the client site. '192 Cl.4 11.35-3. The gendraynchronization module on
the client site cooperates wighsynchronization agent operating outside the firewall to examine
and compare versions of a workspace elemergdtoithin and outside of the firewall. The
system further contains means for generatipgeéerred version of the workspace element and
synchronizing the versions at theotdifferent storage locations.

The '221 patent describes a global server,quted by a global firewlathat facilitates
the workspace data synchronipatibetween the client site arlocal area network (“LAN”)
server secured by a LAN firewall and a rematteart phone. '221 col.2 11.42—-44;°221 C1 col.1

[1.1-60. The '679 patent similarlyses a global server to synchize data between a LAN and a

% These opinions includ&isto Corp. v. Seven Networks, IftSevet), No. 2:03-CV-333-TIJW
(E.D. Tex. April 20, 2005) (Ward, J¥isto Corp. v. Seven Networks, I{itSeven [), No.
2:03-CV-333-TJWE.D. Tex. April 18, 2006) (Ward, J¥isto Corp. v. Sprogit Tech., Inc.
(“Sproqit), No. C-04-0651 EMC (N.D. CalAug. 4, 2006) (Chen, Mag.Yisto Corp. v.
Smartner(*Smartnef), No. 2:05-CV-91 (E.D. Tex. Dec. 29, 2006) (Ward, ¥isto Corp. v.
Microsoft (“Microsoft’), No. 2:05-CV-546(E.D. Tex. Aug. 28, 2007) (Folsom, Misto Corp.
v. Good Tech., In¢Good), No. 2:06-CV-039 (E.D. Tex. Jan. 16, 2008) (Everingham IV,
Mag.);andVisto Corp. v. Research in Motion L{RIM"), No. 2:06-CV-181 (E.D. Tex. April
30, 2008) (Everingham 1V, Mag.).
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“plurality of smart-phone devisg’ '679 B2 col.17 11.13-17. Th&79 patent specifically targets
the synchronization of e-mail dat&d.

The '708 patent introduces a “global translatarich cooperates wh the rest of the
synchronization system to translate between versions of workspace elements in different formats.
708 col.1 1.69—col.2 1.40. The format translation enables the system to synchronize workspace
elements between “different application pags and different platforms.” '708 col.1 11.32—-34.
Translation may be necessary when the agempts to synchronize data in FormaeAy,
bookmarks from the Netscape Navigator web browser, with data in Forraat, Bookmarks
from the Internet Exploreaxneb browser. '708 col.3 11.33-51.

The '679 patent addresses security conceaised when a remote user initiates
communications from an untrusted compuféne system includes methods for “automatically
disabling the untrusted client site from accessirlgast a portion of the downloaded data after a
user has finished using the data imwsted manner.” '679 C1 col.2 11.62—64.

[Il. LEGAL STANDARD

A. General Principles dElaim Construction

Claim construction is a questionlafv exclusively for the courtMarkman v. Westview
Instruments, In¢.52 F.3d 967, 971-72 (Fed. Cir. 1995) (en baaft)y, 517 U.S. 370 (1996).
“Ultimately, the interpretation to be given a tecamn only be determined and confirmed with a
full understanding of what theventors actually invented aimitended to envelop with the
claim.” Phillips v. AWH Corp.415 F.3d 1303, 1316 (Fed. Cir. 2005) (en banc) (citations
omitted). Accordingly, the correct constructioilllwe the one that “stays true to the claim
language and most naturalljgas with the patent’s description of the inventiohd: (internal

citations omitted).
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In construing disputed terms, a court lodikst to the claim laguage, for “[it is a
‘bedrock principle’ of patent {a& that ‘the claims of a patedefine the invention to which the
patentee is entitled the right to excludeld. at 1312 (quotingnnova/Pure Water, Inc. v. Safari
Water Filtration Sys., In¢381 F.3d 1111, 1115 (Fed. Cir. 2004)). Generally, the words of a
claim should be given their “ordinary and custmynmeaning,” which is “the meaning that the
term[s] would have to a person of ordinarylisk the art in question at the time of the
invention.” 1d. at 1312-13.

In many cases, the meaning of a term fgerson skilled in the art will not be
immediately apparent, and a court must turatteer sources to determine the term’s meaning.
See Phillips415 F.3d at 1314. “Those sources inclugevtords of the claims themselves, the
remainder of the specification, the prosemuthistory, and extringievidence concerning
relevant scientific principleshe meaning of technical termesd the state of the artld. at
1314 (citations omitted).

Courts should also consider the context in Wwtifee term is used in an asserted claim or
in related claims in the pategaring in mind that “the person afdinary skill in the art is
deemed to read the claim term not only indbetext of the particular claim in which the
disputed term appears, but in the contexhefentire patent, inclimly the specification.”ld. at
1313. Indeed, the specification dkwvays highly relevant to thdaim construction analysis” and
“[ulsually . . . dispositive; it ishe single best guide to the meaning of a disputed telon At
1315 (quotingVitronics Corp. v. Conceptronic, In@Q0 F.3d 1576, 1582 (Fed. Cir. 1996)).
Where the specification reveals that the patelnésegiven a special dafiion to a claim term
that differs from the meaning it would ordinarggssess, “the inventorlexicography governs.”

Id. at 1316. Likewise, where the sffaation reveals an intentiohdisclaimer or disavowal of
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claim scope by the inventor, theventor’s intention, as revead through the specification, is
dispositive. Id. Nevertheless, the claims are netassarily limited to the disclosed
embodiments Phillips, 415 F.3d at 1323. The patent’s prosexutistory is also relevant to the
extent it “demonstrat[es] how the inventor ursdeod the invention anghether the inventor
limited the invention in the course of prosecutioid’ at 1317 (citingVitronics, 90 F.3d at
1582-83).

Finally, courts may consider extrinsic egitte such as “expeahd inventor testimony,
dictionaries, and krned treatisesId. (citing Markman 52 F.3d at 980). Such evidence,
however, is “less reliable thahe patent and its prosecution bistin determining how to read
claim terms,” and is therefore “lesgsificant than the intrinsic recordfd. at 1317-18
(citations omitted).

B. Means-Plus-Function Claims

A patentee may claim an element of the mmtian in terms of th element’s function,
without reciting corresponding stiwre in the claim itself. 35 U.S.C. 8§ 112, {1 6. However, a
claimed function is valid only ifhe specifications “set forth . adequate disclosure showing
what is meant by the languageNet MoneyIN, Inc. v. VeriSign, In&45 F.3d 1359, 1367 (Fed.
Cir. 2008) (quotation omitted).

Construction of a means-plus-function limitatieequires the court to (a) determine the
claimed function and (b) “identifthe corresponding sitture in the written description of the
patent that performs the functionNoah Sys., Inc. v. Intuit In&675 F.3d 1302, 1311 (Fed. Cir.
2012). “A structure disclosed the specification qualifies as adrwesponding structure’ if the
specification or the prosecutiorstory clearly links or associatdsat structure to the function

recited in the claim.”ld. (citation omitted).
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Where the claim involves a computer-implented means-plus-function limitation, the
specification must disclose more than a genangbose computer; it mudisclose an algorithm
for performing the claimed functiorbee idat 1312. That algorithm can be expressed “as a
mathematical formula, in prose, as a flow chart,” or in any other manner that makes the
corresponding structure clearagerson of ordinary skillld. at 1312-13. “When the
specification discloses an algorithm that only accomplishes one of multiple identifiable functions
performed by a means-plus-function limitation, gpecification is treated as if it disclosed no
algorithm.”Id. at 1319.

[\VV. DISCUSSION ANDCONSTRUCTION

A. Weight of Previous Decisions

This Court is not obliged to endorse tlomstructions adopted amy of the previous
district court opinions constnog the patents-in-suit. Markman the Supreme Court touted the
“importance of uniformity in the treatment ofjaven patent” as one of the justifications for
entrusting claim construction to courts, noigs. 517 U.S. at 390. The Court went on to
explain, however, that “treaiyj interpretive issues as purébgal will promote (though it will
not guaranteeahntrajurisdictional certaintythrough the application of stare decisi&d at 39
(emphasis added). As none of the decisions aigim this district, itrajurisdictional stare
decisis does not apply. Althoughmdful of the importance of uftrmity, the Court renders an
independent claim construction, turning to the pcianstructions only insofar as the Court finds

them persuasive.
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B. Claim Terms
1. “global server” —'221: 15;'679: 1

Court’s Constructiona server accessible from remotecktions which stores independently

modifiable copies of select@artions of workspace data”

Evidence Authority: Defendants attempt to irepdhree limitations on the global server.

Specifically, Defendants claim the global servestr() be located on the Internet, (2) remote
from both the first device and the smartphonather than merely accessible from a remote
location—and (3) store copies of wegace data that can be modifadhe global server

As a threshold matter, the Court addresskat Defendants have labeled the “coined
term” doctrine. Relying ofrdeto Access, Inc. Echostar Satellite Corp383 F.3d 1295, 1300
(Fed. Cir. 2004), Defendants argue that wheresputied term lacks an accepted meaning in the
art, it should be construed ordg broadly as provided for by the patent itself. From this,
Defendants urge the Court to accord particulaight to the limitations found in the patent
specifications. Bulrdeto does not stand for the proposition that when a term lacks an accepted
meaning in the art, all the specification limitationst@iaing to that terrmecessarily restrict the
claims. Instead, thiedeto court outlined the limited circumste@s in which “the specification
may define claim terms by implicationld. Importing the specification limitations is
appropriate only where (1) the patentee “admittedcthim term lacked an ordinary meaning,”
(2) and “unequivocally directed the patent exsnand the public to the specification as a
complete source of meaning for the disputed feamd (3) the patent “repeatedly, consistently,
and exclusively” used the terim a specific, limited mannend. at 1302—03. With this in mind,
the Court turns to the three urgeditations on the term global server.

The global server need not be on the Interisten assuming that the term global server
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lacks an ordinary meaning in the art, theafcations do not “repeedly, consistently, and
exclusively” describe the global server in sacivay as to require it to be on the Interrféée id.
Indeed, the Summary of the Preskvention of the '221 patenkplains that a “user can gain
access to a global server using any termifath is connected via a computer netwsukh as
the Internetto a global server.” '221 col.2 ll.45—4@mphasis added). This description makes
clear that the Internét only one example of a computer netilwconnecting to a global server.
In In re Abbott Diabetes Care, Ind¢he Federal Circuit explained tHedeto could be
distinguished where the patent speciiimas listed a limitation as only axampleof a possible
embodiment. 696 F.3d 1142, 1150 (Fed. Cir. 2039scribing the limitation as an example
would constitute an “explicit acknowledgment taateast some embodimsehbf the invention
did not embrace the limitatiorid.

Examining the '221 patent and '679 patent in concert further demonstrates the
impropriety of the urged Internémitation. While claims 15 and 16 the 221 patent are silent
as to an Internet connection régment, claim 1 of the '679 pateclaims a global server with
an Internet connection. '679 B2lckr 11.19-27 (the system includes g&obal server[,] . . . a first
Internet communication channel coupling said LAN/eeto said global server[,] . . . [and] a
plurality of second Internet communication chals each coupling said global server to a
respective one of said smart-phone device$9.import the Internetonnection limitation onto
the term global server in bothtpats would render superfluoti®e Internet requirements in
claim 1 of the '679 patent. Coumdse to avoid suchterpretations.See, e.gln re Suitco
Surface 603 F.3d 1255 (Fed. Cir. 201®ass & Seymour, Inc. v. International Trade Comm’n
617 F.3d 1319 (Fed. Cir. 2010).

Defendants’ proffered remote restrictisralso unwarranted. The claims and the
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specifications make clear, and Plaintiff agreeat the global server must be accessible from
remote locations. But it does not follow thag giiobal server is necessarily “remote” from the
first device and the smartphone. During reexationaof the '221 patent, the inventor clarified
that the global server is a separate claim elethanis not interchangeable with either the first
device or the second devicBefs.” Opening AppEx. 4G. Context clariés that the statement
merely says that the global serv&distinct from the first andesond device, not that it must be
remote from them. Moreover, in those instanghsre the patent requires that the global server
and first device be separated by a firewhk, claims make that requirement cle8ee’221 C1
col.1 11.54-60 (“the first device i®cated within . . . a LAN firewl§ the second device is outside
the protection of the LAN firewall, [and] the glalbserver is outside ¢hprotection of the LAN
firewall”). The patents do nattherwise justify a constructiasf global server that requires
remoteness from the first device and the sphame. Instead, as Judge Ward concluded in
Seventhe patents require only that the globaveebe accessible from remote locations.
Finally, the claims do not require thtae copies be capable of modificatiainthe global
server Judge Ward’s reasoning $everdoes not support the consttion Defendants urge.
After determining that the global server staretependently modifiableopies, Judge Ward in
Sevemoted that the base systamd synchronization agent oretglobal server “synchronize the
selected portions of the first set of lkepace data stored on the client andséheond set of
workspace data stored on the global serveBevenslip op. at 23 (citing '221 col.3 11.10-14)
(emphasis in original). Jud@¥ard invoked the specificationriguage as additional support for
his conclusion that the global senstores data, but n@s Defendants argue, to state or suggest
that “the fact that the synchronization agentraf@s on the global server to determine whether

modifications have been made to the workspaceddatad there indicates that the modifications
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can be made on the independently modifiadolpy stored on theerver itself.” Defs.” Opening
Br. 32. Storing, comparing, and modifying aresthseparate functions. The global server can
store and compare copies; it does not follow thatcopies must beapable of modification
there.

2. “communication(s) channel”’-192: 10, 22; '708: 52, 56; '679: 1

Court’s Constructionno construction

Evidence and Authority: The central dispigevhether the patents require that the

communication channel be established byuatthound connection originating from behind the
firewall. It does not.

The Court’s analysis begins with the langeaf the claims themselves, which do not
recite a communication channel establégbg an outbound connection. Neither do the
specifications uniformly depict communicatiohannels established by outbound connections.
All three patents describe communicatioamhels without imposg a directionality
requirement: “the communications module” on aéaystem behind a corporate firewall “and
the communications module” on a global setvehind a global fewall “establish a
communication channel” between the global seavet the base system. '192 col.7 11.5-8; 708
col.9 11.23-25; '679 B2 col.15 11.12-14. Indeed,@number of occasionthe specifications
disclose embodiments of the inventiorwthich communications are establishedintzound
communications. For example, both the 192 Ff@ patents teach that the “communications
module505'—which is on the global server—may “inmle routines for establishing a secure
communications channel through the global firewall and through the corporate firewall.”
'192, col.6 11.35-41; '708 col.8.24-31. Presumably, when the communications module on the

global server is the one establishing a comiation channel, it does so by sending an inbound
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communication to the base system.

Defendants argue that the communicatbannel language is constrained by an
outbound connection requirement because ttenpeze characterized the outbound connection
model as the solution to the “key probleaddressed by the invention. This argument is
misplaced. Both in the specifications and in the prosecution, the pateptamed that one of
the problems addressed by the invention wastgtpical corporate firewalls blocked inbound
connections, thereby complicating an effort to $ynaize data with a rent@site. The solution,
as articulated in the Summaries of Invention of the three implicated patents, was to initiate
synchronizatiorfrom within the firewall. '192 cl2 1.45-48; '708 cak 11.33-36; '679 col.45
[.29-33. (“[B]ecause synchronization is initiated frenthin the firewall, the typical firewall
which prevents inbound communications does noasen impediment to a workspace element
synchronization.”). Nevertheless, all the claims reciting eommunication chanel, only claim
22 of the 192 patent requiréisat actions—generating firahd second examination results—
initiate from within the firewall. This suggesthat when the inventor intended to so limit the
claims, he did so, and counsels against redtiaglictionary limitation into all communication
channel phrases. This Coigtalso mindful of the Feddr&ircuit's admonition to avoid
importing specification limitations onto the claimsent a clear intention by the patentee to do
so, even if the patent discloses no embodiseiithout the limitation. But perhaps more
importantly, the outbound conneaticestriction touted in #hspecifications applies toitiating
synchronizationnot necessarily testablishing a communication channel

Both the '192 and '708 patents teach tladieast in the preferred embodiment, the
communications that begin the synchronizapomcess originate from within the LAN.

Synchronization begins when thgnchronization start module on the base system instructs the
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general synchronization modulesalon the base system, t@beexecution of its routines,
which include: receiving mod#éd version information from the synchronization agent on the
global server, examining and comparing theowss versions of a workspace element, and
performing an appropriate synchronizingpensive action. 708 col.7 11.14-35. The
“‘communication with the synchronizan agent [on the global servepfeferably initiates from
within the LAN 10, because the typical firewdlll4 prevents in-bound communications and
allows out-bound communications.” '708140oll.14—-35. But the fact that tt®@mmunication
with the synchronization agent on the global/eepreferably inites through an outbound
connection does not suggest thatecbmmunication channehust be established in the same
way. Indeed, as noted above, both the "#08°'492 patents teach that the communications
module on the global server can be charged &stablishing a communitan channel with the
base site, presumably throughiaboundconnection. In other words, initiating synchronization
and establishing a communication chel are different functions. &hthe specifications recite
synchronizatiorpreferablyinitiating via an ottound connection does nesgtablish a clear
intention to similarly constrain the estebiment of the communication channel.

Finally, the Court’s interpretation of howparson of ordinary skill in the art would
interpret the plain meaning of the term “comnuaiion channel” is buttressed by a technical
dictionary published in 2002, which definesraunication channel simply as a “medium for
transferring information,” withouany reference to how the channel must be established.
MICROSOFTCOMPUTERDICTIONARY, 5th ed., 94, 113 (2002). Accordingly, and for the reasons
listed above, the Court rejedhe outbound connection lintitan, and finding the term

communication channel sufficiently clteaeclines to construe it.
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3. “synchronization agent” —'192: 10

Court’s Construction:software routines or code that sd at least a portion of second version

information to a generaynchronization module for poposes of synchronization”

Evidence and Authority: The only disputenbether the patent mandates that the

synchronization agent be locataidthe global server. It doest. The doctrine of claim
differentiation compels a narroweonstruction. “[T]he presence afdependent claim that adds
a particular limitation gives rise to a presumpfibat the limitation in qu&ion is not present in
the independent claim.Phillips v. AWH Corp.415 F.3d 1303, 1315 (Fed. Cir. 2005). The
presumption may be overcome, but only by intdresridence that justés a more restricted
interpretation.SanDisk Corp. v. Kingston Tech. Co., |r&95 F.3d 1348, 1361 (Fed. Cir. 2012).

Here, independent claim 10 of the 192 paidaims a “systemomprising . . . a
synchronization agent for operating outsidefitss firewall.” 192 C1 col.4 11.33, 39-40.
Dependent claim 12, which was cancelled nigithe second reexamination, described the
“system of claimlO wherein the synchronization agemtd the second store are on a global
server which is protected by a global firdMia'192 col.9 11.16—17. Because the limitation—
that the synchronization agent twe the global server—is presémtdependent claim 12, but not
in independent claim 10, the Court begins vaitbresumption that the limitation does not apply
to claim 10. SeePhillips, 415 F.3d at 1315.

Defendants argue that the claim differatin doctrine does not apply because (1)
dependent claim 12 was cancelled and (2) ttznchdded more than emequirement not found
in independent claim 10. First, Defendants oiteauthority, and the Court is aware of none,
holding that the cancellation of a claim negakesclaim differentiation doctrine. Absent

evidence that the PTO cancelled the dependaim because it did not add anything to the
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independent claim, the Court concludes the origiteaim structure offerguidance as to how the
inventor understood his pateatyd how it would be understood by someone with ordinary skill
in the art. SeePSN lllinois, LLC v. Ivoclar Vivadent, InG25 F.3d 1159, 1166 (Fed. Cir. 2008)
(“[C]ancelled claims may provide probative esate” during claim construction). Second, it is
true that “the doctrine of clai differentiation is at its stromegt” when “the sole difference
between the independent claim and the dependamsis the limitation that one party is trying
to read into the independent clainSanDisk Corp.695 F.3d at 1361. Arguably, dependent
claim 12 adds three requirements not founishdependent claim 10: &b the synchronization
agent be on the global serythat the second stdrige on the global server, and that the global
server be protected by a global firewall. But eNehe claim differentiation doctrine is not at its
strongest here, it still establishes a presumption against Defendants’ proposed limitation.
Nothing in the intrinsic record overcomes that presumption. Defendants note that the
specifications describe “a synchronization agerihe global servéras part of the “present
invention.” 192 col.1 .52, 64—-65 (emphasis addeBut elsewhere, in the description of the
preferred embodiment, the sifeations clarify that tie synchronization agent ipreferably
stored “on the global server’192 col.3 11.44-46 (emphasis addedi other words, storing the
synchronization agent at the glolsarver is an optional featurés detailed in section IV.B.6.,
infra, the Federal Circuit explained Absolute Softwarthat when features are described as part
of the “present invention,” bwtlso as optional, they do nonit the claims themselves.
Absolute Software, Inc. v. Stealth Signal, 1669 F.3d 1121, 1137 (Fed. Cir. 2011). Thus, the
Court declines to import the ggraphic, global server limitatido claim 10, and instead adopts

the construction of “synchnization agent” used iBeven

3 As explained in Section 1V.B.1hfra, the Court construes the term store as “a storage location
for data.”
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4. Means-plus-functions claims

a. “means for generating a preferred vergon from the first workspace element
and from the copy by comparing the first version information and the second
version information, wherein if only one of the first workspace element and
the copy has been modified, then the means for generating selects the one as
the preferred version” —'192: 10

Agreed Function‘generating a preferred version fromeHirst workspace element and from the

copy by comparing the first version infornmatiand the second version information, wherein if
only one of the first workspace element andcthigy has been modified, then the means for
generating selects the one as the preferred version”

Corresponding Structurgeneral synchronization module 425

Evidence and Authority: The core question hiemhether the patent specification discloses a

sufficiently detailed correspondingstture to perform the claimddnction. Plaintiff identifies
general synchronization module 42%the corresponding structuf@efendants argue that the
specification descriptions general synchronization module 4@% not amount to an algorithm,
and that even if they did, they do not ddsera structure capable of performing the entire
function.

Generally speaking, there are two functions embedded iol#im: (1) comparing the
first and second version information, and (2)@@ting a preferred version. The specification
descriptions of generayschronization module 425 embody agorithm for both functions:

The generalsynchronizationmodule 425 includes routines for requesting
version information 124 from the syrnchronization ageni26 (FIG. 1) and
routines for comparingthe version information 255 against a last
synchronizatiorsignature435 such as a lagtynchronizatiordate and timeo
determine which versions have been modified. The gergrathronization
module 425 further includes routines for comparing the version
information 124 and theversioninformation 255 to determine if only one or
both versions of a particular workspace element have been modifidd
routines for performing an appropriate synchronizirmgsponsive action.

192 col.5 11.50-61. As described above, aadrsin Figure 1, the general synchronization
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module 425 is located on the base station, behmdorporate firewall. It requests version
information from the synchronization agent 126jchhin the preferred embodiment, is located
on the global server, outside of the firewdtlalso has routine®r comparing version
information 124 (located outside of the firewallith version information 255 (located on the
date storage device 230, inside firewall). Thus, it compares the first and second version
information.

Defendants suggest that the second versionnration must be located on the remote
terminal, and that, because general synchronization module 425 does not communicate directly
with the remote terminal, it caot compare the two versionsioformation. But neither the
claims nor the specifications require that teead version information referenced in claim 10
be located on the remote terminal. Indeed, peayps that, at least the preferred embodiment,
that second version information is locatedthe global serverSee’192 Fig. 1 (displaying
Version Information 124 on the global servér).

The specifications alsoplain that the general syimmnization module 425 includes
routines for determining if either version Haeen modified, and for performing an appropriate
synchronizing responsive action. The respamsistion could include (1) “forwarding the
modified version (as the prefed version),” or (2) “instrutg content-synchronization module

430 to create a preferred veosi by reconciling two or more adified versions according to

* Elsewhere, the claim approaches, but fflisrt, of requiring that the second version
information be located on the second stora@mart phone. Claim 10 claims a synchronization
agent that operates outside the first firewad ¢hat “forward[s]” second version information to
the general synchronization module. '192¢014 11.39—-41. The second version information
clearly relates to the smart phanehat it indicates whether “copy of the first workspace
element at a second store on a smart phos&éan modified.” '192 C1 col.4 .41-44.
Moreover, that the synchronization agent “forwafdflse version information suggests that it is
stored somewhere else, ostensibly indbeond store on the smart phone. But the term
“forward” does not preclude an embodimenwinich the second version information is stored
elsewhere on the global seryas it appears in Figure 1.
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user preference or based on preset preferent82 col.5 1.60—col.6 1.27. Thus, general
synchronization module 425 includes routif@sgenerating a preferred version.

These descriptions, coupledtivthe flow chart in Figu 6, explain in an easily
understandable manner the steps that gesymnahronization module 425 takes to compare
version information and to generate a prefeu@sion. Accordingly, a pson of ordinary skill
in the art would understand mgral synchronization module 485correspond to the claimed
function. See Noah Systen@/5 F.3d at 1312-14 (a patent adequately describes the structure
corresponding to a computer-implemented meauns-fuinctions limitation if it explains the steps

necessary to achieve the fuoctiin “any understandable terms”).
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b. “means for storing the preferred versim at the first store and at the second
store” —'192: 10

Agreed Functiontstoring the preferred version at éfirst store and at the second store”

Corresponding Structurgeneral synchronization module 4@6d a general synchronization
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module for the second store on the smart phone

Evidence and AuthorityPlaintiff presents generayischronization module 425 as the

corresponding structure for this function, as d fiir the means-plus-function structure analyzed
above. Defendants argue it cannati@en the entire claimed function.

Claim 10 of the '192 patemiarifies that thesecond store, unlike second version
information, must be located on the sn@rbne. '192 C1 col.4 11.43-45 (describing “a
workspace element at a second store on a gharte”). Once a preferred version has been
generated, both the general synchronizatioduteo425 and the general synchronization module
510 (located on the global servean “send the preferred versiohthe workspace element . . .
to the other store.” '192 cdl I1.33—-35, 46—-48. At first blush, then, it would seem that general
synchronization module 425 has the capacity to star@referred version #te second store.

But closer examination reveals that the &t store” claimed in claim 10 does not correspond
with the “other store” described in the specificas. The specification explains what it means
for general synchronization module 425dowvard to the other store:

If the preferred version is a wapace element in the workspace dieta [on the

base system] then general synchronization motiesends the preferred version

or the changes to general synchronization mo8af@[on the global server] to

update the outdated workspace element in the workspacé2fafien the global
server].

192 col.7 11.48-53. This process defines whahé&ans to “send the preferred version to the
other store,” and reveals ththe other store is located oretglobal server, not on the smart
phone. This disconnect likely arose duringfiret reexamination when claim 10 was amended
to specify that the second store was on arsphone. It appeatkat the corresponding
embodiment descriptions were not updated. Bistnbt this Court’s jolbo rewrite the patent.
The specifications, as currently drafted,ad describe any method by which general

synchronization module 425 can store preferredigr information at the second store on a
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smart phone. The combination of Figuresd 4 reinforces the understanding that general
synchronization module 425 commaates with the global servédyut not with the remote
terminal.

This is not the end of the inquiry, howeyvir the Court must not find a claim as
indefinite if it is amenable to constructio®ee Exxon Research & Eng’g Co. v. United States
265 F.3d 1371, 1375 (Fed. Cir. 2001). Here, the spatibn teaches that the remote terminal
105—the smart phone—may “include a second bastem similar to th base system” on the
corporate LAN that can “synchronize copiesmafrkspace elements stored on it with workspace
elements of workspace ddta3 on the global servelr20.” '192 col.3 11.60-61, col.7 |.66—col.8
I.1. Defendants’ proposed alternative corresponding structure reesghat the remote
terminal can include its own general synchration module, and seemingly concedes that it
would be able to store preferred versions orst#e®dnd store. The Court agrees. Thus, the Court
concludes that the structurercgsponding to the claimed funati is: general synchronization
module 425 and a general synchronization meul the second store on the smart phone.

5. “general synchronization module”-'192: 10; '679: 1

Court’s Construction for the '192 patetdoftware routines or codethat perform the task of

determining whether a workspace element anishdependently modifiable copy thereof has (or
have) been modified, based on one or more criteria”

Court’s Construction for the '679 patetgoftware routines or codethat perform the task of

determining whether one or more independemibdifiable emails has (or have) been modified,
based on one or more criteria”

Evidence and Authority: The question presemsashether the general synchronization module

must perform an “appropriate responsive actibit’determines that a workspace element has
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been modified. The claim language itsetjuges that the gendrsynchronization module
“examine[]” information, but is silent as 8y responsive action requirement.

Defendants rely olrdeto Accessn arguing that the term geral synchronization module
has no commonly accepted meaning, and shoutwbstrued no more broadly than the
specifications.Defs.” Opening Br24—-25. But, as noted, the teachingtdéto Accesspply
only when it is clear the claim term has no atedpneaning in the art, and the plaintiff has
evinced an unequivocal intent to rely on the fooimers of the patent to define the termileto
Access383 F.3d at 1302—-03. Neither predicateassfied here, and the Court finds no
justification in the claim ospecification for requiring that general synchronization module
necessarily perform an ampriate responsive action.

Defendants criticize this Court’s congttion, first adopted by Judge WardSevenfor
its reliance on a technical dictionary to defithe root words comprising the phrase general
synchronization module. INetwork Commerce, Inc. v. Microsoft Cqor$22 F.3d 1353, 1359
(Fed. Cir. 2005), the Federal Circuit cautiomg@inst constructions sad on an amalgamation
of individual dictionary definitions, but only the extent those definitions were inconsistent
with the patent specifications. Defendants haveshown, and the Court does not believe, that
the construction adopted conflicts witkett192 or '679 patent specifications.

Furthermore, the dictionary definitions stgghen the conclusion that “synchronization”
can be limited to comparing “version comparig’ and need not include a responsive action to
reconcile different versions. The MicrosofeBs Computer Dictionary defines “module” as a
“collection of routines that . . . performgartain task,” and “syronization” as “version
comparisons of copies of the files t@ime they contain the same data.iCRDSOFTPRESS

ComPUTERDICTIONARY, 3d ed. (1997). Finding them to thee best reflection of how a person
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of ordinary skill in the antvould understand the term gerlesgnchronization module in the
context of the 192 and '679 patents, theu@t adopts Judge Wardtenstructions fronseven
6. “translating between the first format and the second format”-'708: 52, 56, 89

Court’s Constructionconverting, at a global tranator, information or data in a first format to

information or data in a second format

Evidence and Authority: The two central disputes are whether, as Defendants contend, (a)

translation must be performed ayglobal translator,” and (b) vether that global translator is
necessarily remote from botheticorporate LAN and the remderminals. In other words,
Defendants seek to limit what can do the stating—the “global traslator’—and where the
translating can take place—"remote fromlbtie first store and remote terminals.”

To justify the “global” limitation, Defendantgly in part on a line of Federal Circuit
cases holding that specification language qualgythe “invention” or “pesent invention” can
be used to limit the claims themselvé&ee, e.gVerizon Servs. Corp. v. Vonage Holdings
Corp., 503 F.3d 1295, 1308 (Fed. Cir. 2007) (“When amtateus describes the features of the
‘present invention’ as a whole, this deption limits the scope of the inventionHioneywell
Int’l, Inc. v. ITT Indus, Inc., 452 F.3d 1312, 1318 (Fed. Cir. 200%)Iding that descriptions
repeatedly referred to as a component of ‘ittigntion” or the “present invention” were
limiting, where the prosecution histodyd not support a broader scope).

Here, the '708 patent specificai consistently refers to the “global translator” as the
means for translating, andteh discusses it as edture of the “present invention.” For example,
the patent is entitled “System and Method for Usir@lobal Translatoito Synchronize
Workspace Elements across a Network.” '708 [@fhphasis added). In the Background, the

specification provides thathis inventiorrelates to . . . a system and method for usiglplaal
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translatorto synchronize workspace elements across a computer network.” '708 col.1 11.19-22
(emphasis added). Finally, in the Summaiynvention, the 708 patent claimsthe present
inventionprovides a system and method for usirgdadal translatorto synchronize multiple
copies of a workspace element in a secut@or& environment.” '708 col.1 11.58—61 (emphasis
added).

But the inquiry does not end therkimitations referenced gmart of “the invention” or
“the present invention” do not necessarily attacthe claim language where, for example, the
references “are not uniform,” or are unsugedrby the rest of thintrinsic record.Absolute
Software 659 F.3d at 1136. lAbsolute Softwarehe patent specifit@an referred to “the
present invention” as one that madaragle call “during theselected period.ld. But the patent
did not “uniformly refer to a one-call-per-time+psd limitation as being co-extensive with the
entire invention.1d. at 1137. In fact, a separate foam of the specification described the
limitation as an Optionalfeature[] of the present inventiond. This inconsistency induced the
panel to reject the position that the limitation \@asecessary restriction on the entire invention.

Similarly, inVoda v. Cordis Corp536 F.3d 1311, 1320 (Fed. Cir. 2008), the Federal
Circuit concluded that limitationdescribed in the specificationstag “present invention” could
not be imposed on the claims, where the spetifica did not consistentliyclude the limitation.
This was true even without an explicit ogmition that the limitation was optional. Wodg the
patent specification provided thdhe contact portion of the cathetgfrthe present invention” is
“a straight portion.” Elsewhere, however, thedfication referred to thcontact portion of the
catheter without requiring thitbe straight, and arguably inyihg that it could be curvedd. at
1320-21. Given the inconsistensdgptions, the Federal Cirtdound the limitation described

as part of the “present inviéon"—that the contact portion of ¢hcatheter be straight—did not
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constitute a disavowal of the claim scope, anddoot be imported to the claims themselves.

Here, the consistency of the references‘gl@bal translator” algn the ‘708 patent more
closely with those analyzed WYonageandHoneywel| rather than with those ibsolute
SoftwareandVoda Unlike inAbsolute Softwareghe '708 patent never refers to the “global
translator” as an optional means of translation. Unlikéada the 708 patent specifications do
not portray the translator vibut the global limitation, or suggt the translator could be
anything but global. Indeed, with dwimited exceptions, the specificatiomsiformlydescribe
the translator as globabee, e.q.708: [54], [57], Fig. 1, col 1.21, 60, col.4 11.13, 39, col.8
.48, 64, col.9 11.56-57, 65. Evendlexceptions are consistavith the global translator
embodiment. Both the Abstract and the Sumnoéthe Invention explai that “[tlhe system
includes . . . a translator for tiglating between the first format@ second format.” '708: [57],
col. 2 1l. 3-10. The systems described in botlcgdaefer to earlier deggtions of a “system”
that uses “global translatot' to “synchronize multiple copies of a workspace element.” '708
[57], col.1 11.59-51 (emphasis added).

In sum, the '708 patent specification recitagabal translator as part of the present
invention, and do not include a single non-glabahslator embodiment. Accordingly, and in
keeping with the teachings WbnageandHoneywel] the Court concludethat the patentee
limited the translation claims suthat translation necessarily occurs at a global translator.

It does not follow, however, that a global translator must be located “remote from both

> Defendants also rely on a statement froepirosecution history, in which the patentee
distinguished a prior art referem by describing claims 1 and &f7the '708 patent as providing

“a system and method for synchronizing two iars of a workspace element across a network
using a global translator.” Defendants arthus statement constitutes a “clear pronouncement
about what the claims require,” asidbuld be bindingDefs.” Resp. Bré. The Court disagrees. As

did Judge Ward iseventhe Court finds that, in context, the statement “reflects an attempt to distinguish
the . . . reference on the grounds that [it] failethtdude the second store limitation contained in claims 1
and 17,” and does not serve as a clear limitation on the scope of the trara®evenslip op. at 25.
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the first store and remote terminals,” as Defnts suggest. The “global’ limitation is not
necessarily rendered meaningless by omitting tlogrgghic restriction that Defendants urge.
Indeed, the specifications make clear that theadlsérver maintains workspace data in a “global
format which is selected to be easily translktdly the global translatdo and from Format A
and to and from Format B.” Thus, the “global™global translator” could refer to its ability to
manage the “global format,” and not to a requirement that it be located on the “global server.”
Regardless, the specification does not identify thatlon of the global translator as part of the
present invention, and the Couréthkfore finds no justification famposing this description of
the preferred embodiment arhe claim itself.

7. “translating” — '697: 1

Court’s Constructionconverting information or data in a firéformat to information or data in a

second format
8. “second format” —'708: 52, 56, 89

Court’'s Construction‘second format, which is diffend from the first format”

Explanation and Authority: The issue heravisether the second format is a “substantively

different document format than the first, wiliferences extending fpend minor differences in

network or disk storage format.” Defendacksm that the patentee embraced this limitation,

verbatim, to distinguish prior and is therefore estopped frogeking a broader interpretation.
Defendants’ disclaimer argument springsfirVisto’s response to a preliminary

reexamination ruling that invalidated some claimshef’708 patent over prior art. One piece of

prior art, Lotus Notes, had the capability to “replicate” documents in Notes fobeé.’

Opening Br.Ex. E, at 55. In an attempt to distinguish its patent from Lotus Notes, Visto argued

that “even assuming systems were supporting nheitiersions of Notes . . . a replication
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between a 3.0 Notes server andl@Notes server would not bersidered a translation between
different document formats . . . because sucéplication would adéss relatively minor
differences in network or disk storage forsydiut not substantive translations between
document formats.’ld. at 57.

The doctrine of prosecution disclaimer atexhnd narrows thedinary meaning of a
claim only where the disavowal imiequivocal and unambiguou®mega Eng’g, Inc, v. Raytek
Corp, 334 F.3d 1314, 1324 (Fed. Cir. 2003). The prosewcutistory at issubere does include
such a disclaimer, but it is not the one thatebdants identify. In the response cited by
Defendants, the patent holder “set[s] fortheacldisavowal of the claim scope on the record”
specifying that that “the translation feature works to convey data between different formats;”
that is, “that requires th#e first format and second format be differerdéfs.” Opening Br.

Ex. E, at 55. Plaintiff recognizes this with diernative proposed construction: “information or
data in a format that is diffent from the first format.”

The patentee’s statement regardingtyipe and degreef differences necessary to
constitute translation betwe&rrmats is not sufficiently unambiguous to limit the claim scope.
The patentee argued that Lotus Notes “reptcd did not amount to “translation between
document formats” because the replication addde’sstatively minor diffeences in network or
disk storage formats, but nattsstantive translations between document formats.” What remains
ambiguous is how, precisely, the “document fofmeét_otus Notes relates to the workspace
element formats described in the 708 patédltie parties agree that a workspace element is “a
subset of workspace data such as an eniail sookmark, calendar, or applications program
which may include version information.” But itrnains unclear whether any or all of the data

types constituting workspace elements are “docunieagdefined in the patentee’s disclaimer.
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Accordingly, the Court cannot conclude thia patentee unequivocalyarrowed the scope of
the claim such that two different workspace edats are in different formats only if their
differences exceed “minor differences in netiwor disk storage format.” Instead, the only
limitation clearly embraced in th@rosecution, and therefore appliadhis construction, is that
the first and second formats be different.

9. “normally open LAN firewall port” —'679: 1

Court’s Constructiona port that is typically operior communication in a firewall”

Evidence and Authority: This construction anigtes from the first phrase in Defendants’

proposed construction, and wasesgl to by Plaintiff at thmMarkmanhearing. Because Plaintiff
agreed to the construction, theut does not address the proprief an interpretation that
explicitly references Ports 80 and 4d83examples of normally open ports.

Defendants’ proposed qualification of tbenstruction—that the port need not “be
specifically opened to allow remote connectienrs unwarranted. The prosecution history
upon which Defendants rely to support this pr@bo®es not constitut clear disavowal of a
broader claim scope, and does not jugtify addition of the proposed limitation.

10.“HTTP port and/or SSL port” —'192:10

Court’s Construction:&ny port that is used to transferfammation or communicate using Hyper

Text Transfer Protocol (HTTP) and any port thatged to transfer information or communicate
using Secure Sockets Layer (SSL) protocol”

Evidence and Authority: The issue in disputeigether HTTP or SSL ports are limited to the

specific port numbers typidglconfigured for those protocols—port numbers 443 and 80,
respectively—or whether any parsing the relevant ptocol qualifies. Defendants contend the

construction which the Court here adopts improperly broadens the claim because it defines the
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ports by virtue of the informatn passing through them, rather thntheir own characteristics.
By analogy, Defendants argue tlaastreet does not become a horse track simply because you
ride a horse on it. According to Defendamtgerson of ordinary skill in the art would
understand the HTTP port to be the specificdégignated port number 80, and the SSL port to
correspond with port number 443. Visto affirmatywembraced this more limited interpretation,
Defendants contend, during the patent prosecution.

In response to a PTO denial, Visto distirgdngd prior art, Lotus Notes, on the grounds
that Lotus Notes required the system to tdgnconfigure, and specifically open a dedicated
port—port 1352—in order to allow ren@connections to the servddefs.” Opening App Ex.
3B at 21 ('192 Reexam. FH 11/07/2007 Responbegontrast, Plaintiff contended in
reexamination that claim 10 of the 192 pateztited a “hypertext transf protocol (HTTP) port
and secure socket layer (SSL) port for comroating through a firewH by “allow[ing] the
connection to be set up via ports used by cotiwe for HTTP connections (i.e. ports 80 and
443).” I1d. Although this statement strongly segts that the patéee expected the
communications channel to run through p8@sand 443, it does not constitute a clear and
unequivocal disavowal of a broader scope. pdtentee merely stated that the inventibowed
connection through ports 80 and 443, nat ihrequired using those ports.

The more permissive interpretation fifdsther support in the specification, which
describes a communications module capabkstdblishing a communication channel through
the firewall by “applying Secure Socket Lay&SL) technology.” '22%ol.5 Il.4-8. That the
SSL port can be established by the communicatioodule suggests that the port need not be
predefined, and that it could b@y port that uses SSL poobl. Accordingly, the Court

embraces the more permissive domgtion adopted by Judge WardSeven llandSmartner
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and by Magistrate Judge EveringhanRim.

11.“after a user has finished using the data> '606: 21/ “after an indication is
provided that the user has finished using the data> '606: 25

Court’s Constructionno construction

Evidence Authority: Claim 21 describes a maedifor storing computer code to do the

following: download data from a remote site, place the data in temporary storage on the
untrusted client site, enable manipulationtaft data, enable aqeest to manipulate the
downloaded data, and then “automatically disajl#je untrusted client site from accessing at
least a portion of #tndownloaded datafter a user has fished using the data a trusted
manner.” '606 col.2 11.45-64 (emphasis added)feddants urge a congttion that mandates a
causal relationship between an indication thatuber has finished using the data and the
automatic disabling. They argue that the disabling must oatuesponséto an indication that
the user has finished using the data, not sirapbny point in time after the user has finished
using the data. The Court concludes the plain meaning of the claims is sufficiently clear without
construction, as did Magrsite Judge Everingham @oodandRIM, and refuses to impose
restrictions from the description of theeferred embodiments onto the claim langudgee
Good slip op. at 17RIM, slip op. at 12.

12. “store” —“708: 52, 56; '192: 10, 22

Court’s Construction:a storage location for data”

Evidence and Authority: Theddrt adopts a limited version tfe construction espoused by

Judge Ward irseven In Seventhe defendants advancediaterpretation that would
“particularize the location of the stores as wellrestype of memory that can serve as a store.”
Sevenslip op.at 24. Judge Ward did not find such lintibas warranted, and thus clarified that

a “storage location for data . . . may resideaoy type of memory devitéd. (emphasis added).
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Defendants in this case make no argument ti Vulere a store is lotad, and Plaintiff makes
no argument to expand it. Thus, the Court deslito insert a qualifying phrase—data that may
reside on any type of memory device—whaiguably expands the meaning beyond what is
expressly provided in the claim.

13.“version information” —’192: 10, 22;'679: 1

Court’s constructiontinformation that can be used to te#mine the version of the workspace

element”

Evidence and Authority: The Court adopts Riiéi's proposed constiction, which was first

promulgated by Judge Ward $evenslip op. at 26, and later ac¢eg by Magistrate Judge
Everingham inGood slip op. at 11, anRIM, slip op. at 11-12. Defendants claim that this
construction improperly broadens the termdwoear data that “can be used, indirectly, to
determine a version.Defs.” Respl19. The concern, presuntgafis that the “version
information” could have other functions, in atilth to identifying the version of the workspace
element. But Defendants’ alternative conginre—"information that indicates the version of
the workspace element’—is sieptible to the same interpretation. Ultimately, the Court
concludes that the adopted coostion clarifies the term ithout improperly broadening its
meaning, and is therefore preferatdaeno construction at all.

14. “preferred version” —'192: 10, 22

Court’s Constructionno construction

Evidence and Authority: The meaning is readily apparent from the language of the asserted

claims. See U.S. Surgical Corp. v. Ethicon, .Int03 F.3d 1554, 1568 (Fed. Cir. 1997) (“Claim

construction . . . is not an kapatory exercise in redundancy.”).
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15.“differences” —'221: 15, 16; '679: 1

Court’s Constructionno construction

Evidence and Authority: The meaning is readily apparent from the language of the asserted

claims. See U.S. Surgical Cordl03 F.3d at 1568 (“Claim construmti . . . is not an obligatory
exercise in redundancy.”).

16. “interface preferences” / “interface preferences of a predetermined user*-
'221: 15

Court’s Constructionno construction

Evidence and Authority: Defendants urge twoitations: (1) that the interface preferences

“must govern the appearance oé thser interface on the smart phgraad (2) “that the interface
preferences must be stored at the globalese Neither restation is warranted.

Nothing in the claim language indicates ttreg interface preferences pertain exclusively
to the appearance of the interface. Defendawmtis that the description of the preferred
embodiment refers to “predetermined user preferesces, afont size, window size, text size,
etc.,” all of which relate to the appearanée¢he interface. '221 col.8 I1.55-56 (emphasis
added). However, during the prosecution histaryexaminer observed that the above examples
were the only recitations of user prefares described in the embodiment. '221 Reexam.,
8/21/2008 Office Action, at 10. Features of pineferred embodiments do not necessarily limit
the claim scope. Furthermore, these desitated features are explicitly listed in the
embodiment as mere examples of user preé@®nThus, the desigastriction fails.

Nor does the claim dictate where the interfaderences must be stored. Claim 15 of
the ‘221 patent describes a method for “receitirginterface preferense . . from the global
server.” '221 C1 col.1 1.32-33. It does not fellohat the interface preferences must be stored

there. Indeed, where the invemt requires that information tstored at the global server, it
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makes that requirement explicit. '221 C1.¢dl29 (describing a method that “store[s] the
differences at a global server”).
17.“service request’/ “a service request from the global server-'221: 16

Court’s Constructionno construction

Evidence and Authority: Claim 16 of the '21 pateescribes a system for accessing a service

server inside the LAN that inatles “sending, from a second deviaaiser requéso the global
server; and receiving, at the service server, acerequest from the global server, the service
request corresponding to the useguest sent from the second/ide to the global server.” '221
C1l col.11.47-54. Defendants propose a constyadhat would require thservice request sent
from the global server to thersee server to originate at, be “generated by,” the global
server. In other words, according to Defendatihis global server must do more than merely re-
direct the service request originating at teeond device; it must gerate its own service
request to the service servdrhis restriction is unsuppodéy the claim language or the
specifications.

The claim language itself requires simply that the service requist service server
come “from” the global serveand that it “correspond[]” to the service request from the second
device to the global server. Thises not preclude an embodiment in which the global server is
a conduit that re-routes the servieguest from the second device.

Neither do the specifications justify impositing requested limitation. The specifications
describe at least three ways in which therwsin access the service server through the global
server. 221 col.13 Il.1-4. In one of those hwats, the global serverquides the user with
“direct access” to the service servéd. This method is dubbed the “redirect” method in Figure

12, and appears to embody precighly re-routing approach that f2adants seek to write out of
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claim 16.

According to Defendants, this option is unidafale when, as is the case in claim 16, the
service server is behind a firewall. But thedfication language isot so direct. After
explaining that there are threeysao initiate service with the service server, the patent
provides:

For example, if the user selects a ser@t& on a service seev (e.g., the client

165 that is not protected by a separtitewall, then the global servdrl5 may

provide the user with direct acced$the user selects a serviég5 provided by a

service server within a LANL25 then the global servetl5 may access the
service615as a proxy for the user.

'221 col.13 11.4-10. As shown, the specificatioerely provides “example[s]” of when the
global server “may” use each method of accessing the service server.

Furthermore, Defendants have not shown @haerson of ordinary gkin the art would
understand the “proxy” method to require a secservice request “gerated” by the global
server. Indeed, the patent teaches tfa]s a proxy, tk global servet15forwards the service
request to the selected serviicdh.” '221 col.14 11.13-14. Thust appears that within the
context of the patent, the gldiserver’s role as a proxy cée limited to simply forwarding
service requests, not generating them on its own.

This interpretation of proxy finds additiorgdpport in a technical dictionary published
near the time the patent was issudt defines a “proxy server” @ “application that breaks the
connection between sender and receiver” by “forward[ingjdiming communications “out a
different port.” Pl.’'s Resp. Br32 (citing McCGRAW HiLL COMPUTERDESKTOPENCYCLOPEDIA,
9th ed. (2001)). This definition reinforcetproposition that a person of ordinary skill in the
art would have understood even the proxy method to allow an embodiment in which the global
server merely forwards the service requestsedaon all the evidence before it, the Court cannot

conclude that either the clairs specifications support a congtion that requires the global
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server to generate the service regsiesnt to the service server.
18. “initiating” —'192: 10

Court’s Constructionno construction

Evidence and Authority: The meaning is readily apparent from the language of the asserted

claims. See U.S. Surgical Cordl03 F.3d at 1568 (“Claim construmti . . . is not an obligatory
exercise in redundancy.”).
19.“when predetermined criteria have been satisfied- '192: 10, 22

Court’s Constructionno construction

Evidence and Authority: Defendants urge then€to adopt a construction that mandates a
causal relationship between the satisfaction efctiiteria and the initiation of the general
synchronization module—"as a result of a predetermined criteria being satisfied.” Although the
Summary of the Invention and other parts @f $pecification suggestahthe satisfaction of
predetermined criteria contrdise initiation of the generayschronization module, the claims
themselves include no such limitation. The gipal tool for interpreting claim scope is the
language of the claimSee Phillips415 F.3d at 1312. Nothing about the phrase in question here
suggests it would not be understood by a persamdihary skill in the art. Thus, finding the
claim language sufficiently clear, ti@ourt declines to construe iSee U.S. Surgical Corpl03
F.3d at 1568

20. Limiting effect of preambles to claims 15 and 16 of th&221 patent

Court’s Construction: the preamblesilirlaims 15 and 16 of the '221 patent

Evidence and Authority: The preambles tomisil5 and 16 recite a “method for synchronizing

workspace data.” Defendants contend the préssrimnit the claims. Plaintiff disagrees.

Generally, preambles limit claims only @ “necessary to give life, meaning, and
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vitality to the claim based on the facts of the catsgand and in view of the claim as a whole.”
August Tech. Corp. v. Camtek, L1655 F.3d 1278, 1284 (Fed. Cir. 2011) (internal citations
omitted)). However, “clear reliance on the@amble during prosecot to distinguish the

claimed invention from the prior art transforthe preamble into a claim limitation because such
reliance indicates use of the preambldééne, in part, the claimed inventionlivitrogen

Corp. v. Biocrest Mfg.L.P., 327 F.3d 1364 (Fed. Cir. 2003).

In Invitrogen the patentee altered the preamble of a claim—from “competent E. Coli
cells” to “E. Coli cells of improved confidence’in an attempt to overcome the PTO’s initial
rejection. Id. at 1370. The patentee made the amentioéimake clear that the [claimed]
process gives E. Coli cells of improved compe&rand to distinguish prior art that did “not
teach the preparation of E. Co#lls of improved competenceltl. The district court
concluded, and the Federal Citcagreed, that the preamble limitation was “clearly essential for
procuring the patent,” and that thegratee could not later “disavow” itd.

Like the patentee imvitrogen Visto relied on the preamblés distinguish the claims
over prior art, thereby convantj the preamble into a claim limitation. During the prosecution of
the 221 patent, the PTO rejected the originainas that evolved into claims 15 and 16, because
they did “not recite any synchronization featiresmd were thereforanticipated by a piece of
prior art, SaleskyDefs.” Opening AppEXx. 4B (221 File Histry, 8/23/2002 Interview
Summary). In response, Visto anded the claims to add “symohizing workspace data” to the
preamble. According to Visto, the claims, “pamiarly as amended,” clearly distinguished over
Salesky, because they “were drawnytochronization of the workspace datdd., Ex. 4C (‘221
File History 12/30/2002 Response7at Visto relied on the preamble to procure the patent, and

it cannot now disavow the/schronization limitation.
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That Visto may have believed the claim clgaecited synchronization even without the
amendment does not undermine the Court’s conclusiomvitnogen the patentee amended its
claims simply to “make clear” what it presumably believed was already expressed in the original
claims. 327 F.3d at 1370. That did not dissuadedhet from concludinghat the patentee had
relied on the preamble term to distinguish pad and thus transformed the preamble into a
claim limitation. Nor does the PTO'’s initiala€tion to the amendment dictate a contrary
response. Although the PTO did not find theithold of the preamble sufficient to distinguish
Salesky, this does not change the fact thato\islied on the preamble to do so in its response,
and maintained the preamble from that point forward.

21.“Internet” —'192: 22;°679: 1

Agreed Constructiomo construction

22.“independently modifiable copy” —'192: 10, 22; '708: 52, 56, 89

Agreed Constructiorfa copy of a workspace element capable of being modified independent of

the workspace element. The copy of the wadesglement does not have to be in the same
format as the workspace element”
23.“independently modifiable email” —’'679: 1

Agreed Constructiorfemails that are capable of being mdidd independent of each other.

The emails cannot be unrelated and do not have do not have to be in the same format”
24. “workspace element”—'708: 52, 56, 89; '192: 10, 22

Agreed Constructiorfa subset of workspace data such as an email, file, bookmark, calendar, or

applications program which may include version information”
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25.“smart phone” —'708: 89; ‘192: 10, 22221: 15; '606: 21; '679: 1

Agreed Constructiorfa subset of workspace data such as an email, file, bookmark, calendar, or

applications program which may include version information”

26.“workspace data” / “first workspace data” / “second workspace data™ '221:15,
16; '606: 21, 25

Agreed Constructiorfdata, including corresponding versianformation, which may include e-

mail data, file data, calendar data, user data, &orkspace data may also include other types
of data such as applications programs”
27.*workspace data manager’— '606: 21, 25

Agreed Constructiorfa program that allows a user to manipulate workspace data”

28.“untrusted client site” —'606: 21, 25

Agreed Construction:d computer that is outside the fireNwahich is accessible to unprivileged

users”
29."automatically disabling the untrusted client site from acessing at least a
portion of the downloaded data”/ “automatically disable the untrusted client
site from accessing at least portion of the downloaded datd — '606: 21, 25

Agreed Constructiorfpreventing, without a user request to do, the untrusted client site from

accessing at least a portion of the downloaded data after a user has finished using the data”
The claim constructions at pages seven thrahigty-six of this Opinion shall govern the

case going forward.
SO ORDERED.

August 11, 2013.

KITED STATES DISTRICT JUDGE
NORTHERN DISTRICT OF TEXAS
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