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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF TEXAS
DALLAS DIVISION

INDUSTRIAL PRINT TECHNOLOGIES LLC, Case No. 3:15nd-02614-M

THISDOCUMENT RELATESTO ALL

Plaintiff, CASES

V.

O’NEIL DATA SYSTEMS, INC. and
HEWLETT-PACKARD COMPANY
QUAD/GRAPHICS INC. and
HEWLETT-PACKARD COMPANY
VISTAPRINTU.S.A.,INC. and
HEWLETT-PACKARD COMPANY,

Case No. 3:1%v-01101-M

Case N03:15<¢v-01103-M

Case No. 3:1%v-01106-M

Defendants.

MEMORANDUM OPINION AND ORDER

In thismultidistrict patentitigation, Defendants seek to invalidate each of the asserted
Variable Data Printing‘'VDP”) patent claims based on two alleged prior art systethe
ElectroPress System and the Indigo E-Print 1000 Sysaintiff Industrial Print
Technologies, LLC (“IPT”) has filed two motions to prevent Defendants from puysartain
invalidity arguments based on these alleged prior art systems: (1) IPT’s Motion to Stiikke&or
of Defendants’ Invalidity Contentions [ECF #139]; and (2) IPT’s Motion to ExcluderExpe
Testimony from Dr. John Paul Jones Regarding Invalidity Opinions Based on ttre®less
System and Indigo E-Print 1000 System [ECF #23ifhply stated, IPT argues that Defendants’
invalidity contentions based on the E-Print 1000 and the ElectroPress Systems, andsBr. Jone
opinions based on those systems, are untimely. Defendamnggitht their invalidit contentions

are untimelyAlternatively,Defendants argue they had good cause to amend their contentions,

! There ardive VDP Patentsit issue in this casel.S. Patent Nos. 5,729,665 (“the ‘665
Patent”), 5,937,153 (“the ‘153 Patent”), 7,274,479 (“the ‘479 Patent”), 7,333,233 (“the ‘233
Patent”), and 6,381,028 (“the ‘028 Patent”).
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and IPT is not prejudiced by any late disclosure. For the reasons statesdVIiBtibhs are
DENIED, to the extent the Motienseek to exclude expert opinion testimony or other evidence
related to Defendantgivalidity contentions based on the E-Print 1000 and the BRctss
SystemsTo the extent the Motions seek other relief, the Court takes those matters under
advisement.
Background

Prior to this case being consolidated into an MDL case and transferred to this Court
Defendants HewletPackard Company (“HP”) and O’Neil Data Systems, Inc. (“O’Neil) served
invalidity contentions related to the VDP patents on May 29, 20fliiastern District of
Texas. Defendants served additional contentions on March 27, 2013Pa&fsetded Defendant
Quad/Graphics, Inc. (“*Quad/Graphics”) to the case. On June 12, 2015, after the MDL
consolidation, Defendants amended their contentions thelé_ocal Patent Rules of this
District. By agreement, and as ordered by the Court, the June 2015 contentions weesecons
the Defendants’ preliminarywvalidity contentions under Local Patent Rule 3-3. The Court
issued its Claim Construction Order on February 12, 2016, and on March 14, 2016, IPT served
its final infringement contentions. Defendants served their final invakdityentions on April 4,
2016. It is these April 4, 2016 invalidity contentionattform the basis of IPT’s two dions.

Thediscovery deadline established by the Court’s Patent Scheduling Ordarngak3)
2016. One week prior to that deadline, on June 7, 2016, the Court held a hearing to address
various discovery issues. At the conclusion of the hearing, the Court ord@rexddérect
deficient infringement contentions. IPT served supplemental contentions pli@oce with the
Court’s Order on July 8, 2016. IPT filed its Motion to Strike Portions of Defendantsidityal
Contentions (“Motion to Strike”) on July 22, 2018y agreement, the parties extended the

deadline for fact discovery to October 21, 2016, and the deadline for expert discoXpri t



21, 2017. IPT filed its Motion to Exclude Expert Testimony from Dr. John Paul Jones Reggardi
Invalidity Opinions Based on the ElectroPress System and Indigo E-Print 10@hS$fglotion
to Exclude”) on June 30, 2017.

Defendants’ June 2015 preliminary invalidity contentions identified documentd calle
“E-Print 1000 I” and “E-Print 1000 II” as two specific prior art references.digjlies that one of
these references lacked sufficient detail to implicate the validity of the \dR¥Pts, and the
other reference bore no indication that it had been publicly available so as to gsi@liifgr art.

IPT further argues that Defendants failed to allege that there was anyispsiged on

anything beyond what was disclosed by the documents. Although the June 2015 contentions
included separate charts comparing the tweriat documents to the VDP claims, IPT argues
that Defendants didot identify any witnesses with knowledge about the E-Print docsnoent
indicate that Defendants would contend the documents were evidence of any allegad pri
printing system.

In their April 2016 final invalidity contentions, Defendants disclosed an Electro&mness
Electrobook Press “System,” citing publicyailable patents and new articles. Defendants also
disclosed an alleged-Erint 1000 “System” and two new E-Print1000 publications. Throughout
July and August 2016, Defendants disclosed at least six witnesses, MichaglpblerisTom
Bourman, Amir Gaash, David Leshem, Kobi Himelboim, and Richard Gaspar as having
knowledge of the E-Print 1000 System. IPT deposed these individuals in August, October, and
December 2016. After the depositions were complete, Defendants served Dr. dxpesd’s
report on IPT. In his expert report, Dr. Jones proffers three invalidity opinionsedirtecthe
VDP Patents, two of which are basedtiba ElectroPress and®int 1000 Systems.

By its Motion to Strike, IPT moves to strike all referesittethe art cited for the first time

in Defendants’ April 4, 2016 final invalidity contentions, specifically includingefiérences to



the asserted WP Patents to the ElectroPress and ElectroBook Press Systems andRiiRts E-
1000 “System.2 IPT argues that Defendants should not be allowed to rely on any of these prior
art references at summary judgment or at trial, either directly or throupgit éestimony,
because Defendants’ disclosure of its invalidity contentions based on thesetpatarances
was untimely and without leave of court. IPT further argues that Defenddnistdiave good
cause to add these new references and Defendants were not diligent irotdysogver the

prior art references on which they now rely. Similarly, by its Motion to Excliriearguesthat
the Court should preclude Dr. Jones from presenting his invalidity theories based on the
ElectroPress System andMfint 1000 System. IPT insists that Defendants failed to disclose
these systems as alleged pridraxcording to the deadlines established by this Court’s Local
Patent Ruls, and that Defendants’ failure to comply with the Rules resulted in prejudié& to |

in that IPT was prevented from conducting necessary discovery regardiagyistams.

2 |PT’s Motion to Strike also requests that the Courike all referencewith respect to
the asserted VDP Patents to the following references:

1. Xerox’s Interpress System,;

2. CompuMerge System;

3. U.S. Patent No. 5,237,655 to Statt et al.; and

4, Alleged prior sale of the patented technology (the VSI/CP Technolog), Sale

as well as all referensawith respect to the asserted ‘106 patent to the following references:

1 U.S. Patent No. 6,166,825 to Shaklee;

2. U.S. Patent No. 5,676,475 to Dull;

3. European Patent No. 0 571 785 to Simon,;

4 PCT ApplicationNo. US97020552 (published as WO 98/21044) to Gauthier; and
5 Alleged offer for sale/license to VideoJet, Cincinnati Print, and/or Scitex.

In their response to IPT’s Motion to Strike, Defendants do not defend their inchigimese
additional referencedor are these additional references the subject of IPT’s Motion to Exclude.
At this point in the litigation, it appears that the parties’ dispute is limited to the Elecsaitre
E-Print 1000 systems.



Defendants respond that their April 4, 2016 final invalidity contentions were specifically
allowed by Local Patent Rule %8b)(1) & (b)(2), because the invalidity contentions were
served within 50 days after the Court entered its Claim Construction Ordd? Bhad already
served its final infringement contentions, and also because amended invalndiggtons were
necessary in light of the Court’s construction of various disputed terms. Defeatsandsgue
that they had good cause to amend and that they were diligent in searching fot.prloe ar
Motions are ripe for determination.

Legal Standards

This Court follows the Northern District of Texas’s Local Patent Rules, aedapt
Amended Miscellaneous Order No. 62 (“Local Patent Rules”). Local patestaid in
efficiently managing the various stages of patent litigasa®e O2 Micro Int’l Ltd. v. Monolithic
Power Sys., In¢467 F.3d 1355, 1364 (Fed. Cir. 2008mmit 6 LLC v. HTC Corp2015 WL
11117869, at *1 (N.D. Tex. Jan. 8, 2015). Local PdRené 31 “requires a party claiming
patent infringement to disclose its asserted claims and preliminary infringemésrtoans
early in the litigation so that ‘the case takes a clear path, focusing digcovbuilding precise
final infringement or invalidity contentions and narrowing issues for Markmemniegry
judgment, trial, and beyond.Gen. Elec. Co. v. Mitsubishi Heavy Indus., L &0112 WL
9148157, at *2 (N.D. Tex. Feb. 10, 2012). Shortly after service of infringement contentions,
defendants see preliminary invalidity contentions, identifying “each item of prior art that
allegedly anticipates each asserted claim or renders it obvious,” includimgrations of prior
art. Local Patent Rule-3. “The purpose of this structure is to streamlirediscovery process
by narrowing the issues for claim construction and triaifinmit 6 LLC2015 WL 11117869, at

*1.



Under the Local Patent Rules, failure to comply with the requirements fomioiy
infringement and invalidity contentions, includirgguirements of specificity and detail, may
result in appropriate sanctions. Local Patent Rules 3-1(b), 3-3(b). The rules do rigttkpec
actions the Court may or must take if there is-nompliance with the requirements for
disclosure of contentions.dwever, the Federal Circuit has held that because local patent rules
are “essentially a series of case management orders,” the Court may imposastasgriction
for the failure to obey a scheduling order, including ‘refusing to allow the disolhgxdiey to
support or oppose designated claims or defenses, or prohibiting that party from inggoduci
designated matters in evidenceD?2 Micro Int'l, 467 F.3d at 1363. Local Patent Rule 3-3
provides that preliminary invalidity contentions must be served within 45 daystiedate
infringement contentions are served. “Each party’s preliminary infringeacmatentions and
preliminary invalidity contentions will be deemed to be that party’s final contentibocal
Patent Rule &. However, within 50 days from the date the claim construction order is filed,
final invalidity contentions may be served without leave of court if (1) feymdaiming patent
infringement has served its final infringement contentions,” or (2) “the party owgpasilaim of
patent nfringement believes in good faith that the presiding judge’s claim construating so
requires.”ld.

Apart from these two exceptions, the Local Patent Rules provide that “[a]reahdin
preliminary or final infringement contentions or . . . invalidity contentions . . . mayable only
by order of the presiding judge upon a showing of good cause.” Local Patent Ruled&sd
cause . . . may include newly discovered instrumentalities, newly discovereddragaiming
infringement, or newly discovedeprior art referenceslt. A party seeking amendment of its

preliminary invalidity contentions must state “that the newly discovered insttahtiess, newly



discovered bases for claiming infringement, or newly discovered pticfarences were not
known to that party prior to the motion despite diligence in seeking out the ddme.”

“[U]nlike the liberal policy for amending pleadings, the philosophy behind amenldimg ¢
charts . . . is decidedly conservativ&&netech, Inc. v. Amgen, In289 F.3d 761, 774 (Fed. Cir.
2002). “Good cause,” according to the Federal Circuit, “requires a showing ohdéig©?2

Micro Int'l, 467 F.3d at 1366. “The burden is on the movant to establish diligence rather than on
the opposing party to establish a lack digéince.”ld. Courts generally have broad discretion to
grant untimely motions to supplement invalidity or infringement contentions, but icigrgr

that discretion, four factors are typically considered: “(1) the explanatiahé failure to meet
thedeadline; (2) the importance of the thing that would be excluded; (3) potential pedjudi
allowing the thing that would be excluded; and (4) the availability of a continuancesteumr
prejudice.”Mobile Telecomms., Techs., LLC v. Blackberry Gd2p15 WL 12698061, at *1
(N.D. Tex. May 19, 2015) (Lynn, J.).

Under Local Patent Rule@ within 50 days from the date the presiding judge’s claim
construction ruling is filed, a party opposing a claim of patent infringemensarag final
invalidity conentions without leave of court that amend its preliminary invalidity contentions if
“the party opposing a claim of patent infringement believes in good faith thatetidipg
judge’s claim construction ruling so requires.” Local Patent Rule 3-6(b).eXheption permits
a party to respond to an unexpected claim construction by the court, but does not meanm that afte
every claim construction order, new infringement or invalidity contentionshadyjed.See Cell
& Network Selection LLC v. AT&T In@2014 WL 10727108, at *2 (E.D. Tex. Nov. 10, 2014)
(“Traditionally, the Court’s adoption of another’s party construction alone is natisaffto
support a party’s good faith belief it was surprised by the Court’s rulimger(ial quotation

marks omitted))Nike, Inc. v. Adidas Am. Inc479 F. Supp. 2d 664, 667—68 (E.D. Tex. 2007)



(“A party cannot argue that because its precise proposal for a constructietaoh term is not
adopted by the court, it is surprised and must prepare new infringement contentions.”
Analysis

IPT seeks to strike Defendants’ invalidity contentions and Dr. Jones’s opinions based on
the ElectroPress System and theiint 1000 System on the ground that Defendants did not
timely disclose their invalidity theories. IPT argues that the Local Patent Raolleot permit
“free amendment” of invalidity contentions; rather, the Rules allow amendmeiyts
response to changed infringement contentions or unexpected claim construclidogthiér
contends that it reasonably relied on Defendants’ June 2015 invalidity contentions in developing
its case strategy and focusing its discovery efforts, and that perni#tfiegdants to present the
ElectroPress and-Erint 1000 defenses through Dr. Jones, or otherwise, would prejudice IPT’s
ability to try this case.

Defendants respond that their April 2016 invalidity contentions were spégiatawed
by the plain language of Local Patent Rué(B)(1) and 3-6(b)(2). Defendants dispute IPT’s
assertion that amendments are allowed only in response to changed infringemenbosrdent
unexpected claim constructions. Defendants further argue that good catis® eliow them to
amend their infringement contentions based on newly discovered prior art, thaitwas
previously known to Defendantlespite their diligence. Defendants also dispute that IPT
suffered any prejudice and point out that the parties extended the deadline forctactrgiso
give IPT an opportunity to learn more about the ElectroPress and E-Print 1000sSyste

The Courtagrees with IPT that Defendants were not entitled to serve new invalidity
contentions based on the ElectroPress and E-Print 1000 Systems under LocallPat@nt R

6(b)). Local Patent Rule 3-6(b) provides:



Within 50 days from the date the presiding judge’s claim construction ruling
is filed, each party opposing a claim of patent infringement may serve its
final invalidity contentions without leave of court that amend its preliminary
invalidity contentions with respect to the information required by paragraph
3-3if:

(1) a party claiming patent infringement has served its final
infringement contentions under paragrap®(8); or

(2) the party opposing a claim of patent infringement believes in good
faith that the presiding judge’s claim construction ruling so requires

Misc. Order No. 62 | 3-6(b). IPT amended its preliminary infringement coosmin March
14, 2016, 30 days after the Court entered its claim construction order, serving amended
contentions pursuant to Rule 3-6(a). Defendants served their final invalidity conseP@ days
later. Contrary to Defendants’ assertion, however, Rule 3-6(b)(1) does not allemdBets to
amend their invalidity contentions “as a matter of right.” Instead, Dafgsdamendments must
respond to IPT’'s amendments. To allow complete freedom to amend invalidity comgenti
simply because IPT amended its infringement contentions pursuantGoultés Claim
Construction Order would undermine the purpose and function of the Patent Rules, which is to
provide adequate notice and information to all parties and ensuring full, timedyeligc
Defendants do not challenge IPT’s characterizatiats@mended contentions as “minimal;” nor
do they dispute that their amended invalidity contentions are much broader and nigt direct
responsive to IPT’'s amendments. Under these circumstances, Defenel@tot entitled to
make broad changes to their indél contentions under Local Patent Rulé@®)(1).

This conclusion is consistewith decisions from other courts consiitgrthe sameéssue.
In particular, the Eastern District of Texas, which has an identical Patentfas held that Rule
3-6(b) does not give Defendants free rein to assert new defenses completekgdroel
Plaintiffs amendments. Rather, there must be a nexuebattihe defendant’s proposed

amendments and the plaintiff's amendme8t® VirnetX Inc. v. Cisco Systems,,18612 WL



12546881, at *4 (E.D. Tex. Oct. 22, 2012). Although Defendants cite to other authority from the
Northern District of California holding that there is no requirement that chaogegalidity
contentions must be related to corresponding changes to infringement contsetdfgsenius
Medical Care Holding, Inc. v. Baxter Internation2005 WL 2043047, at *1-2 (N.D. Cal. Aug.

24, 2005), the Court finds that tReeseniusdecision is contrary to the purpose of the Patent
Rules and efficient case management.

Similarly, Defendants are not entitled to amend their invalidity contentions und=BRul
6(b)(2). This exception permits a party to respond to an unexpected claim constrythien b
Court, but does not mean that after every claim construction order, new infringgment
invalidity contentions may be filed. Defendants do not identify any surpribe i@aurt’'s Claim
Construction Order that necessitated amendment of their invalidity contertistesd,
Defendantsely solely on the fact that the Court’'s Claim Construction Order was 166 pages |
construed thirty-five terms, and defined twentye terms akaving their‘plain and ordinary
meaning,” where Defendants had proposed narrower constructions. Defendaatharghese
changes “naturally prompted” Defendants to evaluate the scope of identibednpin light of
the Court’s constructions. However, “[a] party cahargue that because its precise proposal for
a construction of a claim term is not adopted by the court, it is surprised and epaseprew
infringement contentionsNike,479 F. Supp. 2d at 667—6&e also Cell & Network Selection
LLC, 2014 WL 10727108, at *2 (holding that the court’s adoption of another’s party construction
is not sufficient, by itself, to demonstrate surprise). Without a more parti@dasimowing that
the Court’s adopted construction was unexpected or a surprise, the Couthdindefendants
are not entitled to amend their invalidity contentions under Rule 3-6(b)(2).

However, the Court determines that Defendants have shown good cause under Patent

Rule 37 for allowing their April 2016 invalidity contentions. As stated, “good cause” requires

10



the party seeking to amend its contentions to establish its diligence. The Csarésialin as to
whether to allow an amendment is informed by (1) the moving party’s explanatits feiture
to meet the deadline; (2) the importance of the thuag)would be excluded; (3) potential
prejudice in allowing the thing that would be excluded; and (4) the availabilitgaftinuance
to cure such prejudicdlobile Telecomms., Tech2015 WL 12698061, at *1.

With respect to the ElectroPress System, Defendants explain that they origicatéd
U.S. patent number 5,136,316 (“the ‘316 Patent”) when doing additional research in view of the
claim construction issues. Thelaimthe*316 Patent closely matches the Court’s Claim
Construction findings for the VDP Patents; accordingly, Defendants took a dokeatlthe
‘316 Patent in light of the Court’s constructions. Defendants located one of theonsyent
Richard Gaspar. Mr. Gaspar revealed to Defendants that the '316 Patent disequedéss
and configuration used in the ElectroPress, which was an actual physical psi@tam sold by
AM International Incorporated. Defendants state that they did not know theoPlexss System
existed prior to April 2016, just shortly before they filed their 2016 Invalidity Coiates.
Further, Defendants assert that the ElectroPress System was diffidisitdger. The system
apparently has not been for sale since 1986. Although the parties disagree as to hiowasas
to obtain articles about the ElectroPress, utndisputed that the ‘316 Patent does not mention
the system. Although the Court’s Claim Construction Order doegiveoDefendants unlimited
authority to amend their invalidity contentions, it was entirely reasonable fen@ants to
review the prior arin view of the Court’s Order. Defendants appropriately reexamined the ‘316
Patent in light of the Court’'s Claim Construction Order, and the close match gievel &@s
good reason to conduct additional research related to the ‘316 Patent. Defanddrdgigently
in contacting Mr. Gaspar, a listed inventor on the ‘316 Patedtstover facts relatmto the

ElectroPress system.

11



IPT argues the facts show a lack of diligenoehat Defendants did not even begin
searching for relevant prior arttil after the Cart issued its Claim Construction Order. As
discussed, the Court’s Claim Construction Order did not give Defendants an autxoasie to
amend their invalidity contentions; nor did Defendants show the Claim Constructien Or
constituted such a surprise that amendment would be permitted in response to algomplete
unexpected construction. However, Defendants acted reasonably in reviewingraon
view of the claim construction. Upaacognizinga closesimilarity betweerthe ‘316 Paternand
the Court’s construction, Defendants’ counsel was prudent, and diligent, in looking more closely
at the prior art.

The EPrint 1000 System was also hard to find. The documents that prompted the
amendments were identified as part of Defendants’ ongoing discovery effigtdotuments,
which were not stored in electronic format, were not identified earli@usecthey had to be
retrieved from an archival warehouse in Israel. Defendants’ counsel did everde
documents until March 10, 2016. IPT contends that any diligent search would have iddified t
E-Print 1000 System much sooner. The E-Print 1000 Systsramndigo system, and the
documents regarding the system came from HP’s own files after acgndigo. IPT further
points out that the individuals with knowledge of the system are HP employees.

With respect to both the E-Print 1000 and the ElectroPress Systems, Defendants moved
promptly to amend their invalidity contentions. Defendants received the E-Print 1000 déxume
on March 10, 2016 and learned of the ElectroPress system on April 1, 2016 when Defendants
spoke with an inventor of the ‘316 Patent. Defendants filed their final invalidity contentions
April 4, 2016. “To show good cause to amend invalidity contentions, the moving party must both
show that it diligently searched for and analyzed prior art and that it promgtlpskd any

newly discovered referenceSummit 6 LLC2015 WL 11117869, at *2. The Court finds that

12



Defendants carried the burden of establishing diligence withmdegahe E-Print 1000 and the
ElectroPress Systems.

As to the second factor, the importance of the amendments, IPT argues the amendme
cannot be important because Defendants never sought leave to amend. This argument
mischaracterizes the facts. Defenttadid not file a motion for leave to amend prior to serving
their April 2016 invalidity contentions because they were operating under th&enista
assumption that their amendments were expressly permitted by the LocalRRég¢srivecause
they were madwithin 50 days of the Court’s Claim Construction Order. Further, Defendants
sought leave to amend in their response to IPT’s Motion to Strike. Additionallypploetance
of the April 2016 contentions is evident in that Defendants’ final election of qtias strictly
related to the EPrint 1000 and ElectroPress Systems and their supporting publications. Dr.
Jones’s expert report on the invalidity of the VDP Patents is also strietigddo the two
disputed systems.

Regarding prejudice, IPT argues that it prepared its case based on Dafehdan2015
contentions, which disclosed invalidity based solely on documents and patents, and that the Apri
2016 contentionayhich disclose invalidity based on systems, represents atsg®e shift” in
theories for which it had no opportunity to address. IPT contends that Defendants datsudes
of their true invalidity contentions preventdellifrom raising additional claim construction
disputes and conducting adequate discovery. IPT asserts that it would have taksoduéry
of the actual purported systems and the circumstances surrounding their stdefor séle, if
only it had knowrearlier in the casaboutDefendants’ theorieefendants respond that IPT
was not prejudiced because there wélefise months of discovery after they served the Apri
2016 contentiongyf which IPT did not avalil itself. Defendants identified Christopher, Bourman,

Gaspar, Gaash, Leshem, and Himelboim approximately two months before fagedisdosed.
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IPT actudly deposed several of these individuals and elected not to depose others. In particular,
IPT deposed Christopher, the individual who was responsible for coding the functionality at
issue in the ElectroPress System. IPT chose not to depose Landa and Hirreatiolodial not
request any additional depositions. Moreover, IPT waited more than four months after
Defendantserved their final invalidity contentions to object. The fact that over five months
remained in the fact discovery period at the time the 2016 invalidity contentionseveeel,

and that IPT did not promptly object to the allegedly improper amendment, weajhstag

finding IPT was prejudiced by the late amendmesise Yodlee, Inc. v. CashEdge, ,|2007

WL 1454259, at *3 (N.D. Cal. May 2007) (finding no prejudice in allowing amended invalidity
contentions where nonmovant had not yet filed any substantive motion and there weteamore t
two months remaining before the fact discovery cutéif@gsenius 2005 WL 2043047, at *2
(finding no prejudice where amendments allow time to conduct fact and expert dyycAlsy,

IPT has not shown thétwas prejudiced by the 2016 invalidity contentions because IPT’s
inventor, Mr. Gauthier, admitted he was aware of the ElectroPress Systesregrlty 1990s.

With respect to the final factor, the availability of a continuance to cejedice, the
Court notes that neither party has asked to delay this litigation. Defendtertsteehat IPT had
time after the 2016 invalidity contentions to conduct discovery, and IPT does not argte that
still needs time to conduct discovery.

IPT relies on this Court’s decisioniinfe Techs., Inc. v. Nintendo of Am., Ing:13¢v-
4987-M, Mem. Opn. & Order [ECF #209] (N.D. Tex. May 30, 2010 ktrike late invalidity
contentions, but the facts presented in this case are distinguishable and dictatera difsult.

In particular, the timing of events in the two cases is very differeiltifén the defendant moved
to amend itsnvalidity contertions four months before trial was scheduled and approximately

three and a half months after the close of fact discovery. Here, the challentgations were
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served more than five months before the close of fact discovery, and over eight nedoiths
expert reportsThis case is not currently set for trial.
Conclusion

The CourDENIESIPT’s Motion to Exclude Expert Testimony from Dr. John Paul Jones
Regarding Invalidity Opinions Based on the ElectroPress System and Indigut EE®0
System [ECF #27] and IPT’s Motion to Strike Portions of Defendants’ Invalidity Contentions
[ECF #139], to the extent the Motito Strikeaddresses thelectroPress System and Indigo E-
Print 1000 System.

To the extent the Motions seek other relief, the Court takese thatters under
advisement.

DATED: Januaryll, 2018.

".7‘”111"4_.
BARBARA
HIEF JUDGE
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