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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF TEXAS
CORPUS CHRISTI DIVISION

LOUANGEL, INC.; dba LONGHORN
STEAKHOUSE RESTAURANTEet al,

8
)
)
Plaintiffs, 8
VS. 8 CIVIL ACTION NO. 2:12-CVv-00147

)

8

8

8

DARDEN RESTAURANTS, INC.et al,
Defendants.

ORDER ON MOTION FOR
PARTIAL SUMMARY JUDGMENT ON ABANDONMENT

Before the Court is “Plaintiffs’ Motion for PartiaBummary Judgment on
Defendants’ Abandonment of Early Marks” (D.E. 103)n connection with their
response to this Motion, Defendants filed their idotto Strike the Declaration of
Ronald B. Whitten (D.E. 132), a Declaration thatsvatached as summary judgment
evidence to Plaintiffs’ Motion. For the reasons$ get below, the Motion to Strike is
DENIED and the Motion for Partial Summary JudgmerGRANTED.

FACTS

In 1981, Defendants operated restaurants namedg‘lttorn Steaks” in states in
the Eastern part of the country. Defendants regpdt what will be referred to as the
“Bongo” style trademark for its steak restaurarging the name Long Horn Steaks as
three separate, stacked words in a bold, chunky dod substituting Bongba baby-

faced cartoon cow’s head with vertical horns, &“tf in “Long” and a cartoon t-bone

! The cartoon cow was named Bongo after a con24. 124-3, p. 5.
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steak as the “t” in “Steaks,” followed in 1992 bysanilar horizontal version of the

trademark:

This trademark will be referred to as the “Bonga@demark. In 1995, wanting a more
“upscale” image and with major expansion plans,eddants broadened their menu and
registered a new trademark using a minimalist orenadstract rendering of the outline of
a steer's head with horizontal horns, and with “gdHorn” as one word over

“steakhouse” in a sleeker font:

e A
é:’\‘fo CHORN LoncHoRy

STEAKHOUSE

This trademark will be referred to as the “Mininséilitrademark.

In between the Defendants’ Bongo and Minimalisidémark registrations,
Plaintiffs began the use of their own logos in 1,989 their “Longhorn Restaurant” with
a steer’'s head rendering as a prominent desigmireeatThe steer’'s head design has
horizontal horns and is somewhat more detailed afendants’ Minimalist logo, but

not as cartoonish as the Defendants’ Bongo logo:
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Longhorn %7 Restaurant

Plaintiffs operated their restaurants exclusivalyhie Corpus Christi, Texas area.

This lawsuit was precipitated by Defendants’ plamsexpand into the Corpus
Christi market, with local advertising and the saleDefendants’ LongHorn Steakhouse
gift cards at Corpus Christi retail stores. Bothiiiffs and Defendants have alleged
trademark infringement claims against each othétaintiffs seek partial summary
judgment that Defendants abandoned their 1981 &9@ Bongo trademarks, thereby
eliminating any claim to infringement of those mmdnd rendering Plaintiffs’ trademark
prior in time to the Minimalist trademarks.

Plaintiffs have supplied the Court with the Defemida corporate representative
testimony, which explains a concerted effort in 49% to remodel the restaurants to
eliminate the Bongo or roadhouse styling and adophore upscale image. They
removed neon signs and taxidermy, with the excepifca steer head over the bar. D.E.
103-4, pp. 4-5. They changed red vinyl tableclahd red cloth in the booths to tan or
earth-tone fabrics. D.E. 103-7, pp. 8-9. Instefdneon lighting, they changed to
warmer, golden-toned lightingd., p. 9-10. They changed the exterior signage fifoen
Bongo trademark to the Minimalist trademarld., p. 11. Specifically, Shelly Welch
testified that the effort was to “evolve the brdnhodernize it, and rethink market

strategy to create broader appeal. D.E. 1033, p.
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This was confirmed by George McKerrow, Jr. Thesirfraged” “lots of things,”
including uniforms, china, décor, food offeringesof the buildings as well as the logo.
D.E. 103-4, p. 4. It was an “evolution of the ki@ make it and keep it competitive”
and to avoid confusion with the earlier iteratidrttte restaurantld. They performed a
chain-wide renovation changing the dark rustic pethénterior to a brightly lit beige
interior. 1d., p. 5. More specifically, “The process was cdased to be bringing the
brand more upscale and more universally acceptahde. p. 4.

In what Defendants’ representatives admit was awoltgion of the brand,” they
intentionally undertook to change the commercigbression of their trademark. They
renovated existing restaurants, removing the Bdragemark from signage, menus, and
other items in favor of those bearing the Minimal@®go. According to their Annual
Report of 1997, this process took place over tgpzas, beginning in 1994 and ending in
1997. D.E. 103-6, p. 8See alspD.E. 103-4, pp. 4-5; 103-7, p. 11. Accordingstrelly
Welch, who served as Brand Manager and was therepfbmoted to her current
position as Senior Vice-President-Brand Managenst@,began work at the Defendants’
organization in 2007 and had not seen the Bongtetnark in use for exterior signage,
menus, or uniforms during her tenure. D.E. 108p/,3-6.

Defendants maintain that the Bongo trademark wassm within the last three
years? citing: (1) the doctrine of tacking between thenBo trademark and the

Minimalist trademark; (2) internal corporate documse anniversary celebrations, and

2 Defendants recite a number of usages that esteimto the 2000s, but which ended before 2010caBse
nonuse within three years is the test, those usageisrelevant to the current inquiry.
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training programs; (3) photographs and a wine meamging on the walls of two of their
restaurants; (4) redemption of a gift certificgdt®; a restaurant that closed in June, 2010;
and (6) exterior signage for their Jacksonvilleoriela restaurant that is in current
operation. As demonstrated below, none of theaensl involve the requisite use to
avoid a finding of abandonment.
DISCUSSION
A. The Burden and Standard of Proof for Determinationof Abandonment

Pursuant to the Lanham Act, a trademark shall leenéel abandoned “[w]hen its
use has been discontinued with intent not to ressucé use. Intent not to resume may
be inferred from circumstances. Nonuse for 3 coutbee years shall bprima facie
evidence of abandonment.” 15 U.S.C. 8§ 1127. Adiagrto the Fifth Circuit, the initial
burden of proof is on the party claiming abandontméspon proof of nonuse, the owner
of the mark has the burden to demonstrate thatimistances do not justify the inference
of intent not to resume usé/ais Arms, Inc. v. Vajs383 F.3d 287, 293 {5Cir. 2004);
Exxon Corp. v. Humble Exploration C&95 F.2d 96, 99 EBCir. 1983). Any such intent
to resume use must be shown to have been formutat@shintained within the three-
year window. E.g., ITC Limited v. Punchgini, Inc482 F.3d 135, 149 n.9"¢Xir. 2007).

Defendants seek to elevate the Plaintiffs’ hurtl®eugh application of a “burden
of strict proof,” citingAmerican Foods, Inc. v. Golden Flake, In812 F.2d 619, 624 {5
Cir. 1963). HoweverAmerican Foodgdoes not apply here. lAmerican Foodsthe
district court was presented with a question oélikood of confusion with respect to a

request for injunctive relief. The alleged abandent, having to do with the strength or
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weakness of the trademark, was based on issueslieg@aked licensing—whether the
trademark owner had licensed or allowed others#the trademark and thereafter failed
to control the quality of the goodsd. at 624-25. The question had been fully triechwit
the court issuing findings of fact regarding “nakiednsing.”

The fact that the “strict proof” burden relatesthe particular issues involved in
“naked licensing” and not to the issue of nonuse has Plaintiffs argue, is clarified by
the language in other cases that giteerican Foodssuch agaco Cabana International,
Inc. v. Two Pesos, Inc932 F.2d 1113, 1121 {5Cir. 1991),aff'd, 505 U.S. 763, 112
S.Ct. 2753 (1992), also cited by Defendants: “Bwb Pesos faces a stringent standard
because finding a ‘naked license’ signals involunteademark abandonment and forfeits
protection.” Taco Cabana932 F.2d at 1121 (citingmerican Foods “Abandonment
due to naked licensing is ‘involuntary’ becauselikenabandonment through non-use,
referred to in subsection 1127(1), an intent tondba the mark is expressly not required
to prove abandonment under subsection 1127@Xon Corp. v. Oxxford Clothes, Inc
109 F.3d 1070, 1080 {sCir. 1997).

Thus the Defendants’ argument for a strict burdeasdnot apply because the
source of the argument involves a different sessfiess When interpreting the facts to
find an unintentional, involuntary abandonment urft@ked licensing,” a higher burden

of proof for forfeiture actions is appropriate. tBwo such reasoning requires the same

® The same analysis disposes of the holdinyloore Business Forms, Inc. v. R@60 F.2d 486, 489 {(5Cir.

1992). The district court’'s application of a “striburden” to intentional abandonment Re/Max Int’l, Inc. v.
Trendsetter Realty, LLGB55 F.Supp.2d 679, 714 (S.D. Tex. 2009) appeabe tan anomaly, applying the holdings
of involuntary abandonment cases to a case of tatymbandonment.
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strict burden of proof when the issue is a voluntar intentional relinquishment of a
trademark.

Plaintiffs claim to have demonstrated nonuse fomiare than three years—since
1995. The required three-year window that theyngldnowever, is from May 11, 2009
to May 11, 2012. Defendants’ corporate represmtatas unable to recite any usage of
the Bongo trademark in that three-year window; Ddénts’ discovery responses
indicate that no sales have taken place using trg® trademark in the last five years;
and Defendants have failed to renew their secondgBdrademark within the time
deadline for doing so. D.E. 103, pp. 8-9.

Defendants have asserted certain recent usage-dinglat the present time—and
correctly recite that even “minor or sporadic usall defeat a claim of abandonment.
Equibrand Corp. v. Reinsman Equestrian Products,, INo. 3:07-CV-0536-P, 2007 WL
1461393, *7 (N.D. Tex. May 17, 2007). Defendantgua that, contrary to Plaintiffs’
representation, the second Bongo trademark doeseqaire renewal until June, 2013
and that it will be renewed by that deadline. DLE6-8. They further fault Plaintiffs for
failing to credit evidence disclosed in supplemkdiscovery responses.

Thus, this action focuses on whether the claimeages qualify to protect a
trademark from abandonment, where “ ‘[u]se’ of akn@eans the bona fide use of such
mark made in the ordinary course of trade, andnmade merely to reserve a right in a
mark.” 15 U.S.C. § 1127. Defendants further dssencrete plans to use the Bongo
trademarks in the near future, thus exhibiting raerit to resume after any dormancy in

use. Each of these arguments will be addresseavbel
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B. Tacking

One of the Defendants’ arguments for claiming aurrasage of the Bongo
trademark is their claim that the Minimalist tradekntacks on to the Bongo trademark
so that their current Minimalist signage and logaiting items constitute use of the
Bongo trademark as well. This Court has previousigsidered Defendants’ argument
that their Minimalist and Bongo trademarks candekéd in order to relate backward and
take advantage of the 1984 trademark registratidme Court has rejected that claim and
the analysis will not be repeated her&ee Order on Motion for Partial Summary
Judgment on Tacking (D.E. 135). The Court holda thefendants may not rely on the
doctrine of “tacking” to make current uses of thdinimalist trademark qualify as uses
of the Bongo trademark.

C. Internal Corporate Documents, Anniversary
Celebrations, and Training Programs

A trademark, to be subject to protection, must bgetl in commerce,” which is
defined by the Lanham Act as follows:

For purposes of this chapter, a mark shall be dddamée in
use in commerce—

(1) on goods when--
(A) it is placed in any manner on the goods orrthei
containers or the displays associated therewitloror
the tags or labels affixed thereto, or if the natof the
goods makes such placement impracticable, then on
documents associated with the goods or their aak,

(B) the goods are sold or transported in commecd,
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(2) on services when it is used or displayed in shke or
advertising of services and the services are redden
commerce, or the services are rendered in moreagharstate
or in the United States and a foreign country dredgerson
rendering the services is engaged in commercenneaxiion
with the services.

15 U.S.C. § 1127.

In demonstrating “use in commerce,” Defendants aripat the Bongo trademark
is displayed in a 2010 Annual Report that is avddat their website: www.darden.com.
That Annual Report is available under a tab fow8stors,” after selecting the “Financial
Information” link. It shows pictures of restaurantising the Bongo trademark,
juxtaposed against pictures of the restaurant usi@dvinimalist trademark in a series of
pages devoted to the evolution of the company’adsa

Defendants have not demonstrated that anythingtabetAnnual Report or those
pictures has anything to do with a commercial taatien involving the sale or
advertisement appurtenant to the sale of goodemices provided by the Defendants’
restaurants.See generallyShatel Corp. v. Mao Ta Lumber and Yacht Co®7 F.2d
1352, 1356 (1 Cir. 1983) (discussing the nature of “commercebjsat to federal
regulation through the Lanham Act).“[A] mark is used in commerce only if it
accompanies services rendered in commer&ehsient Technologies Corp. v. Sensory-
Effects Flavor Cq 613 F.3d 754, 762 t(\8Cir. 2010) (quotingint'l Bancorp, LLC v.
Societe des Bains de Mer et du Cercle des Estrangéfonaco329 F.3d 359, 364 (4

Cir. 2003)).
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At least one court has already noted that usetigideemark in an Annual Report is
insufficient to show “use in commerce3top & Shop Supermarket Co. v. Big Y Foods
Inc., 943 F.Supp. 120, 122 n.2 (D. Mass. 1996).kndavledging the past in corporate
anniversary celebrations with a “Journey book” @igmg the old trademark, displays in
conjunction with Manager in Training presentations, “Brand Books” and “Brand
Videos” in new manager onboarding processes arnatalinal company uses and get no
closer to a commercial transaction with customerthe identification of the source of
goods or services for restaurant guests than doeSnaual Report. Exhibit 52, D.E.
130-1, -2, -3. The Court holds that internal cogbe uses do not constitute “commercial
uses” to defeat a claim of abandonment.

D. Photographs and a Wine Menu as Interior Décor.

Defendants’ first Bongo trademark is on displaywo of its restaurants located in
Georgia. Plaintiffs characterize this display athmg more than memorabilia that is part
of the western décor on the walls of the restaurd?laintiffs’ investigator, Ronald B.
Whitten went to the restaurant as a customer, pinaphed the items hanging on the
wall, and inquired about the wine list and whethercould order from it, learning that he
could not.

Defendants have objected to Whitten’s affidavittimeny and photographic
exhibits as they were obtained without Defendap&’'mission and were, according to
Defendants, unauthorizezk partecontacts. Motion to Strike, D.E. 132 (citing F&.
Civ. P. 30, 34). Defendants cite a number of casese of which involve entering a

public business and making observations as anyt gli¢bat business could ddeeln
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re Tucker 224 F.3d 766 (B Cir. 2000) (attorney sent employee to harass dedntd
obtain a reaffirmation agreement in violation of tlwutomatic stay of bankruptcy
proceedings and as &@x partecontact with represented partynited States v. Reged
106 F.3d 396 (8 Cir. 1997) (attorney made deliberate misrepresients to the court
and, additionally, spoke with the criminal defenidasthout counsel present specifically
to induce a plea agreementnited States v. Thoma842 B.R. 758, 761 (S.D. Tex.
2005) (party did not actually contact the opposiegresented, party or its counsel; issue
was failure to provide notice)n re StombergNo. 10-41603, 2013 WL 142396, *20
(S.D. Tex. Jan. 10, 2013) (no relevant facts).

Plaintiffs respond that Rules 30 and 34 recite thgbarty “may” file formal
discovery requests regarding entry upon land fer plrpose of obtaining discovery
regarding another party’'s facility. However, fointiscovery is not the only method
permitted. Simington v. Menard, Inc210-CV-00269, 2012 WL 3288745, *4 (N.D. Ind.
Aug. 9, 2012). Nothing in the Federal Rules ofilJRrocedure bars parties from access
to public places, even if the public place is gjsctbof the litigation.

The Court finds that there is no violation of tlies of procedure when a property
Is open to the public and the person entering thegaty to make observations behaves
in no other way than any other member of the pubbbald behave. Furthermore, the
evidence that Whitten obtained is consistent wididddants’ corporate representative’s
testimony (D.E. 103-7, 137), is not tainted bgx“parté contact, and is of a type
commonly admitted. E.g., Hubbard v. Barnhart 225 Fed.Appx. 721, 723, 2007 WL

870393, *1 (8' Cir. March 23, 2007)Dehne v. Hil] 220 Fed.Appx. 730, 732, 2007 WL
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570420, *2 (&‘5‘ Cir. February 20, 2007). The Court DENIES the ddellants’ Motion to
Strike.

Plaintiffs are correct that items of historical neabilia or decoration do not
present evidence of a trademark’s use in commetame Star Steakhouse & Saloon,
Inc. v. Longhorn Steaks, Incl06 F.3d 355, 361gpinion modified on reh’gl22 F.3d
1379 (14" Cir. 1997) (per curiam). To be a valid servicerkndt must be “used to
identify or distinguish the services being offefedd. ThelLone Starcourt held that the
interior wall décor was not a commercial use asa#tenof law. Id.

Defendants challenge the holding of thene Starcase, saying that it was
remanded on the issue of abandonment and settléatebdinal resolution, thus
eliminating any precedential effect of the releviaoliding. D.E. 125, p. 26. The opinion
on rehearing expressly modifies and supplementganieer opinion, but does not in any
way alter the holding relied on above. 122 F.3d1381-82. Thus as a subsidiary matter
that impacts the remaining abandonment issuespitldvhave constituted “law of the
case” had the case not been settl&dg, Crowe v. Smith261 F.3d 558, 562 {5Cir.
2001). This Court holds that nothing about theseglient history of theone Starcase
called that court’s ruling (declining to treat inte décor as a trademark usage) into
guestion.

Defendants seek to distinguish this case floome Starby characterizing the
décor at issue here as prominent interior signagkeey liken the use of the historical
photographs and wine menu to interior “signs,” whaould be used to maintain older

trademarks, such as in the case of trademark rérgyegimens offered for the “I'm
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Speedee” for McDonald’'s (D.E. 130-12, -13), thedHBoy” figure for Elias Brothers
Restaurants (D.E. 130-14, -15), the block “Tacd"Bagn for that restaurant (D.E. 130-
16, -17), and the “Edibles and Elixirs” sign fdretApplebee’s Restaurant (D.E. 130-18m
-19).

However, in each of those instances, the trademask® presented in a sign
format, in which attention is drawn to the tradeknas an active element in the
transaction of goods or services offered. Hermtithdemarks appear in a cluster of items
hung on the walls with other western décor offeriambiance, but not source
identification. The displays of the Bongo tradeknar the décor do not welcome the
guests to this restaurant, do not identify thiga@snt to the public, and do not identify
goods or services for commercial transactions.

While there is some argument over whether wine cdé ordered from the
Bongo-bearing wine menu hanging on the wall—at fihees listed there—the simple
answer is that it could not. D.E. 137. The itears nothing but décor. The Court holds
that the décor items do not represent trademargeutizat would defeat the Plaintiffs’
abandonment claim.

E. Redemption of Gift Certificate

Defendants direct the Court to their recent redenpaf a gift certificate bearing
the Bongo trademark. While the certificate waseseded within the last three years, it
was issued July 13, 1993. D.E. 126-1; 127-8. Gftificates are now gift cards bearing
the Minimalist trademark. There is no evidencd Hrey Bongo-styled gift certificates or

cards have been issued in the relevant three-yeaow.
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The parties have not offered any authorities raggrdift certificate redemption
as a “use in commerce” and the Court has not foamg in an independent search.
Nonetheless, it is clear that the restaurant erggagehe transaction relevant to the
maintenance of its business at the time it recepagsnent and issues the certificate or
card. The business does not control the exact diivitbe customer’s redemption of the
gift. As businesses change and close, customiadltair chances on receiving the value
represented by the gift certificate or card.

Under such circumstances, focusing on the releu#amsaction being that by
which goods or services are sold, the date of r@tiemis immaterial. The Court holds
that the redemption of the 1993 gift certificateeslonot reflect usage of the Bongo
trademark within the three-year window. Any othreatment would allow the issuance
of gift cards to maintain trademarks infinitim, as it is commonly known and reported
by the National Retail Federation that a percentdggft cards may never be redeemed,
but remain outstanding. “Perhaps the greatestfibeéoeetailers is that a sizable number
of consumer gift card purchases are never redeéfed.

F. Exterior Signage on Florida Restaurants.

Defendants represent that the words, “LongHorn KSteaor “Longhorn
Steakhouse” remained on exterior signage for anaDdédorida restaurant until June,
2010. D.E. 125-2; 126-1, p. 10; 126-11, pp 5-@fdddants have also submitted pictures
of a “LongHorn Steaks” sign that is still standingar a Jacksonville, Florida restaurant.

The record reflects that neither of those allegaddmark usages included the Bongo

4 http://www.nrf.com/modules.php?name=News&op=viewdsp id=1090&parent_id=958&peer rev=1&nrf or=0
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face and only the latter includes the t-bone swdistitute for the “t” in “steaks.” D.E.
126-1, pp. 5, 10; 126-10, 126-12.

No pictures of the Ocala restaurant have been mgopl One picture of the
Jacksonville restaurant sign includes the actughtgant in the background. D.E. 126-
11, reproduced at D.E. 125, p. 11. The trademarkthe free-standing sign nearer the
restaurant and on the restaurant itself are Mingha¢nderings. The sign that includes
the other businesses at that location is the ogy that uses any part of the Bongo
trademarks.

Because the signs that Defendants rely upon fogeusarrently or within the
three-year window do not include the steer's heé&dthe Bongo trademark, they
preemptively suggest that it is a non-materiallier@d version of their trademark.
Certainly, if this version of the trademark is noaterially altered, its use as exterior
signage could be sufficient to defeat the abandonelaim?® Patsy’s Italian Restaurant,
Inc. v. Banas658 F.3d 254, 268 t2Cir. 2011) (exterior sign on restaurant is a “irse
commerce”);Cumulus Media, Inc. v. Clear Channel Communicati@® F.3d 1167,
1174-75 (11 Cir. 2002) (exterior signage prevented findinggbndonment as a matter
of law).

The question is whether the removal of the steleead is a material alteration.

Defendants assert that there is no material alberédecause the dominant element of the

®  Plaintiffs contend that this exterior sign ist mo“service mark usage” because it does not showasaociation

between the mark and the services for which regjistt was sought. D.E. 139, pp. 7-8ee In re the Sorting Table
LLC, 77582484, 2012 WL 2364340, *2 (Trademark Tr. &ABd. June 11, 2012 re Duratech Industries, Inc.

13 USPQ2d 2052, 1989 WL 274420 (Trademark Tr. & Apg. November 17, 1989). Because the Court hiblals

the alleged trademark usage involves a materiadadion, the Court need not reach this issue.
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Bongo trademark is the word, “LongHorn” and the algdive terminology, “steaks.”
Bongo, himself, is “inconsequential.” D.E. 12530. First, Defendants had to disclaim
any trademark in the word “steaks.” D.E. 126-3,-4 -8. Thus that word cannot be a
dominant feature.

Second, as discussed in the Court’s ruling on teckD.E. 135), because the
Bongo trademarks are composite marks, it is not fne word “LongHorn” that is
important or dominant. Even the change from thaed®oto the Minimalist steer’s head
was found to constitute a material alteration aftamnsidering all of the authorities cited.
Surely the elimination of the steer's head altogetis a material alteration Amstar
Corp. v. Domino’s Pizza, Inc615 F.2d 252, 261 t(‘SCir. 1980) (stylistic elements in a
composite trademark require it to be considerea &hole);Paris Glove of Canada, Ltd.
v. SBC/Sporto Corp84 U.S.P.Q. 1856, 2007 WL 2422997 (Trademark&TApp. Bd.
August 22, 2007) (same). The Court holds thatsigaage on the Florida restaurants
does not constitute usage of the Bongo trademarkihe three years preceding this
action.

G. Intent to Resume

Having found that none of the proffered usagefefefendants’ first and second
“Bongo” trademarks are “uses in commerce” as defibg the Lanham Act, the Court
finds that the Plaintiffs have satisfied their imitourden of proof. 15 U.S.C. § 1127.
The only argument available to the Defendants ppsett maintaining those marks is an
“intent to resume” usageld. Defendants first fault Plaintiffs for not offag evidence

against Defendants’ intent to resume use of thegBamademarks. This argument is
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moot because, if Plaintiffs succeed in showing sentor three years, they have made a
prima faciecase that includes an inference of intent noesmme.ld. They do not have
any further burden until Defendants defeat theety®ar nonuse allegation or provide
some evidence of intent to resume.

Second, Defendants rely on their evidence of actiss, which they claim
demonstrates not only current use but is eithedesge of intent to resume or makes
intent to resume a moot point. Because the Coast determined that Defendants’
evidence of continuing use does not qualify as ‘ilaseommerce” or is not a use of the
trademarks in unaltered form, then that same ecilésn incapable of showing an intent
to resume and does not make the need for eviddrszeeb intent a moot point.

Last, Defendants rely on the Declaration of Shélkglch (D.E. 125-4, p. 2),
reciting a plan to place the Bongo versions ofrttri@idemarks on their website and on
their children’s menu in the next few months—wdteathe three-year window at issue
here. D.E. 125, p. 35. Token use or a use archsigeply to reserve rights in a service
mark are not valid usages and an intent to makie sse does not necessarily qualify as
an intent to resume active use in commerce evem idrenulated within the three-year
window. Seel5 U.S.C. § 1127Exxon Corp. v. Humble Exploration C®95 F.2d 96,
100 (8" Cir. 1983).

With respect to th&xxoncase, on remand the district court evaluated titeace
with specific attention to the “intent to resumeidafound that the evidence of intent was
sufficient to defeat thgrima facie case of abandonmentExxon Corp. v. Humble

Exploration Co, 592 F.Supp. 1226 (N.D.Tex. 1988&xkon I). The court noted several
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factors that affected the determination of intdrgttarose in other abandonment cases.
As was true irExxon || the Defendants in this case were not forced bdiusiness or
deprived of the use of the Bongo trademarks by ematbutside their control; they
intentionally undertook to evolve their brand, nmakiit more “upscale” with a wider
appeal. This factor weighs against Defendantg€ninto resume. As iExxon || there
are no regulatory barriers to the use of the Bangdemarks. This factor weighs against
Defendants’ intent to resume.

Where this case departs from tBgxon Il scenario is on the issue that salvaged
Exxon’s intent to resume: ongoing efforts from time the trademark changed to make
active commercial use of the old trademark. H#re,evidence of the Defendants’ past
shows systematic abandonment of the Bongo tradesmafke appearances that remain
are either nostalgic décor and historical retrospes or vestiges of the materially altered
trademark that, without Bongo, were not so offeadiy the new branding as to require
removal.

There is no evidence, as there wagxxon Il of an active plan orchestrated by
the marketing department, beginning at the time ttlaeemarks were replaced and
continuing until the objective was achieved, ofiveng the old trademark in commercial
use. Instead, Defendants rely on the declaratibnSleelly Welch, who states:
“Defendants have concrete, current plans to furtherr current use of the versions of
their LONGHORN mark depicted below: [picturing tigongo trademarks]. For
example, Defendants will be placing these versiohgheir LONGHORN mark on

Defendants’ website located atvw.longhornsteakhouse.com the next few months.”
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She also indicated the intent to create a new m@rnld menu using the old logos. This is
the entirety of the Defendants’ proffer on thisuiss

Defendants’ evidence is clearly insufficient toseaa fact issue on intent to resume
use of the Bongo trademarks because: (1) it faishow any effort or intent formulated
within the three-year window; (2) it includes stants in the most conclusive of terms
both with respect to the intent and the proposedréuuse; and (3) it fails to show any
association between the trademark and any bona ciicemercial transaction. The
evidence is insufficient to raise a fact issue thatendants intended to resume active
commercial use of either of the Bongo-styled tradus between May 11, 2009 and May
11, 2012.

CONCLUSION

For the reasons set out above, the Court DENIE®mleints’ Motion to Strike the
Declaration of Ronald B. Whitten (D.E. 132). Theutt GRANTS Plaintiffs’ Motion for
Partial Summary Judgment on Defendants’ Abandonmekarly Marks (D.E. 103). It
is therefore ORDERED that:

1. Defendants’ First Mark is abandoned;

2. Reg. No. 1,320,021 is cancelled;

3. Defendants’ Second Mark is abandoned; and

4. Reg. No. 1,741,952 is cancelled.

ORDERED this 5th day of June, 2013.

NELYA GONZALES RAMOS |
UNITED STATES DISTRICT JUDGE
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