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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF TEXAS
HOUSTON DIVISION

HEALIX INFUSION THERAPY, INC., 8§
§
Plaintiff, 8§

V. CIVIL ACTION NO. H-08-0337

o W

STEVEN MURPHY,

Defendant. 8

MVEMORANDUM OPI NI ON AND ORDER

Pending before the court are Plaintiff Healix Infus ion
Therapy, Inc.’s (“HIT”) Motion for Final Summary Ju dgment (Docket
Entry No. 49) and defendant Steven Murphy's Cross-M otion for
Summary Judgment (Docket Entry No. 58). For the re asons stated
below, HIT's motion will be denied, and Murphy’s mo tion will be
granted.

| . Factual and Procedural Background

HIT is a Texas corporation that holds a federally r egistered
trademark for the mark “Healix.” 1 Murphy is a physician who
specializes in the field of genetics and “personali zed medicine.”

In March of 2005, while still in medical school and completing
his residency, Murphy registered the Internet domai n name 2

!Plaintiff Healix Infusion Therapy, Inc.’s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
Exhibit A.

2A “domain name” is “any alphanumeric designation wh ich is
registered with or assigned by any domain name regi strar, domain

(continued...)
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helixhealth.org. Murphy registered this domain nam e because he

intended eventually to create agenetic counseling businessbearing
the name “Helix Health.” 3 In the same year Murphy also registered

the domain names myhelixhealth.com and myhelixhealt h.org, the
registration of which was renewed in 2008. 4 When Murphy registered
these domain names in 2005 he did not know that HIT had registered
the mark “Healix” with the United States Patent and Trademark

Office ("USPTQO"). >

Murphy has registered many other domain names, 6 each with the
intent of eventually creating a Web site in connect ion with the
respective domain name. ’ One domain name Murphy registered,

2(...continued)

name registry, or other domain name registration au thority as part

of an electronic address on the Internet.” 15 U.S. C. §1127.
3Defendant Steven Murphy’s Response to Plaintiff's A mended

Motion for Summary Judgment and Memorandum in Suppo rt of

Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,

Declaration of Defendant Steven Murphy 11 2, 20.

“Plaintiff Healix Infusion Therapy, Inc.’'s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
Exhibits D & E; see also id. , Exhibit I, Murphy Depo. pp. 33, 38-

39, 59-60, 68-69.

*Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,
Murphy Decl. 1 16.

6See Plaintiff Healix Infusion Therapy, Inc.’s Amend ed Motion
for Summary Judgment and Brief in Support Thereof, Docket Entry
No. 50, Exhibit R.

'Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,

Murphy Decl. § 19.
-2-



23butnotme.com, is a play on the mark and correspon ding Web site of

another genetic counseling company, 23andMe, which maintains the
Web site 23andme.com. Murphy registered this domai n name with the
intent of creating a Web site solely to raise aware ness about that
company’s methods and product, but has not yet crea ted such a Web
site. 8 Between July of 2006 and October of 2007, Murphy also
registered the domain names genesandmeds.com, genes andfood.com,
genesandhealth.org, genesandhealth.com, and genesan dhealth.info. °
DNA Direct, another company that offers genetic tes ting and
information on genetics, maintains a Web site with the domain name

genesanddrugs.com; 1 however, it is not known whether DNA Direct

held a registered mark bearing that name (genes and drugs) when
Murphy registered genesandmeds.com, genesandfood.co m,
genesandhealth.org, genesandhealth.com, and genesan dhealth.info.
Murphy has not offered to sell 23butnotme.com, gene sandmeds.com,
genesandfood.com, genesandhealth.org, genesandhealt h.com, or
genesandhealth.info to these respective companies. 11 Other than
8Plaintiff Healix Infusion Therapy, Inc.’'s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,

Exhibit I, Murphy Depo. pp. 62-67.
°See id. _, Exhibit R.

10]d. , Exhibit I, Murphy Depo. p. 68; Plaintiff's Reply to
Defendant’s Response to the Amended Motion for Summ ary Judgmentand
Response to Defendant’s Cross-Motion for Summary Ju dgment, Docket
Entry No. 61, Exhibit K.

1Defendant Steven Murphy's Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of

(continued...)
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these domain names, and those related to Helix Heal th LLC, none of
Murphy’s other registered domain names appear to be similar to

those of other companies or mark owners.

In December of 2006 Murphy made good on his intenti onto start
a genetic counseling business by incorporating Heli x Health LLCin
Delaware. During the same month he filed an applic ation with the
United States Patentand Trademark Office ("USPTQO”) toregisterthe
stylized mark “Helix Health.” Murphy also transfer red the domain
name helixhealth.org to Helix Health LLC. Roughly six months
later, Helix Health LLC used that domain nametola unchits own Web
site, which is dedicated to explaining what Helix H ealth is and
does, *?* informing visitors of the benefits of “personalize d
medicine,” and providing them with an opportunity t 0 inquire about
how they may receive such benefits. 13 Pragmatix, a Web hosting
service, was later given control over the Helix Hea Ith Web site. 14

11(...continued)
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,
Murphy Decl. § 19.

2Helix Health LLC is only one of several Helix Healt h
entities. Helix Health LLC provides administrative support to
Helix Health entities incorporated in New York and Connecticut.
Id. at{4.

Bld. 117-9;seealsoHelixHealth, http://www.helixhea Ith.org
(last visited August 29, 2008).

“Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,
Murphy Decl. 1 10-11; see also Plaintiff Healix In fusion Therapy,
Inc.’s Amended Motion for Summary Judgment and Brie f in Support

Thereof, Docket Entry No. 50, Exhibit Q.
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Roughly eight months after Helix Health filed its a pplication

to register its mark, HIT filed an opposition to He lix Health’s
application with the USPTO on the grounds that Heli x Health’s mark
was too similar to HIT's “Healix” mark. A few mont hs later, in
January of 2008, Murphy contacted HIT by telephone regarding HIT's
objections and spoke with HIT's counsel, Irwin Silv erstein and
Scott Weiss. While they discussed Murphy’s use of the name “Helix
Health”and HIT's reasons for opposing Murphy’s app lication, Murphy
expressed to Silverstein and Weiss his hope that th ey could “work
something out.” 15 A short time later Murphy called HIT again and

spoke with Weiss. During this phone call Murphy an d Weiss again
discussed Murphy’s use of the helixhealth.org domai n name, and
Murphy inquired as to whether Murphy could buy HIT s mark, or
whether HIT would buy the helixhealth.org domain na me from him. 16
Instead of buying the helixhealth.org domain name, orsellingHIT’s
mark to Murphy, Weiss advised Murphy that his conti nued use of the
Helix Health name and of the helixhealth.org domain name would
likely result in a lawsuit. 1

15Plaintiff Healix Infusion Therapy, Inc.’s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
Exhibit R, Affidavit of Irwin Silverstein.

%Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,
Exhibit 2, Deposition of Scott Weiss pp. 48-49, 58- 59.

Yld.



HIT then sent Murphy a cease-and-desist letter on J anuary 24,

2008, requesting that Murphy discontinue his use of the Helix
Health name or domain name, 18 and then, a week later, filed this
action against Helix Health LLC, and later against Murphy. ¥ Inits
complaint HIT alleged causes of action against Heli x Health LLC for
trademark infringement, trademark dilution under th e Texas Anti-
Dilution Statute, and false designation; and causes of action
against Murphy for fraud, trademark dilution under the Texas Anti-
Dilution Statute, and violation of the Anti-Cybersq uatting and
Consumer Protection Act (“ACPA”), codifiedin 15 U. S.C.81125(d). 20
Upon Helix Health and Murphy’s motion, the court la ter
dismissed all but one of those causes of action -- HIT's claim
against Murphy under the ACPA — because the court ¢ oncluded that
HIT had failed to establish that the court could ex ercise personal
jurisdiction over Helix Health for any claim, or ov er Murphy for
any claim other than its ACPA claim. 21 The parties then conducted
discovery as to HIT's ACPA claim, at the conclusion of which both

parties moved for summary judgment.

18PJaintiff Healix Infusion Therapy, Inc.’s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
p. 2.

19Qriginal Complaint, Docket Entry No. 1; Plaintiff's First

Amended Complaint, Docket Entry No. 7.
2See Plaintiff's First Amended Complaint, Docket Ent ry No. 7.
2!Memorandum Opinion and Order, Docket Entry No. 37.
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1. St andard of Revi ew

Summary judgment is authorized if the movant establ
there is no genuine dispute about any material fact
entitles it to judgment. Fed. R. Civ. P. 56(c). U
summary judgment is appropriate if “after adequate
discovery and upon motion,” the nonmoving party “fa
showing sufficient to establish the existence of an
essential to that party’s case, and on which that p

the burden of proof at trial.” Celotex Corp. v.Ca

ishes that
and the law
nder Rule 56(c)
time for
ils to make a
element
arty will bear

trett ,106S.Ct.

2548, 2552 (1986). “[T]here is no issue for trial u
sufficient evidence favoring the nonmoving party fo

return a verdict for that party.” Andersonv. Libe

nless there is
rajury to

rty Lobby, Inc.

106 S. Ct. 2505, 2511 (1986). Evidence that “is me

oris not significantly probative,” is not “suffici

preventsummary judgment. Id. __ (citations omitted); see also Little
v. Liquid Air Corp. , 37 F.3d 1069, 1075 (5th Cir. 1994) (en banc )
(“[SJummary judgment is appropriate in any case whe re critical
evidence is so weak or tenuous on an essential fact that it could
not support a judgment in favor of the nonmovant.” (internal
guotation marks omitted)).

Where, as here, both parties have moved for summary judgment,

both “motions must be considered separately, as eac
the burden of establishing that no genuine issue of

exists and that it is entitled to judgment as a mat

-7-

rely colorable,

entevidence”to

h movant bears
material fact

ter of law.”



Shaw Constructors v. ICF Kaiser Engineers, Inc. ,395F.3d 533, 538-

39 (5th Cir. 2004). A party moving for summary jud gment “must
‘demonstrate the absence of a genuine issue of mate rial fact,” but
need not negate the elements of the nonmovant’s case.” Little , 37
F.3d at 1075 (quoting Celotex , 106 S.Ct. at 2553-2554). If the

moving party meets this burden, Rule 56(c) requires the nonmovant
to go beyond the pleadings and show by affidavits, depositions,
answerstointerrogatories, admissions onfile, or otheradmissible
evidence that specific facts exist over which there IS a genuine
issue for trial. Id. __ (citing Celotex , 106 S.Ct. at 2553-2554).

“Rule 56 does not impose upon [a] district court a duty to sift
through the record in search of evidence to support a party’s
opposition to summary judgment.” Ragas v. Tennesse e Gas Pipeline
Co., 136 F.3d 455, 458 (5th Cir. 1998) (internal quota tion marks
omitted). In reviewing the evidence “the court mus t draw all
reasonable inferences in favor of the nonmoving par ty, and it may
not make credibility determinations or weigh the ev idence.” Reeves
v. Sanderson Plumbing Products Inc. , 120 S.Ct. 2097, 2110 (2000).
Factual controversies are to be resolved in favor o fthe nonmovant,
“but only when . . . both parties have submitted ev idence of
contradictory facts. [A court] do[es] not, however .inthe absence

of any proof, assume that the nonmoving party could or would prove
the necessary facts " Little , 37 F.3d at 1075 (emphasis in the
original).



I11. Analysis

The adventofthe Internet has presented special ch allengesto
the rights of intellectual property owners. The In ternet has
brought significant challenges to copyright owners; 22 and trademark
owners are no exception. The rise of the Internet as a means of
transacting commerce gave rise to a practice known as
“cybersquatting,” “the practice of registering ‘we [l-known brand
names as Internet domain names’ in order to force t he rightful
owners of the marks ‘to pay for the right to engage in electronic
commerce under their own brand name.” Virtual Wor ks, Inc. v.
Volkswagen of America, Inc. , 238 F.3d 264, 267 (4th Cir. 2001)

(quoting S. Rep. No. 106-140, at 4 (1999)). Accord ingly, “to
protect consumers and American businesses, to promo te the growth of
online commerce, and to provide clarity in the law for trademark
owners by prohibiting the bad-faith and abusive reg istration of
distinctive marks as Internet domain names with the intent to
profit from the goodwill associated with such marks ;7 congress
enacted the ACPA. Sporty’s Farm L.L.C. v. Sportsma n’s Mkt., Inc.

202 F.3d 489, 495 (2d Cir. 2000) (quoting S. Rep. N 0. 106-140, at

4 (1999)) (emphasis added).

The ACPA makes a person who in bad faith seeks to p rofit from
the goodwill associated with an owner’'s mark liable to the mark
2See, e.g. , Metro-Goldwyn-Mayer Studios Inc. v. Grokster,
Ltd. , 125 S.Ct. 2764 (2005); BMG Music v. Gonzalez , 430 F.3d 888
(7th Cir. 2005); A&M Records, Inc. v. Napster, Inc. , 239 F.3d 1004

(9th Cir. 2001).
-O-



owner for damages. 15 U.S.C. § 1125(d)(1)(A); see

also  TMI, Inc.

v. Maxwell , 368 F.3d 433, 436 (5th Cir. 2004) (“ACPA . . . ba ses
liability on a bad faith intent to profit.”). To p revail on a
claim under the ACPA a mark owner must establish th at (1) the
defendant registered, trafficked, or used a domain name that is
confusingly similar to the owner’s mark; (2) the ma rk atissue was
distinctive at the time the defendant registered, t rafficked, or
used the domain name; and (3) the defendant’s regis tration,
trafficking, or use of the domain name was motivate d by a bad faith
intent to profit from the owners mark. 15 U.S.C.
81125(d)(1)(A)()-(ii); accord Sporty’s Farm , 202 F.2d at 497-99.

HIT argues in its motion for summary judgment that the
undisputed facts show that Murphy violated the ACPA by registering
and using the Helix Health domain names helixhealth .org,
myhelixhealth.org, and myhelixhealth.com. Murphy a rgues not only
that HIT is not entitled to summary judgment (becau se of the
presence of genuine issues of material fact), but t hat he is
entitled to summary judgment because HIT has failed to produce
sufficient evidence to support a claim under the AC PA for trial.
The court agrees with Murphy, and will enter summar y judgment for

him because HIT has failed to produce sufficient ev
a jury to conclude that Murphy’s registration of th
domain names was motivated by a bad faith intent to

HIT's “Healix” mark.

-10-

idence to allow
e Helix Health

profit from



The ACPA does not define “bad faith.” Instead, the ACPA

are distinctive at the time of registration of such

-11-

provides a list of nine factors that a court “may c onsider” to
determine whether a person has acted with a bad fai th intent to
profit from an owner’s mark:
(I) the trademark or other intellectual property ri ghts
of the person, if any, in the domain name;
(1) the extent to which the domain name consists o fthe
legal name of the person or a name that is otherwis e
commonly used to identify that person;
(1) the person's prior use, if any, of the domain name
in connection with the bona fide offering of any go odsor
services;
(IV) the person's bona fide noncommercial or fair u se of
the mark in a site accessible under the domain name ;
(V) the person's intent to divert consumers fromth emark
owner's online location to a site accessible under the
domain name that could harm the goodwill represente d by
the mark, either for commercial gain or with the in tent
to tarnish or disparage the mark, by creating a
likelihood of confusion as to the source, sponsorsh ip,
affiliation, or endorsement of the site;
(V1) the person's offer to transfer, sell, or other wise
assign the domain name to the mark owner or any thi rd
party for financial gain without having used, or ha ving
an intent to use, the domain name in the bona fide
offering of any goods or services, or the person's prior
conduct indicating a pattern of such conduct;
(VII) the person's provision of material and mislea ding
false contact information when applying for the
registration ofthe domain name, the person'sinten tional
failure to maintain accurate contact information, o rthe
person’'s prior conduct indicating a pattern of such
conduct;
(Vi) the person's registration or acquisition of
multiple domain names which the person knows are
identical or confusingly similar to marks of others that



domain names, or dilutive of famous marks of others that

are famous at the time of registration of such doma in
names, without regard to the goods or services of t he
parties; and

(IX) the extent to which the mark incorporated in t he
person's domain name registration is or is not

distinctive and famous within the meaning of subsec tion

(c) of this section.

15U.S.C. § 1125(d)(1)(B)(i). The first four facto rs, subsections
(D-(IV), are indicative of good faith, while the | ast five,
subsections (V)-(1X), are indicative of bad faith. A court need
not consider all of the factors when determining wh ether a
defendant acted with a bad faith intent to profit f rom an owner’s
mark. Virtual Works, Inc. , 238 F.3d at 269. “There is no simple

formula for evaluating and weighing these factors. For example,
courts do not simply count up which party has more factors in its
favor after the evidence is in.” Harrods Ltd. v._S ixty Internet
Domain Names , 302 F.3d 214, 234 (4th Cir. 2002). “The factors are
given to courts as a guide, not as a substitute for careful
thinking about whether the conduct at issue is moti vated by a bad
faith intent to profit.” Lucas Nursery & Landscapi ng, Inc. v.
Grosse , 359 F.3d 806, 810 (6th Cir. 2004) (emphasis added ).
Rather, “the most important grounds for finding bad faith ‘are the
unique circumstances of th[e] case, which do not fi t neatly into

the specific factors enumerated by Congress, but ma y nevertheless
be considered under the statute.” Virtual Works, Inc. , 238 F.3d
at 268 (quoting Sporty’s Farm , 202 F.3d at 499). Courts look to

the totality of the circumstances when determining whether a

-12-



person’s registration of adomain name was motivate
intent to profit from an owner’s mark. Id.

U.S.C. § 1125(d)(1)(B)(i)).

Because the court need not “march through” all of t

statutory factors listed in 8 1125(d)(1), see

d by a bad faith

at 270 (construing 15

he

Virtual Works, Inc.

238 F.3d at 269, the court will focus only on those
indicate whether Murphy was motivated by a bad-fait
profit from HIT's mark because that is the issue on

the burden of proving at trial. Looking at only th

factors that
h intent to
which HIT has

e five bad-faith

factors, see___ 15 U.S.C. § 1125(d)(1)(B)()(V)-(I1X), the court

concludes that HIT has failed to produce sufficient
support even a triable issue as to whether Murphy w
a bad faith intent to profit from HIT's mark when h
Helix Health domain names.

First, HIT has not submitted any (admissible) evide
would support a finding that by registering the Hel
names Murphy intended to divert consumers from HIT
location to a Web site that could harm the goodwill
HIT’'s mark by creating a likelihood of confusion as
sponsorship, affiliation, or endorsement of the sit
81125(d)(1)(B)(i)(V). To supportits argument on

has submitted adocumentthatitasserts contains “

B“Meta-tags,” also known as “meta-data,” are HTML co
isinvisible to Internet users and are used to aler
(such as Yahoo! and Google) to the particular conte

-13-

evidence to
as motivated by

e registered the

nce that
ix Health domain
s online
represented by
to the source,
e. 15 U.S.C.
this factor HIT

meta-tags” 23from

de that
tsearch engines
nts of a Web
(continued...)



the Helix Health Web site. 24 However, as Murphy points out, 2 HIT

has failed to provide the court with any basis with which to
conclude that the document is what it purports to b e; in other
words, HIT has failed to properly authenticate the document.
“Unauthenticated documents are improper as summary judgment
evidence.” King_v. Dogan , 31 F.3d 344, 347 (5th Cir. 1994).

But even if the court accepted and credited the doc ument, it
would not support HIT's argument. Although the doc ument could
arguably show an attempt to divert, to qualify as e vidence of bad
faith HIT must show that Murphy intended to divert consumers to a
site that could harm the goodwill represented by Hi T’'s mark “either
for commercial gain or with the intent to tarnish o r disparage the
mark[.]” 15 U.S.C. § 1125(d)(1)(B)(i)(V). HIT has not presented
evidence or even argumentindicating that the Helix Health Web site
(the “site” that the helixhealth.org domain name di verts consumers
to) could harm the goodwill associated with HIT's m ark for
commercial gain. Cf. Sporty’s Farm , 202 F.3d at 499 (evidence
indicated that defendant used owner’s mark in a dom ain name to

Z3(...continued)

site, which enables the search engine, and thus Int ernet users, to
more easily find a particular site. See Retail Serv. Inc. v.
Freebies Publ'g , 364 F.3d 535, 541 n.1 (4th Cir. 2004).

24See Plaintiff Healix Infusion Therapy, Inc.’s Amend ed Motion
for Summary Judgment and Brief in Support Thereof, Docket Entry
No. 50, Exhibit P.

BpDefendant Steven Murphy’s Reply Brief in Support of His
Cross-Motion for Summary Judgment, Docket Entry No. 63, pp. 7-8.

-14-



prevent plaintiff from competing with the defendant
although HIT has both alleged % and asserted
Web site will tarnish its mark, it has not submitte
indicating that the Helix Health Web site was inten

or disparage the HIT's mark. Cf.

). Moreover,

2" that the Helix Health

d any evidence

ded to tarnish

E. & J. Gallo Winery v. Spider

Webs Ltd. , 286 F.3d 270, 276 (5th Cir. 2002) (evidence showe
after defendant used owner’s mark in its domain nam
Web site critical of the owner and its business); P
263 F.3d 359, 369 (4th Cir. 2001) (evidence showed
used owner’s mark to divert Internet users to a Web
contained information antithetical to the owner's p
goodwill). %

Nor has HIT presented evidence that would support a
that Murphy “offer[ed] to transfer, sell, or otherw

[Helix Health] domain names to [HIT] or any third p

financial gain without having used, or having anin

d that
e, it opened a

ETAv. Doughney

that defendant
site that

urpose and

finding
ise assign the
arty for

tentto use ,the

domain name in the bona fide offering of any goods

%Plaintiff's First Amended Complaint, Docket Entry N
1 23.

2’Plaintiff Healix Infusion Therapy, Inc.’s Amended M
Summary Judgment and Brief in Support Thereof, Dock
p. 11; Plaintiff's Reply to Defendant’'s Response to
Motion for Summary Judgment and Response to Defenda
Motion for Summary Judgment, Docket Entry No. 61, p

ZAlso absent is any evidence indicating that the Hel
Web site could harm HIT’s goodwill “by creating a |
confusion as to the source, sponsorship, affiliatio
endorsement of the site[.]” 15 U.S.C. § 1125(d)(1)

-15-
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that Murphy’s “prior conduct indicatfed] a pattern of such

conduct.” 15 U.S.C. § 1125(d)(1)(B)(i)(VI). Altho ugh Murphy
denies ever offering to sell HIT the helixhealth.or g domain name,
HIT has produced sufficient evidence to create afa ctissue whether
Murphy did make such an offer. 2% However, this evidence without
more is insufficient to raise a genuine issue as to whether Murphy
was motivated by a bad faith intent to profit from HIT's mark:
“[A] mere offer to sell a domain name is not itself evidence of
unlawful trafficking.” Virtual Works, Inc. , 238 F.3d at 270
(citing H.R. Conf. Rep. No. 106-464, at 111 (1999)) . As noted
above, to constitute evidence of bad faith an offer to sell a
domain name must also be “for financial gain withou t...having
an intent to use[] the domain name in the bona fide offering of any
goods or services[.]” 15 U.S.C. 8 1125(d)(21)(B)(i) (VI). In his
affidavit and deposition Murphy made it clear that his purpose in
registering the Helix Health domain names was “[t]o start a
2See Plaintiff Healix Infusion Therapy, Inc.’s Amend ed Motion
for Summary Judgment and Brief in Support Thereof, Docket Entry
No. 50, Affidavit of Irwin Silverstein; Defendant S teven Murphy’s
Response to Plaintif’'s Amended Motion for Summary Judgment and
Memorandum in Support of Defendant's Cross-Motion f or Summary
Judgment, Docket Entry No. 59, Exhibit 2, Depositio n of Scott Weiss
pp. 48-49, 58-59. The court rejects Murphy’s argum ent that the
word “offer” used in 8 1125(d) was intended to mean “offer” in the
contractual sense. Courts have routinely found evi dence of bad
faith under this factor from much less than a contr act-like offer.
For example, in PETA the defendant was found to have made an offer
for purposes of this factor after he made statement s on his Web
site and in the press that the mark owner should ma ke him an offer
or attempt to settle with him as evidence of defend ant’s bad faith

intent. 263 F.3d at 369.
-16-



business,” % specifically “the business of genetic counseling a nd

the practice of medicine under the name Helix Healt h.” 3t HIT has
not produced evidence that would indicate anything tothe contrary.
NorhasHIT introduced evidence indicating that Mur phyengaged
in “a pattern of such conduct.” 15 U.S.C. § 1125(d )()(B)(H)(VI).
HIT has offered evidence that Murphy registered the domain name
genomicist.com, and offered that name for sale to t he public. %
Although Murphy disputes this evidence, 33 even if it were accepted
as true, the evidence does not demonstrate an attem pt by Murphy to
sell a domain name to the owner of the mark or that the attempt to
sell was not made as a good faith offering of goods or services.
15 U.S.C. 8§ 1125(d)(1)(B)())(VI). In fact, HIT has not even
produced evidence indicating that someone owns a ma rk for the name
“genomicist.” Accordingly, this evidence is nothin g more than
evidence of a mere offer to sell a domain name. Th e court also
30Plaintiff Healix Infusion Therapy, Inc.’s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
Murphy Depo. p. 40; see also id. at 41-44.
31Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,
Murphy Decl. 1 3.
32Plaintiff's Reply to Defendant's Response to the Am ended
Motion for Summary Judgment and Response to Defenda nt's Cross-
Motion for Summary Judgment, Docket Entry No. 61, E xhibit H.
3Defendant Steven Murphy’s Response to Plaintiff's A mended
Motion for Summary Judgment and Memorandum in Suppo rt of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,

p. 9.
-17-



notes that although in other contexts HIT makes muc h of Murphy’s

registration of the domain names 23butnotme.com, ge nesandmeds.com,
genesandfood.com, genesandhealth.org, genesandhealt h.com, and
genesandhealth.info, 34 HIT has notproduced any evidence that Murphy

has attempted to sell those domain names to the com panies (23andMe

and DNA Direct) that may have an interest in them.

HIT has also failed to show that Murphy provided “m aterialand
misleading false contact information when applying for the
registration of the [helixhealth.org] domain name,” or that Murphy
intentionally failed “to maintain accurate contact information[.]”
15U.S.C.81125(d)(1)(B)(i)(VII) (emphasis added). % HIT presented
evidence that the registrant’'s name listed in the r egistration
information of the helixhealth.org domain name is i ncorrect, asis
the registrant’s listed phone number. % According to HIT, the
registrant is falsely listed as “Pragmatix Billing” and the
registrant's phone number is incomplete. The probl em with this

34See, e.g., Plaintiff’'s Reply to Defendant’s Respons e to the
Amended Motion for Summary Judgment and Response to Defendant’s
Cross-Motion for Summary Judgment, Docket Entry No. 61, pp. 6-7.

HIT has made no attempt to show that Murphy’s “prio r conduct
indicatfes] a pattern of such conduct.” 15 U.S.C.

§ 1125(d)(1)(B)()(VII).

3% Plaintiff Healix Infusion Therapy, Inc.’s Amended M otion for
Summary Judgment and Brief in Support Thereof, Dock et Entry No. 50,
Exhibit Q; Defendant Steven Murphy’'s Response to PI aintiff's
Amended Motion for Summary Judgment and Memorandum in Support of
Defendant’s Cross-Motion for Summary Judgment, Dock etEntry No. 59,

Murphy Decl. § 11.
-18-



evidence is that it fails to indicate that Murphy p
incorrect information when he applied for the regis
helixhealth.org domain name. Moreover, HIT’s evide
indicate that Murphy intentionally failed to mainta
registration information. Both in his deposition a
affidavit Murphy denied entering the incorrect info
contained in HIT's evidence, and suggested instead
responsible party was probably Pragmatix Billing.
rebutting Murphy’s denials with evidence, however,

merely to assert that “in all likelihood it would h

rovided this
tration of the

nce does not

iIn accurate

nd in his

rmation

that the

37 Instead of
HIT was content

ave been Murphy”

that entered the information. % |n the face of Murphy’s summary

judgment motion HIT must produce evidence that Murp

maintain accurate contact information and that he d

intentionally. 39

hy failed to

id so

31d. , Murphy Depo. pp. 34-36; Defendant Steven Murphy’s

Response to Plaintif's Amended Motion for Summary
Memorandum in Support of Defendant’s Cross-Motion f
Judgment, Docket Entry No. 59, Murphy Decl. T 11.

38Plaintiff Healix Infusion Therapy, Inc.’s Amended M
Summary Judgment and Brief in Support Thereof, Dock
p. 12.

¥The courtrejects HIT's arguments that Murphy is no
to summary judgment because he cannot prove that he
registrant or because he has not proven that it was
entered the incorrect contact information. See Pla
to Defendant’s Response to the Amended Motion for S
and Response to Defendant’s Cross-Motion for Summar
Docket Entry No. 61, pp. 5-6. At trial it would be
not Murphy’s, to prove a bad-faith intent based on
failure to enter accurate contactinformation when
registration of the domain name or (2) his intentio
maintain accurate contactinformation. Murphy has
summary judgment to negate the elements of HIT’s cl

-19-
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Whether HIT has submitted evidence supporting afin

faith  under the fourth bad-faith  factor, 15
§ 1125(d)(1)(B)(i)(VIIl), is a closer question. HI
Murphy’s registration of helixhealth.org, myhelixhe
myhelixhealth.com, 23butnotme.com,genesandmeds.com
com, genesandhealth.org, genesandhealth.com, and ge
info is evidence of his bad faith intent to profit
mark. “° A person’s mere registration of several domain na
without more, is not evidence of bad faith. See
§1125(d)(1)(B)(i))(VIII). To qualify as evidence o
evidence must show that Murphy not only registered
names, but that he did so knowing that his domain n
identical or confusingly similar to the marks of ot
the time of registration, that the other owners’ ma
distinctive, and that those marks were distinctive
Murphy registered the several domain names. See
§ 1125(d)(1)(B)(i)(VIIl).

With regard to the helixhealth.org domain name, HIT
submitted any evidence indicating that Murphy knew
name was confusingly similar to HIT's mark when Mur

the name in 2005. As for the domain names 23butnot

40PJaintiff Healix Infusion Therapy, Inc.’s Amended M
Summary Judgment and Brief in Support Thereof, Dock
pp. 13-15; Plaintiff’'s Reply to Defendant’s Respons
Motion for Summary Judgment and Response to Defenda
Motion for Summary Judgment, Docket Entry No. 61, p

-20-
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genesandmeds.com, genesandfood.com, genesandhealth. org,

genesandhealth.com, and genesandhealth.info, HIT ha s not submitted
evidence indicating that 23andMe or DNA Direct owne d a
“distinctive” mark as to those names, or that those marks were

distinctive when Murphy registered his domain names

However, whether Murphy's re-registration of the do main names
myhelixhealth.org and myhelixhealth.com in 2008 and after this
litigation began is evidence of bad faith is a clos er question.
HIT argues that the date that a person re-registere d adomain name
is treated as the date that a person “registered” t he domain name
for purposes of the ACPA. Thus, HIT argues, by re- registering the
myhelixhealth.org and myhelixhealth.com domain name s after he was
aware of HIT's mark and the similarity the Helix He alth domain
names bore to that mark, Murphy acted in bad faith. There is some
support for HIT's argument. See Schmidheiny v. Weber , 319 F.3d
581, 582-83 (3d Cir. 2003) (holding that for purpos esof 15U.S.C.

8§ 1129 a person’s re-registration of a domain name is treated the
same as an initial registration). However, even if the court
assumed that Murphy re-registered these Helix Healt h domain names
knowing that they were confusingly similar to HIT’s mark, and even

if the court assumed that HIT's mark was distinctiv e when Murphy
re-registered the domain names, the court concludes that evidence

of this one factor is insufficient to raise a genui ne factissue as

to whether Murphy’s registration of the Helix Healt h domain names
was motivated by a bad faith intent to profit from HIT's mark.

21-



Central to the court’s conclusion that HIT has fail
atriable issue as to Murphy’s bad-faith motivation
Helix Health domain names are the undisputed circum
to this case. HIT has not presented any evidence d
fact that Murphy did not know that HIT owned a fede
mark when he registered the domain name helixhealth
domain names myhelixhealth.org or myhelixhealth.com
has not submitted any evidence indicating that Murp
owned the “Healix” mark, that he knew HIT's mark ha
goodwill, or that he knew that HIT even existed whe
these domain names in 2005. HIT has not submitted
disputing the fact that when he registered the Heli
names in 2005, Murphy did so with the intent of lat
domain names in connection with a legitimate busine
disputed the fact that Murphy started that legitima
within a short time after registering those domain
several cases demonstrate, evidence that the defend
the owner’'s mark had valuable goodwill at the time
registered the domain name is highly relevant to a
faith.

In Spider Webs Ltd.

admitted that it had decided to register a domain n

incorporating the plaintiff's mark with the knowled

precisely because, the mark had created valuable go
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F.3d at 272. In Virtual Works, Inc. bad faith was found where the

defendant admitted that although it could have sele cted other
domain names for its Web site, it decided to regist eradomain name
similar if not identical to the plaintiff's mark sp ecifically
because the valuable goodwill attendant to that mar k “leftopenthe
possibility of one day selling the site to [the mar k owner] for a
lot of money.” 238 F.3d at 269 (internal quotation s omitted). In
PETADbad faith was found because there was evidence ind icating that
the defendant was familiar with the mark owner's be liefs and
purpose for at least 15 years before the defendant registered his
domain name (peta.org), which incorporated the plai ntiff's mark.
263 F.3d at 363. In Sporty’s Farm the court found bad faith where

the evidence showed that prior to registering its d omain name,
which incorporated the plaintiff's mark, the defend ant was fully
aware of the valuable goodwill associated with the plaintiff's mark
because the defendant had received the plaintiff's catalog priorto
their registration of the domain name and was, in f act, planningon
competing with plaintiff in the respective market. 202 F.3d at
499; see also Anlin Indus., Inc. v. Burgess , 2007 WL 715687, at *4,

*8 (E.D. Cal. March 5, 2007) (holding that defendan t's continued
use of plaintiff's mark in defendant’s Web site aft er plaintiff had
requested defendant to cease and desist such use wa s evidence of
bad faith because defendant knew when he initially registered the
domain name that it contained the plaintiffs mark, and the

plaintiff's mark had valuable goodwill).

-23-



The evidence presented in these ACPA cases stands
contrast to the evidence in this case. HIT has not
evidence indicating that when Murphy registered the
domain names in 2005 he was even aware that HIT's m
goodwill, or that his selection and registration of
Health domain names was in any way motivated by ad
that goodwill. Instead, according to the undispute
Murphy’s only motivation for registering the Helix
names in 2005 (or even re-registering the myhelixhe
myhelixhealth.com domain names in 2008) was to crea
for a corresponding and legitimate business. The u
evidence shows that this case simply does not prese
paradigmatic harm the ACPA was enacted to eradicate

Nursery & Landscaping, Inc. , 359 F.3d at 810.

It may be that Murphy’s domain names resemble, even
resemble, HIT's mark. But “[t]he fact that a domai
[distinctive] trademark . . . hardly in and of itse
bad faith.”

Virtual_Works, Inc. , 238 F.3d at 269.

produced some evidence indicating that when Murphy
Helix Health domain names he did so knowing that it

a mark that had valuable goodwill, and that Murphy
exploit that goodwill to his advantage, this might

differentcase.

“1The court is not persuaded by HIT’s argument that t
that the registrars of the Helix Health domain name

-24-
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indicative of a bad faith motivation to profit from HIT's mark,
there is simply not enough evidence to support a ju dgment for HIT

as to this issue. 42

V. Conclusion and O der

Based on the foregoing analysis, defendant Steven M urphy’s
Cross-Motion for Summary Judgment (Docket Entry No. 58)is GRANTED,;
Plaintiff Healix Infusion Therapy, Inc.’s Motion fo r Final Summary
Judgment (Docket Entry No. 49) is DENI ED.

SI GNED at Houston, Texas, on this 2nd day of September, 2 008.

SIM LEKE
STATES DISTRICT JUDGE

41(...continued)

and Network Solutions, have locked those domain nam es is evidence
of bad faith. HIT's own evidence shows that this i s standard
industry practice once aregistrant, such as Murphy , hasbeensued,
and occurs regardless of the underlying merits of t he suit. Noris
the court persuaded that Helix Health or Murphy’s a lleged use of
the telephone number 877-My-Helix is evidence of ba d faith. HIT
has not submitted any evidence that Murphy knew tha t this phone
number was in use by some other company, or that Mu rphy decided to
use the number to exploit the goodwill that number has created.
“2The final bad-faith factor -- “the extent to which the mark
incorporated in the person's domain name registrati onisoris not
distinctive and famous within the meaning of subsec tion (c) of this
section” -- is not applicable to this action. 15 U .S.C.
§ 1125(d)(1)(B)(i)(1X). HIT has neither argued nor submitted any
evidence indicating that its mark is both distinctive and famous
under 8 1125(c), which requires proof that a mark * is widely
recognized by the general consuming public of the U nited States as
a designation of source of the goods or services of the mark's

owner.” 15 U.S.C. § 1125(c)(2)(A).

-25-



