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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF TEXAS
HOUSTON DIVISION

e-WATCH INC.,
Plaintiff,

AVIGILON CORPORATION,

8
8
8
V. 8 CIVIL ACTION NO. H-13-0347
8
8
Defendant. 8

MEMORANDUM AND ORDER

This patent case is before the CourtlmmMotion to Dismiss [Doc. # 30] filed
by Defendant Avigilon Corporation (“Avigilon”jp which Plaintiff e-Watch, Inc. (“e-
Watch”) filed a Response [Doc. # 34], anddilon filed a Reply [Doc. # 35]. Having
reviewed the full record and appligdverning legal authorities, the Codeniesthe
Motion to Dismiss the indirect infringemeand willful infringement claims, and
grants the Motion to Dismiss the claim for pre-suit damages.

l. BACKGROUND

E-Watch develops and markets secusityveillance systems and associated
cameras. In connection witiat business, e-Watch owthsee United States Patents,
specifically United States Patent N§970,183 (“the 183 Patent”), No. 7,228,429

(“the '429 Patent”), and No. 7,023,913 (“tl.3 Patent”). The '183 Patent describes
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a system, the '429 Patent describes ppasatus, and the913 Patent describes
technology for a digital security multimedia sensor.

Avigilon also markets surveillance sgats. On February 11, 2013, e-Watch
sued Avigilon for direct patent infringemeirtdirect patent infringement, and willful
patent infringement. Plaintiff later fillea First Amended Complaint in which it
deleted the claim for indirect infringeme@n July 15, 2013, Plaintiff filed a Second
Amended Complaint [Doc. # 27], reassertingaim for indirect patent infringemeht.

Avigilon filed a Motion to Dismiss, seeking dismissal of the indirect
infringement and willful infringement claims, and the claim for pre-suit damages. The
Motion to Dismiss has been fully briefed and is now ripe for decision.

1.  STANDARD FOR MOTION TO DISMISS

A motion to dismiss under Rule 12(b)(6) of the Federal Rules of Civil
Procedure is viewed with disfar and is rarely granted.urner v. Pleasant, 663 F.3d
770, 775 (5th Cir. 2011) (citingarrington v. Sate FarmFire & Cas. Co., 563 F.3d

141, 147 (5th Cir. 2009)). The complaint mhbstliberally construed in favor of the

! Defendant argues that post-suit conduct must be set forth in a “supplemental
pleading” rather than an amended complaint, noting a court may “permit a party to
serve a supplemental pleading setting oyt teansaction, occurrence, or event that
happened after the date of the pleading to be supplementenl.RFEIv. P. 15(d).

To the extent that Plaintiff's Second Amended Complaint is more properly treated as
a “supplemental pleading” under Rule 15(d), @murt grants leave to file it as a
supplemental pleading.
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plaintiff, and all facts pleaded ingltomplaint must be taken as tritarrington, 563
F.3d at 147. The complaint must, howewentain sufficient factual allegations, as
opposed to legal conclusions, to state a cfaimelief that is “plausible on its face.”
See Ashceroft v. Igbal, 556 U.S. 662, 678 (200Patrick v. Wal-Mart, Inc., 681 F.3d
614, 617 (5th Cir. 2012). “[T]he plausibilitgquirement is not akin to a ‘probability
requirement at the pleading stage; it dynpalls for enoughfact[s] to raise a
reasonable expectation that discovery wilea’ that the defendant is liable for the
misconduct alleged.In re Bill of Lading Transmission and Processing Sys. Patent
Litig., 681 F.3d 1323, 1341 (Fedir. 2012) (quotind3ell Atlantic Corp. v. Twombly,
550 U.S. 544, 556 (2007)).

The Court is not permitted “to chooamong competing inferences as long as
there are sufficient facts alleged tander the non-movant’s asserted inferences
plausible.” 1d. at 1340. When there are well-pleaded factual allegations, a court
should presume they are true, evenotibtful, and then determine whether they
plausibly give rise to an entitlement to reliéfjbal, 556 U.S. at 679.

1. ANALYSIS

A. Indirect Infringement Claim

E-Watch asserts that Avigilomdirectly infringed its patentsnter alia, by

inducing its customers to infringe. “Whaa actively induces infringement of a
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patent shall be liable as an infringeB5 U.S.C. § 271(b). “Liability under § 271(b)
‘requires knowledge that the inducedsambnstitute patent infringement.ftre Bill

of Lading, 681 F.3d at 1339 (quotir@obal-Tech Appliances, Inc. v. SEB SA.,
U.S. __ ,131S. Ct. 2060, 2068 (2010HJ Med. Corp. v. IMSCo., 471 F.3d 1293,
1306 (Fed. Cir. 2006)). E-Watch must allégets plausibly showing that Avigilon
specifically intended its customers igfringe e-Watch’s patents and knew that
Avigilon’s customers’ conduct constituted infringemehd. “This does not mean,
however, that [e-Watch] must proite case at the pleading stagéd.

In this case, Plaintiff alleges thattefreceiving notice of its patents and the
alleged infringement, Avigilooontinued to sell “productshich can only be used to
create infringing systems.Zee Second Amended Complaifit45. Plaintiff alleges
that Avigilon gave its customers specific detailed instructions, including diagrams that
depicted an infringing system, that encmye the use of Avigilon products to create
infringing systems.Seeid., 11 46-47. Plaintiff alleges specifically that “Avigilon
sales people demonstrate to customersthey can create infringing systems using
Avigilon products.” Id., 1 48. The allegations in the Second Amended Complaint
give Avigilon fair notice of e-Watch’'sndirect infringement claim and the facts on
which itis based. As aresulismissal is inappropriat&eelnreBill of Lading, 681

F.3d at 1342.
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B. Willful Infringement Claim

Avigilon argues that e-Watdimas failed to allege an egquate factual basis for
its willful infringement claim. To assert a claim of willful infringement, the patent
holder must allege facts indicating “(that the accused infringer ‘acted despite an
objectively high likelihood that its actionemstituted infringement of a valid patent’;
and (2) that this objectively defined risk was either known or so obvious that the
accused infringer should have known about K-TEC, Inc. v. Vita-Mix Corp., 696
F.3d 1364, 1378 (Fed. C2012) (quotindn re Seagate Tech., LLC, 497 F.3d 1360,
1371 (Fed. Cir. 20070 banc)).

E-Watch alleges that it provided Avigilevith actual notice of the patents and
the alleged infringement on February 2013. E-Watch alleges that Avigilon “has
continued its infringing activities . . . with no abatemengde Second Amended
Complaint, 1 12. Indeed, Plaintiff allegiat Avigilon “with actual knowledge of the
patents and the allegations of infringement,poised itself to increase its infringing
activities” by acquiring another access control security compkayy 13. These
allegations give Avigilonadequate notice of the factual basis for the willful
infringement claim and, therefore, satighWWatch’s burden at this pleading stage.

The Court denies Avigilon’s Motion to Dismiss the willful infringement claim.

P:\ORDERS\11-2013\0347MD.wpd 130916.0736 5



C. Claim for Pre-Suit Damages

A patent holder is required to providéher actual or constructive notice before
damages begin to accrugee 35 U.S.C. § 287(afzart v. Logitech, Inc., 254 F.3d
1334, 1345 (Fed. Cir. 2001). Avigilon argukat e-Watch did not mark its products
with the patent number for purposes ohstructive notice, andid not give actual
notice until it served the summons andwdaint on Avigilon orFebruary 15, 2013.
As a result, Avigilon argues that e-Watshnot entitled to damages for conduct prior
to that date.

E-Watch does not contest that it did poovide notice to Avigilon prior to
February 15, 2013. Instead\Watch argues that a requisstpre-suit damages is not
a “claim” and, therefore, cannot be the saibjof a motion to dismiss. The Federal
Circuit, however, specifically allowgdressing the § 287(a) issue through a motion
to dismiss.See Lansv. Digital Equip. Corp., 252 F.3d 1320, 1328 (Fed. Cir. 2001).
Defendant’s Motion to Dismiss e-Watclekaim for damages prior to February 15,
2013, isgranted.

V. CONCLUSION AND ORDER

Based on the foregoing, the Court conchittaat Plaintiff has adequately pled

a factual basis for its indirect infringemeartd willful infringement claims. Having
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failed to provide notice to Avigilon prior tiing and serving the Complaint in this

case, Plaintiff is not entitled to recover pre-suit damages. Accordingly, it is hereby
ORDERED that Defendant’s Motion to Dismiss [Doc. # 30GRANTED as

to the claim for pre-suit damages @BNIED as to the indirect infringement and

willful infringement claims. All deadlines remain in effect.

SIGNED at Houston, Texas, tHiSth day ofSeptember, 2013.

Reui ot

nc:) F. Atlas
Un States District Judge
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