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UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF TEXAS
HOUSTON DIVISION

COOPER LIGHTING, LLC and
EATON USHOLDINGS, INC,,

Plaintiffs,
V. Case No. 4:13-CV-2640

PRAMOD KUMAR and
ACUITY BRAND LIGHTINGS, INC.

w W W W W W W W W W N

Defendants.

MEMORANDUM AND ORDER

Before the Court is Defendants’ Motion Toansfer (Doc. No. 2) and Plaintiffs’ Motion
for a Preliminary Injunction (Doc. No. 7.). Afteonsidering the Motins, all responses and
replies, the evidence presented to the couth@tOctober 2, 2013 hearing, and the applicable
law, the Court concludes thiadth motions should BRENIED.

. BACKGROUND
A. Factual Background®
1. Mr. Kumar Builds a Career at Cooper

Defendant Pramod Kumar began wakiat Plaintiff Cooper Lighting, LLE in January
2001. (Oct. 2 Hearing Transcrifhereinafter “Tr.”) 78:8.) Oa of the thredargest lighting
manufacturers in the United States, Cooper tighmanufactures, produces, designs, markets,
and sells commercialnd residential lighting products. rT17:1-6.) Its lighting products
include ambient lightig, as well as recessedhting and products likeiimers and controls that

“influence daylighting and daylig harvesting.” (Tr. 17:14-15.)

! The Court’s description of the “Factual Backgrouisdopen to revisioras discovery proceeds.
2 Cooper is owned and controlled by Eaton, PLC. (Tr. 19:2.)
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By 2010, Mr. Kumar had assumed the rofe Director of New Product Design for
Ambient Lighting and he was the manager &dfshore design engineering, working out of
Peachtree City, Georgia. (Tr. 78:14-19.) Acaoogdto Mr. Kumar, “[ainbient lighting is a
general purpose lighting for lighting space with @il lights,” such as one might find in an
industrial warehouse, a rdtatore, or a courtroom. (Tr. 7315.) Bart Ideker, Cooper’s Vice
President of Engineering and Mr. Kumar’s forrbess, testified that ambient lighting makes up
about half of the general commercial lighting market. (Tr. 21:13.)

As Director of New Product Development, Mkumar’s primary dutie were engineering
and research and development for ambientld&d lighting. (Tr. 81:5-6, 18.) He managed a
team of engineers and oversaw vendor negotist (Tr. 81:6-12.) But in the main, Mr.
Kumar’s “primary responsibility was to designsteand launch new products.” (Tr. 21:16-17.)
He was also responsible for integrating semisamd other lighting control products into the
ambient lighting products. (Tr. 21:24-25:2.)

Earlier this year, Mr. Kumar traitioned into the rolef Director of Product Design. (Tr.
82:15.) In that role, he “mainly work[ed] with costization of fixtures.” (Tr. 82:20.) His focus
remained on LED and fluorescent lights anddoatinued to serve as Manager of Offshore
Development. (Tr. 83:12-15.) Mr. Kumar remainedPeachtree City, Georgia. (Tr. 83:20.)

In his latter two roles at Cooper, Mr. Kumfavas privy to tremendous amount of new
technology, and knew pretty much all of [Coopekspt structure,” accointg to Mr. Ideker.
(Tr. 21:17-19.) Mr. Kumar alstknew a lot of information aboutales and margins, he knew
obviously a lot of [Cooper’s] customer base. s$pecifically was brought in on large customer
bids and jobs and orders throughout his career.” (Tr. 23:14-19.) Because he led “strategic

planning for new products,” Mr. Kumar hadrétnendous knowledge of a very proprietary



technology [Cooper] developed in [Mr. Kumar'sglacouple of years there.” (Tr. 23:22-25.)
Mr. Kumar had access to product design information for the business that he managed. (Tr.
84:2-5.) He was also aware of patentsdfiley his team pertaining to fluorescent and LED
lighting. (Tr. 84:14-19.) Likewise, he had acces€ooper's marketing strategies and pricing
information for ambient and LED lighting. (T84:22, 85:1-2.) But, his customer interactions
were next to none: from 2010 until he left t@mpany, Mr. Kumar did not interact with any
customers on Cooper’s beha(fTr. 85:18-20; 107:25)

Cooper granted Mr. Kumar stock optioims2011, 2012, and 2013. 1(185:23-86:13.)
The 2012 Nonqualified Stock Option Agreemen2(Qi2 Grant”) contained a clause that
restricted Mr. Kumar’s use of confidential infoatron and restricted him, for a period of one
year following his departure from Cooper, framrving, within a certai geographic area, in a
competitive role with one of @per’s competitors. (Doc. No. 7-2 at 3.) The 2012 Grant defined
the “restricted territory” as “the specific geographic area(s) or territories in which the Employee
engaged in business on behalf of” Coopetd.)( It defined “Competitive Role” as “any
assistance, service, or ownership relating to tlstooters, markets, prodiscand/or services for
which the Employee held responsibility during the Employee’s employment with” Codgdér. (
Affixed to the 2012 Grant was an “Exhibit AWwhich listed seventeeather companies that
Cooper considered competitors. (Doc. 7-2 at 6.) Mr. Kumar characterized the list as including
“all the major lighting companies.” (Tr. 89:10By agreement of all o testified before the
Court, they make up 75-90 pertearf the lighting industry. eeTr. 62:13-14; 89:9-11; 128:23.)
By Mr. Kumar’s own calculations, the 2012 Gravas worth about $17,000. (Tr. 88:9.)

Mr. Kumar also signed a 2013 Grant of Shatieis time with Defendant Eaton Holdings,

Inc., which had acquired Cooper. (Tr. 86:11-13cDiw. 13-2 at 2.) Mr. Kumar represented to



the Court that he believed that each agreemestgmed superseded the prior version, such that
once he had signed the 2013 Grant, the achial provisions in the 2012 Grant no longer
controlled. (Tr. 86:11-21.) Mr. Kumar underst the 2013 Grant to dictate that he “was not
allowed to work for Cooper or for Cooper’s coatipors for one year after [he] resigned from
Cooper.” (Tr. 89:22-24.) But, he believed thastriction extended onlio products that he
worked on at Cooper. (Tr. 90:2.)
2. Mr. Kumar Searches for New Employment

Though an engineer by trainirgsnd in his daily duties fo€ooper, Mr. Kumar’s “desire
was always to go in the commercial side & business.” (Tr. 90:8:) From 2007 on, he had
raised the possibility of such a transitionhis performance reviews, and though he had the
chance to interview for a business manager role in 2011, he never secured such a position with
Cooper. (Tr. 90:6-17.) In 2012, he was told he would haveoterno a less senior position in
order to transition to a comnuaal role. (Tr. 90:16-17.)

Mr. Kumar therefore began discussions watiher prospective employers. (Tr. 90:19-
20.) One such prospective employer was Defendeuity Brands Lightings, Inc. Acuity
Brands Lighting is “by far [Coop&s] largest competitor, and . . . particularly in the ambient
area, [the two companies] are one and two antbete every day.” (Tr. 22:6-8.) Most business
is done in North America, but eéhe is an internaihal market, accordintp Mr. Ideker, who
served as Mr. Kumar’s boss at Cooper. @.11-15.) Cooper and Aiy share many of the
same customers. (Tr. 23:4-5.)

Mr. Kumar interviewed with Value Streabeaders — general managers — at Acuity’s
office in Conyers, Georgia. (Tr. 93:11-16)awaz Khalil, Acuity’s Vice President and General

Manager for Industrial Emergency Wiring and Dglyting Solutions, testified that he oversaw



Acuity’s hiring of Mr. Mr. Kumar. (Tr. 121:17-1812:14.) Mr. Khalil gplained that when he
first saw Mr. Kumar's resume, Mr. Khalil believed Mr. Kumar would be a good fit for an
engineering position. (Tr. 123:2424:4.) But, when Mr. Kumar supplied Acuity with the 2011,
2012, and 2013 non-compete agreements he laediat Cooper — bothlr. Khalil and the
Human Resources department asked to seesaoly agreements — Mr. Khalil decided to
consider Mr. Kumar for other positions so as twotun afoul of those covenants. (Tr. 91:1-6;
124:7-24.) For instance, Mr. Kumar was no longersidered for the role of Vice President of
Engineering and Research and Developmefiir. 124:24.) Mr. Khalil said that Human
Resources and Acuity’s in-hcaidegal department also rewed Mr. Kumar's non-compete
agreements but determined that hiring him dodaylighting position wodl not violate any of
those contracts. (Tr. 128:3-15.)

Mr. Khalil explained that Sunopticshe daylighting business Mr. Kumar would
ultimately run, is a relatively small division of Acuity and that he determined it would be a good
place for Mr. Kumar, a longtime engineer, to eiase a business management role. (Tr. 125:13-
19.) Asked why Acuity could ndtave simply hired another caddie with an MBA, Mr. Khalil
explained that Mr. Kumar came across as the “most intelligent” candidate and that he “was
clearly out-showing the other[]” candidates.r.(I26:2-4.) He acknowledged that Mr. Kumar’s
experience in the lighting industry was “definitely a plus,” in tiat knows the market,” which,
“down the road” will “hold him in good standing.”(Tr. 126:13-17.) By on balance, Mr.
Kumar was hired for “[p]roblem $aing ability, his ability to mange multiple teams in different
geographical areas, and his peta@paround business and understagd of whait takes to run

a successful business, umstanding of financial ntgers.” (Tr. 127:6-10.)



Much of the hearing testimony focused upondktnt to which daylighting and ambient
lighting interact. Mr.Kumar offered that some structuremploy both electric and daylight
products, (Tr. 109:21-23), and thatlighting system can involvboth types of lights, (Tr.
110:17-20.) Mr. Kumar also acknowledged tlsatme daylighting products contain electric
motors and controls that measure the amoundaylight to gauge the necessary amount of
artificial lighting that must be supplied. (Tr. 111:12-23.) Mr. Ideker apthat he could “think
of no practical commercial building space thatu would use daylighting in without the
application of electric lightingrad generally control systems(Tr. 65:9-12.) Cooper does not
sell daylighting itself, but the tld-party sales agents that sell its products “oftentimes will
complete a package with someone else thas dtaylighting, and [Coopewill combine [its]
electric lighting and [its] control systems with wéegr daylighting the cusiner specifies.” (Tr.
65:14-22.)

Mr. Khalil explained that “dylighting products go to market a very different way [from
other products]. We have direct sales teanployed by Acuity, employed by Sunoptics, who
don’t sell any other Acuity Products. Sensomtmls, luminaires, thegon't. All they sale
[sic] are skylights.” (Tr. 151:18.) He also explained thathen a large-scale construction
project begins — he used a mall as his exampla general contractavould bid luminaires —
like what Mr. Kumar worked on for Cooper — arky/lghts — like what he is to work on at
Acuity — to different poviders. (Tr. 152:7-153:5.)

Sunoptics displays on its web site a phanal blurb about Coca-Cola, a Sunoptics client,
which Mr. Ideker testified is also a Cooper client. (Tr. 35:16-21.) That blurb stated that Coke
had “integrat[ed] high bay T5dhting systems with photocellsé a lighting control system in

addition to the Sunoptics Signature Series skylights.” [Rlaring Ex. 10.) Mr. Ideker



explained that T5 lighting refexd to fluorescent tubes, so @ssence, the design Sunoptics
bragged about on its web site wdsntical to what Mr. Kumar wodd on at Cooper. (Tr. 36:3-
11.) Sunoptics’'s promotional materials also uideld a picture of a retail store that employed
natural light and florescent ambtdighting. (Tr. 37:20; Ex. 10.)Mr. Ideker described that sort
of setup as typical of the busss both Cooper and Acuity did(Tr. 37:23-38:4.) He also
explained that, at the lightingdustry’s largest trade show laspril, a product that combines a
solar tube and an electric tugarnered the show’s most prestige award. (Tr. 39:2-24.) Mr.
Ideker believes that “a lot of the knowledge tNWat Kumar gained, particularly the proprietary
knowledge [Cooper has] patented, could really e s a combination. .. [to] make a very,
very compelling product when combinedth a solar tube.” (Tr. 39:20-24.)
3. Mr. Kumar Joins Acuity

Mr. Kumar accepted an offer to join Acuity, and on June 28, told Mr. Ideker that he was
leaving to be a value stream leader at Acwitigere he would focus on the daylighting business.
(Tr. 93:25; 94:2-6.) Mrldeker says that he promptly infoech Mr. Kumar that, in view of the
fact that Acuity appeared on the list of comigann the non-compete, Mr. Kumar’'s move “was
going to be an issue.” (Tr. 26:29-) Mr. Kumar decided to take two weeks off of work before
starting at Acuity, both to spend time with hisnfy and “to send a clear message that [he was]
not trying to breach the contract.” (Tr. 94:22-23poper was, at the time, in the process of
releasing a new product. (Tr. 95:2-4.)

In his current role as Value Stream Leafberdaylighting at Aaity, Mr. Kumar operates
more or less as the general manager for thatolirfcuity’s business. (Tr. 96:11-14.) As Mr.
Khalil puts it, Mr. Kumar’'s “main responsibility ito deliver profits for that business, which

includes undertaking strategywadopment for the daylighting business, understanding what the



market — who the different customers, segmanés what are the opportunities in the market,
which products should we develop, how shoutsell, how should we price them, and how —
what should be our delivery mechanism and prodnc Should we produce them here? Should
we outsource them? Things o&tmature.” (Tr. 131:22-132:5.)

For example, Mr. Kumar helps to market sghts — lights that do not require electrical
wires or electricity — to potential customers. r.(96:21-97:6.) Daylighting can be sold as a
standalone source of light (Tr. 20-22), or in conjunction witfartificial or ambient lighting.
(Tr. 98:9-11.) Daylighting camlso be used in conjunctionittv sensors that indicate how
daylighting and artificial lighting should be usedtandem, but Mr. Kumasays that he does not
have any role in marketing, researching, dewelg, or strategizing about those censors. (Tr.
98:18-99:15.) Mr. Kumar also ams not to have any contagith anyone atAcuity who is
involved with artificial lighting. (Tr. 100:1-4.)n fact, Mr. Kumar does not do anything related
to research and development for Acuity. (To1117-19.) But, unlike in his role at Cooper, he
now deals with customers. (Tr. 101:25-102:1.)

When the Court held a hearing on thgsending motions, there was considerable
discussion about the job description Acuity pehfar the role that Mr. Kumar would ultimately
fill. That blurb stated that the new hire woudd “[lleading a cross-functional team of indirect
reports across product development, mankgtisales, engineering, production, and supply
chain.” (Tr. 115:13-17; PI. Heary Ex. 5.) Mr. Khalil clarified tht the job description written
during the company’s search is in large paradwvertisement for Acuity and does not always end
up matching perfectly with what individual ultinety hired is asked to do. (Tr. 139:1-5.) As
such, Mr. Khalil explained that Mr. Kumar'ssgonsibilities were custom tailored to comply

with his Cooper non-compete agreements. (Tr. 134:9-Mr. Khalil saidthat, in creating such



a plan, it was his belief that Cooper did not eliame a daylighting business. (Tr. 134:15-22.)
Mr. Khalil also explained that, while the jobsieiption stated that Acuity sought someone “to
drive key annual improvement priorities thatt across all product value streams,” whomever
Acuity hired would be asked to implement those goalss particular slicef the business. (Tr.
147:12-148:19.)

Mr. Kumar testified that hbas not provided Cooper’s caaential informdion to anyone
at Acuity. (Tr. 105:3-6.) He ated that he has not been asi®ghare any information gleaned
from his prior employment, whether about prodliees or strategic plans. (Tr. 105:7-13.)
Further, he explained that has not even spoken — in pens by e-mail, or by phone — with
anyone at Acuity who works on LED or amhbidmghting. (Tr. 105:14-18.) Likewise, Mr.
Kumar testified that he is excused from argffsineeting when his colleagues wish to discuss
LED lighting2 (Tr. 105:24-106:4.) Mr. Kalil expressed his belief ah Mr. Kumar works in a
silo at Acuity. (Tr. 132:16.) At the end of his direct examination, Mr. Kumar was asked
whether, if he wanted to, he would be ablaise Cooper’s confidenti@formation in his new
role. He responded:

No | cannot. | mean, this product line completely different, there’s no

electricity flowing through itin the first place, @d the customer base is

completely different. It's roofing contrawms versus electric contractors. So |

would not be able to use any knoddge that I've gained at Cooper.
(Tr. 106:9-14.) Mr. Khalil addethat Acuity made clear in Mr. Kaoar’s offer letter that Acuity
did not expect Mr. Kumar to share any of Coopersprietary information. (Tr. 135:4-5.) Mr.

Khalil testified that Acuity employees weiaformed ahead of time that a former Cooper

employee would be joining the team and thaytlvere not to engage him about his former

3 Mr. Khalil testified to the same.SéeTr. 135:4-20.) On cross-examination, Cooper elicited that ambient lighting
staffers also attend Mr. Khalil's monthly staff meetings. (Tr. 144:13-18.)
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employer. (Tr. 135:9-10.) He added thatHas no knowledge of Mr. Kumar sharing any of
Cooper’s confidential inflanation with anyone acuity. (Tr. 137:8-16.)

Since the state court first entered a O’Rn this matter, Mr. Kumar’'s title and
responsibilities have changedémendously.” (Tr. 102:17-21.Mr. Kumar has not been “able
to make any person[nel] changes, . . . prodigdtisions, . . . pricing decisions, . . . warranty
deviation decisions, . . . [ogsset mo[ve]ment decisions(Tr. 102:22-103:2.) Though he has
continued to go in to the office each day,. Miumar has “not [been] doing anything when”
there? (Tr. 107:2-3.) Instead, Mr. Khalil has fitleMr. Kumar’s role (Tr. 140:20), a situation
neither Mr. Kumar nor Mr. Khalibelieves to be sustainabléTr. 103:8-14; 141:6-12; 156:13.)
In fact, Mr. Kumar testified that heelieves he will lose his job Iife is forced t@®pend a year on
the sidelines (Tr. 104:1), a beliebrroborated by Mr. Khalil.(Tr. 141:15-16.) Mr. Kumar also
explained that he cannot remain unemployed ferrtext nine months and that, if forced from
the lighting industry, great unceinéy would result, as he hasvex worked in aather sort of
business. (Tr. 104:18-22.) He is hisffy’s sole breadwinner. (Tr. 105:2-3.)

B. Procedural Background

Cooper filed suit and an application forTemporary Restraining Order in the 295th
District Court for Harris County, Texas, &ept. 3, 2013, alleging breach of a non-compete by
Mr. Kumar and tortious interferee with contract by Acuity. (Dod at 1-2.) The next day, as
Cooper requested, that court'sepiding judge entered a fourteday TRO. (Doc. No. 1-1 at
54.) Soon thereafter, Acuity removed to fedemlrt and filed a motion transfer the case to

the Northern District of Gegia. (Doc. Nos. 1, 2.)

* Mr. Khalil offered a more detailed description of Mr. Kumar’s activities since being forced from the role in which
he was hired, explaining that Mr. Kumar has been serving primarily in a data analysis role. gF8.145:
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This Court held a hearing on Sept, 11, 20h3Cooper’'s motion to extend the TRO and
granted that request through Ggtwhen it held an edentiary hearing on Cooper’s motion for a
preliminary injunction. According to Mr. &ker, enforcing the non-compete is important
because, “We all sign these agreements amnd kif tie ourselves together, and it's very
important for our lijvlelihood that we stay competitive and that we not have an unfair
competitive advantage used against us. And | beMavé&Kumar clearly to me violated that trust
and for his own personalgfit.” (Tr. 41:25-42:5.)

1. MOTION FOR A PRELIMINARY INJUNCTION

A. Legal Standard

“A preliminary injunction may be issued togbect the plaintiff fromirreparable injury
and to preserve the district court’'s power to render a meaningful decision after a trial on the
merits.” Canal Auth. of State of Fla. v. Callawa89 F.2d 567, 572 (5th Cir. 1974). “Granting
or refusing” a temporary injunction is the “sound discretion” othe trial judge.Nalco Chem.
Co. v. Hall,347 F.2d 90, 92 (5th Cir. 1965). In exsiog that discretiornthe judge “balances
the conveniences of the parties and possible aguo them according as they may be affected
by the granting or withholdg of the injunction.” Yakus v. United State821 U.S. 414, 440
(1944);see also Wooten v. Ohle803 F.2d 759, 762 (5th Cir. 1962). The Fifth Circuit has also
laid out four prerequisites for the “extraordry relief of preiminary injunction.” Allison v.
Froehlke,470 F.2d 1123, 1126 (5th Cir. 1972). A courvdd issue a preliminary injunction if
the movant is able to establish:

(1) a substantial likelihood of success oe therits, (2) a substantial threat of

irreparable injury if the injunction is nagsued, (3) that the threatened injury if

the injunction is denied outweighs any hattmat will result if the injunction is
granted, and (4) that the grant of amumgtion will not disserve the public interest.
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Speaks v. Kruset45 F.3d 396, 399-400 (5th Cir. 2006%e also Janvey v. Algujré47 F.3d
585, 595 (5th Cir. 2011) (same).
B. ANALYSIS
1. Likelihood of Success on the Merits
a. Which Contract Governs

A potential threshold question is which nonyguete governs. Coopeontends that the
2012 agreement controlsSdeDoc. No. 7 at 13.) In contrashcuity argues bi that the 2013
agreement superseded the 2012 version, atdhb 2012 non-compete is unenforceablee(
Doc. No. 13 at 7, 12.) Though they insist thatontrols, Acuity andumar actually interpret
the 2013 agreement as containing broader protiitsiton Mr. Kumar’s activities. (Doc. No. 13
at 8-9.) But, they argue that it requires arlitig this dispute rather than resolving it in court.
(Id. at 9.) Thus, there is bast an argument that, if t2813 agreement rendered the 2012 non-
compete without effect, this courtahd not even decide this motion.

The Court is not convinced thtite 2012 agreement has besiperseded. “Texas courts
have made clear thatghts or obligations that may have vested or accrued under previous
versions of a contract can gnbe modified or extinguishethrough the inclusion of express
language that manifests such intentMillennium Petrochemicals, Inc. v. Brown & Root
Holdings, Inc, 390 F.3d 336, 342 (5th Cir. 200&ollecting state courtases). Here, Cooper’'s
rights under the contract vested when it provited Kumar with the grant of shares. And the
2013 agreement does not contain any express langoapeould suggest it was intended to be

the sole agreement between the parti€SeeDoc. No. 13-2.) Theonclusion that the 2013

® Of course, there is also an argumeiat.tieven if the merits of the action must be decided in arbitration, the Court
could entertain the motion for a preliminary injunction in order to maintain the status quo while the parties prepare
to arbitrate. The parties have not briefed this argument.
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agreement — between Eaton and Kumar —itreplace the 2012 version — between Cooper
and Kumar — is bolstered by the fact that the agreements are between different parttese
Breaux v. Halliburton Energy Sery£62 F.3d 358, 366 (5th Cir. 2009) (“The other cases cited
by [the parties] support the well-abtished contract principle th§] contract containing a term
inconsistent with a term of an earlier contrbettween the same parties interpreted as
including an agreement to rescind the inconststerm in the earlier contract.” (citing 29
Williston on Contracts § 73:17 (4th ed. 2003))).

The Court thus rejects Aity's call to ignore the 2012 notempete. But as explained
below, that is not fatal to Acuity’s case.

b. Likelihood of Success Under the 2012 Agreement

Acuity and Mr. Kumar argue that th2012 non-compete is unenforceable. “The
enforceability of a non-compete agreemserd question of law for the courtTraders Int’l, Ltd.
v. ScheuermannCIV.A. H-06-1632, 2006 WL 2521336, & (S.D. Tex. Aug. 30, 2006).
However, rather than heeding Acuity’s susfgen that the Courhold the 2012 non-compete
unenforceable as a matter of lage€¢Doc. No. 13 at 12), at this juncture the Court assumes,
without deciding, that the agreement can be enforced. The Court makes this assumption because
it is not convinced that Cooperssgbstantiallyikely to succeed in showing that the agreement, if
enforceable, has been violated.

Specifically, the non-compete bars Mr. Kumamfr serving in a “comgtitive role” with
one of the employers listed in the agreemergjseadix. (Doc. No. 7-2 &.) Acuity appears on
that list. But the Court has doubts as to whetMe Kumar is serving in a “competitive role,”

which the agreement defines as “any assistancaceegor ownership retang to the customers,
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markets, products and/or services for \khithe Employee held sponsibility during the
Employee’s employment with” Cooperld|)

First, with respect to the Mr. Kumar'ssonsibilities with the two companies — the
“services” he performs, to track the languagfethe 2012 agreement — Mr. Kumar served
Cooper as an engineer, but Acuity in a manafjeale. (Tr. 81:5-1896:11-14.) In his new
position, instead of devoting hittme to the research and development of new products, he
focuses on profit maximization, market reseanmhicing strategy, and élike. (Tr. 131:22-
132:5.) Whereas he never had customentact at Cooper, Mr. Kumar now has that
responsibility with Acuity. (Tr101:25-102:1.) Mr. Kumar’'s dap-day duties appear to have
changed markedly.

More fundamentally, with respect to the nkets and products that occupy Mr. Kumar’s
attention, there is further reason to questionfjast competitive his roles. That is, Mr. Kumar
specialized in ambient lighting for Cooper (Tr..748-19), but has shifted his focus at Acuity to
daylighting. (Tr. 96:11-14.) The two segmentsha lighting business, while hardly unrelated,
are fundamentally different: ambient lighting generally requires electricity and daylighting
generally does not. (Tr. 79:5-15; 96:21-97:@\ot only is daylighting a small division for
Acuity (Tr. 141:9-12), it is ausiness that Cooper does notmvhave. (See Tr. 65:14-15,
134:14-22.) Mr. Kumar’s uncontroverted testimonyhiat he has not — and likely could not —
put Cooper’s proprietary information to use wihbuity. (Tr. 105-106.) And the fact that Mr.
Kumar excuses himself if ever ambient lightingasome up at a meeting ensures that his focus
stays on daylighting. (Tr. 105:24-106:4.) Acultgs done all it can to make sure that Mr.

Kumar has nothing to do withe ambient lighting world.
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Cooper argues that “Defendants’ effortts limit disclosure, however effective or
ineffective, serve to highlight that Mr. Kumariisa competing role.” (Doc. 22 at 6.) The Court
is not persuaded. Acuity’s efforts have sertedarrow Mr. Kumar’s rolend make it such that
it (potentially) does nocompete with Coopér. Nor should the Court’s emphasis on Acuity’s
efforts to limit Mr. Kumar’'s responsibilities bekian as a sign that the Court has confused the
covenant not to compete with a confidentialityesgment. Rather, theoGrt seeks to show that
Acuity and Mr. Kumar have made genuine effddsransform a role that perhaps could have
competed with Cooper to onleat likely does not.

To be sure, “[ijn a preliminary injunction caxt, the movant need not prove his case.”
Lakedreams v. Taylp®32 F.2d 1103, 1109 n.11 (5th Cir. 1998nd, Cooper may still prevail
on the merits. Daylighting and ambient ligly are often combined to provide lighting
solutions. (Tr. 109:21-110:20.) In faetccording to Mr. Ideker, they oftenustbe combined.
(Tr. 65-9:12.) When they are combined, thely zsult in lucrative cordicts and award-winning
presentation. eeTr. 35-37, 39:2-24.) It may well beahadditional discovery will demonstrate
that Mr. Kumar’s work on daylighting has an uoalable effect on the parties’ ambient lighting
businesses. Or, it may later be shown that Mm&uhas not been nearly as guarded as he and
Mr. Khalil suggested at the héag before this Court and thae has or will put confidential
Cooper’s information to use for Acuity. But it dorot, at this juncture, appear that Cooper has
a substantiallikelihood of success on the merits.hdslld circumstances change, the Court is

willing to reconsider this decision.

® Indeed, the Court finds compelling the testimony it heard regarding the steps that Acuity took during the on-
boarding process to help Mr. Kumar avoid transgressiagtin-compete. He was nminsidered for engineering
positions. (Tr. 124:24.) Moreover, his responsibilities, rather than straightforwardly reflecting the job description as
written before he was hired, were ta#d to avoid any overlap with his woalt Cooper. (Tr. 134:9-14.)
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Because “[ijn order to secueepreliminary injunction, thapplicant must establish each
of the preliminary injunction elementsQlander v. Compass Bank72 F. Supp. 2d 846, 850
(S.D. Tex. 2001)aff'd, 44 F. App’x 651 (5th Cir. 2002), the Court, having determined that
Cooper does not have a substantial likelihoodswicess on the merits, need not proceed to
analyze additional elements.

1. MOTION TO TRANSFER

A. Legal Standard

Defendants seek a change of venue unde&s.38C. § 1404(a). Motions under § 1404(a)
are appropriate where venue is proper under 30J.8 1391, but where, “[flor the convenience
of parties and witnesses, in the interest ofigest the defendant seeks to transfer the suit to
another “district or division wherit might have been broughtlt. § 1404(a). Because Acuity
is headquartered in the Northern District ofo@pa, there is no dispute that the federal court
there could exercise personal jurisdiction over Déént and that this subuld have been filed
in that district. (Doc. No. 2 at 3; Doc. No. 12.)

“[T]he purpose of [§ 1404(a)] i® prevent the waste ‘of tip energy and money’ and ‘to
protect litigants, witnesses and the publiaiagt unnecessary inconvenience and expengari’
Dusen v. Barrack376 U.S. 612, 616 (1964) (quoti@pnt’l Grain Co. v. The FBL-585364
U.S. 19, 26, 27 (1960)). “There can be no goeshut that the districtourts have ‘broad
discretion in deciding whethé¢o order a transfer.’In re Volkswagen of Am., In&@45 F.3d 304,
311 (5th Cir. 2008) (quotin@alawajder v. Scott160 F.3d 1066, 1067 (5th Cir. 1998)). In
exercising that discretion, courts are to exanairemllection of private and public factors. The

Fifth Circuit has explained:
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The private interest factors are:

(1) the relative ease oteess to sources of proof;

(2) the availability of compulsory pcess to secure the attendance of
witnesses;

(3) the cost of attendance for willing witnesses; and

(4) all other practical problems that keatrial of a case easy, expeditious
and inexpensive.

The public interest factors are:

(1) the administrative difficultieBowing from court congestion;

(2) the local interest in having ldeaed interests decided at home;

(3) the familiarity of the forum witlthe law that will govern the case; and
(4) the avoidance of ueressary problems of conflict of laws [or in] the
application of foreign law.

In re Volkswagen of Am., Inc545 F.3d 304, 315 (5th Cir. 2008) (emphasis and formatting

added; citations omitted).

The Supreme Court has held thlhe presence of a forum-eetion clause such as the

parties entered into in this case will be a sigaifit factor that figures ctally in the district

court’s calculus.” Stewart Org., Inc. v. Ricoh Corp487 U.S. 22, 291088). Concurring in

Stewart Justice Kennedy noted thanfercement of valid forum-setéon clauses, bargained for

by the parties, protects theirgiémate expectations and furthevgal interests of the justice

system.” Id. at 33 (Kennedy, J., conaurg). Justice Kennedy urdethat “a valid forum-

selection clause [be] given controlling gkt in all but the most exceptional casesd. The

Fifth Circuit recently approved dfncorporating the forum-selecin clause into the private and

public factor analysis.”In re Atl. Marine Const. Co., Inc701 F.3d 736, 742 (5th Cir. 2012)

cert. granted,133 S. Ct. 1748 (2013).“[B]y incorporating the forum-selection clause into the

" Other courts of appeals have held that “private parties can, through a forum-selection clause, render venue
improper in a court in which venue is otherwise proper under § 138fl."Marine Const. C9.701 F.3d at 739
(collecting cases). The Supreme Court granted certiorakitlantic Maring 133 S. Ct. 1748 (2013), and will
consider which approach is proper. A holding that, contathe Fifth Circuit’s rulea forum selection clause can

render venue improper would mean that the Northern District of Georgia is not a proper venue to hear this suit and
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private and public factor analysis, it will be diffilt for a party to avoid the contractually-chosen
forum.” 1d.

B. Analysis

The Court begins from the position that thiee'plaintiff’'s choice offorum is entitled to
deference; the movant beargyaod cause’ burden and ‘must satisfy the statutory requirements
and clearly demonstrate that artsfer is ‘[flor the convenience pfrties and witnesses, in the
interest of justice.” LeBlanc v. C.R. England, Inc3:13-CV-282-B, 2013 WL 4463366, at *8
(N.D. Tex. Aug. 13, 2013) (quotinip re Volkswagen of Am545 F.3d at 315xee alsBetter
Bags, Inc. v. Redi Bag USA LLCIV.A. 4:09-CV-03093, 2010 WIr30331, at *5 (S.D. Tex.
Mar. 2, 2010) (Ellison, J.) (“Because Better Bagsdtasen to bring its case against Redi in its
home forum, its choice is gisea high degree of deference.l)amex Foods, Inc. v. Blakeman
Transp., Inc.CIV A H-06-3733, 2007 WL 1456010, at *3.[5 Tex. May 15, 2007) (Ellison, J.)
(“[In weighing alternate venues, the plaffis choice of venue normally should not be
disturbed, unless early outweighed byther factors.”);Goodman Co., L.P. v. A & H Supply,
Inc., 396 F. Supp. 2d 766, 776 (S.D. Tex. 2005) (“A ngifis choice of faum is entitled to
some deference and generally should not iséudied unless the balan of factors strongly
favors the moving party.” (quotation marks aftatoon omitted)). The Court acknowledges that,
while “[g]enerally, a plaintiff's choice of foruris accorded great deference . . . when a plaintiff
is not a resident of the chosen forum, oraperative facts underlying éhcase did not occur in
the chosen forum, the court will not give msich deference to a plaintiff's choice Apparel
Prod. Servs. Inc. v. Transportes De Carga Fema, S.A. de ®1¥.F. Supp. 2d 451, 453 (S.D.

Tex. 2008). Acknowledging that much of the actionisatie here occurrad the Atlanta area,

this court would accordingly be obligated to deny Defendants’ motion to tranBecause the Court does so
anyway, it need not await the Supreme Court.
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the Court is willing totemper the deference afforded @woper accordingly. But the fact
remains that Acuity and Mr. Kumar must makstrong showing to succeed on this motion.

The Court does not believe they can do d@ begin, it finds the public and private
factors to be more or less iquepoise. With respect to the paite factors, Mr. Kumar has at all
relevant times worked in the Atlanta area, Gobper has been based in Houston. Evidence is
therefore likely available in both jurisdictions — though perhaps slightkeso in the Atlanta
area. (Doc. No. 2 at 5.) Ginanodern technology, however, tiigctor need not be considered
controlling. Lamex Foods2007 WL 1456010, at *3 (“[T]he realitgf modern litigation is that
because of the telecommunications technolagyour disposal, much can be accomplished
electronically or over the phone, including interactiath the Court.”). There may be a greater
likelihood of unwilling witnessegwho would require compulsory process) residing in the
Northern District of Georgia than in Hdos, but defendant has nadentified any such
witnesses to whom this would aetly apply. (Doc. No. 2 at 6.) And the cost of attendance for
willing witnesses may tip toward Atlanta, where Mr. Kumar and his former and future
supervisors reside, but either wapme witnesses will be travelingDoc. No. 2 at 7; Doc. No.
12 at 4.) Weighing against thetactors, all of which may point ever so slightly toward the
Northern District of Georgia, ithe fact that this Court hadready gotten upo speed on the
issues, considered the motion for a prelimyniamjunction, and begun to consider which non-
compete should be applied andwhi should be interpreted. Trsiier at this juncture would
require that a new court expendrsficant judicial resources. Bhweighs against granting the
motion.

With respect to the public factors, neithateshas identified anyotirt-congestion issues

or thorny conflict of laws problems. The NontheDistrict of Georgia has a slightly greater
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interest in having a local court decide local esgiven that Kumar has worked and wishes to
continue working thereSee Piper Aircraft Co. v. Reynd54 U.S. 235, 260 (1981) (recognizing
the “local interest in having localized controvessdecided at home” (citation omitted)). On the
other hand, Texas law will apply, whichlaast slightly favors this distriét.(Doc. No. 2 at 8.)
Countervailing against the public and privatetéas is the forum selection clause. The
Fifth Circuit has not dictatedhow district courts are to work such agreements into their
multifactor analysis. One district court usedhd a third consideration, more or less equal to
public factors and private factor§ee LeBlanc v. C.R. England, Ing.13-CV-282-B, 2013 WL
4463366, at *12 (N.D. Tex. Aug. 13, 2013) (“On the baka of the private interest factors,
public interest factors, and therfion selection clause . . .”). 18ilarly, other courts considered
the forum selection clause to be a third fadtobe examined once the court has analyzed the
public and private factorsSee Weber Aircraft, L.L.C. v. Krishnamurtdyl2CV666, 2013 WL
1898280, at *11 (E.D. Tex. Apr. 12, 2013) (“The Court finds that all of the private and public
interest factors are neutral or igle against transfer. However, t@®urt must also factor in the
mandatory forum selection clause.tgport and recommendation adopteti12CV666, 2013
WL 1898267 (E.D. Tex. May 7, 20138hawn Massey Farm Equip.¢clrv. CLAAS of Am., Inc.
4:12-CV-300, 2012 WL 7004153, at *7 (E.D. Tex. Dec. 19, 2012) (sarepprt and
recommendation adopted;12CV300, 2013 WL 418469 (E.D. Tex. Feb. 1, 2013). Yet a third
analytical approach is to consider the foruneat#on clause as a part of the private factors

analysis. See Shale Consultants, L.L.C. v. WilsGiV.A. 13-1124, 2013 WL 4750066, at *6

8 Acuity’s argument that, in a breach of contract disptite,relevant law is likely to be familiar to any court in
America is well taken. SeeDoc. No. 2 at 8.) But, Acuity has also noted in its motion for a preliminary injunction
the complicated test used by courts in Texas to determhether a non-compete agmeent is enforceable. That
undercuts, to some extent, that familiarity with applicable law is the same across the board.

°® The magistrate judge Weber Aircraftalso noted that it “ha[d] no gudce from the Fifth Circuit on how the
Court should weigh this factor in the section 1404(a) analysi®/eber Aircraft, L.L.C. v. Krishnamurthy
4:12CV666, 2013 WL 1898280, at *12.
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(W.D. La. Sept. 3, 2013). In anyeu, the forum selection clauseaidactor that decisively cuts
in favor of denying the motion to transfer. Once it is added into the mix, it becomes clear that
Defendants have not met their burden.

Acuity’s argument that it isot a party to the forum seleati clause, and therefore should
not be bound by it, does not compel a differeegult. In the acotext of a non-compete
agreement, to hold that a forum selection clauzsees less weight with respect to an employer,
and instead only applies to an employee, would sterander it almost entirely meaningless.
That is, for this Court to decidéat the forum selection clausbould not bdonored, and that
this action should be transferréol the Northern District of Gegia, would mean that former
employers like Cooper either must file suit against the former employee and the subsequent
employer in separate districts, or that they nalistndon hope of filing in the district selected in
the original contract and instead file suit wherever the subsegugioyer wishes to face suit.
Cf. Cont’l Grain Co, 364 U.S. at 26 (“To permit a situ@n in which two cases involving
precisely the same issues are simultaneously pgndi different District Courts leads to the
wastefulness of time, energy and money thatlf4(a) was designed foevent.”). Or they
must forego pursuing action against the future employer altogether. That is a proposition this
court need not countenance. And in any event, the Court does not consider Acuity “bound by the
forum selection clause[],Amerisource Funding, Inc. v. Skib&IV.A. H-09-2829, 2009 WL
6472946, at *3 (S.D. Tex. Nov. 17, 2009), just as, utigerifth Circuit'sapproach, Kumar is
technically not bound by it, eitheBut the Court is not willing tagnore it and remove it from

the § 1404(a) calculus.
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In short, considering the deference due torffés choice of forum, the existence of the

forum selection clause, and the inconclusive amalysthe public and private factors, the Court

DENIES the Motion to Transfer.
V. CONCLUSION

For the foregoing reasons, Plaintiffglotion for a Preliminary Injunction i®ENIED.
Defendants’ Motion to Transfer is aldDENIED. Should new facts come to light or
circumstances change, Plaintiffs canae their preliminary injunction request.

IT 1SSO ORDERED.

SIGNED at Houston, Texas on this 25th day of October, 2013.

@@M

KEITH P. ELLISON
UNITED STATESDISTRICT COURT JUDGE
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