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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF TEXAS
VICTORIA DIVISION

JOSE O. GUZMAN, 8

Plaintiff,

VS. CIVIL ACTION NO. 6:12-CV-42

HACIENDA RECORDS AND
RECORDING STUDIO, INC.et al,

Defendants.

w W W W W W W W W W

MEMORANDUM AND ORDER

Pending before the Court is Defendamtpplication for Attorneys’ Fees and
Costs (Docket Entry No. 13%¥ollowing the Court’s entry of final judgment in its
favor on Plaintiff Jose Guzman’s copymigclaim. This Memorandum and Order
disposes of the application for attorney&es only; the Court will rule on the
application for costs, which raises a difficissue of statutorynterpretation, in a
separate order.

l. BACKGROUND

Guzman is a nonagenarian Tejano somgwand musician who, in the early

1970s, composed a song called “TristeeAturera.” The music and lyrics Toiste

were placed on a lead sheet and fildthwhe United States Copyright Office in

! The Defendants in this case are HacieRdeords and Recordingusiio, Inc.; Hacienda
Records, L.P.; Latin American Entertainment, L.L.C.; Rick Garcia; and Roland Garcia, Sr. For
simplicity, the Defendants are refedrto collectively as Hacienda.
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1974. Defendant Hacienda is a record lamel recording studio located in Corpus
Christi, Texas that focuses primarily onjdm®o music. In 199(acienda released
a song titled “Cartas de Amor” on arbai recorded by thband the Hometown
Boys. Guzman filed suit against Haoda on September 2@012, asserting
claims that Hacienda infringed his copyrightTiniste through its recording and
release ofCartas and that Hacienda tampereadlith copyright management
information. A three-day bench trial was held from March 17-19, 2014.

On December 9, 2014, the Court isdla Memorandum and Order holding
that Guzman did not prove by prepondeeaf the evidence that Hacienda had
reasonable access Toiste prior to the 1990 release Gfartas On this basis, the
Court ruled in favor of Hacienda on battaims. On January 29, 2015, the Court
entered a take-nothing final judgmentaagt Guzman. Hacienda now seeks
attorney’s fees and costs for succelbgfdefending against Guzman’s copyright
infringement claim.

[I. DiIsCUSSION
A. Governing Law
Under the Copyright Actgcourts may award “a reasonable attorney’s fee to

the prevailing party as part ofaltosts.” 17 U.S.C. 8§ 505. “Fogerty v. Fantasy,

> The Court recounted the facts of tbase more thoroughly in its Memorandum and
Order following the three-day bench trialSeeGuzman v. Hacienda Records & Recording
Studio, Inc. 2014 WL 6982331, at *1-4 (S.D. Tex. Dec. 9, 2014).
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Inc., 510 U.S. 517, 534-35 (1994), the Suprenwr€ held that attorney’s fees
should be awarded evenhandedly to botévailing plaintiffsand defendants in
copyright actions.”Virgin Records Amerg, Inc. v. Thompsqrb12 F.3d 724, 726
(5th Cir. 2008). Although awdmng attorney’s fees is ti@he rule rather than the

exception,” and “should be awarded routinelyid. (quotingPositive Black Talk
v. Cash Money Records, In@94 F.3d 357, 380 (5th Cir. 2004pahrogated on
other grounds by Reed d&vier, Inc. v. Muchni¢gkb59 U.S. 154 (2010)), the
“recovery of attorney’s fees is not automaticld. (citing Fogerty, 510 U.S. at
534). Indeed, “attorney’s fees are to &warded to prevailing parties only as a
matter of the court’s discretion.” Id. (quoting Fogerty, 510 U.S. at 534)
(alterations omitted). “The Supreme Cdisted several non-exclusive factors that
a court may consider in exercising itscretion: ‘frivolousmess, motivation,
objective unreasonableness (both in theuf@icand in the legal components of the
case) and the need in particular circtamces to advanceonsiderations of
compensation and deterrenceld. (quotingFogerty, 510 U.Sat 534 n.19).

To determine if Hacienda is entitled &am award of attorney’s fees as the
prevailing party, the Court must firsconsider, among other factors, the
frivolousness or objective unreasonalelem of the claims. “Objective

reasonableness’ is generally used to describe claims that have no legal or factual

support.” Viva Video, Inc. v. Cabrer® F. App’'x 77, 80 (2d Cir. 2001) (unpub.).



As Judge Rosenthal has stated, “[tlhesea difference between a suit that is
‘without merit’ and one that is ‘patently frivolous.”Collins v. Doe 2013 WL
2896822, at *6 (S.D. Texlune 12, 2013) (citingositive Black Talk394 F.3d at
382 n.23). Courts therefore tend to dettpraey’s fees whethe claims, even if
ultimately unsuccessful, are neither edijvely unreasonable nor frivolous.
Compare, e.qg.id. at 6, 8 (denying attorney’s ds when claims “were neither
frivolous nor objectively unreasonable”Brewer-Giorgio v. Bergmgn985 F.
Supp. 1478, 1483 (N.D. Ga. 1997) (denyiutporney’s fees even though “court
found that the similarities between thweorks involved only non-copyrightable
ideas and facts” because “the courhroat say that Plaintiffs’ complaint and
arguments were objectively unreasonabl¢hattime the action was filed.With
Coles v. Wonder283 F.3d 798, 803—-04 (6th Cir. 2002) (upholding district court’s
award of attorneys’ fees to the defendand affirming the conclusion that the
plaintiffs’ claims were objectively unreasdia because the legal issues were clear
and no case law from any circuit sapfed the plaintiffs’ position)Randolph v.
Dimension Films634 F. Supp. 2d 779, 792—-95.D. Tex. 2009) (Rosenthal, J.)
(awarding attorney’s fees ttefendant because “thereais obvious and ‘profound
dissimilarity’”” between the two works asue). Moreover, the Fifth Circuit has
affirmed a district court thaembraced this distinction.See Doe, 2013 WL

2896822, at *6. InCreations Unlimited, Inc. v. McCainthe district court



concluded that the “Plaintif§ challenge to Defendantesigns, though ultimately
not successful, was neither frivolous mdyjectively unreasonable” and declined to
award the defendant attorney’s fee889 F. Supp. 952, 954 (S.D. Miss. 1995).
Upholding that decision, the Fifth Circuit notdébgertys admonition that
“attorney’s fees are to be awardedpevailing parties only as a matter of the
court’s discretion,” and observed that thstdct court properly identified, and did
not abuse its discretion in applying, the releviaogerty factors. 112 F.3d 814,
817 (5th Cir. 1997);see also Womack+Hampton Architects, L.L.C. v. Metric
Holdings Ltd. P’ship 102 F. App’x 374, 383 (5th Cir. 2004) (affirming district
court’s denial of attorney’s fees besay among other reasons, the district court
concluded that the clais were not frivolous).

B. ANALYSIS

Guzman'’s allegation that Hacienddringed his copyright in the sonyiste
is a prime example of an unsuccesstlhim that is neither frivolous nor
objectively unreasonable. As a preliminangtter, the Court notes that Guzman’s
claims survived summary judgmertbeeDocket Entry No. 97. This indicates that
Guzman’s claims were neither patentliwdtous nor objectively unreasonable. In
any event, closer examination of the @nde adduced at trial confirms as much.
In order to succeed on his claim, Guznied to prove that (1) he owned a valid

copyright inTriste and (2) Hacienda copiembnstituent elements dfriste that are



original. SeePositive Black Talk394 F.3d at 367. Becse Hacienda conceded
that Guzman owned a valid copyright, theimiasue in contention at trial was the
second, “copying,” elementGuzman 2014 WL 6982331, at *4.To satisfy that
element, Guzman had to prove: “(1) fadtoapying and (2) substaal similarity.”
SeePositive Black Talk394 F.3d at 367. But, “[ajdirect evidence of copying is
rarely available, factual copying may inéerred from (1) proof that the defendant
had access to the copyrighted work prior to creation of the infringing work and (2)
probative similarity.” Id. at 368 (quotingPeel & Co. v. The Rug Mki238 F.3d
391, 394 (5th Cir. 2001) (footnote omidde. The trial thus focused on two
guestions. First, did Hacienda have acces$riste prior to releasingCartas?
And second, was there substantial similarity betwirste andCartas?®

As to the first question, the Cdufound that Guzman did not show a
reasonable possibility that Hacienda had accedsiste Far from the “access”
inquiry being patently friolous or even objectively v@asonable, this issue was
not an easy call. Guzman introduced evidence including thasté was
performed in and around the Corpus Ciniasea in the 1970s through the 1990s,

appeared on the radio in Corpus Chriatid was performed a handful of times in

® The evidence concerning “probative similarity,” which informs the circumstantial
access inquiry, overlapped with that concerningb%tantial similarity,” which is a separate
element requiring the degree of simiyamecessary to establish copyinggeeGuzman 2014
WL 6982331, at *4 n.6. Incidentally, the Couratsd that “[a]lthough the Court need not reach
this issue, the Court easily would have codelli that Guzman showed probative similarity
betweenTristeandCartas” Seeld. Thus, the only two issues fagsolution at trial were access
and “substantial similarity.”



Lubbock.” Guzman 2014 WL 6982331, at *6. EhCourt conducted a thorough
and extensive analysis of this and otkeidence adduced at trial, and while it
ultimately disagreed with Guzman’s vietlvat the evidence supported an access
finding, it was question on which reasonable factfinders may disa§esbocket
Entry No. 97 at 3 (“It is a closer ques whether Guzman can demonstrate that
Defendants had ‘access’ to. Triste Aventurera Nevertheless, given the
summary judgment evidence presented byr@an, the element of access remains
a genuine issue of triable fact.”).

In addition, the Court noted that teeidence favored Guzman on the second
element “of substantial similarity.”"Guzman 2014 WL 6982331, at *5 (“[T]he
Court believes thasubstantial similarity existbetween the songs[.]” (footnote
omitted) (italics added)). Because U@nan’s inability to prove [reasonable]
access mean[t] a full ruling on the ‘stdrstial similarity’ element [was]
unnecessary” in the Court’s previous ordbg Court will now flesh out that ruling
more fully as it further demonstrates why Guzman’s claim was not objectively
unreasonablé. See id at *5 n.7 (noting simply that the Court reached its

“substantial similarity” decision “based

* Even now, the “substantial similarity” agais that follows is not meant to be
comprehensive or thorough by any mean. The perpbshe inquiry is merely to demonstrate
why, in the context of whether @ward attorney’sees, the evidence addtat trial does not
support @ogertyfinding of objective unreasonablenesdrarolousness in this case.
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on the extensive expert testimony comieg the songs and [the Court’'s] own
review of the songs”).

Substantial similarity is a nebulousnopt, presenting “one of the most
difficult questions in copyright lanand one that is the least susceptible of helpful
generalizations.” See MELVILLE B. NIMMER & DAvID NIMMER, NIMMER ON
CoPYRIGHT 8 13.03[A]. What is clear is thatlight or trivial similarities are not
substantial and are therefore noninfringindd. “But it is equally clear that two
works may not be literally identicaland yet, for purposes of copyright
infringement, may be found to lsibstantially similar.”Id. Thus, “[sJomewhere
between the one extreme of no similarégd the other of complete and literal
similarity lies the line marking off the badaries of ‘substantial similarity.”ld.

In the Fifth Circuit, the “substantial similarity” inquiry involves “a side-by-
side comparison . . . between the orajimand the copy to determine whether a
layman would view the two workas ‘substantially similar.” SeePositive Black
Talk, 394 F.3d at 374 (quotinGreations Unlimited 112 F.3d at 816 (footnote
omitted)). “Two works are substantially similar if the expression of ideas in the
plaintiff's copyrighted work and the exgssion of ideas in the defendant’'s work
that are shared are substantially similawjth [tlhe test for expression of ideas
[being] whether the intended audience wdluhdl the total concept and feel of the

two songs to be substantially similarld. at 373. Here, listeners of Tejano music



comprise the intended audienceToiste andCartas The determinative question

Is thus whether an ordinary observefT@jano music would, as between these two
songs, “detect piracy ‘without any aid or suggestion or critical analysis by others.”
Peel 238 F.3d 391, 398 (5th Cir. 2001) (quotidgrold Lloyd Corp. v. Witwere5

F.2d 1, 18 (9th Cir. 1933)). Moreovdhe factfinder must also determine the
gualitative importance of the copied panmtsrelation to theoverall copyrighted
work. See Baxter v. MCA, Inc812 F.2d 421, 425 (9th Cir. 1987) (“Even if a
copied portion be relativelgmall in proportion to thentire work, if qualitatively
important, the finder of fact may propefind substantial similarity.”).

Cartas is not identical toTriste However, the dissimilarities in the two
songs—including the tempo, duration, keyffatent lyrics after the first verse, and
different instrumental introducin and song breaks—do not mean tGattas is
not substantially similar tdriste  The Court finds theseysistic differences to be
outweighed by the substantial similarities that permeate throughout the song.
Some of the more strikingkamples are detailed below.

First, the first verse of both songsegobeyond mere substantial similarity.
Indeed, the lyrics in the first verse Gartas—“Yo tengo en mi poder unas cartas
de amor que tu me _las mandastes pidiendo compassion (I have in my possession
love letters that you havergeme asking for compassi)”—are virtually identical

to the first words off riste—Yo tengo en mi poder una cartle amor que tu me la



mandaste pidiendo compassidmave in my possessionave letter that you have
sent me asking for compassion).” The mipg lyrics are thus exactly the same
except for the presence of an “s” fallmg the words “can” and “una” inCartas

an edit which functions solely to change the words from singular to plural form.
This minor change does not affect the dosion that the lyrics of the two songs
are substantially similar. See Sid & Mary Krofft Telision Prods., Inc. v.
McDonald’s Corp, 562 F.2d 1157, 1167 (9th Cit977) (“Duplication or near
identity is not necessary to establislirimgement.”). EvenHacienda’s expert
conceded that the lyrical similarities betwe€artas and Triste were not just
substantial, but were somewhd&etween striking and identicaBeeTr. Transcript
Vol. 3 at 274-76.

Moreover, as a qualitative matter, tGeurt finds that the location of the
similar lyrics in relation to other portisnof the song is particularly important.
Both songs begin with these lyrics, memnthat these aréhe first words the
listener hears to each song. The dgriare more important based on their
placement in the songSeeNIMMER & NIMMER, suprg 8 13.03[A] (“[E]ven if the
similar material is quantitatively small, iif is qualitatively important, the trier of
fact may properly find substantial similarity.§eealsolowa State Univ. Research
Found., Inc. v. American Broadcasting Go463 F. Supp. 902 (S.D.N.Y. 1978),

aff'd, 621 F.2d 57 (2d Cir. 1980) (holdinbat defendant committed copyright
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infringement by broadcastingne 12-second segment from the plaintiff's film).
And, combined with the other similaritié®tween the songs, the lyrical similarity
IS more tharde minimis SeeElsmere Music, Inc. v. National Broadcasting Co.
482 F. Supp. 741 (S.D.N.Y. 198@Jf'd, 623 F.2d 252 (2€ir. 1980) (“Although

it is clear that, on its face, the taking invedvin this action is relatively slight, on
closer examination it becomes apparent thet portion of tle piece, the musical

phrase that the lyrics ‘I Love New ¥Yd accompany, is the heart of the
composition. Use of such a significant @tbless than extensive) portion of the
composition is far more than medy a de minimis taking.”).

Some of these other similarities invel the rhythmic patterns of the two
songs—the first five measures of the first verseCartas are rhythmically
identical to Triste and both songs are in 2/4 kalstyle meter. Yet more
similarities involve the songs’ respective logtes. The Court is “mindful of the
limited number of notes and chords avValéato composers and the resulting fact
that common themes frequently reappear in various compositions, especially in
popular music.” Gaste v. Kaisermar863 F.2d 1061, 1068 (2d Cir. 1988). For
that reason, the mash-up audio sampletedelby Guzman is particularly helpful in
comparing and contrasting the two songs. In it, the two songs are superimposed,
one after the otherSeeDocket Entry No. 115-44 (P$ Ex. 50). The mash-up

demonstrates that the parallels betw€antas andTriste are substantial. What is
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most notable is that what is known aséliema” occurs at precisely the same point
in both songs: on the same syllable, ie #ame word, in theame place of the
phrase, specifically on the italicized portion of the word “compass Melisma is
the singing of a single syllable of texthile moving betweerseveral different
notes. SeeOXFORD DICTIONARY OF ENGLISH, Vol. IX 580 (2d. Ed. 1991jdefining
“melisma” as “in singing, the prolongan of one syllable over a number of
notes”). The Court also notes that the chgrdgressions underlying the melodies
are substantially similar, and the pitch sequenc€artass bass line is highly
similar toTriste

The Court also finds that the instnentation and accompaniment of both
songs are substantially similar, including the use of the following instruments:
accordion,bajo sextor—an instrument similar to a gar but with twelve strings,
instead of six—drums, and bass.itMfespect to tempo and duratiofrjste and
Cartasare very similarTristeis approximately 109 begter minute and is 2:38 in
duration, whileCartas is slightly slower at 101 dats per minute and is 2:41 in
duration. Neither tempo nor duration oge the identity of a song. While the
songs are in different keydiriste is written in the key of A flat major, while
Cartasis in the key of C major), that de@ot change the underlying DNA of the
song; the intervals between notes dhe same and, when transposed, the

similarities are substantial. In sum, thés ample evidence demonstrating that the
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TristeandCartasare substantially similar.

In light of Guzman prevailing on thsubstantial similarity” element and
presenting a compelling if ultimately successful case of “copying,” two of the
main considerations in the Court’s atteyis fees calculus—whether the claim was
frivolous or objectively unreasonable—counsel against awarding attorney’s fees.
So do the remainingogertyfactors. The evidence does not suggest that Guzman
brought this suit in bad faith nor does tieeord show any “direct evidence of an
improper motive,’see Randolph634 F. Supp. 2d at 795, to support a bad faith
finding. Rather, the record supports the conclusion that @uzdealieved he had a
legitimate copyright claim, first attempteo resolve it with Hacienda through a
cease-and-desist letter, and only filedt safter that effort was unsuccessful.
Indeed, the evidence shows that Gamnsought to enforce his rights @artas
against other record labels: he cordddEreddie Records and told them tGattas
was the same aFiste and thereafter received aedk from Freddie Records for
$189.53.Guzman 2014 WL 6982331, at *4.

Because the Court concludes that ttése was not frivolous, objectively
unreasonable, or brought in bad faith, awagdattorney’s fees is not necessary to
promote special considerationsadmpensation or deterrenc8ee Bergmaro85
F. Supp. at 1484 (“Althah Defendants prevailedn a motion for summary

judgment, the court does not believe thas #ction is a frivolous one that would
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require an award of fees to deter thengliof future frivolous claims. In fact, the
court believes that parties in Plaintiffsosition should not be discouraged from
seeking protection of their rights aourt under the Copyright Act."f;ollins, 2013
WL 2896822, at *6 (“The imposition of eeé award against a copyright holder
with an objectively reasonable litigatigoosition will generally not promote the
purposes of the Copyright Act.” (quotingdatthew Bender & Co. v. West Pub’g
Co, 240 F.3d 116, 122 (2d Cir. 2001)). atienda argues that an award of
attorney’s fees “is necessary to deter further frivolous claims by a vexatious party
and counsel,’'seeDocket Entry No. 139 at { 18pinting out that “[t]his case is
one of two cases filed by Mr. Guzmamdaone of five cases being prosecuted
against Hacienda and the Garcianily by Plaintiff's counsel.” See id at | 3.
With respect to Mr. Guzman, it is true tHag recently loshis second copyright
infringement case against Hacienda aftéhrae-day jury trial in this CourtSee
Guzman v. Hacienda Records, L.P., et &lo. 6:13-cv-41 (S.D. Tex. June 22,
2015) (Docket Entry No. 105). But, tleetoo, Guzman’s claims survived a
defense motion for summary judgmerfiee id.at Docket Entry No. 61. As for
Hacienda'’s focus on the role of plaifis counsel, the Court does not understand
why other lawsuits he hasought should affect the decision whether to require
this plaintiff to pay fees. Even as ktr. Showalter, the Court notes that he did

prevail on one infringement claim B bench trial against Haciend&eeTempest
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Pub., Inc. v. Hacienda Reas & Recording Studio, Inc

2015 WL 1246644, at *1 (S.D. Tex. Mat8, 2015). Hacmda's deterrence
argument is therefore unpersuasive.

For these reasons, the Court declinesexercise its discretion to award
attorney’s fees.
[11. CONCLUSION

Defendants’ application (Docket Entry No. 139PDENIED with respect to
the Application for Attorney’s FeesThe Court reserverniling on Defendants’

Application for Costs thnagh a separate order.

Moy G

Gregg Costa
United States Circuit Judge

SIGNED this 30th day of July, 2015.

" Sitting by designation.
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