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UNITED STATES DISTRICT COURT FOR THE
WESTERN DISTRICT OF TEXAS
SAN ANTONIO DIVISION

POLARIS INNOVATIONS LIMITED, §
§
Plaintiff, §
§

V. g Civil Action No. SA-16€V-451-XR
DELL, INC., and NVIDIA g
CORPORATION §
§
Defendants. §

ORDER

On this date, the Court coered Dell Incs and NVIDIA Corporatiofs Motion to
Transfer Venug(Docket no. 25)and the corresponding responses and rephdéer careful
consideration, the motion is GRANTED and this case is heF&ANSFERREDto the United
StateDistrict Court for the Northern District of California.

BACKGROUND

This is a patent infringement cadelaintiff Polaris Innovations Limited is an Irish
corporation and owner of the six pateimssuit. Docket no. 1 at 1, 3. Téehighly technical
patents relatéo various methods, circuits, apparatuses, and controllers typically found within
computer componentsuch asprocessors, graphics processing units (“GPUSs”), graphics,cards
anddevices|d. at 11-13.

DefendantNVIDIA is a Delaware corpotan with its principal place of business in
Santa Clara, CaliforniaDocket no.1 at 2 According toPolaris’ complaint, NVIDIA designs,

sells,manufactures, ancbntracts wih thirdparties to manufacture certaiomputer components

! This order frequently discussesrties, witnesses, and evidence located in various cities iroéif
Unlessotherwise noted, all of these cities are in the Northern District of Qailifor
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such asGPUs, graphics cards, mobile processtsgstemson-chips,” and other similaparts
Docket no. lat 2-3.

DefendantDell is a Delaware corporation with its principal place of business in Round
Rock, Texas, ity near Austin, andocatedwithin the Western Disict of Texas.ld. at 2.
According to Polaris’ complaint, Dell designs and produceproducts such as personal
computers, servers, and tablet computers which incorporate a variety of technipaheots,
including some developed and manufactured by NVIDdA.

Polaris brought causes of action for patent infringement against NVIDIA and Dell.
Polaris alleges that NVIDIA is infringing all six of the patemtssuit and that Dell is infringing
three. At a high level, Polaris alleges that NVIDIA is infringiogg manufacturingdesigning,
using, selling, offering to sell, or importing components and prodbetsfunction alongside
computermemorythat complieswith certain industrset standards. When employed and used
with this industry standard memory, NVIDIA’s products and components allegediggmfr
Polaris’ patents.

The parties dispute the nature Bblaris accusationsagainstDell. The parties do not
dispute that on some of the patents and claims, Polaris accuses Dell of infringing
incorporating infringing NVIDIA components into final products, whiggll then resells? The
parties dispute, however, whether Polaris acclsdsof infringing in ways beyond merely +e
selling infringing NVIDIA componenté.As the parties frame it, the issue is whether Polaris’

claims against Dell are meréiperipherdl to Polaris’ claims against NVIDIA.

2 For example, one dPolaris’ causes of action for infringement against Dell states: “THask 976
Patent Infringing Productsihclude, for example, Dell’'s computer products that use NVIDIA'SDR5 graphics
cards and/or NVIDIA’'s GPUs in combination with GDDR5 memory, amD&5 graphics card products, such as
[certain models of laptop and desktop computei3ptket no. 1 at 73.

% As an example, Polaris points to Claim 16 of its ‘344 patent. Docket no. 28 atddrdikg to Polaris,
this claim covers aystemthat is completg by Dell and is only infringingn the way that Dell uses NVIDIA
components in conjunction with other componentfAlny NVIDIA -provided GPUs (which include a processor)
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Defendants filed numerous counfarms. Almost all of them seadeclaratory judgmest
of nondinfringementandinvalidity on each of the patenis-suit. E.g., Docket no. 19 at 24, 27.
NVIDIA also includes aounteclaim for breach of contradd. at32.

Defendants jointly filed the motioto transfer venue (Docket no. 25) that is now before
the Court. Defendantprimarily seek a transfer to the U.S. District Court for the Northern
District of California. Alternatively, they seek a transfer to the Austin Division of the U.S.
District Court br the Western District of Texaghe parties presented argument on this motion
at a status conferencm November 10, 2016, and the Court took the motion under advisement.
For the following reasons, the Court GRANTS the motion and transfers thisodageNorthern
District of California.

DISCUSSION
Standard of Review

“For the convenience of parties and witnesses, in the interest of justice, @ disrit
may transfer any civil action to any other district or division where ghirlhave been brought.

28 U.S.C. § 1404(a)n analyzing motions to transfer venuepatent caseshe Federal Circuit
applies the law of the circuit in which the district court is located; thereford, Eifcuit law
governsWinner Int'l Royalty Corp. v. Wan@02 F.3d 1340, 1352 (Fed. Cir. 200@)motionto
transfer venue under 8§ 1404(a) involves a-siep analysisMcCloud v. McClinton Energy
Grp., L.L.C, No. 5:14CV-620-XR, 2014 WL 6388417, at *2 (W.D. Tex. Nov. 14, 2014). First,

the court must decide whether the casght have been brought in the forum to which transfer is

that are sold uncoupled to a relevant memory component are not accused of idiraging Claim 16, because
the accused system that includes the NYWIBPU coupled to thirgharty memory is only fully assembled when
Dell assembles the motherboard for use in its products. It is the couplinglibs Dotherboard of the various
components that creates the accused, directly infringing systemhatrmbtiping is performed by Dell.1d. This is
the only specific exampliglentified by Polaris of Bll independently infringingOn this specific claim, Defendants
argue that muchf it relates to NVIDIA’s components, and to the extent that it relates to Delfmenaf use of
NVIDIA's components, “Dell itself does not design or implement ttwmnections connecting the NVIDIA
components to memory.” Docket no. 33 at 9; Docket nel a8B2.
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sought.ld. Second, the court must decide whether a transfer is warranted for the convehience
the parties and witnesses, and in the interests of jultice.

The court considers a number of factors, both private and public, in determining whether
transferring venue serves the convenience of the parties and witnesses as walitasetis of
justice. The “private interest factors” include: (1) the relative ehseaess to sources of proof;
(2) the cost of attendance for willing witnesses), {t® availability of compulsory process to
securethe attendance of witnesses; and (4) all other practical problems that maké drizdse
easy, expeditious, and inexpensiere Volkswagen of Am. (\kswagen I1) 545 F.3d 304, 315
(5th Cir. 2008). The court also consigehe following “public interest factors”. (1) the
administrative difficulties caused by court congestion; (2) the local interesljudicating local
disputes; (3) the familiarity of the forum with the law that will govern the case;(4nthe
avoidanceof unnecessary problems in conflict of lawg. None of these factors is individually
dispositive.ln re Volkswagen AG (Volkswagen3y1l F.3d 201 (5th Cir. 2004).

The United States Supreme Court considers a plaintiff's venue selection as his or he
“venue privilege,” noting that “plaintiffs are ordinarily allowed to select tshar forum they
consider most advantageous (consistent with jurisdictional and venue limitatidthisMarine
Const. Co. v. U.S. Dist. Court for W. Dist. &xT 134 S. Ct568, 581-82 (2013As a result,
when the court is not satisfied that the transferee venue is clearly more conhvearethe
plaintiff's chosen venue, the plaintiff's choice should be respebited.VVolkswagen 1545 F.3d
at 312 see alsdn re TS Tech US Corp, 551 F.3d 1315, 1320 (Fed. Cir. 2008) (“Fifth Circuit
precedent clearly forbids treating the plaintiff's choice of venue as adiséctor in the §

1404(a) analysis. Rather, the plaintiff's choice of venue corresponds to the burdemtvang



party must meet in order to demonstrate that the transferee venue is a clearlgomamient
venue.” (citingVolkswagen ).
Relevant Parties, Witnesses, and Evidence

a. NVIDIA

NVIDIA’s headquarters is in Santa Clar@alifornia Docket no. 25816 at 2. It houses
nearly all of NVIDIA's relevant documents, some of which are physical rdeats, and
approximately 3,820 employees (2,630vdiom are “knowledgeable about all aspects of the
accused products and both electronic and physical documents and evidedncedy. 2.
Marketing, research, and development of NVIDIA’s accused products all docBesta Clara.
Id. Seven named Chip Managersne for each accused produere based in Santa Claand
these Chip Managelae responsikel for all aspects of design and development of the accused
productsid. at 2-3.

Outside of the Santa Clara headquarters, NVIDIA has an Austin office of 300y&eg)|
over 100 ofwhom “are engineering resources who work with the employees in Santaddlara
the accused productdd. at 3. NVIDIA identified one Austibased enginearsbeing“heavily
involved in the design and development of at least one of the accused mobile processo
products.”ld. This engineereports to a Santa Clabmsed\VIDIA emplo/ee Id.

b. Dell

Though based in Round Rock, Dell sources and assembles many of its products through
third parties Docket no. 251 at 1 Dell did not design NVIDIA’s components, but purchased
them as designed from NVIDIAd. A Round Rockbasedteam of 19 Dell individualshad
primary responsibility for the selection of the graphics cards and GPUs inatgban the

accused [Dell] produs.” Id. As it relates to the accused products, when Dell purcleasks



integrates graphics cards, itusually lacksinput on the design ofconnections between
components. Docket no. d3at 2.In addition third parties generally use NVIDIA’s instructions
to connectNVIDIA’'s GPUs to memoryin Dell's products, with Dell employees providing
minimal instruction only when necessaly.

c. Polaris

Polaris is an Irish limited company that is a whallyned subsidiary of WLAN, Inc., a
Canadian corporation basad Ottawa. Docket no. 28 at 2. Most of Polaris’ relevant
documents and witnesses are located in OttéavaPolaris is not the original inventor of the
patents, but is an assignee and the present owner of them. Docket no. 1 at 3.

d. Evidence and Witnesses fnrm Non-Parties

I. SK Hynix

Both parties seem to agree that SK Hynix is a third ghetwill have relevant evidence
and potential witnesse®olaris’ infringement allegations implicathe use of either or both
Defendantsproductsn conjunction with industry standard memory; SK Hynix is the party from
whom Defendants state that they purchase this memory. Docket no. 25 at 10. In its yesponse
Polaris does not object fdefendantscharacterizatiomf SK Hynix as thesupplierof memay,
and even identifies certain SK Hynix memory in its complaint as the kind of meamedyin
conjunction with Defendants’ accused products. Docket no. 1 at 74-76.

SK Hynix is a Korean corporation. Docket no-2&t2-3. Its American headquarters
SanJose, California is its only Research and Development facility in North or Soondhmics.

Id. It also has a sales office in Austid.



ii. Industry Standard and Prior Art Witnesses

One of the issues in this case is the industry standard memory that Dé¢$épdaducts
and components utiliz&eeDocket no. 1 at ZThe standards for this memory were sed aeries
of industry meetings.

According to Defendants, third parties who participated in and have knowledge of the
standards meetingwvill be found in the Northern District of California.” Docket no. 25 at 5. In
particular, they point to Qimonda, a prior owner of the patenssit, who “had an obligation to
disclose its patent activity to the standards body, and was obligated to licepseetits under
reasonable and nafiscriminatory terms.”ld. Defendants identify Jeffrey Chung, a former
Qimonda employee who is currently based in San Francisco, as an individual with kreoafledg
the standards meetingdd.; Docket no. 25-8 at 2.

Defendants also point tove entities with a presence in Northern California that likely
participated in the standards meetirgys working collaborativelyto developthese or similar
patents’ Docket no. 25 at 6. Polaris points out that at least threhesk five entities have a
Texas presencebringing themwithin the subpoena power of district court in either San
Antonio or Austin® Docket no. 28 at 16.

Defendantsadd that these witness@dong withothers located in Northern Californiae
also lkely sources of prior andthat someare previous assignees of the patémisuit. See
Docket no. 25 at 6 (citing Docket nos.-252513, and 25t4). Polaris does not contest the
whereabouts of these witnesses or provide locatiomsheir similarwitnessesbut argues that

such witnesses are rarely called at trial.

* These entities are AMD, Altera, Etron, SK Hynix, and Intel. Docket fiat 3.
® According to the declarations and evidence provided by Polaris, SK Hynix sales office in Austin,
AMD has an office in Austin, and Altera has an office in Richardson, T®&aket nos. 2&, 2814, and 2815.
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lii. Inventors of the Patentsin-Suit

The inventor of one of the six patemtssuit is located in the Northern District of
California; another is located in Austin. Docket no-2®f the other six inventors listed aihe
four remaining patents, one is locateceach ofGeorgia,Colorado,and Idahqg andthree are in
Germany? Id.

iv. Prosecuting Attorneysof the Patentsin-Suit

There are six prosecuting attorneys listed on the paitessisit. Two are located in Texas
(one in Houston, one in Dallas). Docket nos.72288. One is located ithe Northern District
of California Docket n0.28-6. The others are located in New Yoiprida, and Mayland.
Docket nos. 28-9, 280, and28-11.

Application

The parties agree that thastion might have been brought in either the Northern District
of California or in the Austin Divisin. Moreover, he parties agree thaine private interest
factor—other practical problems that make trial easy, expeditious, and inexpemsid¢hree of
the four public interestconvenience and justice facteradministrative difficulties of court
congestion, familiarity with forum and goveng law,and avoidance of unnecessary problems of
conflict of laws—are neutral Accordingly, the Court turns to the contested convenience and
justice factors.

a. Private Interest Factors

I. Relative Ease of Access to Sources of Proof
Defendants argue that the majority of the evidence in this caseésNVIDIA’s control

in the Northern District of Californialhey argue that thenost evidencéntensiveissuein this

® The presenibcationsof two o the three German inventoasenot presently available, but the most recent
information indicates that they were in Germany.



caseis whether NVIDIA is infringing because all of thefringementclaims in this case-
including those against Delican be resolved by determining whether NVIDIA’'s component
products are infringing. They argue that “[w]hile the Federal Circuitobhagrve that ‘the bulk

of the relevant evidence usually comes from the accused infringer’ int peEtérgement cases,
that is not the case here where Dell does not design or develop the accused technical
functionality, but simply resells it in its products.” Docket no. 25 atFtdm this perspective,
Defendants argue that Dell's alleged infengent is conditional upon NVIDIA's alleged
infringement; if NVIDIA does not infringe, neither does Dell. Docket no. 33 aBa6ed on this
interpretation of Plaris’ claims against Del-that they areperipheral to the claims against
NVIDIA —Defendants focsion evidencén Californiabecause this evidence will be dispositive
of the entire case.

Polaris, on the other hand, argues foatsome of the patents and claird&ll infringes
independently of NVIDIAbecauseof the wayDell combinesan infringing NVIDIA product
with other componentsSee suprdootnote 3 It argues that this manner of infringement on
Dell's part warrantstrongerconsideration of Dell’s tieotthe Western District of Texas because
thisindependent infringememtill turn onevidence that isnderDell’s control inRound Rock.

There is no evidencl®catedin San Antonioso this factor favors transfdo either the
Northern District of California or the Austin Divisioaking stock of the parties’ arguments on
whether Polaris’ claims against Dell are peripheral to those against NYtBDiBAfactor weighs

in favor of transfer to the Northern District of Califordialhe main patent infringement

" The question of peripheral patent causes of action does not have independasignifignce as actor
or requirement inhis transfer analysi©n this point, he parties argue over the meaning of cases suc® &lecs.
Inc. v. Advance Creative Computer Corp31 F. Supp. 2d 804 (E.D. Va. 2001) &aimsung Elecs. Co. v. NVIDIA
Corp, No. 3:14CV-757, 2015 WL 152643&.D. Va. Apr. 3, 2015). To the extent that Polaris argues strictly that
“Dell's contacts in the Western District of Texas matter"a normaltransfer analysis, Docket no. 28 at 13, the
Court agrees, and considd@ell's operations as they fit int® 1404(a)'sfactors The @urt clarifies, however, that

9



allegations m this case are against NVIDI&Rolaris alleges that the parties inffe six of its
patents, with NVIDIA infringing all sixand Dell infringing only three; fahesethree thatDell
allegedly infringes, at leastome of Polaris’ allegations atkat Dell infringesby merely re

selling alreadyinfringing NVIDIA products® Thebulk of NVIDIA's evidence is in California.
Though a potentially relevant NVIDIAengineelis based in Austin, this enginesone does not
indicate that evidence of NVIDIA's infringement will be relatively eas®raccess in Austin

than in Santa Clarathis engineereports to higheups in California, and NVIDIA’s presence in
California dwarves its presence in Texasen consideringhis engineerThe most important
peopleto NVIDIA’s accused products (the seven Chip Managers) are in Santa Claiia]AN¥

Santa Clara headquarters houses more than 10 times the number of employees thamthe Aust

office and more than 20 times the number of employees who have knowledge of the accused

finding whetherall claims are peripheral is neither necesganyor dispositive of this motion to transfer, as Polaris
indicated might be the case at the November 10 status conference

Cases dealing with peripheral patent causes of action addressesrendificenario and type of motion.
E.g, LG Elecs. Inc. v. Advance Creative Computer Got1 F. Supp. 2d 804 (E.D. Va. 2001). In such caeses,
transferee venue’s lack personal jurisdiction over one of multipendahts makes transfer impossible because the
case could not have been originally brought in the transferee Mehat 809-11. Courtsthenconsider whether to
severthe claims against each defenddrdansferthose that could have been broughtha transferee venue, and
staythose left behind because resolution of the transferred claims detddnire the remaining peripheral claims.
Id. at 811+16.

In Samsungfor example—a case that both parties contend supports their positivo patentdeferdants
moved to sever, transfer, and st8amsung2015 WL 1526438 at *1 (E.D. Va. 2015). The law applied by the court
indicated that a motion to sever, transfer, and stay could be gramei the claims were peripherdd. Finding
only that one patdrclaim was not peripheral, the court denied the motion on this basiswilthoeit conducting a
separate § 1404(a) analysid. As noted, Defendants in this case seek simply a transfer. They do nahseeek
severance, transfer, and stay sought by thendieints irSamsungnd similar cases.

Dell's operations will be considered in the traditional § 1404(a) analysisvhether the claims against
Dell are peripheral does not perrttie Court to bypass the § 1404(a) analysisither direction Thefacts of this
inquiry merelyoverlapwith someprivate interest factors in the normal § 1404(a) analysis, such asgadase of
access to sources of proof and cost of witness attenda@ed?enda Corp. v. STK, LLEo. CIV.A. 035578, 2004
WL 2004439, at *2 (E.D. Pa. Sept. 7, 2004) (discustirgperipheral nature of patent claimgainst a reseller
within a discussion ofa private interest factor in a 8§ 1404(a) transfer). Accordingly, thet@oes not reach the
question of whether Polaris’ claims against Dell are peripheeduse iis neither necessary to the determination of
this motion to transfer nor appropriate for decision in lighthef relatively undeveloped record in this ceSee
TiVo Inc. v. AT&T Ing.No. 2:09CV-259, 2010 WL 11436066, at *3 (E.D. Tex. Sept. 17, 2010) (withholding a
decision on whether infringement claims against one defendant werbgpaltifp claims against another defendant
because such a finding “requires a more fully developed record and veoptdrbature at thtime.”).

8 “The allegations against Delhclude patent claims that are satisfied by Delhde systems that include
graphics processors or cards (provided by NVIDIA) coupled to memory (providddrthyparties) via circuitry.”
Docket no. 28 at 11 (emphis added).
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products; the bulk of NVIDIA’'s marketing is done from Santa Clara. InsadaNVIDIA is
concerned, the Northern District of California is clearly the more convefuant in terms of
access to evidence.

Considering Dell’'s operations in Round Roakpstof evidence in this case will still be
easier to access in California thamAustin. Without making dinding on whetheall of Polaris’
claims against Dell are peripheral, at lessmeof Polaris’ claims against Dell arg Though
Round Rock willhouse sme sources of proof omhatevemonyperipheral claim$#olaris asserts
sources of proof on the majority of clamthoseasserted against only NVIDIA anthiose
asserted against Dell that a@mittedly peripheral to claimegainst NVIDIA—are more easily
accessible in California than in Austin.

In addition, Dell's operations iRound Rock as they relate to this lawsuit, and therefore
the likely ease of access tevidence,are not to be overstated. William Guerra, Director of
Graphics Engineering at Dell, stated that Diskelf does notconnectprocessors and GPUs to
memory, which is the acthatPolarisalleges support#s nonperipheral claimsThough a Dell
teambased in Round Rodelected\VIDIA’'s components' theevidentiary significance of this
choice is reduced by the facthe implementationof this decision(i.e. the connecting of
NVIDIA’s componentswith other componentinto Dell’'s products)is carried out by third
parties.

Polaris argueghat “NVIDIA and Dell ‘cooperate and act in concert’ in [the Western
District of Texas]to design and develop Dell's hardware combining and integrating NVIDIA’s

graphic processors and cards to make Dell’s infringing systems.” Dogk&8 at 15. Access to

® Pdaris identifies only one claim in one of the patentsuit as justifying a noperipheral allegation
aaqainst Dell. Though the Court recogniZgslaris cited this claim as an example, Polaris identifies no other similar
claims in its bréfings, nor did it do so at the Novemberst@tusconferenceSee alsdanfra footnote 11

19 Defendants represented at the November 10 status conféhahoeimerous members on thisférson
teamare in Taiwan, not Round Rock.
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this evidenceslightly favors a transfer to Austin. First, this evideneppeargelevantonly to
whatever norperipheral claims Dell asserishicharenot the majority of claims or issues in this
lawsuit. See id (referencing “Dell’s infringing systems”). Secorttle only issue to which this
evidence is relevant the Defendants’ stated mind, which can likely be proven with relatively
little evidence.Though thisevidencemight point to a transfer to Austiit, composes a small
fraction of the total evidenasompared to the evidence that will be presented regatigengnore
prominent issues in this case, and so ease of access to it is not affordedigraat we

For the reasons above, the ease of access to evidence factor favors trarséer to t
Northern District of California.

il. Cost of Attendance for Willing Witnesses

When the distance between the existing venue and a proposed venue is greater than 100
miles, the Fifth Circuit’s 10@nile rule dictates that “the factor of inconvenience to witnesses
increases in direct relationship to the additional distance to be nldv@kswagen,|371 F.3d
at 204-05. Austin is within 100 miles of San Antonio, but California is matcordingly the cost
of attendance and inconvenience for willing witnesses wedgfferently when considering a
transfer to California.

Aside from thedistancebetween an existing venue and a proposed venue, the weight of
this factor also depends on whether the willing withessesnangarty witnesses oparty
witnesses. District courts in the Fifth Circuit routinely afford more weighthe convenierec
and cost fomon-partywitnessesE.g., Healthpoint, Ltd. v. Derma Scis., In839 F. Supp. 2d
680, 690 (W.D. Tex. 2013). Still, “the court also appropriately considers the cost of atienda
of all willing witnesses."Mimedx Group, Inc. v. Tex. Human Biologics, ido. 1:14CV-464-

LY, 2014 WL 12479284, at *2 (W.D. Tex. Aug. 12, 2014) (emphasis original).
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The Court again finds that this factor weighs in favor of trarmfeéiof San AntonioNo
potential witnesses are in San Antorfsmme witnessesparicularly those fromDell—would
come to San Antonio from less than 100 miles away, diminishing not negatingthe
importance of this factor as to thema San AntonieAustin transferAll other witnessesvould
cometo San Antonio from further than 100 Ieg Accordindy, this factor favors transfer, and
the Court turns to whether this factor favors California or Austin from the peksgseat both
non-party and party witnesses.

1. Non-Party Witnesses

“[1]t is the convenience of noparty witnesses, rather than of party witnesses, that is
more important and accorded greater weight in a transfer of venue analgsislthpoint 939
F. Supp. 2dat 690 (quotingFrito-Lay N. Am., Inc. v. Medallion Foodsc., 867 F. Supp. 2d
859, 869 (E.D. Tex. 2012)).

The most important of the ngrarty witnesses is SK Hynix, the party from whom both
NVIDIA and Dell purchase the memory that combines with their products to contpkete
alleged infringementSK Hynix’s importance is relevant even #my non-peripheral claims

Polaris might assedgainst Delf*!

' In describing Dell's alleged infringement of Claim-éhe lone identified example of a nperipheral
claim—Polaris briefing states:

For example, asserted Claim 16 of the 344 Patent recites ‘[a] system siogipai processog
memory and a circuit coupled between the processut the memory . . . NVIDIA’s graphic

cards (which include the processmupled to memojyare accused of directly infringing Claim

16. But any NVIDIAprovided GPUs (which include a processor) that are sold uncoupled to
relevant memorgomponent are not accused of directly infringing Claim 16, because the accused
system that includes the NVIDIA GPU coupledte third-party memorys only fully assembled
when Dell assembles the motherboard for use in its products. It isoti@ing on Dell's
motherboard of the various components that creates the accusetly difeinging system, and

that coupling is performed by Dell.

Docket no. 28 at 7. (emphasis added) (citations and footnotes onfgkedjynix supplies NVIDIA and D& with
the memory described Polaris’ characterization dahis allegation
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Polaris points out that SK Hynix “has offices in the Western District of Tekascket
no. 28 at 14. This characterization of SK Hynix’s corporate operations glogse the facts as
presented-SK Hynix has donesales office in Austin. Docket no. ZBat 2-3. Polaris offers no
explanation of how SK Hynix employees working in what appears to be a satddgeofiace
would have technical knowledge regarding the design and development of SK Hynixdsymem

On the other hand, SK Hynix’s American headquarters is in San Jose, Califtvough
noindividual is identified by name, it is far more likely that SK Hynix’s technical wgaegsvith
knowledge of the relevant memory components would be located in SK Hynix’'s American
headquarters in San Jes#s only research and development facility in the Ame#reegther
than a satellite sales office in Austin. For this reason, the cost and comecfaetor relating to
the nost important third party witness heavily favors transfer to the NorthertridDisf
California.

Convenience of other ngmarty witnesses also favors transfer to the Northern District of
California, though the relative weight of convenience for theseesses is lower, as it is less
likely that they will be called at trial and even if they are, it is likely that fewer wadnto be
called

As pointed out byNVIDIA at the November 10 status conference and in their answers to
this lawsuit,NVIDIA’'s answers and counterclainmaplicate the industry standards set for the
memory at issueSeeDocket no. 19 at 223, 32-35. NVIDIA identifies Jeffrey Chung as an
individual, formerly employed by the prior owner of the guasin-suit, who is based in
California and who has knowledge of the relevant standards meetings. NVIDIA also identifies
five entities with a presence in Northern California who will also have reldsreawledge of

these meetings-SK Hynix, Altera, AMD, Etron, and Intel. Polaris argues that SK Hynix and
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AMD have offices in Austin and Altera has office in Richardson, Texas. As discussed,
though, SK Hynix’s presence in Austin is minimal compared to its presence in Qalifeee
Docket no. 2& at 2-3. Therefore, recognizing that SK Hyniavbrs a California transfer from
this perspective as well, fother companies with knowledge of standards meetings have a
presence in the Northern District of California, tethershave a presence ifiexas and one
named individual (Jeffrey Chung) is ithe Northern District of CaliforniaOn balancecost and
convenience to the standards meetings witnesses favors transfer to @aliforn

Defendants also identify these same entitedeng with Californidbased Rambusas
likely sources of prior art evitkee.The convenience and cost to these witnetsew's transfer
to California, but the relative weight of this factor with respect to theseesges, though, is
slight or nonexistentfor two reasons. First, prior art witnesses rarely testify at trilctw
reduces but does not extinguish consideration of cost and convenience for thesesvBeess
PersonalWeb Technolgies, LLC v. NEC Corp. of Am.,, INo. 6:12CV-655, 2013 WL
9600333, at *8, n.13 (E.D. Tex. Mar. 21, 2013Becond, Defendants suspélat prior art
witnesses such as Rambus and Intel “developed, demonstrated, and sold pradugbéetiment
the technology described in the prior art references.” Docket no. 33 at 15. If itdeesl the
case, this could be the type of prior art evigethat coulde appropriate fdive testimony but
Defendants only “believe” this to be tlase Id. It could well bethat these prior art withesses
may not “have important evidence to offer that is not reflected in the writings, such as&vide

to esablish a prior public use or an -gale bar.”Advanced Processor Techs. LLC v. Atmel

12 polaris citesPersonalWebfor the proposition that prior artists “rarely, if ever, testify at trial.”
PersonalWep2013 WL 9600333 at *8 n.13; Docket no. 28 at 21. The colremsonalWebnade this observation
in a footnote after finding that § 1404(a)’s factor regarding the avéiatii compulsory proceswas neutral in that
case because “[bloth sides identified a significant number of inwenfoprior art within the subpoena power of
their desired forums.Id. at *8. Polaris’ argument on this poiotwerlooksthat in PersonalWepprior art witnesses
were neutral because they had an equal presence in both proposed farubres;ause they are rarely called for
trial. Therebre, while the Court tempers the weight to be accorded to prior art sémasrecognition of the fact
that they rarely testify at trial, their cost and convenience is at least tosida@d.
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Corp, No. 2:12CV-152-JRGRSP, 2013 WL 1279053, at *5 (E.D. Tex. Mar. 26, 2013). Still,
even if withesses may not have much to add to the writings through their liwadagt the
weight of this factor is only diminished and not eliminatgee id(*On balance, the Court finds
that some weight, but not substantial weight, should be accorded the 33 references.”).
Accordingly, prior artwitnessedavor transfer to théNorthernDistrict of California, even if only
slightly so.

The only norparty witnessg for whom trial will be moreonvenient inTexasare the
patent inventorsand prosecuting attorneys. One inventor is locdked Northern District of
California and anothers located inAustin. The other three Americdrased inventors are in
Idaho, Colorado, and Georgia, and three more inveri@s Germany—all closer to Texas
than California. Of the prosecuting attorneys, one is locatdibithernCalifornia, two in Texas
(Houston and Dallas), one in New York, one in Florida, and one in MaryBewhuse all of
these locations are more than 100 miles from both Californiacdhdr venue inlfexas, the
relative inconvenience and cost to these inventors and prosecutingeiocreases in direct
proportion to the additional distance to be traveled. This factor favors transfestia Aom he
perspective of the inventors and prosecuting attorneys, though the Court notdkisthat
inconvenience is limitedor the Germannventors as the 100nile rule has not been “rigidly
applied” in patent cases whettee added distance is smabbmparedo the total distance to be
traveled Seeln re Genentech, Inc566 F.3d 1338, 1344 (Fed. Cir. 2009) (recogniziveg the
added milege of a transfefrom the Eastern District of Texas to the Northern District of
California was not to be given “substantial weiglitbom the perspective of witnesses traveling

from Europé.
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In sum, the cost and convenge of the most important thigharty withesses-those
from SK Hynix—heavily favors transfer to the Northern District of California. In addijtcost
and convenience for other third party witnesses, including those with knowledge ohtterdsa
meetingsand prior artalso fawr transfer tathe Northern District of California, but ongfightly
so. To the contrary, this factor favors transfer to Austin from the perspectivee giatent
inventorsand prosecuting attorneys, libeirincreased cost and inconveniengeaot significant
enough to outweigh that of all other nparty witnesses.

2. Party Witnesses

As previously discusseeven ifsomeof the claims in this lawsuit relate to Dell’'s ron
peripheral infringement of Polaris’ patentspstof the claims relate to NVIDIA, either as an
allegedinfringer itself or as an allegedgupplierof infringing components to Delk re-selling
infringer. With this in mind, NVIDIA’s witnesses will be the most important paritpesses at
trial and will be called in the greatesimber Though NVIDIA identifieda singleAustin-based
engineer who might have important knowledge in this casesebenengineeranost likely to
testify—the Chip Managers-are all Californiabased. Therefore, the burden on the party
witnesseswvho will likely have to attend trial in the greatest numiefiar lower in California
than in Austin.

The Court recognizes thah individual from Dell's Round Rock team that selected the
NVIDIA products may be &ial witness, but tempers the potential valuswéhawitnessin the
context ofthe larger lawsuit. This witness’s testimony would relate only to Polaris® non
peripheral infringement allegations against Dell, which, as discussedjot the majority of
allegations in this lawsuven assuming that Polarvalidly states any neperipheral claims

Furthermore, the overall burden of makmBell witness travels, at worst, an even traadgf—

17



if trial is heldin Austin, the critical NVIDIA witnesses will likely be forced to travel from
California whilea Dell witnesscan stay localif trial is held in California, a Dell withessay
travel* while NVIDIA’s critical witnesses can stay loc&@ranting a transfer to Californizould
be viewed as merely “shift[ing] the inconvenience” among pattieBechs., Inc. v. Marvin Test
Sys., InG.No. SA10-CV-319XR, 2010 WL 2303371, at *6 (W.D. Tex. June 7, 2010). thig
shift of convenienceoccurs notbetweena defendantnd a plaintiff with different views on
transfer but from Defendant NVIDIA to Defendant Dellvho desires the transfeBee id.
(“Though the San Antonio Division of the Western District of Texas is cleadyctas/enient to
Defendants witnesses than the Central District of California, transferring the casdiftarr@a
would merely shift thanconveniencgfrom Defendant’'s withessedp Plaintiff's witnesses.
(emphasis added)Because thenost inconvenienced party is Dellho desiredransfer,and
because the increased cost to Dell is at letisét by savings to NVIDIA,the cost for Dell
witnesses to attend does not justify denying transfer.

Polaris argues the cost of attendance for its witnesses, traveling mostlyOfttawa,
Canada, would be greater to California thatstin based a distance and flight patterns. The
Court acceptshis argument-a flight from Ottawa to California is longer than one to Austin
andrecognizes thathe inconvenience to Polaris’ withnesses favdustin. Still, the importance
of inconvenience for Polaris’ withesses is minimal because Polarisyisaaeicent assignee of
the patentsn-suit and did not invent them, diminishing the technical importance of any
testimony that Polaris’ witnesses could present. More importamkign balancindghe relative
inconveniencdetweenNVIDIA, Dell, and Polaris witnessefhe total inconvenience of making

all party witnesses travel to Austin would be greater than making them travaifeori@a.

13 At the November 1@tatus conferencé®ell indicated that, due to its presence in the Northern District of
California, its employees traveling from Round Rock would have esffitomwhich to work remotely making
travel to California convenient for them.
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In sum, because NVIDIA’s party withess&a® likely to be called in the greatest number
more weight is accorded to theost and convenience, which will be maximized in California.
Though Dell’s witnesses will be more inconveniengedalifornia, their importance to trial is
lower than NVIDIA’s witnesses, and Dell, who seeks this transfer, acceptsctieased burden
andcost that would accompany a trangfeCalifornia Though Polaris’ witnesses would have to
travel slightly further to California, their inconvenience does not outweighahéte other
parties’, and these party witnesses would be the least likely talleel m this caseFor the
reasons stated abovéetcost and inconvenience to both +pamty andparty witnesses favors
transfer to the Northern District of California.

lii. Availability of Compulsory Process to Secure Attendance of Witnesses

Under the Federal Rules, a district court may compel attendance ofparipnvitness at
a trial, hearing, or deposition “within 100 miles of where the person residesplsyeuh or
regularly transacts business in persbab. R. Civ. P.45(c)(1)(A). Bggond 100 miles, noparty
witnesses may be compelled to attend trial if they athaistate in which the district court sits
and “will not incur substantial expenseEd: R.Civ. P.45(c)(1)(B).

The parties admit that this factor is neutrah transfe from San Antonio to Austin; the
dispute on this factor concerns the difference in availability of compulsory prbeeseerthe
Californiadistrictcourt and either Texa#istrict court.

The parties’main arguments on this factenirror the arguments orthe cost and
convenience factor because both depend on wherparty withnesses are physically located in
relation to trial. Polaris adds that Defendants have not identified or proven tleficspe
individuals employed by the corporate third partieslacated in California rather than Texas.

Docket no. 28 at 15.
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Though there is a strong overlap between this factor and the costcangenience for
traveling witnesses, th€ourt finds that this factas neutral for a reason not addressed by the
parties Regardless of where relevant witnesses are located, neither Polaris norabsfend
arguedor proved that the availability of compulsory process would bessacy to secure these
witness’attendance at trial, making this factor neutrdalthpoint, Ltd. v. Derma Scis., I1n839
F. Supp. 2d 680, 689 (W.D. Tex. 2013) (“[W]hile [Defendant] has mentioned certain witnesses
that live in and around [the proposed venue], it has not argued that compulsory process would be
necessary to secure their preseactrial. In the absence of such claims, this factor is neutral.”).
Because no party has argued that compulsory process is necessary, this fagt@lis ne

b. Public Interest Factor—Local Interest In Adjudicating Local Disputes

Turning to the public interest factors in the § 1404(a) analysis, the parties dmntextc
three of these four factqgrand the Court finds that they are neytementioned aboveThe
only factor the parties contest is the local interest in adjudicating local dispine Courfinds
that this factor favors transfer; as between the Northern District ofo@uadifor Austin as the
proper transferee venue, the Court recognizes that it is a close call, batthigdvors Austin.

The parties’ arguments on this factwe simpleDefendants argue first that San Antonio
has no local interest in thisontroversy because no partiase located here. As between
California and Austin, Defendants argue that California is proper becaus®IAME
headquartered there. Polaris, on the ottaad, argues that this factor favors the Western District
of Texas because of Dell's large presence in Round RadkNVIDIA’'s small presence in
Austin.

NVIDIA has its 3,820 employee headquarters in California and an office of 300

employees iMustin. Ofthese employees, 2,630 in California aner 100 in Austin work on
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NVIDIA’s accused products. Dell has its headquarte®Rdand Rock, but the parties provide no
further description or statistics relating to the precise size of Dell’s tipegan either ptential
forum either as a whole or as it relates to the accused Dell's accused prédemitsis merely
states in its response that Dell is “a $50 billion a year company headgdadrtehis District,
with more than 100,000 worldwide employees and witsubsidiary office in San Antonio.”
Docket no. 28 at 19.

Again, this factor does not favor San Antonio. Delfgin presence in the Western
District of Texas is in Round Rock in the Austin metropolitan area, not in San Antonio.
NVIDIA’s Texaspresence isni Austin. Polaris has provided no explanation for why a lawsuit
based in a different city nearly 80 miles away is a local controversy in Sanid/t

This factor favors transfer to Austin, but by a narrow marfine only evidence cited by
the parties in terms of size of operations relates to NVIiDIBoth California and Austin. gide
from describing Round Rock as Dell's headquarters, the record does not descrilse Dell’
operations with specificity. Similbs, there is no indication regardinige size of RIlI's presence
in Northern California, if indeed it hasne Moreover, Polaris’ argument that Dell is a large
company with high revenues and many employees worldwide doespeafically tie itself to
Dell's local presence in AustirStill, the Court recgnizes that Dell is a major corporation
headquartered iRound Rock, andh headquarters in a certain location gives that location a

strong local interest. Counterbalancing Austin’s local interests in the affilSell and

14 Dell also represented at the November 10 status conference that it had someefirestem Northern
District of California, though it does not describe or mention this predarits briefing.

15 polaris argues that NVIDIA has a “GPU research center3an Antonio.Docket no. 28 at 19As
Defendants point out, however, this “research center” is merely abDIRWupportedacademic program at the
University of Texas at San Antonio. Docket no. 33 at 17 (citing NXI®website). There are 128 such centers
worldwide. See d. Other similar centers are locatetlthe University of California, Berkelegnd Santa Clara
University (in the Northern District of California) and Texas Statéversity (in the Western District of Texa§ee
id. Consideratiorof thesecenters is neutral in terms of local interest.
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NVIDIA, and Northern California’s lcal interests in the samthe Court finds that this factor
favorstransfer to Austinbut not by an overwhelming margin.
CONCLUSION

No convenience and justice factors favor keeping this case in San Arkadactors
are neutral (compulsory processther practical problemsgdministrative difficulties of court
congestion;familiarity with forum and governing lawavoidance of conflicts of laws issues).
Only one factor (local interest) favors transfer to Austin, but thevelahportance of this factor
is slight compared to theemaining two factors (ease of access to eviderwst;and convenience
for traveling witnesses), which are the most important factors and stri@awglly transfer to the
Northern District of California.

Accordingly, the Court hereby GRANTS Defendant’s Motion to Transfer (Docket
25) under 8§ 1404(a)it is herebyORDERED that this action be TRANSFERRED to the United
StatedDistrict Court for the Northern District of California.

It is so ORDERED.

SIGNED this5th day ofDecembef016.

\

oy —

XAVIER RODRIGUEZ
UNITED STATES DISTRICT JUDGE
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