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IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, NORTHERN DIVISION

PHILLIP M. ADAMS & ASSOCIATES,
L.L.C., a Utah Limited Liability Company, MEMORANDUM DECISION AND

o ORDER:
Plaintiff, e DENYING [870] HEWLETT -
PACKARD COMPANY AND THI
VS. LA'S MOTION TO QUASH

ASUSTEK’S DEPOSITION

FUJITSU LIMITED, FUJITSU AMERICA, SUBPOENAS

INC., MPC COMPUTERS, LLC, SONY e GRANTING HEWLETT -

ELECTRONICS INC., WINBOND PACKARD COMPANY AND THI

ELECTRONICS CORP., ASUSTEK LA’S REQUEST TO SHIFT COSTS

COMPUTER, INC., ASUS COMPUTER ¢ GRANTING ASUSTeK’S [903]

INTERNATIONAL, QUANTA COMPUTER, MOTION TO COMPEL

INC, QUANTA COMPUTERUSA, INC., DEPOSITIONS AND

QUANTA MANUFACTURING, INC,, PRODUCTION OF DOCUMENTS

MICRO-STAR INTERNATIONAL FROM HP AND THI LA

CORPORATION, LTD., MSI COMPUTER

CORPORATION, NATIONAL Civil No. 1:05CV-64 TS

SEMICONDUCTOR CORPORATION,

The Honorable Ted Stewart
Defendants. Magistrate Judge David Nuffer

And Related ThirdRarty Claims

This order resolves ngparties HewletPackard Company (HP) and Thi La’s Motion to
Quash ASUSTeK Computer, Inc. and ASUS Computer International’s (collgcth@USTeK)
June 30, 2009 deposition subpoena to HP and July 8, 2009 deposition subpoena to FiRi La.
and Thi La’s motion is DENIED in that the subpoenas are not quashed. However, HPS$ reque

for costshifting’ is granted This order alsgrantsASUSTeK’s Motion to Compel Depositions

! Non-Parties HewletPackard Company and Thi La’s Motion to Quash ASUSTeK'’s Depositibpdgmas, docket
no. 870, filed July 27, 2009.

2 Memorandum of Supporting Authorities RBon-Parties HewletPackard Company and Thi La’s Motion to
Quash Asustek Deposition Subpoenas (HP Memorandum)&t17-18,docket no871, filed July 27, 2009.
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and Production of Documents from HP and Thiliagluding the July 24, 2009 subpoena
served on HP and Thi La.
L. Introduction

In the 1ate1980s, Dr. Phillip Adams identified a defect in the NEC 765A floppy disk
controller (FDC) which was present in most personal compfitens Adams believed that the
defect in the FDC could cause the random destruction or corruption of data without proper
notification to the user that data had been destroyed, which potentially could leadus se
consequences.Since his disovery of the defechr. Adams has devoted substantial amounts of
time and effort to developing various solutions for FDC defédds. Adams decided to patent
the computer technology resulting from his development effiditsy the first patent application
in 19927 To date, at least five patents have bissned as the result Bir. Adams’ efforts®
Each of those patents has been purportedly assigned to Phillip M. Adams & Aessbti@t
(Adams) the Plaintiff in this case.

The FDGrelated defects have given rise to multiple lawsuits over the past se\esl ye
one of which culminated with a $2.1 billion clesstion settlementin the aftermath of that
classaction settlement, interest in Adams’ technology apparently increddiedied misuse of
that technology has given rise to Adams’ instant lawsuit agaBistSTeKand a number of
other companies in the computer industry.

“HP and Compaq Computer Corporation (Compagje defendants in several lawsuits

alleging that they sold computersntaining defective floppy disk controller (FIPC

3 ASUSTeK'’s Motion to Compel Discovefyom HewlettPackard Company and Thi La and for Expedited Brigfin
and Treatment by the Court, docket 803 filed August 14, 2009.
;‘Second Amended Complaint at 3, docket2®2, filed January 4, 2007.

Id.
®ld.at 2
"U.S. Patent No. 5,379,414
8 Second Amended Complaint at 2, docket2®2, filed January 4, 2007The United States patents identified by
Adams,i.e. the patentsin-suit, are as follows5,379,414 titled "Systems and Methods for FDC Error Detection and
Prevention” ("the '414 patent"); 5,983,002 titled "Defective Flopske&tite Controller Detection Apparatus and
Method" ("the '002 patent"); 6,401,222 titleDefective Floppy Diskette Controller Detection Apparatus and
Method" ("the '222 patent"); 6,195,767 titled "Data Corruption Detectmpafatus and Method" ("the '767
patent"); and 6,687,858 entitled "Softwatardware Welding System" ("the '858 patéent"
 Second Amended Complaint at 3, docket2®2, filed January 4, 2007.
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technology.’® “By an agreement dated May 1, 2000, HP licensed Adams' patented technology
andretained Dr. Adams as a nestifying, consulting expert in its FDC litigatioh™” “Between
May 2000 and January 2001, HP worked with Adams to implement his fix for the alleged FDC
error that was the subject of its FDC litigatioim. August 2000, HPeteased its first free
software fix for the alleged FDC errof? Compaq entered into a licensing agreement with Dr.
Adams in October 2002 In May 2008an Oklahoma state court approved a global settlement
releasing HP and Compag of all FDC actibhs.
. Nature of the Discovery Dispute
ASUSTeK manufactured motherboards that were used in HP prddus&USTeKsays

that Adams claims that ASUSTeK obtained copies of Adams’ patented programs frétm HP.
ASUSTeK believes it sent programs to HP entitled i&deand w2sec.exe in January 2000,
“long before HP had obtained any programs from Dr. Adathg'he time when these files were
sent is important because Adams claims that “ASUSTeK stole and copied Drs’Antagrams
that he provided to HP*® If ASUSTeK ®nt the allegedly infringing files before Adams had
provided these programs to HP then ASUSTeK could not have stolen the copy of the program
Adams provided to HPAdams asserts that ASUSTeK infringed Adams’ patents two ways:

1. ASUSTeK imported allegediyniringing detectors, iFdc.exe/w2sec.exe/w4sec.exe, into

the United States; and

19 Non-Parties HewletPackard Company and Compag Computer Corporation’s Opposition to Sony’s Motion t
Sompel at 3, docket n834, filed under seal, June 22009.

21g.

1d. at 4.

“1d. at 3.

15 Combined Memorandum (1) Supporting ASUSTeK’S Motion to Compel Discdweny HewletiPackard
Company and Thi La; and (2) Opposing Hewfegickard Company’s and Thi La’s Motion to Quash Deposition
Subpoenas (ASUSTeK Memorandum @47, docket no904, filed August 14, 2009.

°1d. at 2.

1d.

®1d. at 7.



2. Sam Yang, an eemployee of ASUSTeK, traveled to HP’s Cupertino facility in March
2000 and induced HP to infringe Adams’ patent by using ASUSTeK'’s infringing

detectors on HP pducts®®

ASUSTeK requests that HP and Thi, lsaformer HP employeé&provide documents and
testimony regarding communications between HP and ASUSTeK involving Adanpsiéints,
the Toshiba litigation which concerned the same FBI@ted errors at issue in this case, and test
programs or utilities used to address the ltgse FDC error.?® ASUSTeK served HP with a
subpoena for deposition on June 30, Z6@ada subpoena for document production on July 24,
2009.%

ASUSTeK served Thi La with a subpwefr deposition on July 8, 2008 and a
subpoena for document production on July 24, 260bhe same information ASUSTeK seeks
from HP,ASUSTeKalso seeks from Thi La “in her individual capacity as well as more
generally information Ms. La may possess about HP/ASUSTeK communicatfoASUSTeK
believes'Thi La has knowledge of HP’s interactions with ASUSTeK related to” Adatashs
against ASUSTeK®

HP and Thi La move to quash the ASUSTeK subpoenas, asserting that ASUSTeK has
already sent or receivedeimformationsought, and that HP and Thi La should not be

responsible tdocate angroduce the informatiofy.

19 Adams’ Notice of Preliminary Infringement Contentions and ClaimrSrend Inability to Prepare Final
Infringement Contentions and Claim Charts (Adams’ Notice) at Exhikiia§e 9docket no688, filed under seal,
January 5, 2009.

20 ASUSTeK Memorandum 904t 6.

ZLHP Memorandum 87t Exhibit A, page 2

221d., at Exhibit L, page 10.

2d. at Exhibit C, page 2.

241d. at Exhibit L, page 24.

% HP Memorandum 87ht 2.

% ASUSTeK Memoradum 9044t 3.

#"HP Memorandum 874t 1-2.



[l . Discussion

Fundamental principles regarding discovery apply to these motions. “A partgroestt
responsible for issuing and serving a subpoena must take reasonable steps tgpasoid im
undue burden or expense on a person subject to the subgdena.”

Parties may obtain discovery regarding any nonprivileged matter thatvamel

to any party's claim or defense .[T]he court may order disvery of any matter

relevant to the subject matter involved in the action. Relevant information need

not be admissible at the trial if the discovery appears reasonably calcaltad t

to the discovery of admissible eviderfCe.
“Relevancy, under this rule has been broadly construed to encompass ‘any potsabithe
information sought may be relevant to the claim or defense of any p&rt§then the
discovery requested appears relevant, the burden is on the party objecting to sbeerylis
notrelevant.®

HP and Ms. La argue that ASUSTeK has violated its duty ufel@iR. Civ. P. 45(c)(1)
by “requifing] HP and Ms. La to assume the burden and expense atlprg ASUSTeK with
informationit necessarily already obtain&tf. HP and Ms. La perssaely argue thatif a
communication betweedP andASUSTeK occurred in the past, ASUSTeK necessarily already
received or sent any sucbommunication Otherwise, there would be no such communication.

Likewise, if ASUSTeKprovided HP with atest progranor uilit[y],” it must have already had

the program.®

B Fed. R. Civ. P. 45(c)(1).

2 Fed. R. Civ. P. 26(b)(1).

30 Combe v. Cinemark USA, Inc., 2009 WL 3584883, at *2 (Utah Oct. 26 2009)y(ioting EEOC v. Sheffield
Financial LLC, 2007 WL 1726560, at *3 (M.D.N.C. June 13, 2007)).

31 Combe, 2009 WL 3584883, at *Ziting EEOC v. Sheffield Financial LLC, 2007 WL 1726560, at 33

32 Reply Memorandum in Support of Nétarties HewletPackard Company and Thi La’s Motion to Quash
Asustek’s Deposition Subpoenas and Hewheattkard Company and Thi La’s Opposition to Asustek’s Motion to
Compel Depositions and Production of Documents (HP Memorandum 922) at 2, do&&2, fited August21,
20009.

*1d. at 4.



ASUSTeK argues the informati@ought‘is unavailable because of the passage of
almost ten years since the operative actions in this ¢asEhis court has already determined
that “ASUSTeK would b expected to have communications with its customers about the FDC
error issue.®® Both parties araware of this court’s opinion #SUSTeK’s data retention
policies, or lack theredf It must be with extreme reluctance that ASUSTeK is now asking for
information which it sent or receivedASUSTeK argues that the passage of time cratged
inability to collect these documents from within its own companBut the same amount of
time haspassed for HP and Ms. laes for ASUSTeK.ASUSTeK orrectly assertthat Adam$s
contentions put communications between ASUSTeK anf/ildFLa at issué® however, these
are still communications to which ASUSTeK, at least at one point, had a&k®5§TeK also
submits that “ASUSTeK hamot obtained the information thatriow seeks* This assertion
that ASUSTeK has not obtained the information it seeks from HP and Ms. La, does nat addres
the question of what happened to the informadifter ASUSTeKoriginally sent or received
the requested information

ASUSTeK arguethat HP has access to this informati&xSUSTeK also asserts that
“counsel forHP indicatedhat HP produced documents in FDC related cases in the late 1990s
and early 2000s and that all of these documents are indexed and in boxes in a warehouse” but HP
“has failed to even look at the index for these boxes to see if they contain any tidorinat

would be responsive to ASUSTeK'’s subpoeAasASUSTeK believes it has provided HP with

¥ ASUSTeK Memorandum 904t 1.

% Memorandum Decision and Orde@raning in Part [492] Motion for Terminating Sanctions Against ASUS
Based Upon ASUS’ Spoliation of Evidence of Its Piracy; Granting in[Ba8] Motion to Strike; and Denying
[604] Motion to Strike (Motion for Terminating Sanctions) at 22, docke¥8a. filed March 30, 2009.

% See generally Motion for Terminating Sanctions.

¥ ASUSTeK Memorandum 9044 1.

**1d. at6-7.

%1d. at 1(emphasis in original)

“1d. at 4.



email communications between HP and ASUSTeK to help HP understaygdbeot

information that ASUSTeK is seekif§.ASUSTeK also asserts that HP’s counsel indicated that
“HP has had contact with Thi La and that Thi La has knowledge of HP’s int&rswtith

ASUSTek related to alleged FDC errors in 1999 and 2690.”

The information sought in the subpoenas is relevant to ASUSTeK'’s claim, andyigdikel
lead to the discovery of admissible evidence. HP and Ms. La will be required to ceinpiiye
ASUSTeK subpoenas.

IV. Cost Shifting

ASUSTeK has the responsibility ttake reasoable steps to avoid imposing undue
burden or expense on a person subject to the subpbeBatauseASUSTeK’s information
retention policiehave created the need for the disputed disco¥3STeKhas createdndue
burden or expense on HP and Thiihdhe subpoenas. Rule 45 provides a way to mitigate the
burden that ASUSTeK seeks to impose.

HP and Ms. La request ASUSTeK be required to pay all of HP’s and Ms. Laés'tdst
non-party required to produce documents or materials shoylbtexted agast significant
expense resulting from involuntary assistance to the duAlthough party witnesses must
generally bear the burden of discovery costs, the rationale for the gemeralinapplicable
where the discovery demands are made on nonpaftielénparty withesses are powerless to

control the scope of litigation and discovery, and should not be forced to subsidize an

“I1d. at 34.

“2|d. at 3.

“3Fed. R. Civ. P. 45(c)(1).

**HP Memorandum 87ht 17.

*SFed. R. Qi. P. 45(c) 1991 advisory committee’s note. “The court is not requiréxitteefcosts in advance of
production, although this will often be the most satisfactory acamtation to protect the party seeking discovery
from excessive costs. In some ins&s)dt may be preferable to leave uncertain costs to be determined after the
materials have been produced, provided that the risk of uncertaintlyidifclosed to the discovering partyd.
“6U.S v. CBS, Inc., 666 F.2d 364, 371 {aCir. 1982).



unreasonable share of the costs of a litigation to which they are not a‘daftlye’ 1991
amendment to Rule 45 converted tharts preamendment discretionary authority of shifting
costs to a mandatory obligati6h.

“W]hat constitutes an undue burden in a giverairs is a case specific inquiry?”
Leading authorities saw€tors considered imheterminatiorof undue burden on a nonparhay
include relevance; the need of the party for the documents; the particwigimityhich the
documents are described; the extent to which the producing party must sejsa@isive from
privileged or irrelevant matter; the burden impqgsee possibility of decreasing the burden
through an appropriate protective order; the financial resources of the nonpamyetest, if
any of the nonparty in the final outcome of the litigation; and the reasonabtgrtbe®xpenses
involved in making the productiol. In addition, othefactorsmight include any relationship of
the nonparty to the paets whether the requesting party at one point had the documents and
failed to preserve or produce those documents; and any voluntary acts of fretyeviich
involve the norpartyin the subject of the suit.

As explained above, the discovery requested could bear significarAdl$d8TeK'’s
defense. To defend against Adams’ assertion that ASUSTeK stole AdamsirfilélP
ASUSTeK is trying to prove it sent programs to HP entitled iFdc.exe and w2secJateiary
2000, “long before HP had obtained any programs from Dr. Ad@mA3USTeK has great
need for the subpoenaed information. Further, ASUSTeK describes the requesteatimfiorm

with sufficiert particularity to lessen the burden on HP and ThiA8USTeK asserts th&tP's

“T1d.

“81n re Exxon Valdez, 142 FR.D.380, 383 (D.D.C. 1992)sfating that nonparty must‘be‘protect[ed]. . .from
significant expense in producing the requested docuriig(dtteration in original)

%9 Concord Boat Corp. v. Brunswick Corp., 169 F.R.D. 44, 53 (S.D.N.Y. 1996jt{ng 9A Charles AlanVright &
Arthur R.Miller, Federal Practice and Procedure, § 2449, at 48 & nn. 333 (2d ed. 1995)

0 The Sedona Principles Best Practices Recommendations & Principles fessiddrElectronic Document
Produdion 11920 (Jonathan M. Redgrave et al. eds., Pike & Fisher 2005 Annotated Version)

*L ASUSTeK Memorandum 904 at 2.



counsehas already suggested that it has documents filed in boxes that relate to thatiafor
ASUSTeK is now seekintf

On the other handjiving ASUSTeK access tofiarmation it should already possess
burdensome to both HP and Thi UdP may have some residual interest in this litigation
because some of the claims involve HP’s license with Adam3 Hlia hasno interest in the
final outcome othislitigation. ASUSTeKs failure to retain should not justify passing tuest
of production othat information to third parties.

Nonparty HP and Ms. La should be reimbursed for the costs of producing the subpoenaed
information HP and Ms. La must, however, use the tnefficient method for completing
production. Attorneys should not do the work that can just as easily be done by a lstzaltass
or clerical workers supervised by a legal assistant.

The court will require HP anllls. Lato make a good faith estimatétbe cost of the
production within 14 days of the date of this order and provide that estimate to counsel for
ASUSTeK Within 14 days thereafteASUSTeKmay reduce the scope of the requeit if
desires. HP andMs. La areordered to comply with the subpoena, as modified by any further
reductions byASUSTeK within twenty-eight daysafter the deadline foASUSTeKto provide
any modifications. HP and Thi La, after production, may present their clainsé@dctual cost
to the court and file a motion for determination of cost shifting. This order does notidete

the extenof costshifting.

%21d. at 4.



ORDER
IT IS HEREBY ORDERED that neparty HP and Ms. La’motior’ to quash
ASUSTeK'’s subpoena is DENIED.
IT IS FURTHER ORDERED thdiP and Thi La’sequesto shift costs is GRANTED.
IT IS FURTHER ORDERED that ASUSTeK’s motitiito compel discovery pursuant to

the July 24, 2009 subpoena, the June 30, 2009 (HP) subpoena, and the July 8, 2009 (Thi La)
subpoena is GRANTED.

March 17, 2010.

-

Magistrate Judge Davitl Nuff

>3 Non-Parties HewletPackard Company and Thi La’s Motion to Quash ASUSTeK’s Depositibpcgmas,
docket no. 870, filed July 27, 2009.

> ASUSTeK’s Motion to Compel Discovery from Hewl€tackard Company and Thi La and for Expedited
Briefing and Treatment by the Court, docket @03 filed August14, 2009.
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