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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, NORTHERN DIVISION

ICON HEALTH & FITNESS, INC., a
Delaware corporation, MEMORANDUM DECISION AND
ORDER STRIKING ICON’'S FIRST
CAUSE OF ACTION IN ITS [293]

FIRST AMENDED COMPLAINT

Plaintiff,

V.
CaseNo. 1:10ev-00209DN-DBP
JOHNSON HEALTH TECH NORTH

AMERICA, INC., a Wisconsin corporation,
District Judge David Nuffer

Defendant. Magistrate Judge Dustin B. Pead

(N N’ N N N N N N N N N N N

Johnson Health Tech North America, InclHT") filed amotion and memorandum in
support ofits motionto strikelcon’sfirst cause of actioim its first amended complairit.The
motion was fully briefed by the parties. For the reasons set forth hereis, @dfion is
GRANTED.

Background

In December 2010, Icon filed suit against JH$eaating three causes of action:
infringement of two patentshe'213 paterftand the '631 patent) and unfair competition under
Utah state law.On May 17, 2011, JHT moved for partial judgment on the plgadismissing
Icon's unfair competition claifhand on July 22, 2013, after the partial stay in this case was
lifted, JHT's motion was grantéd part(the “Order”)* Icon's third cause of action, its unfair

competition claim, s dismissed without prejieg, and Icon was granted fourteen (14) days to

! Docket no. 294filed August 8, 2013.

20n July 22, 2013docket no. 289the first cause of action in the original complaint, alleging infringemenieof th
'213 patent, was dismissed

3 Docketno. 53

* Docket no. 288memorandum decision and order granting in part Johnson's motion for judgnibatpieadings,
entered July 22, 2013.
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restate its unfair competition clainThe Order stated:
IT IS FURTHER ORDERED that Icon shall have fourteen (14) days from

the date of this order to restate its Third Cause of Action in a supplemental

pleading setting forth specific facts supporting its unfair competition claim,

including any specific facts supporting JHT's alleged unfair businessgesacti

JHT's copying of Icon's inventions, the material diminution of Icon'decteal

property, and any other facts supporting Icon's unfair competition claims.

IT IS FURTHER ORDERED that failure to file thagplemental pleading

within fourteen (14) days shall result in dismissal of Icon's Third Causetam

with prejudice.

In response, on August 5, 2013, Icon filed its first amended complaint, in which Icon
provides more factual background related tauitkir competition claims its newly numbered
second case ofaction,® but also includes additial allegations related to itewly numbered
first cause ofaction for patent infringement of U.S. Patent No. 6,193,631 (the 631 Patent").
Subsequently, JHT moved to strike tirstfcause ofaction from Icon's first amended
complaint! arguing that Icon was not authorized and never sought leave to amend its patent
infringement cause of action. Specifically, JHT asserted that Icom'arfiended complaint
asserts pogte-examinationwhich concluded over a year agdaims against additional JHT
products and technologies not included in Icon's original complaint.

Icon contends that it "merely amended its [cJomplaint” to include specifie fac
supporting its unfair competition claim, which, according to Icon, "necessarides

amending and bolstering facts related to JHT's infringement of the '6&it,Ret Icon's unfair

competition claim is rooted in JHT's history and pattern of infringement anihgoyIcon

®1d.

® As set forth in Icon'§irst amendeadomplaint.

" Docket no. 294filed August 8, 2013.

8 Docket no. 301lcon's oppdsion to JHT's motion to strikat p.2, filed August 26, 2013.


https://ecf.utd.uscourts.gov/doc1/18312823168
https://ecf.utd.uscourts.gov/doc1/18312837803

argues that the allegations infitst amended complaint related to infringement of the '631
Patent demonstrate JHT's "continued pattern of infringement and unfair busiméssqthand
thusthefirst cause ofaction inits amende@¢omplaint should not be stricken.
Discussion

TheOrderunequivocdy (i) granted JHT's motion to dismiss lcon's unfair competition
claim; (if) gave Icon fourteen (14) days to file a supplemental pleading settihgsfretific facts
in support of that clairrand (iii) warned Icon that failure to file the supplemental pleading
within the prescribed time would result in dismissal of the unfair competition claim with
prejudice. TheOrder did not grant Icon leave or authorization to amendstschuse ofaction.

Icon hasnever moved to amend its complaitideed theonly basis that Icon had to
makeany changes to itsomplaint was th©rderentered in response 36iT's motion to dismiss
Icon's unfair competition claimicon was not granted leawe authorizatiorto amend itdirst
cause ofaction related to infringement of the '63atént.

Order

IT IS HEREBY ORDERED thalHT's motion to strike is GRANTED.

IT IS FURTHER ORDERED thatbn'sfirst amended complaint is stricken in its
entirety.

IT IS FURTHER ORDERED that Icon shall filesupplemental pleading entitled Second
Amended Complairif on or befordNovember 2, 2013 Icon’s Second Amended Complaint
shallmirror its first amended complaint, except it shall includeitiiengementcause of action

related to the631 patent from its original complaint, with no modifications or amendment.

°ld. at p. 3.

19 Naming the supplemental pleading a Second Amended Complaint should nosbreed as leave to make any
additional changes to the first amended complaint other than those de&aigéd This naming reqeiment is
simply for ease of utilizing CM/ECF.



IT IS FURTHER ORDERED that JHT's Answeéto Icon's first amended complaint is
likewise stricken. JHT shall fileneanswer to Icon's Second AmeddComplaintvithin seven
(7) days of service of IconSecond Amended ComplainiHT’s answer to Icon’s Second
Amended Complaint shall repeat verbatincibsinterclaims as those claims were earlier stfted
Because JHT's counterclaims will bestatedverbatim, Icon need not fde its answer to JHT's
counterclaims?

DatedNovemberl3, 2013.

BY THE COURT:

Dl Madfr

David Nuffer M
United States Districiudge

M Docket no. 300filed August 22, 2013.
1.
3 Docket no. 307filed September 9,043.
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