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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, NORTHERMIVISION

MEMORANDUM DECISION AND

ORDER
ICON HEALTH & FITNESS, INC., a
Delaware corporatign DENYING JOHNSON HEALTH TECH
NORTH AMERICA, INC.'S [316]
Plaintiff, MOTION AND MEMORANDUM IN
SUPPORT OF MOTION TO STRIKE THE
V. SECOND AMENDED COMPLAINT and
JOHNSON HEALTH TECH NORTH GRANTING ICON'S [318] CROSS
AMERICA, INC., a Wisconsin corporation, MOTION FOR LEAVE TO AMEND
Defendant. Case Nol1:10<v-209 DN

District JudgeDavid Nuffer

Defendant andounter-plaintiff Johnson Health Tech North Americe.'s ("JHT")
Motion and Memorandum in Support of Motion to Strike the Second Amended Confblaint
"Motion")* seels to strike Icon Health & Fitness, Inc.'s ("Icon") Second Amended Confplaint
with prejudice. Icon oppos&$iTs Motion and haalso filed a Cros$/otion for Leawe to
Amend (the "Cross-Motion"), which JHT opposes. Based upon the paréegranda, relevant
legal authority, and for the reasons setifan greater detail below, JHsSTMotion is DENIED,

and Icon's CrosMotion isGRANTED.

! Docket no. 316filed on November 26, 2013
2 Docket no. 315filed November 22, 2013.
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Background

Icon broughthis suit against JHT on December 14, 2616on's complaint alleged three
causes of action against JHT: patent infringement of Icon's U.S. PateniaX6,213 (the 213
Patent"), patent infringement of Icon's U.S. Patent No. 6,193,631 (the "631 Pataht'$tate
Law Unfair CompetitionUtah Code Ann. 8 13-5a-102(4}he "Unfair Competition Claim").

On May 17, 2011, JHT filed its Motion fétartialJudgment on the PleadinBsmissing
the Third Cause of the ComplaihdHT argued thafcon failed to allege sufficient facts to
support its Unfair Competition ClainWhile that motion was pending, JHT moved to stay "all
portions of the [case] except for [JHT]'s [c]ounterclaims [c]ount V andift]¥| for breach of
contract and declaratory relief" because the '631 Patent and the '213 Ratgémtaived in
reexaminatin proceedingd.lcon did not oppose JHT's motion to stay, but moved to stay the
entire case until the reexaminations were complétéT opposed Icon's motion for a complete
stay!

On September 19, 2011, JHT's motion to partially stay the case was grantednand Ic
motion to stay the entire case was deffidikither Icon nor JHEvermoved to lift the stayThe
stayremained in place untd dispositive motiorhearingon May 22-23, 2013 wkn it was lifted

based upon the parties' stipulation tiet reexamination proceedings weanplete® After the

% Docket no. 2

* Docket no. 53

®[JHT]'s Motion to Partially Stay Litigatiomjocket no. 66filed June 28, 2011.
®[Icon]'s Motion to Stay Litigationdocket no. 84filed July 15, 2011.

"[IHT]'s Memorandum in Opposition to Icon's Motion for Complete Stay andrihét Support of its Motion to
Partially Stay Litigationdocket no. 104filed under seal August 29, 2011.

8 Order,docket no. 114

° Sealed Minute Entnydocket no. 264entered May 22, 2013; Order Lifting Partial Stay (Dkt. 114) and Ordering
Alternate Dispute Resolutiodpcket no. 27lentered June 4, 2013.
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hearing, a written order lifting the stay was issued, whichralgairedicon toserve preliminary
infringement contentions relatedits '213 Patent? In June 2013Icon's cause of action for
infringement of its '213 Patent was dismissed with prejdtilmecausdcon failedto provide
preliminary infingement contentions related to that ‘213 Padsntequired by the written
order!?

WhenJHT'smotion for partial judgment on the pleadings was granted in part on July 22,
2013 Icon's Unfair Competition Claiwas dismissed without prejudideon was granted
"fourteen (14) days from the date of [the] order to restaf&nitair Competition Clairhin a
supplemental pleading setting forth specific facts supporting its unfairetaiop claim,
including any specific facts supporting JHT's alleged unfair businessgesaciHT's copying of
Icon's inventions, the material diminution of Icomtellectual property, and any other facts
supporting Icon's unfair competition claimé."

Icon's First Amended Complainwhich was filedAugust 5, 2013 imesponse tthat
order!® amended more than the order permittedn did re-pleadits Unfair CompetitionClaim
with additional facts, but without leave of courtaisomodifiedits first cause of actiofor
infringement of the '631 Patent. In response, JHT moved to strike the first cagtieofand to

require Icon to move for leave to amend its complaint toaagdlaims for infringement of the

19 Order Lifting Partial Stay and Ordering Alternate Dispute Resolutiooket no. 27]entered June 4, 2013.
™ Order Dismissing Icon's First Cause of Action with Prejudiceket no. 289nterediuly 22, 2013.
2 Order Lifting Partial Stay and Ordering Alternate Dispute Resolutiocket no. 27 1enteredlune 4, 2013.

13 Memorandum Decision and Order Granting in Part Johnson's Motion for dntignihe Pleadingsjocket no.
288

1d. at 4.
15 Docket no. 293
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'631 Patent® On November 14, 2013, JHT's motion to strike was graftimn's First
Amended Complaint was stricken in its entirety, and Icon was ordered to file asepél
pleading entitled Second Amendedn@aaint that "[should] mirror its first amended complaint,
except it shall include the infringement cause of action related to the '68dnHtam its
original complaint, with no modifications or amendmefit.”

On November 22, 2013, Icon filed its Second Amended Complaint, wiash
essentiallydentical(save for a few typographical errors that were corredtetd First
Amended Complaint, but included the infringement cause of action from its originplatotn
Shortly thereafter, JHTiled the instabhMotion in which it argues that Icon's Second Amended
Complaint should be stricken with prejudice due to Icon's alleged "utter digfegéine Court's
Order not once, but twicé>Icon opposedHT's Motion for several reasonslaiming that Icofs
Secornl Amended Complaint only did exactly what it was ordered to do.

Icon alsdfiled its CrossMotion for leave to file a proposed Third Amended Complint.
JHT oppaes Icon's CrosBlotion and argues that Icon's proposed Third Amended Complaint is
untimely,prejudicial, and futileJHT's Motion and Icon's Cross-Motion will each be discussed

below.

8 [JHT]'s Motion and Memorandum in Support of Motion to Strike First Cause of Afrtiom First Amended
Complaint,docket no. 294filed on August 8, 2013.

" Memorandum Decision and Order Striking&oFirst Cause of Action in its [293] First Amended Complaint,
docket no. 314

18d. at 3.
19 JHT's Motion at 5docket no. 316filed on November 26, 2013.

2 Memorandum Decision and Order Striking Icon's First Cause of Actids j293] First Amended Complaint,
docket no. 314
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Discussion
l. JHT's Motion to Strike.

Icon'sfirst cause of action for infringement of its '631 Patent was plppbrdin its
original complaint Because of the procedural history andiporders in this case related to
Icon's pleadings, and in response to JHT's first motion to $friken was ordered to file a
supplemental pleading entiti&kcond Amended Complaint. This supplemental pleading was
required tamirror Icon'sFirst Amended Complainbut to include the '631 Patent infringement
cause of action from its original complamather than expanding it. lIcon complied, and JHT
cannot now complain about Icon's compliance with the order. JHT's motion ésideni

ll. Icon's Cross-Motion to Amend.

Icon's Crosdviotion requests leave to amend its complaint to assert new allegations of
infringement related to additional JHT devices and to JHT's passportplayeraetmitenand its
associated "Virtual Active" mediddés. Amendments to pleadings are generally governed by
Rule 15?2 "Except when an amendment is pleaded ‘as a matter of course,’ as defireecbs; th
'a party may amend its pleading only with the opposing party's written consentouttie
leave."®®

Because th&purpose of the [dleis to provide litigants the maximum opportunity for
each claim to be decided on its merits rather than on procedural niéétiesyts should "freely

give leave when justice so requiré3Given this purposé[r]efusingleave to amend is

ZL[JHT]'s Motion and Memorandum in Support\btion to Strike First Cause of Action from First Amended
Complaint,docket no. 294filed on August 8, 2013.

2 seeFed.R.Civ.P. 15

Z Bylin v. Billings, 568 F.3d 1224, 1229 (10th Cir. 20@quoting Fed.R.Civ.P. 15(&)).

2 Minter v. Prime Equip., 451 F.3d 1196, 1204 (10th Cir. 20@8jternal quotations omitted).
® Fed.R.Civ.P. 15(a)(2)
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generally only justified upon a showing of undue delay, undue prejudice to the opposing party,
bad faith or dilatory motive, failure to cure deficiencies by amendmentopstyiallowed, or

futility of amendment.?® Whether to grant leavi® amend pursuant to Rule 15(a) is within this
court's wide discretiof’

JHT opposes Icon's motion to amend ardlprimary grounds. JHT contends that Icon's
motion should be denied because the proposed amendment is untimely, unduly prejudicial, and is
futile. As discussed belowhése arguments lack merit.

A. Icon's Proposed Amendment is Not Untimely.

Icon's proposedmendment is not untimely because all the claims and counterclaims in
this case, other than JHT's breach of contract and declaratorygotigiams, were stayed until
May 22, 20132 A written order lifting the stawas enteredn June 4, 2013 After the stay
was lifted, Icon did not delay iattempting taamendts complaint.lts first amended coplaint
was filed August 5, 201Rlthough kcon's first amended complaint was stricken because Icon
failed to seek leave prior to filing it, Icdras not shown a pattern of delay in this case. It did not
delay infiling its First Amended Complainin complying with tle order to file asupplemental
pleading entitled Second Amended Compl&irr in filing the instant motion to ameridlicon's

effortsand motiorto amend its complaiftave beetimely.

% Frank v. U.S West, Inc., 3 F.3d 1357, 1365 (10th Cir. 1993)

27 See Minter, 451 F.3d at 120¢itations omitted).

% Sealed Minute Ordedocketno. 264 entered May 22, 2013.

2 Order Lifting Partial Stay (Dkt. 114) and Ordering Alternate Disput@Rgen, docket no. 271

% Memorandum Decision and Order Striking Icon's First Caugetidn in its [293] First Amended Complaint,
docket no. 314entered November 14, 2013.

31 Docket no. 318filed November 27, 2013.
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B. JHT Will Not Suffer Undue Prejudice.

JHT's contention that it will be prejudiced by Icon's Third Amended Complaint is
unsupported by the history of this case. As discussed above, at JHT's requashsatmd
counterclaims, except for JHT's breach of contract and declaratory judgmeTs, clare stayed
on September 19, 201The earliest that Icocould have moved to amend its complawats
May 22, 2013 when the stay was lifted.

JHT argueghaticon's Third Amended Complaimtll force JHT to start the case over
But this argument ignores JHT's opposition to Icon's requashythe entire caselHT instead
chose to proceed on iseach ottontract claims while all dton'sclaims were stayedHT
cannot now arguthat it will sufferprejudice fronthe timing of Icon's Third Amended
Complaint.

C. Icon's Proposed Amendment is Not Futile.

JHT'sfinal contention is that Icon's proposed Third Amended Complaint is futile because
thenewlyaccused JHT devicesd technologies are purportedly Covered Products under the
analysis of the MPSJ Ordand because Icon cannot show a causal nexus betwaagenient
and harmJHT's argumestarerejected fothreereasons.

First,the MPSJ Order did not consider the newly accused devices and technologies
contained in Icon's Third Amended Complaint. Whether Icon's Third Amended Comgplaint i
futile will not bedetermined based on JHT's description of the newly accusedcts@hd
technologies.

Second, because the newly accused devices and technologies were not considered during
the proceedings on the parties’ Cross-Motions for partial summary judgnoerd,dtpulation to

the scopand applicatiorof the '631 Patent canngét be applied to ttm.And it certainly



cannot be applied to the newly accused devices and technologies based solely on JHT's
characterizatiorof than. As set forth inFed.R.Civ.P. 56(e)(2}he facts determined to be
undisputed in the context of the partiésbssMotions, including Fact No. 42, were undisputed
for purposes of the Cross-Motions only. There may be other facts surrounding thaoevdgd
JHT devices and technologies or other aspects of the '631 Patent that should be ddrefiolere
any determination can be made as to whether they are Covered Products. Anyadgberm
based solgl on the allegations in Icon's Third Amended Complaipténature.

Finaly, JHT's relianc& on the Federal Circuit&pple v. Samsung trilogy of case¥’ is
misplaced. The causal nexus requirement between the alleged harm and therdfiagechent
is rdevant to a determination of whether preliminary relief is warranted. lelewantto
evaluatinglcon's Cross-Motion or its Third Amended Complaint. JHT has failed to show that

Icon's proposed Third Amended Complaint would be futile.

32[JHT]'s Supplemental Brief in Opposition to Icon's Crivistion for Leave to Amendt 1113, docket no. 336
filed under seal January 10, 2014.

33 Apple Inc. v. Samsung Elecs. Co., 678 F.3d 1314 (Fed. Cir. 201¢Apple I"); Apple Inc. v. Samsung Elecs. Co.,
695 F.3d 1370 (Fed. Cir. 201@Apple 11"); andApple Inc. v.Samsung Elecs. Co., 735 F.3d 1352 (Fed. Cir. 2013)

("Apple 111").
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ORDER

IT IS HEREBY ORDERED that JHT's Motion and Memorandum in Support of Motion
to Strike the Second Amended Compl&fiig DENIED.

IT IS FURTHER ORDERED that Icon's Crebfotion for Leave to Ament is
GRANTED.

IT IS FURTHER ORDERED that Icon shall file its Thidadnended Complaint within
fourteen (14) days of the date of this order.

SignedMay 5, 2014.

BY THE COURT:

Dyl Madfr

David Nuffer v
United States District Judge

34Docket no. 316
% Docket no. 318
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