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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH, NORTHERMIVISION

LIFETIME PRODUCTS, INC.a Utah
corporation, MEMORANDUM DECISION AND
ORDER GRANTING IN PART AND
Plaintiff, DENYING IN PART RUSSELL BRANDS,
V. LLC'S [93] RENEWED MOTION TO
STAY AND MEMORANDUM IN
RUSSELL BRANDS, LLC, D/B/A/ SUPPORT
SPALDING, a Delaware limited liability
company, Case Nol:12<cv-26 DN
Defendant. District JudgeDavid Nuffer

This matter came before the court upon Defendant Russell Brands,(LRGssell”)
renewed motion to stdyin which Russell requesésstay of this litigatiopending
reexamination of the patents at issue in this cBéaintiff Lifetime Products, Inc. (ifetime")
opposes Russell's motion, arguing among other thiregghis litigation is not in its early stages
and that discovery in thisasehas produced evidence criticalthe reexamination proceedings
before the United States Patent and Trademark Office (the "USPTFOt'the reasons set forth
below, Russell's motion is granted in part and denied in @d&aim construction is stayed until
reexamination of the paterdsissue in this case completebut discoveryelated to claim
construction issues and all other isswdkcontinueuntil the reexaminations are completehis
order only stays claim construction, and does not stay any other proceedings isethis ca

including any proceedings related to Russalf®nded counterclaims against Lifetime.
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BACKGROUND

Three patents issued to Lifetime, U.S. Patent Nos. 7,749,111 (the 111 Patent"),
8,033,935 (the "935 Patent"), and 8,038,550 (the 550 Patealldtivelythe "Patents’)are
the subject of this case. In February 2012, Lifettm@menced this acticagainst Russell,
alleging that Russell was infringing each of Batéents In September 2012, during the
pendency of this litigatiorRussell requestadter partes reexaminatiosa of the '550 Patent and
the '935 Patent arex parte reexamination of the '111 Patent. The USPTO granted Russell's
request on November 7, 201Zhereatfter, in light of the reexamination proceedjmiysssell
filed a motion to stay the litigatiohwhich was denied by thioart on March 5, 2013.

However, since denying Russell's initial motion to stay, the procedurare@std underlying
historyof the case and the Patents has changed.

In this litigation, the continued engagement of the parties has resulted im furthe
discovery, magnifying and clarifying issues before this court and befoléSR&O. The parties
progressed towards claim construction, which was originally scheduled forirghaar
September 12, 2013.

Thereexaminatiormproceedings before the USPTO have also progressed. On May 31,
2013, the examiner issued an Action Closing Prosec(Wd@P") that rejected all of the claims
in the '550 Patent. In response, on July 30, 2013, Lifetime seldnatbrrected amendment and
response to the ACP. On June 4, 2013, in afimahoffice actionall of the claimq1-26) of the

'111 Patent were rejected. In response, Lifetime submitted an amendnhentlidltPatent on
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August 5, 2013. Action from the USPTO on the '935 Patent, already amendedberfire in
February 2013, is pending. In sum, eReltens' prosecution history continues to evolve.

The parties dispute the relative materiality of @éineendments to theatens. Lifetime
contendghat the amendmenksve been minor and thilie reexaminationdo not warrant
staying this litigation. Russell argues that a stay is warranted bebaus@éndments have been
significant, with two of the three Patents (the '111 Patent and the '935 Pterggs for future
amendment.

Aside from the dispute about whether the evolving prosecution history necessitates a
stay, the parties also dispute continued discovery in this case. Russell nadesctvwary is not
available in proceedings before the USPTO and contends that Lifetime ighessigcovery
process in this case to collect information for use in the reexamination proceedifagime, on
the other hand, claims that this litigation should not be stayed and that discovery should continue
because it has unearthed critical information for use béher& SPTO that would otherwise be
unavailable in the reexamination proceedingbe parties also dispute the effect of Russell's
recently filed amended answer and counterclaims against Lifétivhéich Lifetime vigorously
resiss. Lifetime claims that &ssell's amended counterclaims support denial of Russell's motion
to stay because the amended counterclaims necessitate defense of the claimsarguessdhat

a stay is still proper, notwithstanding the content of its amended counterclaims &gatime.

* This amendment, which was mailed to the USPTO only 38 days beforéhdrikad claims construction hearing,
added 30 new claims to the '111 Patent.
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DISCUSSION

Whether to grand motion to stays within the discretion of the court, which considers
the followingfactors (1) whether granting a stay woullely simplify the issues before the
court; (9 the stage of the litigatiornd (3) a balancing of prejudice to the parfies.

The first factor, whether granting a stay will simplify issues before the, seeighs
heavily in favor ofstayng claims constructionSince commencement of this litigatiomch of
the Patents has been amendelkast onceandthe prosecution history for each of the Patents
has evolved and continues to evolve since the court entered its March 5, 2013 order denying a
stay” Submissions to the USPTO as part of the reexamination proceedings continue to be made
by the partie$,and both the '111 Patent and the '935 Patent remain subject to further amendment
in response to USPTO action. In the reexamination proceedings of the '550 Patesy,2ih M
2013, in an Action Closing Prosecution, the examiner rejected all 37 claims of the ‘580 Pate
In response to the ACP in the '550 Patent reexamination, on July 30, 2013 Lifetime submitted
another response and amendment to the '550 Patent.

This evolving prosecution history renders claim construditiicult at this stage in the
litigation because "[w]hen construing claim terms, [courts] first look to painaiarily rely on,

the intrinsic evidence, including the prosecution history and the specificatf8nGiven the

® Seeeg., Quest Software Inc. v. Centrify Corp., 2:10¢cv-859 TS, 2011 WL 1085789 (D. Utah Mar. 21, 20T1LR.
Bard, Inc. v. Angiodynamics, Inc., Case No. 2:12v-35 RJS, 2012 U.S. Dist. LEXIS 147541 (D. Utah Oct. 12,
2012).

"Docket no. 64

8 The '111 Patent is undex parte reexamination proceedings, while the '550 Patent and the '935 Patentere und
inter partes reexamination proceedings.

° Docket no. 937, filed July 5, 2013.

10 inMedica, Inc. v. Histogen Inc., Case No. 2012560, 2013 WL 4487603 (Fed. Cir. Aug. 23, 20(8ling
Phillipsv. AWH Corp., 415 F.3d 1303, 1313 (Fed.Cir. 2005) (en banc)
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everchanging prosecution history and the continued amendments to the Patents, feedirst
weighs heavily in favor of stayg claims construction.

The second factor, the stage of litigation, also favors a stay. Although this case was
on the cusp of claims constructibhin light of the reent amendments to each of the Patents,
and the potential for future amendments, construing clasmmemature Engaging in claims
construction now while thBatentsprosecution history continues to evolve wob&la needless
waste of the court's and tparties’ resources.

Finally, whenbalancing theotential prejudice to the parties, the court continues to be
mindful of theremaining life of each of the Patents andpbgential prejudice that Lifetime may
suffer as a resutif a stay. On the other hand, if the case is not stayed, Russell may suffer
prejudice from participating in claims construction while the underlying pubies history of
each of the Patents is changing. Weighing the potential prejudice each of idgernast stfer,
the court finds that the balance of potential prejudice tips in favor of Lifetime.evowthis
potential prejudice does not outweigh the effect of the other two factors iraseskoth of
which weigh heavily in favor of staying claims construction uhel reexaminations of each of
the Patents is complete.

Having evaluated the foregoing factors concerning whether to stay thjsstag of claim
construction is warranted. Staying claims construction (i) will allow the partiesdtve issues
currently being raised in the reexaminations of each of the Patentsjl(pyavide the court
with a complete prosecution history on which to rely when construing claim tenth@i)awill
prevent the court from wrestling with an evolving prosecution history and changaalgliional

claim terms during the claisnconstruction processr worse, after it is complete. Staying the

M The claims construction hearing was originally scheduled to be heldptenSeer 12, 2013.
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entire litigation howeverjs unwarrantegonly claim construction is stayed by virtue of this
order. The litigation shbproceed with respect to Russell's amended counterclaims against
Lifetime, including the inequitable conduct claiiRegardingongoing discovery, the court finds
benefit to allowing discovery related to clamonstruction to continuantil the reexaminains
are complete with respect to each Patent.
ORDER

IT IS HEREBY ORDERED that claim construction is stayed until reexaminafieach
of the Patents is complete, or until other good cause is shown by motion of either party.

IT IS FURTHER ORDEREDhatdiscoveryrelated taclaims construction issues shall
continuewith respect to each Patanttil reexaminatiorof that Patent is complete.

IT IS FURTHER ORDERED that litigation of Russell's amended counterclsinals
continue during the stay of claim construction.

SignedSeptembel4, 2013.

BY THE COURT:

Dy Madf

David Nuffer \
United States District Judge



