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IN THE UNITED STATES DISTRICT COURT

DISTRICT OF UTAH, CENTRAL DIVISION

JAMES L. DRIESSEN, MARGUERITE A. | MEMORANDUM DECISION & ORDER

DRIESSEN, ON CLAIM CONSTRUCTION AND
GRANTING RE -NOTICED MOTION S
Plaintiffs, FOR SUMMARY JUDGMENT OF
INVALIDITY BASED ON
VS. INDEFINITENESS AND

WRITTEN DESCRIPTION
SONY MUSIC ENTERTAINMENT, et a|
Case No. D9-cv-0140-CW
Defendang.

Judge Clark Waddoups

INTRODUCTION

The court implemented a procedure for a focused claim construction procesg relati
specifically to claims relevant to Defendants’ previously mooted and ¢hsoticedMotion for
Summary Judgmentof Invalidity Based on Indefiniteness(Dkt. Nos. 127-29) anMotion
for Summary Judgment of Invalidity Based on Written Description (Dkt. Nos. 130-3Rin its
Order dated January 27, 2014 (Dkt. No. 202).

On May 15, 2014, the court heard oral argument on Plaif@ffening Claim
Construction Brief (Dkt. No. 2Q7in which Plaintift briefed claim construction specifically of
the terms relevant to Defendants’ two motions for summary judgment, and De&nda
Response filed together with Defendants’ Reply on their motions for summaryguotiokt.
No. 215).After a recess in the hearing, the court presented the parties with a Proposed Order on
Limited Claim Construction for Purpose of Re-Noticed Motions for Summary Judgment

allowed the parties to review it, and then heard further oral argument from tles parto the
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court'srecommended findings in that Proposed OrderaAesult othis subsequent oral
argument, the court found it necessary to take the matter under furthemaehisather than
enter the Proposed Order at that time.

Shortly after the hearingn June 2, 2014, the United States Supreme Court issued its
opinion inNautilus, Inc. v. Biosig Instruments, In&34 S. Ct. 2120 (as corrected June 10,
2014). The decision iNautilusis controlling for Defendants’ Motion for Summary Judgment of
Invalidity Based on Indefinitenes®cause it changed the previously applicable standard for
determining indefiniteness pursuant to 35 U.S.C. §d)13s discussed below. The court now
rejects its formerly presented Proposed Ordercamdtrues the terms as below.

BACKGROUND

The Factual Background and Procedural History of this case are discusseddasrevi
orders of the courtSeeDkt. Nos. 116, 153, 172, 184, 202.) In review, Plaidi#med..
Driesserfiled a provisional applicationwith the United States Patent and Trademark Office
(“PTO”) on June 21, 2000 and then, on August 1, 2000, he filed U.S. Patent App. No.
09/630,27the “272 Application”), naming himself as the sole inventor of the system for retail
point of sale internet transactions described in the patent applida@omtiff claims priorityto
the date of th&72 application. The PTO issued an Office Action rejecting the application in
September 2003. Plaintiff amended the application in response to itfictudi@am limitation
“means for storing and retrieving a record on or in a physical medium” in &lainthe primary
patent under review herd,S. Patent No. 7,003,500 (th®&00 Patent), issued on February 21,
2006. On June 17, 2005 Plaintiff again amendedpipéication to include the terms “payment
message,” “selling computer,” and “authorizatraassagg in claim 10 of the ‘500 Patent.

Plaintiff did not, however, amend thpegification tospecificallycorrespond to this or other

1 U.S. Provisional App. No. 60/213,673.



amended or newly added ictes and limitationsThe applications for the other patents at issue in
this lawsuit,U.S. Patent No. 7,636,695 (th€95 Patent), and U.S. Patent No. 7,742,993 (the
“‘993 Patent), were also filed as a continuation of and claiming priority to the date of the ‘272
application.

Claim 1 of the ‘500 Patent is a system claim that describes a system of purchasing
downloadable media contemt merchandiséom the Internet through a retail point of sale

transactionThis is illustrated generally in Figureftbm the ‘500 Patent:
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The claimed invention has the benefit of potentially ensuring anonymity wieen lat
accessing the specific itemized media content for download using the passwode obtained
during the retail point of sale transaction, as transmitted or previously edraetyveen the

media content provider and the retail locati@ed, e.g. 500 PatentFigure 4[Dkt. No. 154-1].)



Thus, a media content provider makes specific media content available at @ $fecifr

internet addresshis URL is correlated to information about this media content at a retail point
of sale, and a purchaser can then buy the media content at the retail locagarasisior any

other payment method acceptable to the retailer. The purchaser receivéssbafig@roof of
sale—a paper ticket, a scrataif card, smart card, or virtually any other “physical medium”—
containing a specific password or code that has been separately correlated, thetwetier

and the media content provider, specificallyite itemized media content that the media content
provider is making available at a specific internet location or URL, whichascalsmunicated

to the purchaser through the physical medium.

“From the computer of their choice” (‘500 Patent, col. 5, Il. 24-26 [Dkt. No. 154-1]), the
purchaser can then use the password or code to access the specific or itemia edmeol via
the internet at the specific internet address or URL that the media contadepias made
available to the retailer relating tioe specific content. “The specific internet item on a reta# pre
paid card is the new and inventive step that makes this invention different from therftior
(Pls.” Opp to Defs.” Re-Noticed Mot. Summ. J. of Invalidity Based on Writtewripg®n 9-10
[Dkt. No. 206].f

ANALYSIS

DefendantsMotion for Summary Judgment of Invalidity Based on Indefiniteness (Dkt.
Nos. 127-29) focuses on the means-gius:tion claim limitation in claim 1 of the ‘500 Patent,
“means for storing and retrieving a recordasnn a physical mediurh(See'500 Patent, col. 10,

[l. 30-31 [Dkt. No. 154-1].) The Motion for Summary Judgment of Invalidity Based on Written

Description (Dkt. Nos. 130-32) puts the following terms from claim 10 of the ‘500 Patent at

2 Cf. ‘500 Patent, col. 1, Il. 30-34 (“This Invention requires notual transactions that take place at a
retail point of sale for a means of virtual merchandising.”).
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issue: “payment meage” (d. at col. 12, |. 9), “selling messaged (at col. 12, . 11), and
“authorization messageld at col. 12, I. 13). The court agrees with Defendants that a finding in
the claim construction procesgat there is no associated structure for thedns for storing and
retrieving a recoran or in a physical medium” element of Claim 1 would invalidate seven
claims of the ‘500 paterftlaims 1- 7) because it would require granting the Motion for
Summary Judgment of Invalidity Based on Indefiniteness (Dkt. Nos. 127SE8Déf.’s Resp.

to Cl. Const. & Reply on Mots. Summ. J. 1 [Dkt. No. 215].) This would be particularly required
under the newly articulated standardNiautilus 134 S. Ct. 2120.

Construing the claim elements of Claim 10 of the ‘500 Patent would not result in
immediate invalidity of any claims but will allow the court to consideMfogion for Summary
Judgment of Invalidity Based on Written Description (Dkt. Nos. 13048#)e Court deternmes
that the claim elements referred to abaw issue in Claim 10 of the ‘500 Patkawk written
description, “that would invalidate a further $6) claims of the ‘500 patent, all twensgven
(27) claims of the ‘695 patent, and all forty-one (41) claims of the ‘993 patent. As g casul
Claims 8 and 9 of the ‘500 patent would not be invalidated by the matiorently before the
Court” (Def.’s Resp. to Cl. Const. & Reply on Mots. Summ. J. 2 & n.2 [Dkt. No. 215].)

l. Indefinitenessand Construction of the MeansPlus-Function Limitation

The Supreme Court has held that “the construction of a patent, including terms of art
within its claim, is exclusively within the province of the cdullarkman v. Westview
Instruments517 U.S. 370, 372 (1996)he determination of whether a limitationaisneans
plusfunction limitation falling within 35 U.S.C. 8§ 112(f) is also a matter of law that the cour
must decide at this stage of the proceedaydiac Pacemakers, Inc. v. St. Jude Med.,, [2@6

F.3d 1106, 1113 (Fed. Cir. 2002). Thus, “[c]laim construction, including the meaning and scope



of any meanplus{function limitations, is a matter of lainJ & M Corp. v. Harley-Davidson,
Inc., 269 F.3d 1360, 1366 (Fed. Cir. 2001). And, in fget] hether a claim complies with the
definiteness redrement of 35 U.S.C. [8 11B)] is a matter of claim constructidrNoah Sys.
Inc. v. Intuit Inc, 675 F.3d 1302, 1311 (Fed. Cir. 2012), which, as n6ied, matter of law
reserved for court decisionNautilus, Inc, 134 S. Ct. at 2127 (citingarkman 517 U.S. at
372). Claim construction of the “means for storing egtdeving a recor@n or in a physical
mediunt element of Claim Jf the ‘500 Patent ighereforepotentially dispositive for
DefendantsMotion for Summary Judgment of Invalidity Basedlodefiniteness

The parties agree that this element is a mearsfunction claim limitation governed by
35 U.S.C. § 112(f), which provides as follows:

An element in a claim for a combination may be expressed as a means or step for

performing a specifigg function without the recital of structure, material, or acts in

support thereof, and such claim shall be construed to cover the corresponding

structure, material, or acts described in the specification and equivalents.there
“Construction of a means-plus-functibmitation includes two stepsFirst, the court must
determine the claimed function. Second, the court must identify the corresponaabgrstm
the written description of the patent that performs the functidiodh Sys. In¢c675 F.3dat
1313 (quotinApplied Med. Res. Corp. v. U.S. Surgical Cpodd8 F.3d 1324, 1332 (Fed. Cir.
2006). “For claim clauses contang functional limitations in ‘means fotérms pursuant to [35
U.S.C. 8§ 112(f)], the claimed function and its supporting structure in the specificatiobenust
presented with sufficient particularity to satisfy the requiremeni3sot).S.C. § 112(b)].S3
Inc. v. nVidia Corp.259 F.3d 1364, 1367 (Fed. Cir. 200Ihe Supreme Court recently clarified
that “sufficient particularity” existff the “patent’s claims, viewed in the light of the

specification and prosecution history, inform those skilled in the art about the sabpe of

invention withreasonable certaiy.” Nautilus, Inc, 134 S. Ct. at 2129 (emphasis added).



In the Proposed Order that the court provided the patiesthe recess the May 15,
2014 hearing, the court proposed the following claim constructioredirtéans for storing and
retrieving a recor@n or in a physical mediuntlaim limitation:
Function: The function is a “means for storing and retrieving a record”.
» “storing” means both putting into storage and holding in storage;

* ‘“retrieving” means taking out of storage fitve purpose of presenting
authentication to prove purchase and thus obtain ownership and delivery
of the merchandise or content purchased,;

 ‘“record” means a unique URL corresponding to specific web
merchandise or content purchased in the transactionhankiey or code
evidencing proof of purchase.

Structure: The structure disclosed both in the claim itself and in the disclosure is
the “physical medium”, examples of which are listed in Figure 5 of the ‘500
Patent or Figure 6 of the ‘272 Application dated August 1, 2000.

* The “physical medium” is the “delivery system” for the record from
the retailer to the consumer, though it is “not part of the ACARD
invention,” as noted in the introductory text to Figure 6 of the ‘272
Application (Dkt. No. 1322, at8), and examples include the simple paper
ticket, prepaid card/scratcbff card, or smart card pictured in both Figure

6 of the ‘272 Application and Figure 5 of the ‘500 Patent. The court finds,
however, that the “physical medium” does not include a floppy disk, as
pictured in both Figure 6 of the ‘272 Application and Figure 5 of the ‘500
Patent, because nothing in the Specification links the floppy disk to the
function of storing and retrieving a record (as construed above) of the
specific web transactm rather, as Defendants have noted, in describing
the picture of the floppy disk, the disclosure corresponding to Figure 5 of
the ‘500 Patent only links it to the delivery of a mapplication (applet)
“prior to accessing content.” (See ‘500 Patent, @pll. 5867, col. 10, Il.

1-8.)

For purposes of construction of this claim term, the court finds that a person of
ordinary skill in the art would be able to infer from the relevant prior art the
mechanical antecedents necessary to put and hold thel resothe physical
medium, whether a simple paper ticket, a prepaid/scratch off card, or acandart

or other delivery system.

Thus, the “structure” disclosed in the Specification and linked specifically to this
function in this claim term is the “deline system” (‘272 App., Dkt. No. 132,



Fig. 6, at 8) itself, i.e. the examples shown in Figure 6 of the ‘272 Application and

Figure 5 of the ‘500 Patent or their equivalents. It is, in essence, a payment

“voucher” in one of several possible forms.
Under the préNautilusstandardor determining indefiniteness under 35 U.S.C. §(h),2 claim
was indefinite bnly when it is ‘not amenable to construction’ or ‘insolubly ambigubus.
Datamize, LLC v. Plumtree Software, In€l7 F. 3d 1342, 1347 (Fedir. 2005),abrogated by
Nautilus 134 S. Ctat2127. The court believed that under this standard, it would be possible to
accommodag Plaintiff's argumenthattherequired structure could be “inferred” by one of
ordinary skill in the artlespite a lack of specifitisclosure in the specificatich.

During the oral argument following the parties’ review of the court’s Proposger O
however, Defendants persuaded the court that it needed to reexamine the apicdaidstor
construing a means-plus-furami limitation. The proposecdtonstruction effectively severed a
portion of the function and interpeetit to be the structure. The Supreme Csutecisionin
Nautilusrenderedhe proposed construction even more untendlile courhow finds that it
erred inproposing taconstree this claim limitation as aboveecause thproposed construction
“confuses function with structureSee JVW Enters. v. Interact Accessories, 4 F.3d 1324,
1330 (Fed. Cir. 2005). The cotinereforere-analyzes the limitation for purposes of claim
construction below.

A. Function

“Determining a claimed function and identifying structure corresponditigatafunction

involve distinct, albeit related, steps that must occur in a particular order. Infahotton must

3 Citing to the Federal Circuit decisionBiosigInstruments, Inc. v. Nautilig15 F.3d 1342 (Fed. Circ.
2005),rev'd in Nautilus, Inc. v. Biosig Instruments, Int34 S. Ct. 2120 (June 10, 2014¢€PIs.’
Opening Claim Constr. Brief 6-10 & n.7 [Dkt. No. 207]), Plaintiffs argued that, becengsereed not
teach prior art or how elements known from prior art work to one of ordindrynstkie art, a structure
could be inferred in the specification by one of ordinary skill in the art umdirc circumstances. (Tr.
Ev. Hrg. 5/17/2014, at 78:4 — 80:18 [Dkt. No. 226].)
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be determined before corresponding structure can be ideritidw Enters.424 F.3d at 1330.
(holding that, as to its second construction of a disputed claim limitation, the distiict co
“effectively combined the two steps, resulting in the inappropriate inclusiorucfie® when it
“adopted” certain language describing the structure as “the claimed funcartothis first
step ofdetermining the claimed function, “ft§ court must construe the function ohaans
plus-function limitation to include the limitations contained in the claim languageyry those
limitations.” Cardiac Pacemaker96 F.3cat 1113.Just as it iSimproper to narrow the scope
of the furction beyond the claim language,” the Fet@iecuit has explainethat“[i] t is equally
improper to broaden the scope of the claimed function by ignoring al@tatlons in the claim
languageé. Id. (internal citations omitted)When construing the functional statement in a
meansplus-function imitation, we must take great care not to impermissibly limit the function
by adopting a function different from that explicitly recited in the clai@eneration Il
Orthatics, Inc. v. Medical Tech., In@63 F.3d 1356, 1364-1365 (Fed. Cir. 2001).

The court was asked to construe the claim limitatioeans for storing ancktrieving a
recordon or in a physical medium” of Claim 1 of the ‘500 Paténits Proposed Order, the
court seveed “on or in a physical medium” and construed the “functiorfh@sans for storing
and retrieving a record”; the court then found that “physical medium” wasrtletuse as
embedded within the claim limitation itself. Because this “structure” is vaguegtnefeundin
the Proposed Ordéhat “a person of ordinary skill in the art would be able to infer from the
relevant prior art the mechanical antecedents neces$grgrform the function by means of the
construed structure, which it proposed finding was “the ‘delivery system’ (‘272 App., Dkt. No.

132-2, Fig. 6at 8) itself,. . . in essence, a payment ‘voucher’ in one of several possible forms.”



But this approach violated “two tenets governing the determination of function in a
meansplusfunction limitation” JVW Enters.424 F.3cat 1331. “First, a court may not construe
a meangplusfunction limitation ‘by adopting a function different from that explicitly recited in
the claim?” Id. (quotingMicro Chem., Inc. v. Great Plains Chem. Ci94 F.3d 1250, 1258
(Fed. Cir. 1999)). “Second, a coerrs by importing the functions of a working device into
the[] specific claims, rather than reading the claims for their meaning indepehaery
working embodiment. 1d. (quotingRodime PLC v. Seagate Tech., Ji@4 F.3d 1294, 1303
(Fed. Cir. 1999)). The court was perhaps too focused on attempting to preserve theofdhdity
patent where the specification was deficient in its disclosure of anyutdot performing the
entirefunction in theé‘'means for storing angetrieving a recora@n orin a physical mediuimn
claim limitation and in linking or clearly associating such structure with panfig the function.
But “claims can only be construed to preserve their validity where the proposed claim
construction is ‘practicable,’ is based on sound claim construction principles, and deasseot r
or ignore the explicit language of the claitnGeneration Il Orthotics, In¢263 F.3dat 1365
(citing Rhine v. Casio, In¢183 F.3d 1342, 1345 (Fed. Cir. 1999)). The construction of this
claim limitation in the Proposed Ordesas not practicable becauségiored the explicit
language of the claim limitation by severing part of the function (“physicaiuméjiand
treating it as the structugas furthethypothetically understooy a person of ordinary skill in
the art based aimferences about the mechanical antecedents of uspigyasical medium” to
perform the function). Thus, if the court had entered the Proposed Order, it would have
impropety “broaden[edihe scope of thel@med function by ignoring clear limitations in the
claim languagg as prohibited byCardiac Pacemaker296 F.3dat 1113 by reading “on or in a

physical medium” out of thinction of theclaim limitation.
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Accordingly, the courhow finds that the fuation in this meanglusfunction claim
limitation is “storing andretrieving a recoran or in a physical mediumlh this limitation,
“storing” means both putting into storage and holding in storag&ieving” means taking out
of storage for thpurpose of presenting authentication to prove purchase and thus obtain
ownership and delivery of the merchandise or content purchgseeans of the correlated
URL,; “record” means a unique URL corresponding to specific web merchandise or content
purchasedn the transaction and the key or code evidencing proof of purchase; and “on or in a
physical mediumtescribesvhere the record is stored and frorneseit may be retrieved

B. Corresponding Structure

It is true that nder35 U.S.C. 8§ 112(fyoverning meanplusfunction claim limitations,
which was added as § 112 { 6 of the 1952 Patent &ctapplicant can describe an element of
his invention by the result accomplishadthe function servedather than describirthe item or
element to beised.”"Warner-Jenkinson Co. v. Hilton Davis Chem.,&20 U.S. 17, 27 (1997)
(analyzing the “equivalents” language in 35 U.S.C. § 1H2(f) expressing concern that “the
doctrine of equivalents, when applied broadly, conflicts with the definitional and ydtice
functions of the statutory claiming requirement”) (emphasis adtederthelessCongress also
placed limits on meanglus-function claims by requiring in 35 U.S.C. § 112(f) tiha&t claimed
function correspond to the structure describethénspecificatiorio prevent “the overbreadth
inherent in open-ended functional claims, such as those . . . which effectively purport to cover
any and all means so long as they perform the recited fun&tidalliburton Energy Servs. v.

M-I LLC, 514 F.3d 1244, 1256 n.7 (Fed. Cir. 2008). The Federal Circuit has prohibited such
“pure functional claiming” because it “f&sl to fulfill the ‘public notice function’ of 35 U.S.C.

[8 112b)] by ‘particularly poining out and distinctly claiminghe invention.”In re Katz
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Interactive Call Processing Patent Litjga39 F.3d 1303, 1315 (Fed. Cir. 201499e also
Aristocra Techs. Austl. PTY Ltd. v. IhGame Tech.521 F.3d 1328, 1333 (Fed. Cir. 2008)
(“The point of the requirement that the patentee discloseyartstructure in the specification
and that the scope of the patent claims be limited to that structure and its equivateai®id
pure functional claiming). Thus, {a]fter identifying the claimed function, the court must then
determine whastructure, if any, disclosed in the specification corresponds to the claimed
function. In order to qualify as corresponding, the structure must not only perfoataithed
function, but the specification must clearly associate the structure withrpartm of the
function” Cardiac Pacemaker96 F.3dat 1113(internal citations omitted).

The court must therefore look to the specification and prosecution history for disclose
structure that corresponds to the function of “storingratrieving a recoran or in a physical
medium.” In doing so, it must be mindful that tfsicture disclosed in the specification is
‘carresponding’ structurenly if the specification or prosecution history clearly links or
associates that structure to the function recited in the ¢l&emeration Il Orthotics, In¢263
F.3dat1367 (Fed. Cir. 2001(citing Medtronic, Inc. v. Adv. Cardiovascular Sys., 48 F.3d
1303, 1311 (Fed. Cir. 2001)) (emphasis added). The court’s proposed construction of the
structure in its Proposed Order was defective because it severed part ottios fitself—
“physical medium=—and regarded it as the “structfirthus violatingFedeal Circuit guidelines
as discussed above. In response to the court’s questiangjffs referred to Figure 5 of the
‘500 Patent as the disclosure of the structure, ndtiag“that’s all we get, that's all you getin a
meansplusfunction claim arehose things that are identified within the disclostir@s. Ev.

Hrg. 5/17/2014, at 130:14-17 & 131:10-14 [Dkt. No. 22BE]gure 50of the ‘500 Patent contains

the following “physical media

12



U.S. Patent Feb. 21, 2006 Sheet 5 of 8 US 7,003,500 B1

FIG. 5
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The “physical medium” referred to in the claim limitatidself cannot be the structure
corresponding to-and clearly linked te-the function of “storing ancetrieving a recoradn or in
a physical mediurfi as discussed abovdn addition, Figure 5 does not disclose a structure by
virtue of merelyproviding examples of the types of physical media that are referenced in the
function.Plaintiffs ultimatelyagreed that Figure 5 “actually discloses the physical medium” but
that “the structure for storing and retrieving has to be inferred from tihyseg media”
referred to in Figure-5-“not just inferred out of the blue, inferred out of a reading of the
invention and understanding what a prepaid card [or other physical medium depictadénSFi
is” by one of ordinary skill in the arfTr. Ev. Hrg. 5/17/2014, at 132:3-14 [Dkt. No. 22@ut
the function is not “storing and retrieving” but rather “storing and retrievireg@rd on or in a
physical medium™portions of this unitary function cannot be severed to preserve the validity of
the claim.Geneation Il Orthotics, Inc, 263 F.3cat 1364-1365.
Defendantscounsel usethe physical tickepictured as number 1 in Figureas an
exampleto illustrate the problem, which the court believes, in the end, is the lack of notice to the
public of what they will be excluded from using based on this patent:
So here if the specification said you could put the information on a paper ticket in
this @ntext using a laser printer or using photographic techniques, using a
mimeograph machine, using a typewriter, | would say all of those would be
structures that were linked with performing the first part of storing ademoior

in a physical medium, buagain, that’'s why | always go back to my easy example
what’s the structure that retrieves the record from the paper ticket? There’s no

* Thecourt also notes that, aside from the main analysis relating to the lagkesfpmnding structure,

the structure could not, in any event, include the pictured floppy disk, even duhestll believed that

the structure is any of the physical mediawn inpictured in both Figure 6 of the ‘272 Applicaticseé

Dkt. No. 132-2, at 8) and Figure 5 of the ‘500 Patent (which it had considered finding noplosdl
Order). The floppy disk could not have been the strudtecause nothing in theecificaion links the
floppy disk to the function of storing and retrieving a record of the spedfictirmnsaction on or in a
physical mediumrather, as Defendants have notsgeDefs.” Mem. Supp. Mot. Summ. J. Indefiniteness
6 n.3 [Dkt. No. 128])in descriling the picture of the floppy disk, the disclosure corresponding to Figure
5 of the ‘500 Patent only links it to the delivery of a napplication (applet) “prior to accessing

content.” See’500 Patent, col. 9, Il. 587; col. 10, Il. 18.)
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one— mean | still don’t believe I've heard one. . . . Whdhe structure that gets

the record off the paper tickethaven't heard one. . . . So since we know there’s
none disclosed in the specification, and you say sort of infer, you can't infer a
particular structure for doing it. It's just anything that anybody cowédt ghink of

in any way, and that’s just not whiltle statute is. And, again, there’s no way for
the public to know what they could or could not do. | think what | hear is just if
you could think of it, I'll tell you what's infringing. | think that's not the notice
requirements of the patent statute.

(Tr. Ev. Hrg. 5/17/2014, at 124:7 — 125:12 [Dkt. No. 22B].addition,Defendants argued in
their brief that the items shown in Figure 5

are the “physical medium” and not the means for “storing and retrieving a record
on or in a physical medium.” There is no structure disclosed that actually stores or
retrieves a record from the CARD. For examplérexord might be recorded on

a ticket usg a variety of structures (typewriter, printing press, laser it

matrix printer, phototransfer, etc.) but none of the structures are disclosed in the
specification. Likewise, there may be many ways of retrieving a “recordi &o

ticket (opticalcharacter recognition scanner, etc.) but again, there is no structure
disclosed in the specification for performing that function. Plaintiffs’ proposed
structures [such as “cards”, “smart cards”, and “magnetic tape” which aredeferr

to elsewhere in thepecification] are merely examples of the physical media
where the record could be stored or retrieved from. They are not the structure tha
performs the storing and retrieving [of the record]. For example, one of the
proposed structures is a magnetic strip (which, again, is not disclosed in the
specificationmagnetictapeis]). A record can be stored on a magnetic strip, such

as one contained on a credit card. The magnetic strip, however, does not write the
record on itself, nor is it capable of retriegithe record from itself. Some other
apparatus is necessary in order to retrieve the record stored on the credit card.
Likewise, for example, “bar codes” do not perform the function of “retrieving a
record on or in a physical medium.”

(Defs.” Mem. Supp. Mot. Summ. J. Indefiniteness 4-6 [Dkt. No. 128].) Moreover, the court
agrees that “[c]onstructions that only look for structures that could stor@lsemoirom which
records could be retrieved do not give meaning to the phrase ‘on or in a physical médim.
at6.)

Although Plaintiffs’ argument that disclosure need not teach pritaeaguse the law
allows one of ordinary skill in the art to infer a structure where none is specifioallyded in

the specification contains a certain internal appeal on the surface, the Federdldppaars to
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have prohibited this approach of disclosure by inference under facts such’ds Bimmedino,
LLC v. Waters Technologies Corfhe Federal Circuit askefbt purposes of [§ 11P], is
sufficient corresponding structure disclosed when the specificatgiysrecites that a claimed
function can be performed by known methods or using known equipment where prior art of
record and the testimony of experts suggest that known methods and equipmend @Qist3d
946, 951 (Fed. Cir. 2007) (noting thdif h Medical Instrumentation344 F.3d 1205, we came
close to answering that question in the negtiviche BiomedinoCourt held, in answer tiis
guestion, that[t] he inquiry is whether one of skill in the art would understand the specification
itself to disclose a structureot simply whether that person would be capable of implementing a
structure Accordingly, a bare statement that known techniques or metiandse usedoes not
disclose structureTo conclude otherwise would vitiate thedaage of the statu{g 112(f)]
requiring ‘corresponding structure, material, or acts described in the specificaltbrat’953
(quoting 35 U.S.C. 8§ 112{fjemphasis added)

In fact, Plaintiffs’ argument resembles the argument made by the plaippiéilant, and
rejected by the Federal Circum,ePlus, Inc. v. Lawson Software, Inc.

ePlus argues that it is not required to disclose a structure that corresponds to

the overall function of generating purchase orders because implementing that

functionality was already known prior to the '683 patent. According to ePlus, the

specification ned only disclose those aspects of the claimed invention that do not

exist in the prior art-i.e., using a single requisition to generate multiple purchase

orders. The suggestion is thgt combining the teachings of the prior art and the

'683 patent, one obrdinary skill in the art would know how to implement the

claimed invention.

We disagree. The indefiniteness inquiry is concerned with whether the bounds

of the invention are sufficiently demarcatetht with whether one of ordinary
skill in the art mayfind a way to practice the inventiomo assess whether a claim

®The court @sregards the Declaration of Plaintiffs’ expert Steven Sloan because itdackiafion and
because Plaintiff, representing himgalb seat his expert’'s deposition, prevented Defendants’ counsel
from inquiring into the assumptions and facts relied upon in Mr. Sloan’s opisieaFed. R. Civ. P.
26(b)(4)(B) and (C). Because Defendants were precluded from knowveitgsies for Mr. Sloan’s
opinions, Mr. Sloan’s Declaration offering those opinions is stricken.
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is indefinite, therefore, we do not look to the knowledge of one skilled in the art

apart from and unconnected to the disclosure of the patent. We rather look at the

disclosure of the patent and determine if one of skill in the art would have
understood that disclosure to encompass [the required structure]. Here, the
specification does not disclose any structure that is responsible for gemerat
purchase orders. There is no instruction fongis particular piece of hardware,
employing a specific source code, or following a particular algorithmreTise
therefore nothing in the specification to heigbin the scope of the functional
languagein the means for processing eleméltie patenteeds in effect claimed
everything that generates purchase orders under theTum system claims are
therefore indefinite.

700 F.3d 509, 519 (Fed. Cir. 2012acated on other grounds #60 F.3d 1350 (Fed. Cir. 2014)

(internalquotation marks andtationsomitted, emphasis added).

Here, as irHalliburton Energy Service®laintiffs “effectively purport to cover any and
all means so long as they perform the recited functiopsecourse to this inference approach.
514 F.3dat 1256 n.71t is true that the Statute allowarf applicanfto] describe an element of
his invention by the result accomplishadthe function servedather than describirthe item or
element to be usedWarner-Jenkinson Cp520 U.Sat27. But ‘in return for generic claiming
ability” in meansplusfunction claim elements, “the applicant must indicate in the specification
what structure constitutes the mear&omedino, LLC490 F.3dat 948 “ If the specification is
not clear as to the structure thia¢ {patentee intends to correspond to the claimed function, then
the patentee has not paid the price but is ratttempting to claim in functional terms
unbounded by any reference to structure in the specificétitth (quotingMed.

Instrumentation & Diagnostics Corp. v. Elekta A4 F.3d 1205, 1211 (Fed. Cir. 2003))
(emphasis addedplaintiffs here are effectively “attempting to claim in functional terms
unbounded by any reference to structure in the specification.” The inferguceest nullifies

any useful notice to the public that the patent or its specification could concgivabige. As

Defendants noted, “you cantifer a particular structure for” performing the functlmetause
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doing so under these facts would mean that the structure is “just anything thatyacybldd
ever think of in any way, and that’s just not what the statute is”; if that were&aapg@roach in
this case, “there’s no way for the public to know what they could or could not do.” (Tr. Ev. Hrg.
5/17/2014, at 125:5-9 [Dkt. No. 226k a sister District Court has notethoingePlus “[a]
claim element employinfg 112f)] cannot encompass all structures that can perform the recited
function” Potter Voice Tehs. LLC v. Google, IncNo. 12ev-01096REB-CBS, 2014 U.S. Dist.
LEXIS 37208, 9-13 (D. Colo. Mar. 19, 2014he court agrees that the facts of this case, and the
way the patent is written, would effectively creatarsinite set of structurethatcould perform
the recitedunction in this means-plusmction claim limitation.That obviously fail[s] to fulfill
the ‘public notice function’ of 35 U.S.C. [8§ 112(b)] by ‘particularly pointing out and distinctly
claiming’ the invention.”In re Katz 639 F.3d at 1315.

Plaintiffs also turn t&€Cardiac Pacemakerfor the proposition thafa]lternative
embodiments may disclose different corresponding structure, and the claiid isvea if only
one embodiment discloses corresponding struc86 F.3cat 1113-1114 (citindgshida Co. v.
Taylor, 221 F.3d 1310, 1316 (Fed. Cir. 2000)) (emphasis adBedause a computer is pictured
in several of the Figures in the ‘500 Patent, and referred to in various plélcespecification,
Plaintiffs argue thaa general purpose computer is the one embodiment that “discloses
corresponding structure,” thus saving the claim limitation uG@dediac Pacemakerst is true
thatin In re Katzwhere seven claims simply recited the claimed functions of “processing,”
“receiving,” and “storing,” the Federal Circuit held tHgt] bsent a possible nauver
construction of the terms ‘processinggceiving; and ‘storing; . . . those functions can be
achieved by any general purpose computer without special prograrh688d-.3d at 1316. In

other words, inn re Katz for those seven claimgt Was not necessary to disclose more

18



structure than the general purpose processor that performs those functions. Thoskasese
do not run afoul of the rule against purely funcéibclaiming, because the functions of
‘processing, receiving, and ‘storing are coextensive with the structure disclosed, i.e., a general
purpose processorid.

But Plaintiffs' relianceon In re Katzfor the proposition that a general purpose computer
need be therdy structure disclosed in theecification isunavailing in thigarticular case
Though the recited function in the means-gdlusetion claim limitation at issue here includes the
words ‘storing” and “retrieving (on the surface similar tstoring” and ‘receiving at issue in
In re Kat?, the functionin this cases not the broad, general usesafchtermsas inin re Katz
and is not “coextensive” with a general purpose computer. Rather, Plaintiffsolumnctot
merely “storing” and “retrieving” butather ‘Storing andetrieving a recora@n or in a physical
medium,” which upon consideration is a rather complex functionr¢lg@iresthe type of much
“narrower construction” of termsuch as “storing” and “retrievinghat was‘absent”in the
Federal Circuit’s treatment of “storing” and “receiving”lmre Katz A general purpose
computer, without moresannot “store and retrieve a record on or in a physical medium” if the
physical medium is a paper ticket. It cannot perform the fundtitve physical medium is a
smart card without becoming a special purpose computer that would require theithsofdbe
algorithm(s)that would be necessary to accomplish that purpose.

As in ePlus the diagram in several of the Figures of the ‘500 Patent, for example Figure
1 (provided above) showing a computer, does not disclose any structure for perftieming t
function. The court can accept that the picture of the computer labeledJ$antlin Figure 1
could be a general purpose computer. This is where the consumer enters thethdRL o

purchased merchandise and then the associated passcode evidencing proof of jurchase a
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ownership of the corresponding web content. But the computer shown twice in the Figure over
the label “Web Content Dealer” cannot be a general purpose compd&sitrure Katz It would
require special programming tstore and retrieve a record on or in a physical medium,” not to
mentionto effect the transaction, to catalogue the merchandise and correlate it to the specific
URL relating to the specific merchasdithat a specific retailer is willing to make available to

the purchaser, and then to coordinate payment and transfer of money. At the minimum, it would
require software that recognizes theherizationmessagewhich would be necessary to

“retrieve” therecord on or in a physical medium.

“If [the court’s] inquiry reveals that no embodiment discloses corresponding structure
the claim is invalid for failure to satisfy the definiteness requiremej@ b1 b)].” Cardiac
Pacemakers296 F.3dat 1113(citing Budde v. HarleyDavidson, Ing.250 F.3d 1369, 1376
(Fed. Cir. 2001) The Supreme Court has recently clarified the requirements and standard of §
112(b):

Section 112, we have said, entails a “delicate balance.” On the one hand, the
definiteness equirement must take into account the inherent limitations of
language. Some modicum of uncertainty, the Court has recognizedpricthef
ensuring the appropriate incentives for innovati@ne must bear in mind,
moreover, that patents are not addressed to lawyers, or even to the public
generally, but rather to those skilled in the relevant art. . . .

At the same time, a patent must be precise enough to afford clear notice of
what is claimed, thereby apprising the public of what is still open to them.
Otherwise there would be a zone of uncertainty which enterprise and
experimentation may enter only at the risk of infringement claims. And absent a
meaningful definiteness check, we are told, patent applicants face powerful
incentives to inject ambiguity into their claims. Eliminating that temptation is in
order, and “the patent drafter is in the best position to resolve the ambiguity in
patent claims. . .

To determine the proper office of the definiteness command, therefore, we
must reconcile concerns ah tug in opposite directionsCognizant of the
competing concerns, we read [8112(b)] to require that a patent’s claims, viewed
in light of the specification and prosecution history, inform those skilled in the art
about the scope of the invention with reasonable certaifitye definiteness
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requirement, so understood, mandates clarity, while recognizing thdutabso
precision is unattainable.

Nautilus, Inc, 134 S. Ctat 2128-29 (internal quotation marks, citations, footnotes, and
alterations omitted, epinasis added) Consistently, the federal circuit has held that the absence
of an adequate disclosure of a corresponding structure renders meatusiglios: claims
invalid.” Potter Voice Techs. LLR014 U.S. Dist. LEXIS 3720&¢ *13 (citing Aristocrat
Techs,. 521 F.3cat 1332-33. The court finds that this claim limitatiowiewed in light of the
specification and prosecution history,” does not “inform those skilled in the art Aleatdpe
of the invention with reasonable certaifitin fact, failingto implement a fheaningful
definiteness checékhere would, as the Supreme Court observed, contribute to the “powerful
incentives” faced by patent applicants fnject ambiguity into their clainisAccordingly, the
court GRANTS Defendants’ Motion for Summary Judgment of Invalidity Based on
Indefiniteness (Dkt. Nos. 127-29)he court’sfinding of indefiniteness based on the lack of
associated structure for the “means for storingratréeving a recoran or in a physical
mediuni element of Claim Dbf the ‘500 Patennvalidates claims1-7 of the ‘500 patent.
Il. Invalidity Based on Lack of Written Description

A. Claim Construction

The court has been asked to construe the terms “payment messeljag computer,”
and “authorization message” which appear in Claim 10 of the ‘500 Patent as well agmumim
other claims in that patent and the ‘695 and ‘993 PatPnisto the lack of support in the
specification for these claim terms (as discussed below), the court conkoebdsed on their

use in Claim 10 of the ‘500 Pateartd the parties’ oral argument
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1. “payment message”

At oral argument, the parties ultimately came to practical agreement that a “paymen
message” must be an electronic message indicating that payment was rddevamlirt agrees
and will construe this term accordingly.

2. “selling computer”

The court construes this term in Claim 10 of the ‘500 Patent, after lengthyguaieart,
to mean the selleside computer or computer network comprised of the computer/network of the
web content dealer (i.e. the vendor of the merchandise or content to be paid forilroaaeta
the-counter transaction for purchase by the customer of such merchandise or content in a
internet transaction). Thus, the retailer’'s computerattteckout location would be included in
this claim term only if it performs the seller/vendonde functions.

3. “authorization message”

Plaintiffs erroneously noted this term to be construed as “authenticationgeiesstneir
Opening ClainConstruction Brief. $eePls.” Op. Cl. Const. Br. 23 [Dkt. No. 207].) At oral
argument, they clarified that the claim term at issue in this limited claim constructiosgpr®ce
in fact “authorization message

Defendants urge the court to adopt the emtaen in which this term appears in Claim
10 of the ‘500 Patent as the construction of the term, i.e. that it is an electronigeritssze
created on said selling computer in or as a result of said payment message phisesaat least
said specificaon of said product and authentication based on cryptographic keftg)3¢0
Patent, col. 12, Il. 13-15Blaintiffs concede that the “authorization message” must be an
electronic message as it is always associated with the “selling computer”;digthiey do not

agree that it should be so limited as to its use in Claim 10 of the ‘500 Patent.
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The court agrees with Plaintiffs that the “authorization message” must becanrate
message but that it needs no further specific definition because te&taufits use is clear in
‘500, ‘695, and ‘993 Patents.

B. Written Description

Under 35 U.S.C. 8§ 112(1), “[t]he specification shall contain a written description of the

invention, and of the manner and process of making and using it, in such fullcotease, and
exact terms as to enable any person skilled in the art to which it pertains, atwailthit is most
nearly connected, to make and use the same, and shall set forth the best mode cedteynplat
the inventor or joint inventor of carrying out the inventioks the Federal Circuit has
repeatedly statedthe purpose of the written description requirement igtstre that the scope
of the right to exclude, as set forth in the claims, does not overreach the scope ofrttoe’sve
contributionto the field of art as described in the patent specificatidwiad Pharms., Inc. v.
Eli Lilly & Co., 598 F.3d 1336, 1353-54 (Fed. Cir. 2010) (en banc) (qubkimg of Rochester
v. G.D. Searle & C9.358 F.3d 916, 920 (Fed. Cir. 20p4Becausehis inquiry concernsthe
scope of the right to exclude,” the standard articulated in 35 U.S.C(8)14Quires patent
applicants to describe their invention in sufficient detail in the specification vo thlad the
applicants were in possession at the time of fillmgapplicatiorwhat is later claimedsentry
Gallery v. Berkline Corp.134 F.3d 1473, 1479 (Fed. Cir. 1998J]he test requires an
objective inquiry into the four corners of the specification from the perspectiveestan of
ordinary skill in the art.’Ariad Pharms., In¢.598 F.3d at 1351.

Normally, “[w]hether a specification complies with the written dgsion requirement

of [8 1121)] is a question of factGentry Gallery 134 F.3cat 1479. Here, however, Plaintiffs
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have not been able to demonstrate a genuine issue of material fact that the ‘2zatiappli
discloses these features at alhd the maer is appropriate for summary judgmelhcannot be
disputed that the disclosure as originally filed in the ‘272 Application does not comiténw
description that describes the “payment messdgelling computer,”or “authorization
message” limitations of claim 10 of the ‘500 Patent. Likewise, it is indisputable thasthe
mention of these terms with respect to any of the patents at issue in thi \@asaon June 17,
2005 when Plaintiff made a further amendment to his claims in the prosecution process

“An applicant complies with thentten description requiremertdy describing the
invention,with all its claimed limitations’ Gentry Gallery 134 F.3dat 1479 (quoting
Lockwood v. American Airlines, Ind.07 F.3d 1565, 1572 (Fed. Cir. 1997he ‘written
description’ clause of section 112 has been construed to mandate that the specsiatisty
two closely related requirements. First, it must describe the mannercasgpof making and
using the invention so as to enable a person of skill in the art to make and use the full scope of
the invention without undue experimentation. Second, it must describe the invention sufficientl
to convey to a person of skill in the art that the patentee had possession of the claintedhinve
at the time of the applicatione., that the patentee invented what is claithe@ardTech, Inc. v.
Earth Res. Mapping, Inc424 F.3d 1336, 1344-1345 (Fed. Cir. 2008)ernal citations omitted,
emphasis addedparticularlyrelevant given Plaintiff's prosecution history in this case, “[w]hen
the applicant adds a claim or otherwise amends his specification afteigihaldiling date. . .

thenew claims or other added material must find support in the origipetification”

® Although Plaintiffs claimed priorityo the date of the ‘272 Application (August 1, 2000) throughout the
briefing on Defendants’ Motion for Summary Judgment of Invalidity Based dtteWwDescription,
Plaintiffs seemed to prevaricate about that in the claim construction pracesws suggestirthat the

date of their provision application should have priority (June 30, 2000). But theagoees with
Defendants that “[t]lhere is no written description” of these terms “iereftie June 30, 2000 provision
application of the August 1, 2000 application.” (Defs.” Reply 6 [Dkt. No. 215].) Thiectien is

therefore irrelevant but the court will use the date of the ‘272 Agipdic as the priority date.
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TurboCare Div. of Demag Delaval Turbomachinery Corp. v, 888 F.3d 1111, 1118 (Fed. Cir.
2001)(citing Schering Corp. v. Amgen In@22 F.3d 1347, 1352 (Fed. Cir. 200@nphasis
added). The ‘272 Application does not describe thissed patents at issue in this case “with
all their limitations.” Though the exact terms under consideration need not tkiembel
contained in the ‘272 Applicatiosee Lockwoodl07 F.3d at 1572[t] o fulfill the written
description requirement, the patespecification must clearly allow persons of ordinary skill in
the art to recognize that [the inventor] invented what is clain@entry Gallery 134 F.3cat
1479 (quotingn re Gostelj 872 F.2d 1008, 1012 (Fed. Cir. 1989)).

Plaintiffs argue that the terms can be inherently or implicitly present in thaadrig
application in order to support new claims added during the prosecution of the patéoisgliAlt
this is correct in some circumstances, this is not such a case. Here, Plaiggéstghat
discussion of “secure web transactions” or “public key infrastructure” (“PKlithe ‘272
Application (dated August 1, 2000) suffices as inherent disclosure of the “payrassdge,”
“selling computer,” and “authorization message” limitations of claim 1@ef500 Patent,
which were first added on June 17, 20B6t “[i] n order for a disclosure to be inherentthe.
missing descriptive matter mustcessariljpe pesent in the [original] applicatios’
specification such that one skilled in the art waeldognize such a disclosufi@onzo v. Biomet,
Inc., 156 F.3d 1154, 1159 (Fed. Cir. 1998}ing Continental Can Co. USA v. Monsanto Co.
948 F.2d 1264, 1268 (Fed. Cir. 1991)

The court agrees with Defendants that “neither ‘secure web transactio®Xhor
necessarily mean that there are ‘payment messages’ or [‘authorizaieageg’] to start with,
or ‘payment messages’ or [‘authorization messages’] going to or fronmgsetbmputersor

with other required features.” (Defs.” Mem. Supp. Mot. Summ. J. Invalidity Basedrittie W
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Descr. 8 [Dkt. No. 131].) Nothing in the ‘272 Application would clearly allow a person of
ordinary skill in the art to recognize that no later than August@0,2Plaintiff James Driessen
was in possession of an invention with the claim limitations of claim 10 of the ‘500 Rataiit (
derivative or dependent claims in that or the other patents at issue in this)lalsitourt
therefore GRANTS Defendantslotion for Summary Judgment of Invalidity Based on Written
Description (Dkt. Nos. 130-32). Accordingly, the court finds claims 10-15 of the ‘500 Paltent
twenty-seven(27) claims of the ‘695 Patent, and all forty-one (41) claims of the ‘Ga8riR
invalid for lack of written description.
CONCLUSION

For the reasons discussed above, the €@RANTS Defendantdvotion for Summary
Judgment of Invalidity Based on Indefiniteness (Dkt. Nos. 127-29), finding claim 1 &G@e *
Patent invalid foindefiniteness, thus also invalidating claims 2 of the ‘500 Patent. The court
alsoGRANTS DefendantdViotion for Summary Judgment of Invalidity Based on Written
Description (Dkt. Nos. 130-32), findingaims 1015 of the ‘500 Patengll twenty-seven(27)
claims of the ‘695 Patent, and all forty-one (41) claims of the ‘d@8rinvalid for lack of
written descriptionClaims 8 and 9 of the ‘500 Patent were not put at issue in these motions.

SO ORDEREDis 10th day of March, 2015.

BY THE COURT:

Clark Waddoups
United States District Court Judge
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