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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAHCENTRAL DIVISION

BRIGHAM YOUNG UNIVERSITY, a Utah | MEMORANDUM DECISION AND ORDER

Non-Profit Education Institution; DR. DENYING PLAINTIFFS' MOTION TO
DANIEL L. SIMMONS, an individual,, QUASH
Plaintiffs, Case N02:12mc-143 TS BCW
V. Transferred from USDC Western Dist of OK
5:12¢cv-041

PFIZER, INC., a Delaware Corporation, G.D.
SEARLE & COMPANY, a District JudgeTed Stewart
Delaware Corporation, G.D. SEARLE LLC, &
Delaware Limited Liability Company,
MONSANTO COMPANY, a Delaware Magistrate JudgBrooke Wells
Corporation, and PHARMACIA

CORPORATION, a Delaware Corporati,

Defendans.

Before the Court is Plaintiffs Brigham Young University and Dr. Danm@h®ns
(collectively “BYU”) Motion to Quash: BYU moves to quash

the Defendants Pfizem¢., G.D. Searle & Company, G.D. Searle LLC, Monsanto
Company, and Pharmacia Corporation’s (collectively “Pfizer”) (1) Subpoena to
Testify at a Deposition in a Civil Action; and (2) Subpoena to Produce
Documents, Information, or Objects or to Permit Insipacof Premises in a Civil
Action served on third-party DNA Solutions, Inc. (“DNA Solutions”), an
Oklahoma corporatiof.

As set forth below the Court DENIES BYU’s Motion to Qudsh.

! Docket no. 9.
ZMtn. p. 45.

% Pursuant to civil rule 4 (f) of the Rules of Practice for the United States District Court for the Disfridtah, the
Court has concluded that oral angent is not necessary and will determine the motion on the basis offittes w
memoranda.See DUCIVR 7-1(f) (2011) Plaintiffs filed their memorandum in support of the motion on FelgrRar
2012. Defendants filed an opposition on February 22, 2018, #mof the date of the Court’s decision, Plaintiffs
have chosen to not file any reply, which under the Local Rules isnaptiee DUCiVR 7-1(b)(4)(B) (“A reply
memorandum to such opposing memorandum may be filed at the discretiomafvitnet within fourteen (14) days
after service of the memorandum opposing the motion.”).
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BACKGROUND

This is an ancillary dispuoncerning subpoenas issued to DNA Solutibihe
underlying matter centers on Plaintiffs and Defendants Pfizer Inc., GaleeCompany,

G.D. Searle LLC, Monsant@ompany, and Pharmacia Corporation’s (collectively “Pfizer”)
involvement in the discovery and development of CD3elective drugsBYU alleges that Dr.
Simmons, a BYU professor, discovered COX-2 and this led to the pharmacology community
understanding the difference between the COefizyme and the COX enzyme. Prior to this
discovery, Nonsteroidal antinflammatorydrugs or NSAIDs, were used to treat pain,
inflammation and fever, but they also had undesirable sides effects. NSAIDisehbereficial
effects of mucus secretion in the stomach, which led to potentially harmful Nisdlged

ulcers. The advent of COXs&lective NSAIDdrugs alleviated this negative side effect.

BYU assertghat Dr. Simmons brought his discovery to Monsanto and entered into a
research agreementUnder this agreement the part@&sight tccollaborate in an attempt to
develop a drug based on the COX-2 discovery. The parties worked together under the
Agreement for approximately one year before Monsanto cancellégteement. BYU asserts
that Monsanto wrongfully cancelled the Agreement in order to misappropriateino8s’
research.Monsanto themllegedlyused this misappropriated research to develop and patent a

COX-2 selective NSAID without having to share any proceeds with BYU. In itgo{Zamb,

* See subpoenas attached as exhibits 8 and 9 to the file received from the WestérhdbiSklahoma.

® As noted by BYU in its Complaint, Monsanto acquired Searle Co. in 1886ing Searle Co. its pharmaceutical
unit. In approximately 1998 Monsanto and Pfizer entered into a joiturecto market Celebrex a C@Xselective
NSAID. In April 2000, Monsanto/Searle merged with Pharmacia &bipj Inc. to form Pharmacia. In 2003,
Pharmacia merged with Pfizer, leaving Pfizer in control of Pharmacia and SBtleand Monsanto were the
original parties to the Research Agreement but Pfizer is the curtégtveith interest in the creation of COX

drugs. For ease of reference, the Court refers to the Defendants colleasiWflger except where it is necessary to
distinguish between the entities.



BYU has alleged a breach of various provisions in the Research Agreemernitasiraal,
unjust enrichment, and misappropriation of trade secrets.

Since the original Complaint was filed in this action, the parties have conduttedies
fact and expert discovery. On January 5th and February 7th of 2011, BYU designated Dr.
Brandt Cassidy and Dr. Craig Shimasaki of DNA Solutions as testifyipgresx On February
9th and 10th, Drs. Cassidy and Shimasaki collected 300 £6i¥logical samples from Pfizer’s
storage facility in Lancaster Pennsylvanide purpose of collecting thesengales was to try
and determine where Pfizer obtairted COX-2 clones that were used to develtglCOX-2
selective NSAIDs. In short, BYU asserts that the CD2ones came from Dr. Simmons. On
the other hand, Pfizer argues they came from Dr. Harveyhhhans at UCLAalleging that
BYU's clones did not work.

On February 18, 2011, BYU served an expert report from DNA Solutions outlining its
analysis and findings. This report was amended on June 22, 2011 and a supplemental expert
report with additional da comparing BYU’s and Pfizer’s biological samples was also
submitted. Each of these reports lists Drs. Cassidy and Shimasaki asdratdapendent
consultants who are offering expert opinions. Other experts, including Dr. PfescoBYU
and Dr. Mancini from Pfizer, have filed reports expressly relying on DNAtBols’ reports and
analysis.

On August 4, 2011, ten days after the deadline for submission of Pfizer's eppets,re
BYU sent a letter notifying Pfizer that it was withdrawing DNA Salo§ and its personnel as
testifying experts in this actioh.The letter also stated that BYU would not use DNA Solutions

as an expert witness at trial and wontit rely on their expert reports. To that end, BYU

® See Letter dated August 4, 2011 from L. Richard Williams to Richard Malloyclaéih as Ex. 4 to the file received
from the Wester District of Oklahoma.



withdrew those portions of Dr. Prescott’s report that relied on the expert répartBNA
Solutions.

On August 12, 2011, Pfizer requested deposition dates for all of BYU’s expertsngcludi
Drs. Shimasaki and Cassidy of DAN Solutions. On October 3, 2011, this Court held a status
conference ancerning discovery. At the hearing, the Court discussed a number of matters,
including Pfizer’'s request to serve subpoenas on DNA Solutions. In a writtenfallovgng
the hearing, the Court entered no ruling on Pfizer's request preferring théahtked by the
Court issuing the subpoenas. Pfizer issued the subpoenastoeiVdéstern District of
Oklahoma and that court then transferred the matter back to Utah. “The subpoenas to DNA
Solutions request testimony from representatives of DNA Solutions and docunygrtsisg
DNA Solutions reports issued in this matter, namely the identifying informatirathé
biological samples and the data generated from DNA Solutions andlysis.”

DISCUSSION
The Federal Rules of Civil Procedure draw a distinction between differestdfpe

experts and the discovery that is allowed from those expdrise 26(b)(4)(A) provides that

" Op p. vii.

8 For example, the Tenth Circuit Court of Appealé\ger v. Jane C. Sormont Hosp. & Training Sch. for Nurses,
622 F.2d 496 (1980ronsidered the Federal Rules and adopted the four classifications of éxperts
commentators Wright and Miller:

(1) Experts a party expects to use at trithe opponent may learn by interrogatories the names of
these trial witnesses and the substance of their testimony but fiisbevery concerning them
can be had only on motion and court order.

(2) Experts retainedr specially employed in anticipation of litigation or preparation for trial but
not expected to be used at trilxcept as provided in rule 35 for an examining physician, the
facts and opinions of experts in this category can be discovered onhhoniagof exceptional
circumstances.

(3) Experts informally consulted in preparation for trial but not retaifmldiscovery may be
had of the names or views of experts in this category.

(4) Experts whose information was not acquired in preparation far Tria$ class, which
includes both regular employees of a party not specially employed on thendassmexperts
who were actors or viewers of the occurrences that gave rise to the suiindusted within



“[a] party may depose any person who has been identified as an expert whose opayitbes m
presented at trial® In contrast, Rule 26(b)(4)(D) providesth
Ordinarily, a party may not, by interrogatories or deposition, discover facts known
or opinions held by an expert who has been retained or specially employed by
another party in anticipation of litigation or to prepare for trial and who is not
expectedo be called as a witness at tridut a party may do so only:

(i) on showing exceptional circumstances under which it is impracticabtbd
party to obtain facts or opinions on the same subject by other rtfeans.

Thus, whether or not an expert may be deposed or questioned via interrogatories often
turns in part on whether the expertlesignated atestifying or nortestifying. This distinction
is based on soumblicy considerationsuchas:

(1) encouraging counsel to obtain necessary expert advice without fear that the

adversary may obtain such information; (2) preventing unfairness that would

result from allowing an opposing party to reap the benefits from another party’s
efforts and expense; (3) preventing a chilling effect on expertgeasi

consultants if their testimony could be compelled; and (4) preventing prejadice t

the retaining party if the opposing party were allowed to call at trial antexper

provided an unfavorable opinion to the party who first retained ffiem.

BYU assets that because DNA Solutions has now been designated adestifyimg
expert Pfizer is precluded from seeking discovery from DNA Solutions unless Bédn show
“exceptional circumstances.” BYU cites@allaway Golf Co. v. Dunlop Sazenger Group
Americas, Inc.*? in support of this argument.

In Callaway, a discovery dispute arose when the plaintiff informed the defendant that it

was withdrawing a testifying expert and replacing it with another. The expsnivithdrawn as

Rule 26(b)(4) at all and facts and opinighsy have are freely discoverable as with any ordinary
witness. [Footnotes omitted].

Wright & Miller, Federal Practice and Procedure: Civil § 2029].]
°Fed. R. Civ. P. 26(b)(4)(A).
191d 26(b)(4)(D).
' Mem. in sup. p. 8 (citing tBlymovent Corp. v. Air Tech. Solutions, Inc., 243 F.R.D. 139, 143 (D.N.J. 2007)).
122002 WL 1906628 (D. Del. Aug. 14, 2002).



a testifying expert aftdris deposition was scheduled and after his expert report had been
provided to the opposing party, but before the actual deposition tookpladeer considering a
number of other cases addressing this issue the court stated:
A common theme is apparent throughout the cases reviewed from various
jurisdictions— the conversion of an expert designated for trial purposes under
Rule 26(b)(4)(A), to a consulting expert, under Rule 26(b)(4)(B) is allowed and
results in insulating that expert from discovery, absent the showing of exceptional
circumstance$?
The court went on to reject the defendant’s assertions of prejudice and held th&nbarte
was not entitled to depose the redesignated expert absent exceptional circumstances
BYU asserts this case iaalogous tcCallaway. “BYU withdrew DNA Solutions as a
testifying expert after the expert reports had been provided to Pfizer and Petergroposed
to take the deposition of DNA Solution¥”Thus, absent a showing of exceptional
circumstances, thiSourt should preclude discovery from Pfizer. BYU further asserts that Pfizer
cannot meet this showing because it could have tested the biological samples in BYU'’s
possession or its own samples, including those tested by DNA Solutions.
The Courtdisagrees anfinds Callaway readily distinguishable from the instant matter.

In Callaway, the plaintiff withdrew one expert to substitute it with another to provide testimony

on the same subject matter. Defendant had not relied upon the withdrawn expert and had

B1d. at *1.

141d. at *3;see also In re Shell Oil Refinery, 132 F.R.D. 437, 44@1 (E.D. La. 1990) (refusing expert discovery
where a party changed the dgsition of its expert from testifying to ndestifying after that expert had been
deposed and where there were no exceptional circumstaRb#S)Corp. v. Vendo Co., 196 F. Supp. 2d 1023,
1042, 104&47 (E.D. Cal. 2002) (granting motion to quash subpoefasttling defendants’ experts even though
expert reports had been exchanged and where the movant did not show thip¢ttsehad unique expertise
otherwise unavailable by other experts in the field).

°1d. at *4.
1 Mem. in Supp. p. 7.



designatedraother expert of its own. Moreover, there is nothing indicating that the withdrawal
of this expert by the plaintiff occurredter the deadline to designate experts as in this'¢ase.

In contrasto BYU’s position,Pfizerargueghe “exceptional circumstances” test is
inapplicable here becauSsBNA Solutions was designated, performed services, and disclosed
their analyses as a testifying expéft.Instead Pfizer suggestghe Court should apply a
balancing standard under Federal Rule of Evidencé4®3 support Pfizer cites tdouse v.
Combined Ins. Co. of America?® andGuinn v. CRST Van Expedited, Inc.**

In House, the defendant filed a motion in limine seeking to prevent the plaintiff from
calling an expert witness designated by the defendant as expected to be calikdatl&ier
withdrawn The experhadperformed a medical examination of the plaintiff and generated a
report?? After the expert’s report was completed and given to the plaintiff, deferrdant t
sought to withdraw the testifying designatfdnThe cour reviewed thaliffering testsapplied in
addressing the question of “whether a party should have access to and be ab&t toalsan
expert hired by the opposing part§®”After doing so, the court adopted a balan¢esjunder

Rule 403 and allowed the plaintiff to depose theeeixand use the testimony at trfalin

" The Court also finds BYU’s argument that the discovery sought violsescheduling order unpersuasive
becaus®YU itself contributed to the delay and inconvenience of having to obtaiovaiscfrom DNA Solutions
after the deadlines in the scheduling order.

B0p.p. 1.

Y Fed. R. Evid. 403.

2168 F.R.D. 236 (N.D. lowa 1996).

212011 WL 2414393 (W.D. Okla. June 10, 2011) (unpublished opinion).
#2168 F.R.D. at 2389.

2d.

#41d. at 240.

*1d. at 24849.



reaching its decision the court noted the importancepafiy’s choice in designating an expert.
The court stated:

“[t]his court is persuaded thathether the witness has been designated as an

expert expected to testify at trial pursuant to Fed.R.Civ.P. 26(b)(4)(A) is a very

significant difference from the situation in which an expert has merely been

consulted by a party, but never designated as likely to testify attial.

In Guinn, the Oklahoma District Court also applied a balana@sgjtb circumstances
somewhat similar to those found here. The plaintiff withdrew the designation offdest after
the expert had prepared a report, been deposed, and affeathime to designate experts had
passed’ By this time the defendant had chosen to not designate its own expert, but instead, had
chosen to rely upon the availability of plaintiff's expert for tffalThe court noted its discretion
in determining the questictl,and allowed the defendant to utilize the testimony of plaintiff's
expert.

Turning to the instant matter, the Court finds the reasoning of the cotttsisa and
Guinn persuasive. BYU originally designated DNA Solutions as a testifyingiexpslA
Solutions performed work under that designation and issued three reports thatiacrgomn
by both BYU and Pfizer. After the deadline to designate experts had passddythe
withdrew their designation and sought to transform DNA Solutions into a consulting expe
under Rule 26(b)(4)(D). As stated by the couttlouse, this Court is persuaded that once a

party designates an expert, “the party will have to live with the consequent®etib@posing

party will likely be given the opportunity teegose the expert or even to call the expert at trial on

% 1d. at 245.

272011 WL 2414393 *2.

#1d. at *3.

29 See Archer v. Grynberg, 1991 WL 268808 *10th Cir. Dec. 12, 1991) (unpublished opinion).



their own behalf.?® This is especiallgompellingin a case such as thishere thexpert has
issued reports, those reports have been relied upon by the opposing party, and then tlsat exper
desigration is changed after the deadline to disclose experts has passed

Rule 26(b)(4)(D) acts a shield permitting parties to prepare for triabtgudting with
whomever they choose without fear of the opposing party discovering that prepaltatias.
similar interests to those found in the work product doctvméch also protects matters
prepared in anticipation of litigation. BuRlaintiff's suggested use of the Rule in tbésecould
turn the Rule into a swordalowinga party to designate an expert as testifyingthrdafter
obtaining an unfavorable opinipsimply reclassifying that expess nontestifying to the
detriment of the opposing side to avoid any negative consequdncaddition BYU’s
suggestedise of Rule 26(b)(4)(Dyotentiallyundermines the Court’s interest in the proper
resolution of issues.

Accordingly,Plaintiffs’ designation of DNA Solutions as a testifying expeanthenthat
designatiorwas withdrawn at such a late time in the case and after expert reports were-issued
removegshe question of whether that expert should be able to be deposed and used at trial from
the exceptional circumstances requirement found in Rule 26(b)(4)(B). Instead, tHeaksito
the balancing test of probative value versus prejudice articulated in Rufé A@@r conducting
this balance of interests, the Court overrules Plaintiffs’ objection to the subpssunes by

Defendants to DA Solutions. Defendants, howevargcautioned against eliciting and using

30 House, 16 F.R.D. at 247.

31 Rubel v. Eli Lilly and Co., 160 F.R.D. 458, 460 (S.D.N.Y. 1995) (identifying the court’s intexe$an informed
resolution of plaintiff's claim”);Crowe v. Nivison, 145 F.R.D. 657, 658 (D.Md. 19933éntifying the court's
interest and that of society as a whole as “arriving at the truth ofatterih

32 Fed. R. Ev. 403.



testimony at triategardinghe fact that DNA Solutios was originally hired and then dropped by
Plaintiffs. Such testimony is potentially very prejudicial and may confiisey &
ORDER
For the reasons set forth above, Plaintiffs’ Motion to Quash is DENIED.

DATED this23 March 2012.

K. e

Brooke C. Wells
United States Magistrate Judge

% House, 168 F.R.D. at 24%eterson v. Willie, 81 F.3d 1033, 1037 (11th Cif996) (recognizing the prejudice that
results from informing the jury that an expert had originally been codsojtéhe opposing party).
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