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INTHE UNITED STATESDISTRICT COURT
DISTRICT OF UTAH, CENTRAL DIVISION

DERMA PEN, LLC,

Plaintiff, MEMORANDUM DECISION AND

ORDER PARTIALLY STAYING CASE
V.

4EVERYOUNG LIMITED,
DERMAPENWORLD, BIOSOFT (AUST)
PTY LTD d/b/a DERMAPENWORLD,
EQUIPMED INTERNATIONAL PTY LTD
d/b/a DERMAPENWORLD, and STENE
MARSHALL d/b/a DERMAPENWORLD, Case No.: 2:18v-00729DN

Defendants. District JudgeDavid Nuffer

On October 29, 2013, the coeritered anemorandum decision aodder denying
Plaintiff Derma Pen, LLG ("Derma Pen"motion for temporary restraining order and
preliminary injunction(the "Order")* The Order also required the parties to submit additional
briefing on whether this case should be staykftier review ofthe paties' briefsand the other
documents on file in this case, dod the reasasset forth hereinthis action is STAYED untia
court in the United Kingdom resolves the disputtesveen the partieglated to th&ales
Distribution Agreementincluding the dispute surrounding tlhademark rights to the DermaPen
markin the United States (the "US Trademark Rights")

Background

A detailed recitation of theelationship andlispute between the partiesset forth in the

Order andwill not be repead herein. In sungll of Derma Pels c@uses of action in this case

either directly or indirectly relate to Defendants' alleged wrongful utieeddermaPen
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trademark in the United State¥he Sales Distribution Agreemef(the "Agreement"”) between
Derma Pen and Defendant 4EverYoung addresses the rights ayadiob$ of the parties related
to the trademark andcontains an unambiguous choice of law and venue provision requiring that
disputes related to the Agreement be resolved in London, United Kingdom in accorithnce w
the laws of the United KingdomThe ourt has alreadiield that "disputes arising under the
Agreement should "be resolved in the United Kingdom in accordance with the laws of the
United Kingdom.®

However, not all of Derma Pen's causes of action diisetly under the Agreement
Although some may not lmkrectly related © the Agreemengll appear to be at leasidirectly
relatedto the Agreement. Given the intestatedand dependemtature of Derma Pen's causes of
action, the parties were ordered to submit briefs "addressing whethersthishoauld be stayed
until a court in the United Kingdom has resolved the claims arising under the Asgrie€m

Derma Pen's Arguments

In its brief, Derma Pen argues that this case should not be stayed for segerad.rea
First, Derma Pen argues thiahas a valid claim for trademark infringement in the United States
until completion of any proceedings in the United Kingdom and payment by 4EverYauthg f
US Trademark Rights because the US Trademakt®do not automatically transfer upon
termimation of the Agreement. Derma Pen contendsthiedDefendants have engaged in
unlawful self-help by using theademark in the United States without authorization.

Derma Pemext contends that no proceedingheUnited Kingdom is currently pending,

and thabecausd@EverYoung is the only signatory to the Agreement, 4EverYoung ighkus

2 Seee.g. Agreement aSections 12.1 and 12.@ocket no. 25filed under seaDct 10, 2013.
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only Defendant subject to the choice of law and venue provi€ased on this, Derma Pen
argues that a United Kingdom court will lack personal jurisdiction over the ogfen@ants,
and thathis action against the otheef@ndants shoulthereforeproceed in this courtDerma
Pen alsa@ontends that a court in the United Kingdaitl not provide it adequate reliefnderits
causes of action arising undbe Copyright Act, the Lanham Act, and Utah common law.
Finally, Derma Peposits that fairness to the parties and prejudice to Derma Pen weigh
against imposition of a stayAs to fairness, Derma Pen claims that the practical effect of the
Order is that Defendants will continue using the trademark in the United Sttitesatvever
purchasing the rights to do so. Derma Pen also claimbebatise most @he parties, counsel,
and witnesseare located in the United States, the United Kingdom is an inconvenient forum.
Regarding prejudice, Derma Pen argues that it will be permarrenthedf a stay is issued
because Defendantontinueduseof the Dermapen trademain the United Statewithout
authorization will cause serious harm to Derma Pen's reputation.

Defendants' Arguments

Defendants argue thtte entire case should be stayed, save for limited discovery
regarding the value of the Dermapen domain name and the US Tradeigiaik along with
proceedings to determine whetheria Pen's claims are properly filed in thaurt.
Defendantsmemorandum conterdthat a stay is warranted until proceedings in the United
Kingdom are complete because all of Derma Pen's causesoof @tate to rights undee
Agreementand thereforall of the causes of actianust be resolved in the United Kingdom.
Defendants claim thaesolution in the United Kingdom of the dispute relating to the Agreement

will simplify or eliminate any remaining substantive issues pending beforeotlnit ¢



Finally, Defendants contend that the infancy of this case and the balance ofcerggudi
the parties support a stay. According to Defendants, not imposing a stilyocgase more
prejudice, as the parties will be forced to waste resources on this dispute orfévemdif
continents with the possibility of inconsistent results.

Discussion

Whether tampose astay is within the discretion of the court, which considlees
following factors: (1) whether granting a stay would likely simplify theassoefore the court;
(2) the stage of the litigation; and (3) a balancing of prejudice to the parties

The first factor weighs heavily in favor of a stay. Many of Derma Pen&esaf action
are directly related to the Agreement, including its claims related to use ofdéméxk in the
United States and the transfer of tdiS Trademark Rightpon termination of the Agreement.
All of Derma Pen's causes of action are at least indirectly related to the Agraactharg
dependent on the resolution of the claims directly related to the Agreement. [hdesmirt in
the United Kingdom interprets the Agreement in favor of 4EverYoung and against Bema
most, if not all, of Derma Pen's remaining causes of action will lfieély Resolution of claims
subject to the choice of law and venue provision in the United Kingdom will greatlyifgimpl
eliminate claims currently pending in tlasurt.

The second factor, the g of the litigation, also favors a stay. This case is still in its
infancy. Derma Periiled its complaint @ August 1, 2013. Defendants had not been sewitad
a copy of the complaint whdderma Pemmoved for a temporary restraining order and

preliminary injunction. The parties conducted limited discovery in preparation foeernty@orary

® See e.g., Quest Software Inc. v. Centrify Corp., 2:10cv-859 TS, 2011 WL 1085789 (D. Utah Mar. 21, 2010R.
Bard, Inc. v. Angiodynamics, Inc., Case No. 2:12v-35 RJS, 2012 U.S. Dist. LEXIS 147541 (D. Utah Oct. 12,
2012).
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restraining order hearing on October 24, 2013. Defendants hayetfitdd any responsive
pleading taDerma Peis complaint. Given the procedural posture of tlaise, lhis second factor
also weighs heavily in favor of a stay.

The third factor, the balance of prejudice, supports the imposition of a stay. As the court
has already ruled, the Agreement's unambiguous choice of law and venue provision requires
disputes arising under the Agreement to be resolved in the United Kingdom in aceaxtthnc
United Kingdom law$. Derma Pen's business decision to sign the Agreement and agree to this
choice of law and venue provision will not be disturbed simply because BREnmaw claims
that the United Kingdom is an inconvenient foruml & Derma Pen's claims are related, either
directly or indirectly, to the Agreement. Those claims that are indiredéteceto the
Agreement are dependent on first resolvingdlaensarisingdirectly underthe AgreementTo
allow the causes of action that are indirectly related to the Agreement, shehCasplyright Act,
Lanham Act, and Utah state law claims, to proceed prése to final adjudication in the United
Kingdom of the claims arising directly under the Agreement could lead to dgfand
inconsistent results, and would be a needless waste of the court's and thegsotie=es.

Judicial efficiency strongly supports a stay.

Finally, Derma Pen's claims of prejudice and plieported harm it will suffer ithis case
is stayedare speculative and presuppose that it will be succesghg idnited Kingdom
proceeding As discussed in greater detail in the Order, doubts surrounding Derma Pen's
likelihood of succesm prosecuting itsrademark right$which are governed by the Agreement)

and its related causes of action weufficient to warrant denial of a temporary restraining order

® See Agreement aSection 177, docket no. 25filed under seaDct. 10, 2013.
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and preliminary injunction. Derma Pen's advancement of similar arguments tpisodice to
oppose a stay ikewise unavailing.

A stayin thiscase does not necessarily mean #éiadf Derma Pen's causes of action
must be litigated in the United Kingdorito the contrary,@ne of Derma Pen's causes of action
may ultimately be litigated in this court (hamely thiah state law claims, Copyright claims, and
Lanham Act claims). Butesolution of those causes of action now would be prematiney—
cannotbelitigated and resolvedntil the rights and obligations the parties as set forth in the
Agreementave been resolved by a court in the United Kingdom.

Given the foregoing reasons, the caoanrits discretion finds that a stay is proper in this
case until a court in the United Kingdom resolves the desbetween the parties arising under
the Agreement, including any causes of action related to the trademark rigie$nited
States.No further action shall be taken in this case during the stay, though the stagdmpos
hereindoes not limit or prevent discoveirythis Districtthat is ancillary to the proceeding in the
United Kingdom, such as that authorized by 28 U.S.C. § &78#& Hagudcvidence
Convention.

Order

Based on the foregoind,is hereby

ORDERED thathis action is STAYED in itentiretyuntil a court in the United
Kingdom resolves the dispute between the parties regarding claims diisicity under the

Sales Distribution Agreement



IT IS FURTHER ORDERED that a party may apply for relief from tiag sipon a
showing of good cae.

Dated Novembe?20, 2013.

BY THE COURT:
David Nuffer %

United States District Judge
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