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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAH

ClearPlayInc., MEMORANDUM DECISION AND
ORDER
Plaintiff, e Granting [173] Motion to Amend
V. Final Infringement Contentions; and
e Denying [99] Motion for Summary
DISH Network LLC, DISH Netwrk Corp., Judgment and[147] Motion for
EchoStar Corp., anddaoStar Technologies Judgment on the Pleadings
L.L.C,,
Defendars. Case N02:14¢v-00191DN-BCW
District JudgeDavid Nuffer

Plaintiff ClearPlay, Inc(“ClearPlay”)assertegbatent infringement claims against
Defendants DISH Network L.L.C. (“DISH”) and EchoStar Technologi¢sC. (“EchoStar”)
(collectively “Defendants”}. Defendants filed a motion for summary judgnfearid a motion for
judgment on the pleading<learPlay subsequently filed a motion for leave to amend its Final
Infringement Contentions (“Motion to Amend*)ClearPlayargues that the proposed

amendments wiresolve the motion for summary judgment and the motion for judgment on the

L Complaint for Patent Infringeme(itComplaint”), docket no. 2filed Mar. 13, 2014.

2 Defendant’s Motion for Summpadudgement of Noeinfringement (“Motion for Summary Judgementipcket
no. 100 filed July 26, 2017 (Sealddotion, docket no. 99filed July 26, 201).

3 Defendant’s Motion for Judgement on the Pleadings or, in the Alieen&dr Summary Judgement dfon-

Infringement (“Motion for Judgement on the Pleadingdtcket no. 48, filed Sep. 26, 201{SealedMotion,
docket no. 14 /filed Sep. 26, 2007

4 Plaintiff ClearPlayinc.’s Motion to Amend Final Infringement Contentions and to Supplemppo$€ition to
Defendants’ Motions for Summary Judgement (“Motion to Amendtitket no. 173filed Dec 21, 2017 (Sealed
Motion, docket no. 175filed Dec. 21, 201)7
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pleadings: For the reasons discussed below, ClearPlay’s Motion to Amend is granted and
Defendants’ motions are denied without prejudice
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BACKGROUND

ClearPlay is the owner of five patenisedn its products to allow users to filter third
party video conterft.Defendants provide television services and related equipment, including the
Hopper wholehome HD DVR(“Hopper DVR”), which allows subscribers to automatically skip
over commercial breaks during playback of certain recorded con@earPlay alleges that this
feature of the Hopper DVEnown as the “AutoHop”) infringes on its paterifbe case was
stayedwhile thePatent Office, at the request of a third pacbnductedaninter partesreview
(“IPR”) of four of the fivepatentsat issue® As part of the IPRClearPlay asserted that its claims
were valid and distinguishable from the prior art bec#sggatents include a “navigation object”

with three distinct element§l) a starting point; (2) a stopping point; and (3) a “filtering action

to be taken between the starting and stopping pdifite Patent Office completed the IPR,

5> Motion to Ameml at 24.
6 Complaint 1 1415.
" Motion for Summary Judgment at 1.

8 Defendants’ Motion for Stay Pending Inter Partes Revilket m. 64 filed Oct. 24, 2014; Order Granting
Motion to Staydocket no. 80entered Feb. 11, 2015.

® Motion for Summary Judgent at 34; ClearPlay, Inc’s Opposition to Defendants’ Motion for Summary Judgment
(“Opposition to Motion for Summary Judgmen#} 3 docket no. 136filed Sept. 14, 201{Sealed Motiondocket
no. 133 filed Sept. 5, 2017)
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finding ClearPlay’s claimgatentablend the stay was lifted on October 31, 2846n June 23,
2017, ClearPlay served its Final Infringement Contentténs.

In their motion for summary judgment, Defendants athaé “the products accused in
ClearPlay’s infringement contentions lack a claim limitation present in eveeyted claim-the
filtering action’ in the ‘navigation object.*? Because ClearPlay has failed to identify anything
that could be called a “navigation ebf” with a “filtering action” in the AutoHop feature,
Defendants assert that they are entitled to summary juddi@atendants further argue that
dismissal of ClearPlay’s case is appropriate uf@er R. Civ. P. 12(d)ecause ClearPlay has
not identified a structure corresponding to the claim term “filtering actionithereits
Complaint or Final Infringement ContentiotsClearPlay opposes summary judgment and
judgment on the pleadingarguing that material disputed facts remain poithting to certain
computer codes (“The Tag” and “The Attribut&@i)documents that it asseidefendants failed
to produce in a timely mannét Although neither “The Tag” nor “The Attributeire specifically
identified in ClearPlay’s Complaint or Finaiftingement Contention,ClearPlay asserts that it

sufficiently identified the structures supporting its infringement thébhy.its Motion to

10 Minute Entry for Proceedings Held Before Magistrate Judge Brooke Wettket no. 85, entered Oct. 31, 2016.
1 Motion for Judgmenbn the Pleadings at 2.

2 Motion for Summary Judgment at 1.

13 Motion for Summary Judgment at1®.

4 Motion for Judgment othe Pleadings at 2.

15 Opposition to Motion for Summary Judgment afld-18 (discussing “The Tag”) and 4R (discussing “The
Attribute™); ClearPlay, Inc.’s Opposition to Defendants’ Motion for Judgment oRlgedings (“Opposition to
Motion for Judgmenon the Pleadings'at 15 22 docket no. 164filed Oct. 24, 2017 (Sealed Oppositiclocket
no. 162 filed Oct. 23, 2017).

16 Motion for Judgment on the Pleadings at 3.

17 Opposition to Motion for Judgment on the Pleadings-ait 1
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Amend, ClearPlageeks to clarify its original infringement theamth newly discovered
informationand to coform its Final Infringement Contentions to the evidentiary reé¢drd.

DISCUSSION
ClearPlay’s Motion to Amend

Pursuant td.ocal Patent Rul8.4,a party may amend it&inal Infringement Contentions
“upon a showing of good cause and absence of unfair prejudice to opposing parties, made no
later than fourteen (14) days of the discovery of the basis for the amendrhent.”

Good cause exists for ClearPlay to amend its Final Infringement Contemins and
Defendants will not suffer unfair prejudice.

ClearPlay has establishgdod cause to amend its Final Infringement Contentions. Good
cause may arise lithe discovery of new facts, including new potentially infringing
instrumentalities]” 2° On September 7, 2017after ClearPlayvas required to produce its Final
Infringement Contentiors-DISH produced a technical document that describes a manual mode
for the AutoHopfeature?! The manual mode gives the user of the HopéR the ability to
choose which commercials to skip, instead of skipping all of HdDiSH assets thatits
subscribers are unable to use the manual mode because that part gettievaonever
completec?® On December 8, 2017, after reviewing DISH’s code with the help of the technical
documentClearPlay’s expert identified a structunethe manual modtnat he believes infringes

ClearPlay’s asserted patebtgusing a navigation object with a start position, a stop position,

18 Motion to Amend at .
®UT RUSDCT LPR 3.4
20 Corel Software, LLC v. Microsoft Corporation, 2018 WL 5792323 *1, *2 (D. Utah 2018)
2 Motion to Amend at 12
22 Motion to Amend at 19

23 Opposition to ClearPlay’s Motion to Amend Final Infringement Contentiods@B&upplement Opposition to
Defendants Motion for Summary Judgment and Judgment on the Pleadipg®$ition to Motion to Amend“at
4-5, docket no. 19%filed Jan. 17, 2018) (S#¢ed Oppositiondocket no. 193filed Jan. 16, 2018).
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and a filtering actior* The expert’s discovery of the manual modeditire in DISH’s codéas
unearthed new evidence relevant to the casesagidficient to meet the good cause requirement.
DISH argues tha€learPlay wasot diligent in searching the code bastween
September th and DecembertB.2°> However, any delay in discovering the new evidence is
justified. The newlydiscovered structure, which is the basis for the amendment, was buried in
DISH’s code basé® That code base comprises millions of lines of cdd@learPlays experts
werenot allowed to runhe codeor use debugging tools as they normally would, which
compounded the difficulty akview.?® Instead, ClearPlay’s experts were required to review the
code by han@nd at the escrow site where it is stofé@learPlayfurtherassertghatits expers
hadpersonal and professional reasdastheir delayin reviewing the code®® Under the
circumstances, ClearPlay’s experts were sufficiently diligent in revgethia code.
FurthermoreDefendants will not suffer unfair prejudic#t is usually true that any
amendment of the Final [Infringement] Contentions would lead to additional work and expense
on the part of the non-moving party! Thus, the inconvenience and expebgéself does not
generally aris¢o the level of undue prejudicdowever, @ amendmentb final infringement
contentionsnay be prejudicidlif its timing prevents the defendant from pursuing a potentially

promising line of defense®? That is not a problem herélhile the parties have filed their claim

24 Declaration of Dr. Nick Feamster (“Feamster Declaration”) fb8ket no. 244, filed Feb. 8, 2018.
25 Opposition to Motion téAmendat12-13.

26 ReplyMemoat 2

27d.

28 Declaration of Giulio Amodeo (“Amodeo Declaration”) fddcket no. 244, filed Feb. 8, 2018.
2d.

N1d.at 7.

31 Corel Software at *3.

32 Minter v. Prime Equip. Co., 451 F.3d 1196, 1209 (10th Cir. 2006)
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construction briefs,laim constructio is not complete. MoreoveClearPlayhas not changed its
basic theory of infringementthat the accused DISH devices @ntall of the elements of its
asserted patentds a result, bowing the amendment would not subject DISH to undue
prejudice.
ClearPlay’s Motion to Amend was timely filed.

A motion to amendrinal Infringement Contentions must be filed witfonirteen (14)
daysof the discovery of the basis for the amendni@@n December 8, 201T|earPlays
expert informedt of the manual modeistovered in DISH’s code bad&Thirteen days lateon
December 21, 201G learPlayfiled its motion to amend its Final Infringemenbi@entions®®
BecauseClearPlay filed itgnotion withinfourteen daysf the “discovery of the basis for the
amendment,ClearPlaymeetsthe timeliness requiremeritherefore, ClearPlay is entitled to
amend its Final Infringement Contentions as requested, with one exception. @lsarPla
proposed amendments include a change to the prior art dates of the asserteCpedeay
has not provided any reason for this amendment and the newly discovered evidence did not
relate to the prior art dateghereforetheprior art dateshall remain the same

Defendants’ Motion for Summary Judgment and Motion for Judgment on thePleadings

In their Motion for Summary JudgeméhandMotion for Judgement on the Pleadings,
Defendants arguihatClearPlays Final Infringement Contentions do not point to a specific

filtering action, as required by the asserted patent ci#fitdewever,as part of itsamended

33UT RUSDCT LPR 3.4

34 Feamster Declaratioat 1 19.

35 Motion to Amend docket no. 173Sealed Motiondocket no. 17p

3¢ Motion for Summary Judgememtocket no. 10@Sealed Motiondocket no. 9%

37 Motion for Judgement on the Pleadindscket no. 14§Sealed Motiondocket no. 14y

38 Motion for Summary Judgment at 1; Motion for Judgment on the Pleadir®ys
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Final Infringement Contention€learPlay will identify thespecific filtering action in the
accused device¥.Defendantsargument that infringement cannot be based upon implicit
filtering may have merif® Howeve, the amended Final Infringement Contentions render
Defendants’ motions moot. As a result, it is appropriate to deny the Motionrfiam&ry
Judgement and the Motion for Judgement on the Pleadings without prejutietnen
Defendants devicesontain a std time, a stop time and a filtering acti(as patented by
ClearPlay)is disputed by the parties and appears tafaetual disputdest suited for trial.
However, Defendants may renew threiguest for sumary judgment based upon Cleays
amended Final Infringement Cont®ns.

ORDER

IT IS HEREBY ORDERED that th®lotion to Amend!is GRANTED. Plaintiffis
granted leave to amend it;&l Infringement Contentions, with exception to the changes to the
prior art date othe ClearPlayassertegbatents Plaintiff must serve its mended Final
Infringement Contentins on Defendantsy no laterthan April 1, 2019.

IT IS FURTHER ORDERED that the DefendahMotion for Summary Judgmefitand
Motion for Judgment on the Pleadirt§are DENIED without pejudice.

IT IS FURTHER ORDERED that the parties shall submit a Joint Status Repoot b
later than April 15, 2019. The parties should state how they would like to proceed to
expeditiously resolve this matter, including proposed dates for the folloivimesessary:

(2) Completion of any additional discovery;

3% Motion to Amend at 24.

40 Motion for Summary Judgment at 10,-23.

41 Docket no. 173Sealed Motiondocket no. 17p
42 Docket no. 10@Sealed Motiondocket no. 99
43 Docket no. 14§SealedViotion, docket no. 14y
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(2) Filing of any dispositive motions based upon the Amended Final Infringement
Contentions;
3) Filing of amended or supplemental claim construction briefing; and

(4) Claim construction hearing.

BY THE CO w

David Nuffer v
United States District Judge

DatedMarch 22, 2019.
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