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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF UTAHCENTRAL DIVISION

UTAH REPUBLICAN PARTY,
MEMORANDUM DECISION AND

Plaintiff, ORDER GRANTING STATE
DEFENDANTS’ MOTION FOR PARTIAL
CONSTITUTION PARTY OF UTAH, a JUDGMENT ON THE PLEADINGS ON
registered political party of Utah, TRADEMARK ISSUES

Plaintiff and Intervenor,
V.
Case No2:14cv-00876DN-DBP
GARY R. HERBERT, in his Official Capacity
as Governor of Utah, and SPENCER J. COXPDistrict JudgeDavid Nuffer
in his Official Capacity as Lieutenant Governadviagistrate Judge Dustin B. Pead
of Utah

Defendans.

BACKGROUND

Plaintiff Utah Republican Par{y URP’) brought suit against Governor Herbert and

LieutenaniGovernor Cox (the “Stateefendants”pver Senate Bill 54" SB54') which was

passed during the 2014 Utah legislative ses&i®P argues th&B54is unconstitutional and
violatesURP’s trademarkights A ruling on preliminary injunction was issued previously which
addressed the constitutionality questidfiie instant memorandum decision and order
addresses trademark issues.
In its ComplaintURP seeks, with respect to trademark issues:
A declaratory judgmenpursuant t@8 U.S.C. 8§ 2201declaing SB54
violates the Party’s right® control and direct the use of its name, title,

emblems, and endorsements, and prevent the unlawful use of its name, title,
emblems, and endorsements in a way that is likely to cause confusion, mistake

! Memorandum Decision and Order Denying Preliminary Injunctiocket no. 170entered September 24, 2015.
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and deceive Utans concerning the affiliation, connection, sponsorship or
association with the Party of the person receiving the Party’s nomination
underSB54 or contribute to the false designation of the Party’s endorsement
underSB54 in a way that harms the Party atitlites its message;

A permanent injunction enjoining enforcement and implementati@B6#

A judgment awarding Plaintiff damages and costs of suit, including
reasonable attorneys’ fees undérU.S.C. 8§ 111and42 U.S.C. 8§ 1988nd

Such other and ftier relief to which Plaintiff may be entitleéd.

URPalleges thatthe State througlsB54has sought to misallocate the name, title, emblems,
and endorsements of théRH, including the URF Mark, and use them in a way in its
administration of the printg and general elections in Utah, and in the actions that it seeks to
prohibit bySB54 that falsely designates the Party’s endorsement of nominees, and which is
likely to cause confusion, mistake and deceive Utahns 3. . .”

The Constitution Party of Utah (“CPU”) intervened in the lawsuit andfidsba
complaint seeking an injunctidijamages and attorney’s fees under the Lanham®4Aat
allegedinfringementof the CPU “trademark, good will, and name . /. .”

After filing answerg denying the trademark infringement allegatiohs, $tate
Defendantdiled theirmotion for partial judgment on the pleadings under Rule 12(c)

(“Motion”). *° The State Defendants argue tB&54does not infringe BP’s or CPU’s marks,

2[URP] Complaint (“URP Complaint’Prayer for Relief §1-8, docket no. 2 filed December 1, 2014.
*1d. 7 121.

*[CPU] Amended Complaint (“CPU Corigint”) 11 45 and 47docket no. 30filed January 30, 2015.
®1d. 7 49.

®1d.

"1d. 7 43.

8 Defendants’ Answer to the Utah Republican Party’s Compldintket no. 31filed February 2, 201®efendants’
Answer to the Utah Constitution Party’'s Amended @taimt, docket no. 35filed February 10, 2015.

°Fed. R. Civ. P. 12(c)

10 State Defendants’ Motion for Partial Judgment on the Pleadings amditdedum of Law in Support (“Motion”),
docket no. 64filed March 20, 2015.
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andtheyask that therademark claims be dismissed with prejuditEor the reasons set forth
below, theStateDefendantsM otion isGRANTED.
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STANDARD FOR A RULE 12(C) MOTION FOR
JUDGMENT ON THE PLEA DINGS

A motion for judgment on the pleadings unéere 12(c) of the Federal Rules of Civil

Procedures evaluated by the same standard Bsil@ 12(b)(6)motion to dismiss for failure to
state a claint? The factual details supportirgclaim must be great enough to make the claim
plausible, rather than merely possible; i.e., “enough to raise a right to reliefthbmspeculative
level. . . /It must be reasonable for a court to draw the inference that the defendangjs liabl

basecbn the facts statetf.Recitations of elements of a claim and conclusory statements lack

1 Motion at iii.
12 500 e.g., Myersv. Koopman, 738 F.3d 1190, 1193 (10th Cir. 201Bd. R. Civ. P. 12(¢cFed. R. Civ. P.
12(b)(6)

13 Bel| Atlantic v. Twombly, 550 U.S. 544, 545 (20Q7)
14 See Asheroft v. Igbal, 556 U.S. 662, 663 (2009)
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sufficient detail, and cannot trigger a court’s assumption that all of thenstaie made in the
pleading are trué&

DISCUSSION

URP grounds itslaimsin federal lav.'® CPU refers to a state law trademark registration
and “statutory and common law trademarkingement” as the basis of itedemark cause of
action*’ CPU, howeverseeks damages and fees pursuant to federdf IBecause there is no
difference betweethe standards applied tHRP’s and CPU’slaims!® and because the Joint
Memorandum in Oppositidf does not argue that a different standard should ajbyaly,
trademark infringement claims at issue will be analyzed under federaldpecifically under
the Lanham Act and related case law

The State Defendanésgue that the trademark claims brought by URP and CPU
(collectively “Political Parties”) should be dismissed beca(lgethe trademark claims are
barred by the Eleventh Amendment and the doctrirs@eéreign immunity; (2) the Political
Parties’ trademark claims fail to state a claim because the State Defendants hasediariy
of the Political Parties’ alleged trademarks “in commerce” or “in connection withjaog or

service; and (3) pursuattt the statutory scheme, the Politicaltiear consent to and permit the

51d.

% URP Complaint 7 11922 (citing15 U.S.C §§ 1116, 1117, and 11p5
7 CcPU Complaint 1 43, 46.

81d. 1 49.

19 5ee, e.g., Utah Lighthouse Ministry, Inc. v. Discovery Computing, Inc., 506 F.Supp.2d 889, 902 (D.Utah 2007)
(granting summary judgment on unfair competition claims under W law because defendants did not put
plaintiff's logo into “commercial usetinder the meaning of the Lanham Act).

2 plaintiffs’ Joint Opposition to Defendants’ Motion for Partial Judgment erPleadings (“Opposition”ocket
no. 128 filed May 16, 2015.

2 Lanham Act (“Lanham Tradenark Act”) (“Trademark Act of 19467)15 U.S.C. §§ 1051 to 1141n (2015)
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State Defendant® use thePolitical Partieshames and symbols on a bafféEach of these
arguments will be addressed in turn.

1. Eleventh Amendment

The Eleventh Amendment to the ithd States Constitution provides that:
The Judicial power of the United States shall not be construed to extend to any

suit in law or equity, commenced or prosecuted against one of the United States
by Citizens of another State, or by Citizens or Subjefcty Foreign Staté®

Although a literal interpretation of the Eleventh Amendment bars “only federal
jurisdiction over suits brought against one State by citizens of another Statagr Svage, [the
U.S. Supreme Court has] long recognized that the Eleventh Amendment” repudiatasctya
that “the jurisdictional heads of Article Ill superseded the sovereign imynilnait the States
possessed before entering the Unithiri other words, a stateenjoys sovereign immunity
from lawsuits brought agashit by anyone. But there areertain, limited exceptions

The U.S. Supreme Court has recognized “only two circumstances in which an individua
may sue a State: First, Congress may authorize such a suit in the exetsipewer to enforce
the Fourteenth Amendment . . .. Second, a State may waive its sovereign immunity by

consenting to suit?®

22 Motion at iii.
#.S. Const. amend. XI
24 College Savings Bank v. Flor. Prepaid Postsecondary Educ. Expense Bd., 527 U.S. 666, 669 (1999)

% A “state,” for purposes of the Eleventh Amendment, may includata sfficial in his official capacity'Suits
against individual officers may be barredthg Eleventh Amendment. The inquiry . is whether the state is
actually the real party in intest” 13 Wright & Miller, Fed. Prac. & Proc. Juris. § 3524.2 (3d ed. 2@aising

cases)lf payment of judgment is to come from the state treasury, the actiorsentedly one against the state” and
is barred unlesEx parte Young applies.Here, suitis brought against Governor Herbert and Lieutenant Governor
Cox in their official not individuaJ capacity; hence, the suit is barred under the Eleventh Amendeestse
damages would be paid from the state treasimg/Hafer v. Melo, 502 U.S. 21, 25 @91) (“Suits against state
officials in their official capacity therefore should be treated as sudisstghe Stat&). However, as explained
below, Ex parte Young applies because the Political Partésoseek prospective injunctive relief.

26 College Savings Bank, 527 U.Sat 670
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Congress Has Not Abrogated Sovereign | mmunity under the Lanham Act

The State Defendants argue that the Political Parties’ trademark claims are barred
because @ngress has not abrogated the State of Utah’s immunity under the Eleventh
Amendment’ The State Defendants averrect.College Savings Bank made clear that “the
Trademark Remedy Clarification Act did not abrogate sovereign immunigctams brought
under the Lanham Act?® This means that the State of Utah “enjoys seiggrimmunity with
respect to .. Lanham Act claims unless [the State of Utah] has waived its sovereign
immunity.”?°

The State of Utah Has Not Expressly Waived |ts Sovereign | mmunity

The State Defendants argue that the State of Utah has not expressly waiveztdigiso
immunity by consenting to suit. The State Defendargsarrect:‘After College Savings Bank,
it is clear thatiny waiver of sovereign immunity by a state must be express and voluntary, and
cannot be implied or constructivé>Under this “stringent” standardthe Political Partiemust
showexpress or unequivocal waiver of immunity by the State of Utah with respect to Lanham
Act claims. They fail.

Instead, the Political Parties point to a Utah law, the “Registration and Protefiction

Trademarks and Service Marks At and argue that the State has waivedritmunity by

stating in that Act thatany person is liable” for trademark infringem&tandthat aggrieved

2" Motion at 57; State Defendant®keply Memorandum in Support of Their Motion for Partial Judgment on the
Pleadings (“Reply”at 1-5, docket no. 132filed June 2, 2015

8 Jate Contracting and Engineering Corp. v. Sate of Florida, 258 F.3d 1329, 1335 (Fed. Cir. 2001)
#|d. at1336

30 Id,

31 Id,

% Utah Code § 7a101to 502.

3 Opposition at 8 (citingJtah Code § 7®a402(1).
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parties may seek remedies “in any court of competent jurisdict{drigivever, he Registration
and Protection of Trademarks and Service Marks fates that itshall be interpreted to

provide for the registration and protection of trademarks and service marksnner

substantially consistent with the federal system of trademark registration and protection under the

Trademark Act of 1946L5 U.S.C. Sec. 105&t seq.*

BecauseCollege Savings Bank unmistakably rejected Congress’s attempt to subject states
to suit under the Lanham Act ankkarly held that waiver ammunity must be “express and
voluntary, and cannot be implied or constructi¥®the Political Parties’ argumefils. There is
no indication thatUtahhas expressly and voluntarily waived its immunity by consenting to suit
under the Lanham ActWWaivermay only be found “where stated by the most express language
or by such overwhelming implications from the text as [will] leave no room fpotrer
reasonable constructiori”™A State does not consent to suit in federal court merely by
consenting to suit in the courts of its own creatidtRor does it consent to suit in federal court
merely by stating itentention to ‘sue and be sued,” or even by authorizing suits against it ‘in any
court of competent jurisdiction[.]* The Political Parties only poind generalanguage that
College Savings Bank has already hel insufficient to constitute waiver.

Accordingly, neither of the two recognized exceptions to sovereign immappties

and the Political Partieglaims are barred under the Eleventh Adrmagnt.

34 Opposition at 11 (citing/tah Code § 7Ba-404).

% Utah Code § 78a102(1)(emphasis added)

% gate Contracting, 258 F.3dat 1336

37 College Savings Bank, 527 U.S. at 678 (alteration in original)
% d. at 676

39d. (internal quotation marks and citations omitted).
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The State Defendants May Be Sued for I njunctive Relief under the Ex parte Young Exception

Even though the Political Parties’ arguments fail to show a blanket excepticeventtl
Amendmenimmunity, the Political Parties arguhatthe Ex parte Young exceptionapplies. The
Political Parties argue that their trademark claims for injunctive i®liefive undeEx parte
Young becausehey arenot suing thetate of Utah, but rather they are suingtate officials in
their official capacitiesand “seekingorospective, injunctive relief for violations of federal
law.”*° Such claims, the Political Parties argue, “are not barred by the Eleventh Aemeritim
The Political Parties are correct that their claimgfaspective, injunctive relief are not bered
by the Eleventh Amendment under teparte Young exception However as just discussedp
monetary relief may be awarded under such claibezause of Eleventh Amendment immunity.

While it is true that claims for prospective injunctive refiedy e advanced against state
officials under thdex parte Young exceptionclaims for “retroactive monetary relief” are
barred*? Moreover, to pursue the claims for prospective injunctive refiefstate officer named
in the suit ‘must have some connection with the enforcement of the act, or else [the plaintiff] is
merely making him a party as a representative of the state, and thereby atjeonptake the
state a party* In Kitchen v. Herbert,** the Tenth Circuiexplained that a state official “need
only have a particular duty to enforce the statute in question and a demonstriaigdest to

exercise that duty” in order to have “some connection” to the enforcement of a ab@lleng

0 Opposition at 6 (emphasis added) (citiPennhurst State School & Hosp. v. Halderman, 465 U.S89, 10203
(1984) Edelman v. Jordan, 415 U.S 651, 66667 (1974) Ex Parte Young, 209 U.S. 123, 156 (1908)

*1 Opposition at 7.

“2 Pennington Seed, Inc. v. Produce Exchange No. 299, 457 F.3d 1334, 1341 (Fed. Cir. 20Q8)o analyze arEx
parte Young claim, a ourt need only conduct a straightforward inquiry into whether [the] tnmalleges an
ongoing violation of federal law and seeks relief properly characterizadsisegtive.” (alteration in original,
internal citations and quotation marks omitted)).

“3 Ex parte Young, 209 U.S. at 15femphasis added).
4 See Kitchen v. Herbert, 755 F.3d 1193 (10th Cir. 2014)
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provision®> The Tenth Circuit irkitchen held that Governor Herbert was subject to suit under
Ex parte Young because he haparticular duty to enforce the law in question and a willingness
to exercise that duty. The “particular duty” arose from the Utah Code, whére Gtjvernor is
statutorily charged with ‘supervis[ing] the official conduct of all exeetind ministerial

officers’ and ‘see[ing] that all offices are filled and the duties thereobpeed” *° Therefore,
because he was “responsible for the general supervision adthi@istration by the local . . .
officials” of the challenged provisioft, the Governor was “properly made [a] defendant” under
Ex parte Young.*®

The URP and CPU Complaints state that Lieutenant Governois@o chief election
officer of Utah and is gponsible for the enforcement®B54 and that Governor Herbert is the
supervisor of all official conduct of all executive and ministerial offié@tdnderKitchen, these
allegations are enough to show that Governor Herbert and Lieutenant Governor € tsonae
connection” to the enforcement of the challenged provisi@B&4 anda “particular duty” to
enforce the lawTherefore, they are subject to suit underBkearte Young exception, bubnly
for prospective, injunctive relief.

Even though th&x parte Young exception to Eleventh Amendment sovereign immunity
applies to subject the State Defendants to allitlaims formonetary relief are barredThe only
claims that survivare claims against the State Defendantgrfospective, injunctive relief for
alleged ongoing violations of federal lagpecifically trademark infringemerBut, as explained

in more detail in the sections that follpeven those claims fail because the Political Parties have

*51d. at 1201

“%1d. at 1202(quotingUtah Code § 62-1(1) & (2)).
“71d. at 1204

8 1d.

*91d. at 67 (quotingUtah Code § 67-1(1)).
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failed to state a valid trademark infringement claim and because any use of ticalARditiies’
marks on a general election ballot occurs dtize Political Parties consent to such use.

2. The Political Parties Have Failed to Show That the State Uses the Richl Parties’
Trademarks “in Commerce” or that the State Created a Competing Good or
Service”

Underl5 U.S.C. § 1125(a) the owner of “any valid mark, registered or ndtrhaysue

“any persohwho:
uses in commerce any word, term, name, symbol, or device, or any combination
thereof, or any false designation of origin, false or misleading descriptiantof f
or false or misleading representation of fact, which . . . is likely to cause
confusion, or to cause mistake, or to deceive as to the affiliation, connection, or

association of such person with another person, or as to the origin, sponsorship, or
approval of his or her goods, services, or commercial activities by anotkenpe
52

The elements required to protrademark infringementnderthis section are: “(1ghat plaintiff
has goprotectable interest in the mark; (2) that the defendant has used ‘an idergioalar
mark in commerce; and (3) that the defendant’s use is likely to confuse consutiene”
“central questiohin an infringement action “is whether the defendanss af the plaintiff's
mark is likely to cause consumer confusigh.”

Several types of confusion exist, including “direct confusion,” “reverse conflisnd
“initial-interest confusion®® “The classic case of direct confusion occurs when ‘[c]ustomers

wantto buy the [plaintiff's] product and because of the similarity of the marks, kergtabuy

¥ Lanham Act, § 43(a).

*1 1-800 Contacts, Inc. v. Lens.com, Inc., 722 F.3d 1229, 1238 (10th Cir. 2013)
*21d. (quoting15 U.S.C. § 1125(})

*31d. (citations omitted).

*d.

*°1d. at 123839,
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the [defendant’s] product instead®Reverse confusion occurs “when the [defendant’s]
advertising and promotion so swamps the [plaintiff's] reputation in thketidhat ‘customers
purchase the [plaintiff's] goods under the mistaken impression that they ang ¢fettigoods of
the [defendant].”®’ “Initial -interest confusion ‘results when a consumer seeks a particular
trademark holder’s product and instead is lured to the product of a competitor by the
competitor’s use of the same or similar mar¥.”

As is evident from the discussion abotlee Lanham Act was enacted to protect
trademarks and service marks from use “in commerce” by compefitorder to avoid
confusion among consumefl3 o invoke the protections of the Lanham Act, a plaintiff must
show that the alleged infringer used the plaintiff's mark ‘in connection witlgaags or
services.”™ “The Lanham Act is intended to protect the ability of consumers to distinguish
among competing producers, not to prevent all unauthorized ¥s§&]he defendant in a
trademark infringement and unfair competition case must use the mark in connétttithew
goods or services of a competing producer, not merely to make a comment on the krademar
owner’s goods or service§"“Unless there is a competing good or service labeled or associated
with the plaintiff's trademark, the concerns of the Lanham Act are not invéked.”

In Utah Lighthouse Ministry, the Tenth Circuit addressed trademark infringement claims

brought by a plaintiff who felt thatefendant’svebsiteviolated the Lanham Act by referencing

%% |d. at 1239(quoting4 J. Thomas McCarthy, McCarthy dinademarks and Unfair Competition § 23:10 af723
(4th ed. 2013)(alterations in original).

37 1-800 Contacts, 722 F.3dat1239(quoting4 McCarthy § 23:10 at 280to -71) (alterations in original).

°8 1-800 Contacts, 722 F.3dat 1239(quotingAustralian Gold, Inc. v. Hatfield, 436 F.3d 1228, 1238 (10th Cir.
2006).

%9 Utah Lighthouse Ministry v. Found. for Apologetic Info. & Research, 527 F.3d 1045, 10582 (10th Cir. 2008)
®|d. at1052
®'1d. at1053
®21d. at 1054
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and critiquingplaintiff’'s websiteand plaintiff's trademark® After reviewing the websites and
finding that defendant’s website did not provide a competing good or service or use the
plaintiff's mark in connection with goods or services, the Tenth Circuit heldhbatefendant’s
website was “overwhelmingly noncommercialid denied plaintiff's trademark infringement
and unfair competition clainfs.

Similarly, in Washington State Republican Party v. Washington Sate Grange,®® a
political party argued that Washington State’s primary election system vitthetearty’s
trademark right§® The Ninth Circuitrejected this argument, noting that the political party was
“required to show that the defendant—here, the State of Washingses-the Party’s registered
mark ‘in connection with the sale, offering for sale, distribution, or advertisingyajaods or
services.” °” “At a minimum,” the Ninth Circuit wrote, “the plaintiff must show that the
defendant ‘offersompeting services to the public.*® Because the political party could not
make these showings, the Ninth Circuit rejected the trademark infringement claims

The conclusionseached irJtah Lighthouse Ministry andWashington State Grange
applyequally hereThe Political Parties have nslhown that the State, throu§B54 useghe
Political Party’s trademarks competition with the Political Partiednstead, the State uses the
Political Party’s trademarks to provide a forum for the public to vote for canslidaee Pditical
Parties have not peledthat the State has providedampeting good or service or thahe

Political Partiesmarks, nameditles, good will, oremblems willbe used by the State in

®%|d. at1052

®|d. at105253.

85 Washington State Republican Party v. Washington Sate Grange, 676 F.3d 784 (9th Cir. 2012)
®d. at795

®71d. (emphasis in original).

% |d. (emphasis in original).
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connection with goods or servicasall Nor have the Political Parties cited any law providing
for a cause of action for trademark infringement under circumstaméar to thoseresented
in this caseThus, the Lanham Agdrotections are not triggered because the Political Parties fail

n 69

to show how “the defendant has used ‘an identical or similar rmademmerce;” °° or that

“there is acompeting good or service labeled or associated with tapff's trademark[.]”°
While URP and CPU allege that the State’s use of the Political Parties’ trademarks “
likely to cause confusiorf* among voters about who the Political Parties actually suppert, th

type of “confusion” alleged by the Political Parties herenuch different than the “confusion”

prohibited by 15 U.S.C. 8§ 1125(aWhereas the Political Partispeak in terms of confusion

amongvoters or Utahans in general, cases analyzing the Lanham Act speak of confusion in
terms of “customers,“consumers,” and “products” or “good$®Therefore the “confusion”
alleged in URP’s and CPU’s pleadings is not the same type of “confusion” envisionedhende
Lanham Act

As the State Defendantsrrectly noteUnited We Sand’® does not present the same
situation that has been presented by the Political Partiesited We Sand, the question was
whether a political organization could use a competing political organizaservie mark in

its political activities’* The Secod Circuit held that because trademarks and service marks of

69 1-800 Contacts, 722 F.3dat 1238(citation omitted) (emphasis added).
70 Utah Lighthouse Ministry, 527 F.3cat1054(emphasis added).
"MURP Complaint 1 119; CPU Complaint { 44.

"2 e, e.g., 1-800 Contacts, 722 F.3chat 123839 (describing “confusion” in terms of consumers, customers, and
purchasing of goods).

3 United We Stand America, Inc. v. United We Stand America New York, Inc., 128 F.3d 86 (2d Cir. 1997)
1d. at 88-89.
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non-profit and public service organizations are protected, the “use of the mark byingmpet
organizations [must] be prohibite@”

The Political Partiesrgue thatUnited We Stand supports their position and that
“[c]ontrary to Defendants’ suggestions, the Lanham Act extends to the unauthoriz#d use
Plaintiffs’ trademarksbecause “[a] political organization that adopts a platform and endorses
candidates under a trade name performs the valgablizeof communicating to voters . . ./*
The Political Parties incorrectly focus on the “valuable service” languadeited We Sand.

The issue heres not whether the Political Parties provide a valuable serviaeealigible to
obtain aprotectable mark under the Lanham Act; the State Defendamtst dispute that the
Political Parties hold valid marks and provide valuable services to the public. ,Ria¢hissue is
whether theState, througisB54 provides acompeting good or servicéen commer ce that

infringes on tle Political Parties’ trademarks. The Political Parties have not made any lgausib
allegation that the State does so, and therefore the Political Parties faikta staim because

they fail to state amssential elemermf theirtrademark infringemerdlaim.

3. The Political Parties’ Marks Would Be Used Only With Consent

UnderSB54 a general election ballot mapt contain “symbols, markings, or other
descriptions of a political party or group, except for a registered poli#s} that has chosen to
nominate its candidates in accordance with Section 20A-9-40he StateDefendantsirgue
that because of this prigion inSB54 a political party who chooses rtotnominate its
candidates in accordance with Section 20A-9-403 does not need to worry about unauthorized use

of its marks because such use is prohibitéd: Political Partiesejectthis argumentcontendhg

®1d. at89.
"® Opposition at 12 (quotingnited We Stand America, 128 F.3cat90 (emphasis by Political Parties)).
" Utah Code § 20/6-301 Section 20A9-403 requires that candidates be nominated “by direct vote of the people.”
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that the have notgreed to the use of their markandthereforedo notconsent® The Political
Parties cite to an Eastern District of Missouri case and a treatisarguelthat they should not
be “required to give up [their] trademark rights inl@rto gain ballot acces$?

The Political Parties are incorrdot three reasong-irst,the Political Parties concede
that consent is a “viable defense” in a trademark aéfi@econd, consent occurs ung&&54
when a political party chooses to designigself as &RegisteredPolitical Party or a Qualified
Political Party and follow the provisions of the law. political party is not required to nominate
its candidates by primary electiéhlf it does not nominate candidates by primary election, “no
symbols, markings, or other descriptions of [the] political party or group’beilsed on the
general election balld% However, if the political partgoes follow the provisions 08B54 it
gains the benefit of having its logo appear on the general election ballot textcemdidate
who hasalso followed the procedures 854 ThisactionmanifestconsentThird, a political
party does not “give up” its trademark rights “in order to gain ballot atoeserSB54 A
political party is still allowed to protect its logos, emblems, and othéertnarks by following
SB54 That is, it may still enjoin eompeting political organization from using the party’s
trademarks in competition or to cause confusion. But, as described above, the Stakei®hot
a competitor, so its use of the Politicalrtees’ marks on a ballot would not trigger the
protections set forth under the Lanham Act. The Political Parties cite to noraaber law

establishinghat such use is an infringementtbe Political Parties’ trademarkBherefore,

8 Opposition at 17.
?1d.

8d. (citing Ariel Preferred Retail Group, LLC v. CWCapital Asset Mgnt., 883 F.Supp.2d 797, 832 (E.D. Mo.
2012).

81 Utah Code § 20/9-403(“Nothing in this section shall affect a candidate’s ability to qualify foegular general
election’s ballot as an unaffiliated candidate . . . or to participate in a gefemtibn as a writin candidate . . . .").

82 Utah Code ®0A-6-301(1)(a)(ii)

15


http://www.westlaw.com/find/default.wl?cite=SB54&ft=Y&db=1010500&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=Y&vr=2.0&HistoryType=C
http://www.westlaw.com/find/default.wl?cite=SB54&ft=Y&db=1010500&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=Y&vr=2.0&HistoryType=C
http://www.westlaw.com/find/default.wl?cite=SB54&ft=Y&db=1010500&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=Y&vr=2.0&HistoryType=C
http://www.westlaw.com/find/default.wl?cite=SB54&ft=Y&db=1010500&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=Y&vr=2.0&HistoryType=C
http://www.westlaw.com/find/default.wl?cite=SB54&ft=Y&db=1010500&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=Y&vr=2.0&HistoryType=C
http://www.westlaw.com/find/default.wl?ft=Y&db=0000506&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=1997208087&fn=_top&findtype=Y&vr=2.0&wbtoolsId=1997208087&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0000506&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=1997208087&fn=_top&findtype=Y&vr=2.0&wbtoolsId=1997208087&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2028341774&fn=_top&referenceposition=832&findtype=Y&vr=2.0&db=0004637&wbtoolsId=2028341774&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2028341774&fn=_top&referenceposition=832&findtype=Y&vr=2.0&db=0004637&wbtoolsId=2028341774&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=L&docname=UTSTS20A-9-403&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=L&vr=2.0&db=1000511&wbtoolsId=UTSTS20A-9-403&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=L&docname=UTSTS20A-6-301&rs=ap2.0&rp=%2ffind%2fdefault.wl&fn=_top&findtype=L&vr=2.0&db=1000511&wbtoolsId=UTSTS20A-6-301&HistoryType=F

because consentasviable defense to a trademark claim, and because consent is established, the
Political Parties’ trademark infringement arguments fail to state a claim.

CONCLUSION

Even though th&x parte Young exception could applio allow the suit to move favard
against the State Defendants for prospective injunctive relief, the tradelaiank fail kecause
the Political Parties have failed to show ttiegt Stataises the Political Parties’ tradematis
commerce” or “in connection with competing goods aed/ices’underthe Lanham Act.

Further, theState may only use tholitical Parties’ marks if the Political Parties hawnsergd
to the use of their marks und&éB54 The Political Parties have therefore failed to state a claim

for trademark infringement undéb U.S.C. § 1125(aPlacement of a political party’s name or

mark on an election ballot pursuantatstate law is not the same as creatifgpanpeting” good

or service thatvould causeonfusion among consumers or customers.
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ORDER

IT IS HEREBY ORDERED that the State’s Motfis GRANTED. The Political
Parties’ trademark infringement claims are hereby DISMISSED WITH PREJEL Any relief
requested in thBolitical Parties’ Complaints or in the URRBeeliminary injunction motion
which is based omdademark infringement is DENIED

IT IS FURTHER ORDERED thahe hearing seDctober 29, 201% is VACATED.

DatedOctober 22, 2015.

BY THE CO w

David Nuffer v
United States District Judge

8 State Defendants’ Motion for Partial Judgment on the Pleadings amsbifdedum of Law in Support (“Motion”),
docket no. 64filed March 20, 2015.

84 Docket no. 172, filed October 9, 2015.
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