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IN THE UNITED STATES DISTRICT COURT
DISTRICT OF UTAH-CENTRAL DIVISION

CLEARONE, INC., a Utah corporation, MEMORANDUM DECISION & ORDER
Plaintiff, Case No. 2:17€V-00322CW

V. Judge Clark Waddoups

gl\_(“SJ-IF-{EENIlg%baREHg%?&?r%,r\lplogaggng;rAéMP Magistrate Judge Dustin B. Pead

corporation, and QSC AUDIO PRODUCTS,
LLC, a Californialimited liability company,

Defendants.

INTRODUCTION

This matter was referred to the court under 28 U.S&36§b)(1)(A).(ECF No. 8) This
matter is presently before the court on Defendant Shure Incorporated’s Mo8tayt (ECF No.
9.) The court initially scheduled oral argument on this motiondftdy reviewinghe parties’
briefing, found it unnecessary. The court will grant Shureguest for a stay to allow the
Northern District of lllinois an opportunity to rule on the motion to enjoin pending before i

FACTS
Correspondence regarding anticipated patent

On March 10, 2017, ClearOne’s counsel sent Defendants a notice letter natignmaof
a certain of ClearOnejsendingpatent applicatios (an applicatiothat later led td?atent
Number 9,635,186lte 186 Patent”)at issue hede (Giza Decl. Ex. 3.) The letter described
ClearOne’s theory that Defendants were infringing on the anticipated patkiricluded a claim
chart. (d.) The letter demanded Defendants ceasedasitfrom the alleged infringemeiind

stated, “ClearOne reseifd the right to seek appropriate injunctive and other reliéd.) On
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March 21, 2017, Shure respondsdletterstating Shure needéidhe toinvestigate and respond
in a detailed manne(Giza Decl., Ex. 7.)

On April 5 the USPTO issued a public notice titet'186 Patentwould issue on April
25. (Giza Decl., Ex. 8.) On April 18hure’s emailelearOne’s counsekquesting a telephone
call. (Giza Decl., Ex. 9.) On April 13 ClearOne’s counsel responded requesiting far a
telephone call on April 18 or 19. (Giza Decl., Ex. 10.) Shure did not respond to the email or call
ClearOne’s counseDn April 17 Shure séra letter to ClearOne’s counsel stating Shure had not
infringed any patent. Shudemandedhat ClearOne refrain from contacting third parties
alleging patent infringement and otherwise acting in a manner “intendestuptdsales channels
and other valuable business relationships.” (Giza Decl., Ex. tilpBto ClearOne, “Shure
reservéd] all of its rights to ensure that ClearOne discontinues these objectioniaots.&{ld.)

April 25

On April 25, 2017, th&nited States Patent and Trademark Office issued the '186 Patent.
(ECF No. 28 at 4-5$hure apparentlyelieves this occurred at 12:01 a.m. EBAt 12:01 a.m.
EDT on April 25, 2017 Shue filed declaratoryjudgment action in Nrthern District of lllinois.
(ECF No. 28 at 4.) At 11:05 a.m. EDT (9:05 a.ozdl timg on April 25, 2017ClearOne filed
this lawsuit in Central District of Utah against Shure, Biamp and QSC.q&fi¢- No. 2.) Shure
saved its complaint on the same day ClearOne served Shure with its complaint in $his, law
April 26, 2017. Gee ECF Nos. 22-24, & 28 at 5.)

PARTIES' ARGUMENTS

Shureargues that this court should stay ttugseuntil the Northern District of llinois

decides Shure’s motion to enjoi@learOne from prosecuting this action in the District of Utah.

! ClearOne asserthat Federal Circuit law does not clearly identify the time a patent iqsdes.
at 5 n.2.)Thisambiguity does not affect the court’s decision here.
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Shure contends that the matter in the Northern District of lllinois takesdaece over this one
under the firsto-file rule. Shure asks the court to grant a stay “pending resolution of forum[-
Jrelated issues” in a matter pending before the Northern Districtrodil (ECF No. 9 at 1.)
Shure’s reply further urges this court to “defer consideration of fomlated disputes” by
refusng to consider exceptions to the fitstfile rule. (ECF No. 31 at 4.) In its repl8hure also
argues the merits of the forum disglbut the court will not reach those issues.

ClearOneargues the court should deny the motion to stay because this court is the proper
forum under an exception to the fitstfile rule. ClearOne makes several arguments in its
opposition about which is the proper district to hear this case, but as previously statedirt
will not reach this issue because it is not implicated by Shure’s modest stay request.

DISCUSSION

The court will stay this action until the Northern District of lllinois decides
Shure’s motion to enjoin.

The court will grant Shure’s requdet atemporary staybut will not reach the merits of
theparties’ forum dispute. fe firstto-file rule offers helpful context to thgarties’forum
dispute and the coustruling

The “first-to-file” rule is a doctrine of federal comity, intended to avoid
conflicting decigons and promote judicial efficiency, that generally favors
pursuing only the firstled action when multiple lawsuits involving the same
claims are filed in different jurisdiction¥he filing date of an action derives from
the filing of the complaint-ed.R.Civ.P. 3Pacesetter Sys., Inc. v. Medtronic,

Inc., 678 F.2d 93, 96 n. 3 (9th Cir.198®)nder the firsto-file rule, a district

court may choose to stay, transfer, or dismiss a duplicativefilagtaction,
although there are exceptions and tHe rsinot rigidly or mechanically applied
“an ample degree of discretion, appropriate for disciplined and experienced
judges, must be left to the lower courts.”

Merial Ltd. v. Cipla Ltd., 681 F.3d 1283, 1299 (Fed. Cir. 2012ustification for an exceptio
may be found in ‘the convenience and availability of withesses, [the] absencsditiion over

all necessary or desirable parties, ... the possibility of consolidation withdétagation, or
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considerations relating to the real party in interegtuturewel Techs,, Inc. v. Acacia Research
Corp., 737 F.3d 704, 708 (Fed. Cir. 2013).
a. Shure demonstrates good cause far stay

The court finds good cause supports Shure’s requesstaybecause allowing this case
to proceedvill lead atbest to duplication of efforts, and at worst to inconsistent re3iés.
court rests its decisioon Federal Rule of Civil Procedure 1 as well as notions of federal comity
underlyingthe firstto-file rule. The court finds thattaying this action untiludge Chandecides
Shure’s motion to enjoiwill reduce the burden of parallel proceedin@sesently, Shure and
ClearOne ardtigating roughly the same subject matter in two federal coBrisceeding with
both maters simitaneously will cause unnecessalyplication of efforts.

Also, ths court does noteachthe merits of the partiesdrum dispute because Shure first
properly raisedhe merits of theforum disputebefore the Northern District of lllinoigefore
seeking this stayOn the same day it filetthe present motion, Shure filedretionin the
Northern District of lllinoisseeking to enjoilearOne fom prosecuting this case against Shure.
(ECF No. 9, Ex. 3.By thatmotion, Shure put the parties’ forum dispute squarely béfere
federalforumin lllinois. In that matér, Shuremore extensivelriefs the relevat issues than it
does in its foupage request for a temporary stidgd in this caself this court reaches the
merits oftheforum dispute theresulting order may conflict with the Northern District of
lllinois’ anticipated ruling on the pending motion to enjoin. Thiscourt will issue a stay to
reduce the costs created by parallel proceedings, and to allow its sistéo calebn Shure’s

first-to-file argumentn the context of the parties’ forum dispute.



b. Thecourt does not considethe merits of Shurés motion to enjoin.

ClearOndliscusses thearties forum dispute Specifically it arguesthatan exception to
the firstto-file rule suggests thmatter in theNorthern District of lllinoisshould not be afforded
priority. (See ECF No. 28.)Yet ClearOne does not articulate any reason the court stenigd
Shure’s request fa short stay to allowhe Northen District of lllinois torule on the forum
dispute.ClearOne’s arguments are better suited to a motion to dismiss or transfertbefo
Northern District of lllinois than in opposition to the modest request for a stag Seeks in this
caseFor the reasons already discussed, the court finds it unwise to reach tseofriba forum
dispute Accordingly, the courtdeclines ClearOne’s invitation to rule on the forum dispute
becauseloing so unnecessarily treads matters now before the Northern District of lllinois.
This court does not wish to muddy the waters of that parallel proceeding. Acéprthegcourt
expressly warns the parti#satthis order offers no guidance or prediction of the outcome of
Shure’s notion to enjoin pendingeforethe Northern District of lllinois. Any party suggesting
otherwisemaybe sanctioned.

ORDER

Based on the foregoing, the COGRANTS Shure’s Motion to Stay. (ECF No. 9.) This
matter is stayed untiludge Chang rules on Shure’s Motion to Enjoin filed in Case Number 17-
CV-03078. Once the ruling is made, ClearOne must provide a status report to themdaart
proposed schedule for moving forward with, or dismissing, this case.

Dated this 5th day ofMay 2017. By the Court:

W ad
nited Stgtes Mag)jstrate Judge



