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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT ORUTAH

VIVINT, INC.,

Plaintiff, MEMORANDUM DECISION AND ORDER
TO PROVIDE FURTHER LEGAL

V. ARGUMENT ORADDITIONAL
EVIDENCE

BRIAN CHRISTENSEN,
Case N02:18<v-00313JNRPMW
Defendant
District Judge Jill N. Parrish

Before the court is a motidor default judgment filed by Vivint, Inc. [Docket 1%} this
point, the court is disinclined to award the full measuneloéf Vivint seeksThe courtORDERS
Vivint to provide futher legal argumerdr additional evidence to support its claims for statutory
damages and attorney fees

Vivint sued Brian Christensent asserteda number of claimsincluding trademark
infringement, unfair competition, and the violation of federal and state anticybtirsg statues.
The complaint alleged that Christensen, without Vivint’s knowledge or peamjsggistered the
domain name www.vivint.io. Theomplaint also alleges that

[o]n information and belief, Defendant used the Infringing Domain
to wrongly trade on the goodwill associated with the [Vivint's
trademark] by, among others, a) offering services not provided by
Plaintiff or its affiliates on or through tHefringing Domain and/or

b) making an unauthorized offer to consumers of Plaintiff's services
through the Infringing Domain.

The complaint contains no other description of how Christensen usedviheivint.io domain

name.
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Christensen did not respond to the complaint, and the clerk of the court issued a default
certificate.Vivint moved for default judgment and requested four items of relief: (1)der ¢or
Christensen to transfer the www.vivint.io domain name to Vivint, (2) a permanenttiojunc
agairst Christensen, (3) statutory damages in the amount of $5,000, and (4) an award of attorne
fees and costs in the amount of $17,582.99.

The court is inclined tarantthe first two requests for relief. The allegations of the
complaint support Vivint's clans that Christensen violatéelderal and state anticybersquatting
statuedy registering a domain name that incorporgiemt’s trademark. An order to transfer the
domain name to Vivint and a limited permanent injunction appear to be warranted.

But the court is currently unwilling to awasthtutorydamages or attorney fe&4vint has
not adequately demonstratht the allegations of the complaint establish its right to such relief.
Nor has it providedray evidence demonstrating a right to recoverustaty damages or attorney
fees.

l. STATUTORY DAMAGES

Vivint argues that it is entitled to statutory damages ud&et).S.C. 8§ 111(¢), which
provides: 1n a case involving the use of a counterfeit markn connection with the sale, offering
for sale, ordistribution of goods or services, the plaintiff may elect, at any time ddiioal
judgment is rendered by the trial court, to recover, instead of actual damagesfaad pran
award of statutory damages. .” A statutory award shall amount to “not less than $1,000 or more
than $200,000 per counterfeit mark per type of goods or services sold, offered for sale, or
distributed, as the court considers just. 8 1117c)(1). “[C] ounterfeiting is théhard coréor
‘first degreéof trademark infringement that seeks to trick the consumer into believing he or she

is getting the genuine article, rather thamra@orable imitatior” Gucci Am., Inc. v. Guess?, Inc.,
2



868 F. Supp. 2d 207, 242 (S.D.N.Y. 201Quoting 4MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 25:10Q.

Vivint's complaint does not allege counterfeiting. It asserts generally, ugormiation
and belief, that Christensen used the www.vivint.io web doeitherto offer services that Vivint
does not provide or to make an unauthorized offer to sell Vivint's actual sefimesomplaint
does not aver that Christensen used counterfeit Vivint trademarks to trick cosmsotoer
purchasing seconhte copies of Vivint’'s services. Nor does Vivint provide any evidence that
Christensen engaged in this type of counterfeiting. Absent such evidence, the caust enagrd
statutory damagesf Vivint wishes to produce evidence of counterfeiting to justify an award of
statutory damages under 15 U.S.C. § {d)1 the court order¥ivint to provide the evidence within
14 days of this order.

1. ATTORNEY FEES

Vivint also requests an award of attorney fees under 15 U.S.C. gl HndUtah Code
§ 13-5a-1081)(b). The court finds that Vivint has not proven that it is entitled to attoieey
under either statute.

A.  15U.SC.§1117(a)

The Lanham Act provides that the “court in exceptional cases may award alglason
attorney fees to the prevailing paity5 U.S.C. § 111(a). Althoughthe Act does not define
“exceptional case,” théenth Circuit hasdetermined it occurs when a trademark infringement is
malicious, fraudulent, deliberate, or willfulUnited Phosphorus, Ltd. v. Midland Fumigant, Inc.,

205 F.3d 1219, 1232 (10th Cir. 2000). For example, a district court did not abuse its disgretion
awarding fees in a caséhere an infringer engaged in deliberate counterfeiting and continued to

do so even after to agreeing to discontinue this conduct in a settlement agrédmnte
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recently, he Supreme Court hagterpreted an idetical “exceptional case” provision found in the
Patent Act The Court construed “exceptional” according ite ordinary usage to mean
“uncommon,’ ‘rare,’ or ‘not ordinary.”Octane Fitness, LLC v. ICON Health & Fitness, Inc., 572
U.S. 545, 554 (2014xitation omitted).The Court, therefore, hettat

an “exceptional” case is simply one that stands out from others with

respect to the substantive strength of a padiyigating position

(considering both the governing law and the facts of the case) or the

unreasonable manner in which the case was litigated. District courts

may determine whether a case is “exceptional” in the-bgsmse

exercise of their discretion, considering the totality of the
circumstances.

Vivint has not shown that this is thare casehatstands out from othera terms ofthe
strength of its laims The complaint contains only boilerplate allegations that Christensen used
the www.vivint.io domain name tafringe Vivint's trademark. It does not allegpecificfacts to
support its trademark infringement and unfair competition allegatidoisdoes Vivint produce
any evidence that Christensen ever used the domain Saete MCCARTHY ON TRADEMARKS
AND UNFAIR COMPETITION 8§ 25A:41 (5th ed.2018)(“Merely obtainingor registering a word or
phrase as a domain name, without use in connection with any commercial enterpasstdoe
itself trigger infringement by confusion or dilution under the Lanham Ac\rid although the
complaint alleges facts to supportstae and federatybersquatting claims, merely establishing
the existence of meritorioeswuses of actiois not enough to show that tblaimsareexceptionally
strong.Otherwise the exceptional case clause would be converted into a prevailing party clause.
Vivint did not produce evidence that Christensen engaged in especially bad esaducty
attempting to extort money from Vivint dy using the domain name in a way thaas

extraordinarily harmful tats intellectual property rightdndeed, Vivint des notallegethat it
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suffered any actual damagekiming,insteadthat it is entitledo statutory damages and attorney
fees.Thus,Vivint does not allege facts or gfer evidence demonstrating that this is an exceptional
case otrademark infringemedror cybergjuatting.

The court also determines that Christensen’s litigation conduct does not makasthis
exceptional.Vivint argues thatan award of fees is particularly appropriate when a defendant
defaults in a case.The court disagreeszailing to answer a complaint does not constitute
unreasonable litigation condudtis simply the absence of litigation conduadeed, a default is
a boon to the plaintiff, relieving it of the need to prove liability for the claimgeadlen the
complaint.Thus, Christensen’s failure to answer is not the type of egregious titigathduct that
would justify an award of fees under the exceptional case clause of the LAaham

B. Utah Code § 13-5a-103(1)(b)

Utah Code§ 13-5a103(1)(b) provides thdta person injured by unfair competition may
recover:. . . costs and attorney fee8Unfair competition” is a defined to medrman intentional
business act or practice tiafl) “is unlawful, unfair, or fraudulerit;(2) “leads to a material
diminution in value of intellectual property;” and (3) “is one of the followi#g malicious cyber
activity; (B) infringement of a patent, trademark, or trade ng@ga software license violation;

or (D) predatory hiring practicésUTAH CoDE § 135a-10Z4)(a). Notably, Utah Code section

1Vivint cites no relevant authority for this proposition. It references a distiatt case in which

a judge awarded attorney fees wheredbtendanfailed to respond to plaintiff’'s motion for
judgment on the pleading8undel v. Taunton, No. 2:07CV-00023, 2009 WL 197814, at *3 (D.
Utah Jan. 26, 2009But fees were awarded pursuant to Utah Code secti€gad®3, not under

the exceptioal case provision of the Lanham Act. Moreover, the Zundel ruling made no mention
of the failure to file a brief wheawarding fees, nor did it suggest that a failure to participate in
litigation made the fee award more appropriate.



13-5a-103(1)(b) only permits an attorney fee award for trademark infringement, not
cybersquatting.

Vivint has failed to satisfy two of the statutalements of unfair competition. First, it has
not shown that there has been a material diminution in the value of its intellecipattpr
Registering a domain name, without more, does not devalue a tradegcatlsehe registration
is notvisible to the average consumer. And Vivint has not produced any other evidence of a
material diminution in the value of its trademarks. Insteakeaks onlystatutory damages, which
do not require specific evidence of harm

Second,Vivint has not alleged facts taugport its trademark infringement claimi&he
complaintonly contains vague and indefinite assertions made upon information andtetief
Christensen either used the www.vivnt.io domain name taseléntified norVivint services or
to offer to sell Wint’s actual servicesGiven the indefinite and conclusory allegations of the
complaint, it is questionable whether Vivint has stated a claim for trademarigerhentUnder
Igbal andTwombly, “mere ‘labels and conclusions,’ and ‘a formulaic recitatibthe elements of
a cause of action’ will not suffice; a plaintiff must offer specific factuataliens to support each
claim.” Burnett v. Mortg. Elec. Registration Sys., Inc., 706 F.3d 1231, 1235 (10th Cir. 2013)
(citation omitted).[I] t [is] within the district cours discretion to denfa plaintiff’s] request for
a default judgment because his complajatg] legally insufficient to state a claimGarrett v.
Seymour, 217 F. Appx 835, 838 (10th Cir. 2007kiting Gandbouche v. Clancy, 825 F.2d 1463,
1468 (Dth Cir. 1987) (district courts have “broad discretion in deciding a default judgment

guestion”)).



C. Conclusion
The court does not have enough information to award attorney fees under 15 U.S.C.
§1117a) or Utah Code § 1:%a-103(1)(b) If Vivint wishes to bolster its claim for attorney fees
under these statutes, it may do so within 14 days of this order.
CONCLUSION
If Vivint wishes to provide additional evidenoelegal argumerit support of its statutory
damage claim undd5 U.S.C. 8§ 111(¢) or its attorney fee claims unde&b U.S.C. § 111(a4) and
Utah Code § 13-5a-103(1)(b), it must submit such evidence by January 22, 2019.
SignedJanuary8, 2019.
BY THE COURT
Cp4 N GAdh

| N. Parrish
United States District Court Judge
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