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More on USPTO proposed rulemaking on
continuing applications

from a board:

At the ABA meeting in Boston [ABA section on IP law, June 22,
2006], Solicitor Whealan made it clear that reducing patent
pendency/backlog was NOT the reason behind the proposed "No
continuations past one without our permission” rule. Instead, itis
being promulgated to prevent applicants from surprising the public
with new claims in a continuation several years after the filing date.
Commissioner Doll spoke about the rule, but only as a way to reduce
pendency/backog. Looking back at the rulemaking package, there are
mentions of both rationales, but reducing pendency is what I think
everyone thought it was really all about. Comments?

»

On a panel with Whealan were Steve Caltrider, Mark Garscia and
David Westergard.

el ]

IPBiz notes that in the notice of proposed rulemaking (71 Fed. Reg. at
49), there is a statement:

However, the practice of maintaining continuing applications for the
purpose of adding claims after such discoveries is not calculated to
advance prosecution before the Office.

The issue that the USPTO raised in the Federal Register was NOT one
of "surprising thc public® but to stop multiple continuing applications
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