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UNITED S'I'A'IIES PATEN'^ AND TRADEMARKOFFICE 

OFFICE OF THE GENERAL COUNSEL 

Dear SirIMadam: 

Your Freedom of Information Act (FOIA) request was received by the Freedom of Information 
Officer (FOIA) on 9/13/06. 

Your request has been docketed as "FOINPA Request No. 06-359. Any further inquiries 
regarding your request should include that number. A copy of your request is attached for 
reference. 

In the event your original request was incorrectly addressed, please address all inquiries 
regarding your request to: 

FREEDOM OF INFORMATION ACT (FOIA) OFFICER 
United States Patent and Trademark Office 
P.O. Box 1450 
Alexandria, VA 223 13-1450 

Sincerely, 

R4tQ'ert Fawcett 
FOIA Officer 

P.O. Box 1450, Alexandria, Virginia 22313-1450 
WWW.USPTO.GOV P000419
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To: EFOlA 

Subject: rulemaking files 
.~- . .  .:;* Zj - yp*

/..
5 2- 1 , : 

I would like the files for these three rulemaking proceedings. In order49:r{$geRageburden, please exclude the public . I ! . > , . , .  .
comments that are posted on the PTO web site -

RIN 0651 -AB93 "Changes to Practice for Continuing Applications, Requests for Continued Examination Practice, and Application: 
Containing Patentably Indistinct Claims" (71 Fed. Reg. 48, January 3, 2006) and 

RIN 0651-A894 "Changes to Practice for the Examination of Claims in Patent Applications" (71 Fed. Reg. 61, January 3, 2006) 

RIN 0651-A895 "Changes to Information Disclosure Statement Requirements and Other Related Matters" (71 Fed. Reg. 38808, 
July 10,2006) 

David Boundy 
Willkie Farr & Gallagher LLP 
787 Seventh Avenue 
New York, IVY 10019 
(212) 728 8757 
(212) 728 9757 (FAX) 
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UNITED STATES AND TRADEMARK OFFICE PATENT 
GENERALCOUNSEL 

OCT 1 2 2006 

Mr. David Boundy 
Willkie Farr & Gallagher, LLP 
787 Seventh Avenue 
New York, NY 100 19 

Re: Freedom of Information Act (FOIA) Request No. 06-359 

Dear Mr. Boundy: 

The Office of the General Counsel received your e-mail dated September 12,2006, requesting, 
under the Freedom of Information Act (5 U.S.C. 5 552) a copy of: 


"the files for [FUN 065 1-AB93,065 1-AB94,065 1-AB951." 


The United States Patent and Trademark Office (USPTO) identified 114 pages of documents that 

are responsive to your request and are releasable. A copy of the material is enclosed. 


Since the processing costs of this request were less than $20.00 applicable fees are hereby 

waived. 


Sincerely, 
-
Robert Fawcett 
FOIA Officer 

Enclosure 

P.O. Box 1450, Alexandria, Virginia 22313-1450 - www.us~~o.~ov 
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Pendency Using FY 2005 Actual Filings at 8.1% 
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Pendency Using FY 2005 Actual Filings at 8.1% 
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Overall Pendency 
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Overall Pendency 
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Overall Pendency 
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Changes to Practice for the Examination of 


Claims in Patent Applications 


Examples 
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0 independent claim 

2 4 Red elected claim 
I I 

8 9 13 l4 Black = non-elected claim 

All independent claims must be elected. 

The election of claim 3 is improper. An elected dependent claim must depend 
from another elected claim. Applicant can choose to re-write claim 3 to depend from 
1, or also elect claim 2 to be examined. 

62 
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Applicant files an application with claims to a single invention. The application is 
filed with 10total claims: 3 independent claims and 7 dependent claims. The 
applicant designates -all dependent claims, in addition to the independent 
claims, as representativeclaims for initial examination. 

Applicant files an amendment which (a) cancels 3 claims (1 independent and 2 
dependent) and (b) adds 11 claims (4 independent and 7 dependent). The 
application, as amended, now contains 18 claims: 6 independent claims and 12 
dependent claims. 

If the applicant does not change the original designation of dependent claims,* 
I the applicant must submit an examinationsupport document covering the 11 representative

claims, or 
reduce the number of representative claims to 10 or fewer by canceling independent claims, 
rescinding the designatingof dependent claims for initial examination, or a combinationof 
thereof. 

*In this instance, there are now 11designated representative claims: 6 independent claims and 5 
dependent claims. 

66 
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Applicant files an application with claims to a single invention. The 
application is filed with 20 total claims: 3 independent claims and 
17 dependent claims. 

If applicant designates all 17 dependent claims for initial 
examination, the application will have 20 representative claims. 
Applicant must: 

I submit an examination support document covering the 20 representative 
claims, or 

I reduce the number of representative claims to 10 or fewer by canceling 
independent claims, rescinding the designating of dependent claims for 
initial examination, or a combination thereof. 

P000442
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One RCE, Continuation, or CIP Permitted 


#I 	 #2 #B 

Provisional Nonprovisional 	 Applicant may file: 
Application 	 Application an RCE, or 

claiming the a continuation or a CIP 
benefit of the application, claiming a benefit 
provisional under 35 USC 120,121 or 365(c) 
application, 

35 USC 1 19(e) 
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E X ~ ~ I ~ I I ~ SI of a Showing for Fiilliin~ga 
Second Com~tlnuiingA,pplIiieatiion! 

Example 2: In a continuation application, 

Data necessary to support a showing of unexpected 
results just became available to overcome a final 
rejection under 35 U.S.C. 103, and 

The data is the result of a lengthy experimentation 
that was started after applicant received the 
rejection for the first time. 
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Comments should be sent by electronic mail to 
the following addresses: 

Continuations -AB93Comments@ uspto.gov 

Claims -AB94Comments8uspto.gov 
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+ Agency developing new strategic plan 
Part of budget process 
Planning for at least six-year period 
Anticipate, plan for USPTO role in changing
environment 
Seeking broad perspective: 

input from interested persons, stakeholders, including 
Industries (large and small business), inventors, employees, 
practitioners 

+ Please send ideaslthoughtslsuggestionsto 
StrategicPlanningl8uspto.gov 
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+ EFS Web receipt time or filing date is based on USPTO 
East Coast time as defined by Statute. 

+ What can be filed in EFS-Web? 
New Applications: Utility, Provisional, Design with Color 
Drawings, 371 National Stage 
Follow-on submission associated with an Application 
Over 80 document descriptions - Amendments, Petitions, Board of 
Appeals Documents, Non-Patent Literature, Foreign References 
Cited etc etc 
Numerous Fees 

Filing Fees 
Extensions of Time 
PetitionFees 

P000465
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FY 05 plan 375,080 
(5.5% above FY 04) 

FY 05 actual 384,228 
(8.1% above FY04) 

2.6% over plan 
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"UPR" = Utility, Plant, and Reissue Applications. 

UPR' FAOM2 

UPR Disposals3 

UPR Production Units4 

PCT Production Units5 

z"FAOM" First Action on the Merits - first action count by an examiner after the filing of an application (does not include 
restrictions or other miscellaneous actions), 

3"Disposal" An examiner allowance, abandonment, or disposals following a board decision. 
"ProductionUnit" = First action count plus disposal count divided by 2. 

5"PCT" Patent Cooperation Treaty. PCT applications are processed differently and tracked separately from US National stage
applications. For FY 05, 15,147 PU's is 35,389 processed applications. 

10 

FY 04 

288,315 

287,188 

287,752 

16,882 

FY 05 
Target 
297,614 

295,456 

296,535 

22,916 

FY 05 

297,287 

279,345 

288,316 

15,147 
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High lnventory Art Areas 

161 4,161 5, and 161 7 -Drugs, 
Bio-affecting and Body Treatment 

1753-Radiation Imagery 

2127 -Computer Task Management 

261 1 - Interactive Video Distribution 

2836 -Control Circuits 

3620 - Business Methods 

3731 and 3737 -Medical 
Instruments, Diagnostic Equipment 

Months of 

Inventory* 


38.51 

34 

46 

111 

22 

25.1 30 

38.47 

Low Inventory Art Areas 

1620 -Organic Chemistry 

1734 -Adhesive Bonding and 
Coating Apparatus 

2125 -Manufacturing Control 
Systems and Chemical1 
MechanicallElectrical Control 

2651,2653 - Information Storage 
and Retrieval 

2831 - Electrical Conductors 

3651 -Conveying 

3742 -Thermal and Combustion 
Technology 

Months of Inventory* 


15 


10 


10 

12 

8 

12 

8 

*The number of months it would take to reach a first action on the merits (e,g,, an action addressing patentability issues) on a new application filed in 
July 2005 at today's production rate, Today's production rate means that there are no changes in production due to hiring, attrition, changes to 
examination processing or examination efficiencies, and that applications are taken up in the order of filing in the given art univarea. Of course, 13 
USPTO is taking aggressive steps to ensure changes that will significantly lower the inventory rates in high-inventory art areas, 
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1600 1700 2100 2600 2800 3600 3700 Total* Design 

New 
APplicationsl
9 3012004 

55,402 63,923 71,778 97,380 77,651 56,738 65,005 508,878 18,451 

New 
APplicationsl
9 3012005 

62,644 72,697 76,529 1 15,585 94,425 70,354 83,225 586,580 24,534 

Overall Pending 
APplications*
9 3012004 

95,006 105,447 102,440 138,822 137,458 101,097 108,039 809,323 27,599 

Overall Pending 
APplications2
9 3012005 

107,647 120,767 11 7,728 167,721 159,687 1 17,045 130,168 932,300 38,104 

1 "New Application inventory" Is the number of new applications deslgnated or assigned to a technology center awaiting a first action, 

l'O~erall Pending Application inventory" is the total number of appllcatlons deslgnated or asslgned to a technology center In an active status, Includes 
new applications; rejected awaiting response; amended; under appeal or interference; suspended; reexams and allowed applications awaiting grant 
publication, 

Total inventory includes applications not assigned to a particular TC, awaiting processing either pre- or post-examination, 
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L 

TC 

Summary 


1600 
1700 
21 00 
2600 
2800 
3600 
3700 

UPR 


FY 2002 

%FAOM 
Rework 
36.4% 
25.2% 
23.9% 
24.8% 
19.1% 
17.7% -

22.2% 

23.2% 


FY 2003 

%FAOM 
Rework 
39.7% 
26.9% 
24.0% 
24.2% 
22.0% 
21.2% 
25.1% 

25.3% 


FY 2004 

%FAOM 
Rework 
40.3% 

27.1% 
24.6% 
24.3% 
24.9% 
23.2% 
24.0% 

26.1% 


FY 2005 

%FAOM 
Rework 
42.4% 
28.0% 
28.2% 
25.4% 
24.1% 
28.5% 
28.1% 

28.3% 

* Rework first actions are those actions that are in a Continuing (CONS and CIPs), RCE, CPA or 129(a) 

applications (excludes Divisionals). 18 
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(u) a l l  of lhe scquencxs r~l'a said grc~upuT oligonucle-
o~ idssare nu!5' 10 Jt or are wad T tu 5'; and 

wl,rrr:in cab1 uligutn~~clwlicIcwE a said sot has cl w q ~ l e n ~ e  
uf u~ lcnst lull contiguous b a ~ sof tho ~quenceon 
wtlicli it is bs~s~tl,.providorl lhal: 

(1;3 (1) lbu yuurict~l uf' l l ~ csurn of Q uarsl C dividc'tl tjy lhf; 
sum 01'19, 'l',{U,(; and t'tar all canlbinod scqucncxs aS 
lha %Iis helwwn rlbuut 10.I und 0,40 and saitl. qur,lic.nl 
jbr cilcli swlucncc of' thc scl docs no1 vary €mm lh'c 
~111olie111 ocm1binet.l sequences by mom than 11.2;for ~ h c  

a d  


(1'1) for err] y p tlrrl:rlorrr serjuulice gutlcre~lcd frum MI] y pi r  
of lint rlncl sewntl wquences of 111~wl LL,rlncl L, i n  
1~ngll.1, r~specriuely, by alcclion frt~rsr lllc Arsl and 
wind sequences u,f islcll~~cnlb a g s  ill irkcnticnl 
wciiie [Ice will1 c#ch o~I'L'cT: 

(i)rrny cunsrtculive mlut'ace ofb~sesi . r ~l l l e  plrat~lrrrn 
scqucncx which is idcniieal la ii conscculivc 
~qucncx.uj' hascs in cuch trt' lhc Arsl and scwncl 
scqucnccs 1hn1 which ilis gcncratcd is lcss than 
((3/axL)-l)haws io le~agth; 

(ii) the phantr~msequence, if greater than ar equd to 
(5/li~I..) in 1u1igll1~ a1 lc2~j(. irrscrtic)r~s/ccwrtair~s III~GC 
rklclions DC ~l l is rnwt~h~s lo lba when ~ o m p n ~ d  
Iirs.t and aecorrd wquencw frrbrrr which i.1 is gen-
crttled; ant1 

(i i i)  	rhs: pl~rlntsam Nqucncc in nod yrcrllcr ~hsn clr 

orlual lu ( 3 1 / i 2 ~ 1 4 )  in lcnglk; 
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Main objectives: 
I Assure adequate opportunity for prosecution to 

provide appropriate invention protection 
I Limit the "recycling" of old applications to permit

the USPTO to focus examining resources on 
"new" applications 

I Create greater public certainty on scope of 
patent protection 

I Reduce the burden on the USPTO to review 
applications for double patenting 
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Circumstance should arise rarely 

Circumstance may arise: 
I where Applicant needs more than 10 

independent claims 
I if Applicant cannot prioritize dependent claims 

so that there are only 10 representative (all 
independent and designated dependent) claims 
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Beyondi the 110, Cl!a.imsi:Assiistanlce to. 
Exarn~iinatiionDclcu~m~en~tReqiu~ii~d 

Applicant must: 
I Provide search report of all representative 

claims 
I Identify all limitations of representative claims 

that are disclosed by cited prior art references 
I Explain how all representative claims are 

patentable over the cited references 
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