Tafas v. Dudas et al Doc. 176
Case 1:07-cv-00846-JCC-TRJ  Document 176  Filed 12/27/2007 Page 1 of 22

IN THE UNITED STATES DISTRICT COURT FOR THE
EASTERN DISTRICT OF VIRGINIA
Alexandria Division

TRIANTAFYLLOS TAFAS, )
Plaintiff, ;
V. ; Case No. 1:07cv846 (JCC/TRJ)
JON W. DUDAS, et al., ))
Defendants. : )
)
CONSOLIDATED WITH
SMITHKLINE BEECHAM )
CORPORATION, et al., )
Plaintiffs, ))
V. ; Case No. 1:07cv1008 (JCC/TRJ)
JON W. DUDAS, et al., ))
Defendants. : )

BRIEF OF AMICUS CURIAE MONSANTO COMPANY
IN SUPPORT OF PLAINTIFES’ MOTIONS FOR SUMMARY JUDGMENT

Introduction

Monsanto Company (“Monsanto”) respectfully submits this brief in support of the
plaintiffs’ motions for summary judgment in the above-captioned consolidated cEHsesinal
rules that the Patent and Trademark Office (“PTQO”) published on August 21, 200 &weiktly
restrict the ability of patent applicants like Monsanto to describe and ¢laifnlt scope of their
inventions. Changes to Practice for Continued Examination Filings, Patent Appkcat

Containing Patentably Indistinct Claims, and Examination of Claims in Pgp@titations, 72
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Fed. Reg. 46,716 (Aug. 21, 2007) [“Final Rules”] (to be codified at 37 C.F.R. pt. 1). In
particular, sections 75 and 265 of the Final Rules, which limit applicants to five indapende
claims and twenty-five total claims unless the applicant files an “edimon support document”
(“ESD”) [the “5/25 Rule], will have adverse and irreparable effects on imapotiypes of
Monsanto inventions.

The 5/25 Rule, alone and in combination with other provisions of the Final Rules, will
result in the forfeiture of patent rights, particularly for those inventionsatieagienerated in an
organized program of progressive research and development. In many casemltRalEs will
prevent inventors from protecting their legitimate interests in their inment While the PTO
has asserted that applicants can seek to submit more claims by fili&Parthat is not a viable
option because (a) the ESD may unnecessarily sacrifice the legitioogte of the claims, at a
time when the applicant has not fully explored or developed the ultimate marketalaittite
technology; and (b) the applicant runs the risk that representations made in tingllEE8uIt in
claims of inequitable conduct in subsequent litigation.

Monsanto believes that, for numerous reasons, the Final Rules violate patent law and the
Administrative Procedure Act. 5 U.S.C. 8 706. However, instead of emphasizing those issues
Monsanto addresses the hardships that the Final Rules will cause with reseacpanies like
Monsanto that typically develop chemical and biological inventions in progressies sth
research. This brief also describes the harm that the 5/25 Rule will caus@tblinenterest.

For the reasons detailed below, the Final Rules are flawed and unjust, and they should be
permanently enjoined in full.

I. Background

Monsanto, along with its subsidiaries, is a leading global provider of agridutoducts

for farmers. The seeds, biotechnology trait products, and herbicides that Monsaarithesse

2



Case 1:07-cv-00846-JCC-TRJ  Document 176  Filed 12/27/2007 Page 3 of 22

develops, and brings to market provide farmers with solutions that improve prodycadiige
the costs of farming, produce better feed for animals, and produce better fooatssiamers.
Monsanto’s Seeds and Genomics segment produces leading seed brands, IDEHALER,
AsgrowR, D&PL®, Deltaping®, andSemini®, and develops biotechnology seed traits that
assist farmers in controlling insects and weeds. Monsanto also provides othayrapadies
with genetic material and biotechnology traits for their seed brands. Threulygricultural
Productivity segment, Monsanto manufactures herbicide products, incRdingdu®, for the
residential and commercial markets, and provides animal agricultural pgddaased on
improving dairy cow productivity. Monsanto invests heavily in the development and
implementation of chemical manufacturing processes for the production of Hegyiricluding
Roundup®brand herbicides.

Monsanto spends more than $2 million per day in research and development to support
and improve its businesses. Patents are a critical component of Monsantothrasdar
development activities and a significant factor in Monsanto’s willingnessvtwalsuch
substantial resources to this work. Particularly relevant here, Monsanto has pataetv
formulations and manufacturing processes within its herbicide business, incluidilygtsahat
are used in the production of herbicides. In reliance on the availability of ae¢uant
protection, investment continues in all these technologies.

Biological and chemical products such as those that Monsanto develops typicaihg invol
progressive stages of research, sometimes with months going by between obhw@indea
(inventions relating to plants obviously must wait for at least one generation o f@agrow).
Once the initial invention is made, a patent application claiming it is filed. Additresearch,

however, often leads to new data, improvements, modifications, and a better understinding
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the invention or of its important properties and the principles on which it functions. New pate
claims may be necessary to protect improvements in the developing technolapppea
commensurate with the inventor’s contribution to the art. This is particularly ienpavith
respect to biological or chemical inventions because, by their nature, éheylgect to infinite
variation within the scope of the inventive concept by which the art has been advEackdn
the development process, it is difficult to determine what significance cpladed on certain
descriptions of the invention or the importance of alternative ways of describingntieeos
similar inventions. In addition, a combination of independent and dependent claims is
appropriate because, at the time the initial application is filed, the invenyanahéully
appreciate which specific combination of features will form the product or gsdhat
ultimately will be brought to market, often many years later, or whatlaewy hurdles will be
faced in bringing the invention to the market. Moreover, during litigation, whichaoayr
years after prosecution, the courts may interpret the claim descriptiom®diff from what the
inventor intended, adding to the importance of presenting a full claims set.

Each claim in a patent application defines inventive subject matter thas diien every
other claim. All of the claims together define the subject matter to whidhwaetor is entitled.
Applicants must present all patentable claims during original prosecutiondgeciaims cannot
be added or amended in litigation, and adding or amending claims after the patestbdss
difficult, risky, and constricted by law. Accordingly, selection of which ctaimpresent in
prosecution determines the inventor’s rights in his or her invention.

The key flaw in the 5/25 Rule is that it improperly limits an inventor’s ability toegtot
the full scope of the invention by preventing the inventor from submitting an appropriate

combination of independent and dependent claims. Broad independent claims may be vulnerable
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to assertions that they are not novel, or that they are obvious from prioNartower
dependent claims—which are more specific and contain more limitations—may as&d the
potential issues, but they are unlikely to cover all embodiments of an invention to which an
inventor is entitled.

Applicants properly seek to address these concerns by submitting multiplenddepe
(i.e., broader) claims to provide breadth of coverage and multiple dependemafrower)
claims to provide both depth of coverage and a finely graduated scope of protection. As
development of an invention progresses, applicants need the ability to claim additional
embodiments of the invention disclosed in the initial application, as well as improgeaneint
new uses that are patentable over prior art. A properly structured seriasn® is important to
avoid gaps in patent coverage that would undermine the legitimate interests (andentjest
the patent holder. Such gaps may enable a competitor to appropriate the esseniceehtion
by designing around the claims, without having invested in the original researahsbesubject
matter disclosed in a patent application but not claimed is in the public domain. In acxompl
technology, such gaps likely are unavoidable if the claim structure of esiagla application is

limited to twenty-five claims.

! Even when a patent examiner determines the validity of such claims duringui@setey

are at risk of being found obvious in light of prior art in the after-the-fact jetgof a court or
jury during litigation, especially where prior art surfaces that has notideatified in
prosecution. On the ultimate issue of obviousness, newly discovered prior art can properly
render a broad independent claim obvious without similar effect on a slightbyweairr
dependent claim or even a parallel independent claim that is narrower witht tesigatures to
which the reference is relevant but broader in other respects.

2 An independent claim could recite “salt” and a dependent claim could recite “sodindel
If the prior art were potassium chloride, the independent claim could be invalidated, the not
dependent claim. However, the dependent claim fails to cover other salts that tiveriogeld
be entitled to other than sodium chloride.
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Many of the inventions that the 5/25 Rule will adversely affect are capatrbefsecret
protection. Accordingly, when possible, inventors and their assignees may opt thére
inventions as trade secrets instead of seeking the less robust patent protecivdhrésalt if
the 5/25 Rule is implemented. Should this occur, the public interest would suffer ak afres
the lack of public disclosure of these inventions.

The adverse consequences of the 5/25 Rule are best illustrated by an examptertaken f
one of Monsanto’s developing catalyst technologies.

[I. Catalyst Technology: An Example of the Severe Adverse Effects of the 5/25 Rule
A. Claiming Novel Catalysts

A catalyst is a substance that increases the rate of a chemit@aireathout itself being
consumed. While different catalyst structures often have similar composthegsan have
vastly different molecular mechanisms of actfo@atalysts are important during manufacture of
many commercially produced chemical products, such as methanol, ammoniafunne aszitl.
Through its research, Monsanto looks for better and more economical ways to produicaiche
products by developing new catalysts.

Because describing the composition of a catalyst generally is not thedyest enabling
others to practice the invention, the patent specification of a novel catalysy assaribes a
method of its preparation and its physical properties. However, when firsbdedelmany
details of the catalyst's characteristics remain unknown, and the exgobsition of the active
sites may defy precise analysis for a long period of time. Thus, from itgceesel catalysts

often are redefined over time based upon the identification of physical proplestiese

% For example, one mechanism that increases the rate of a chemical reactioesi bringing
the reactants in closer proximity to each other by having them both bind to “atgés/edgithe
catalyst.
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associated with the catalyst’s performance in a catalytic reaclibese physical properties
involve or relate to such complex subjects as specific surface area, sorptiorsauudiole
characteristics of the catalyst surface, solid state phase relapisias active sites, physical
microstructure of the catalyst, and electronic configuration of the satalyhile there are many
ways to assess a catalyst, in the early stages of developmentfitidtdd know which
properties are important or even the most effective way to define the tated{svant
properties.

Thus, to fully describe and claim novel catalysts, the patent applicant must be able
make a claim for each property of the catalyst associated with favoraldenorescially
important catalytic performance. But the relationship of performance to cdarapps
microstructure, or properties must be determined by doing expensive and timmeicans
research. The inventor is able to completely protect the invention only throughtseteairas
covering various properties associated with performance and details ofdlystta
microstructure. Otherwise, because a catalyst is relatively inexpdansmake, parasitical
competitors can easily follow the teaching of the patent application ddsigning around all of
the claimed properties and details. Only when many broad and narrow claipresented to
claim properties separately and in different combinations will the patbatable to derive an
appropriate scope of protection to reward his or her investment in the invention.

The ability to fully claim novel catalysts is essential to reliable pgetection of
catalyst technology, but will be frustrated by the 5/25 Rule. In some instaatalysts are
subject to preservation as trade secrets. In those cases, the imposition 25 Rel&/will
precipitate a major trend in the direction of secrecy, or the diversion of fuordschtalyst

research, thereby frustrating the rate of progress in this commeragbyrtant art.
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B. Monsanto’s Oxidation Catalyst Technology

Monsanto has been conducting research to reduce the expense of producing an important
herbicide for farmers. Production of the herbicide uses an oxidation catalysisioghpr
composition on a carbon support. This is an expensive ongoing research project and, so far,
there have been at least three generations of progressive development.

Applications directed to the first generation of this technology are still pefidiimey
include claims directed to catalysts comprising various transition metaliogen
compositions on a carbon support, and the use of these catalysts in the oxidation of organic
substrates such as aldehydes, ketones, acids, and amines. Included are tldefisdahbe
transition metal composition as a cobalt nitride, cobalt carbide nitride, iratenior iron
carbide nitride’

The second generation application also claims a process that uses oxidatictscataly
various carbon supports. But the oxidation catalyst is described in terms of varicifis spe
surface area paramet@end combinations thereof that are also based on generally less
expensive non-noble metdishereby enabling millions of dollars to be saved in making a

herbicide.

* U.S. Patent Application Publication No. 2005/0176990 (published Aug. 11, 2005); U.S. Patent
Application Publication No. 2006/0068988 (published Mar. 30, 2006). One patent related to this
catalyst technology has issued, U.S. Patent No. 7,129,373 (issued Oct. 31, 2006) (the ‘373
patent). The original priority date of these applications and patent is Relrd002.

® The ‘373 patent also includes claims to a catalyst comprising a noble metatettpusi a
modified carbon support having a transition metal/nitrogen composition thereon. Naale me
are resistant to corrosion or oxidation. They include precious metals, such ad\gid, s
tantalum, platinum, palladium, and rhodium.

® These parameters include such highly technical subjects as total Langrfade srea,
mesopore surface area, micropore surface area, and comparisons of Lagface area
parameters of the catalyst with those of the support.

" Non-noble metals on which the Monsanto catalysts are based are transiticntna¢tate
generally much less expensive than the precious metals. The first indepéaideniescribes
Footnote continued on next page
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The third generation applicatidnolaims a novel method for preparing further improved
catalysts, and contains multiple independent claims separately charagtére improved
catalyst in terms of physical properties different from the propertiesethin the second
generation application.The third generation claims more finely define the invention by
including in the claims a list of preferred transition metals for the carbon suppor

If the Final Rules are given effect, the PTO will apply the 5/25 Rule to afiphs filed
before November 1, 2007, in which a first Office action on the merits was notrbafiere that
date. 72 Fed. Reg. at 46,716. The 5/25 Rule therefore would apply to all three generations of
these Monsanto applications, despite the fact that they were filed beforedh&Hies were
published. Because it has already filed these patent applications, Monsanto cgmiiuskee
technology as a trade secret. Indeed, U.S. Patent Application Publication Nos. 2005/0176989,

2005/0176990, 2006/0068988, and 2006/0229466 have published and are available to the public.

Footnote continued from previous page

an oxidation catalyst as comprising “a carbon support having formed thereon #omansial
composition . . . wherein the total Langmuir surface area of said catabiseiast about 60% of
the total Langmuir surface area of said carbon support prior to formatiorddfaasition metal
composition thereon.” U.S. Patent Application Publication No. 2005/0176989 (published Aug.
11, 2005).

8 U.S. Patent Application Publication No. 2006/0229466 (published Oct. 12, 2006) (the ‘466
publication).

® These include: (i) time of flight secondary ion mass spectrometry (“IB’S; (ii) particle
size of the transition metal/nitrogen composition on the carbon support; (iy) paolectron
spectroscopy (“XPS”); and (iv) electron paramagnetic resonance (“EPR”)

19 The first independent claim of the ‘466 publication recites “a catalyst, whitkeicatalyst
comprises a carbon support having formed thereon a transition metal compositiorswpri
transition metal (M) and nitrogen, the transition metal being selected fi@group consisting
of copper, silver, vanadium, chromium, molybdenum, tungsten, manganese, cobalt, nickel,
cerium, and combinations thereof, wherein the catalyst is characterigedesiting ions
corresponding to the formula MN.sub.xC.sub.y.sup.+ when the catalyst is analyziedebgfT
Flight Secondary lon Mass Spectrometry (ToF SIMS) as described in Prétacal the relative
abundance of ions in which x is 1 is at least 20%.”
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These three generations of applications include 39 independent claims and 233 total
claims. The total is relatively low because many of the independent ¢lawesnot yet been
further detailed with a full series of appropriate dependent claims. To adge@ter this
technology through the first three generations will ultimately redafeto 1,000 claims. The
independent and dependent claims in the first generation application play antliiézan
protecting the invention from the independent and dependent claims in the third generation
application. To the extent that the number of claims is arbitrarily reduced, Mong#i incur
increased risk of leaving a gap and not covering an invention that it is otherwiksldatclaim.
A competitor that has not made the investment in research may exploit this gap amtdans
detriment.

V. The Final Rules Will Result in the Forfeiture of Patent Claims
A. Forfeiture Under the 5/25 Rule

As described above, the application of the 5/25 Rule will likely restrict Monsanto’
ability to fully define and claim its novel oxidation catalyst in a manneristamt with
Monsanto’s contribution and investment. The 5/25 Rule as applied among claims ohdiffere
applications containing patentably indistinct claims is especially poggdivith the greatest
prejudice suffered by research-based companies like Monsanto. As describeghedgressive
research requires a series of successive patent applications. Mawyenaubgeneric and
species claims in the second generation application include limitations nentgrethe first
generation, but fit within a broader genus claim in the earlier application. THeydmneration
application includes additional subgeneric claims, as well as species, chaihis the scope of
both of the earlier applications. In these circumstances, regardless of westhef the second
and third generation applications is patentable over its predecessor application, thel®&A2bl R

be applied against the entire family of copending applications, thereby lirtiierigventor to a

10
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sum of five independent claims and twenty-five total claims to be allocatedlggtime several
applications:*

The 5/25 Rule also would prevent Monsanto from claiming additional embodiments or
properties of its novel catalyst beyond those already claimed. The FinalrRayeforce
Monsanto either to reduce these current applications, among all threetipeiseta a total of
five independent claims and twenty-five total claims or to file an ESD.

B. The Examination Support Document Option Is Impractical and
Unreasonable

The Final Rules provide that the 5/25 Rule limitation can be relaxed, but only if the
applicant files an ESD prior to the first Office action on the merits. Theadiay of this
option is an illusion. The ESD protocol requires that the applicant seatdSalpatents and
patent application publications, &llreign patent documents, and mtin-patent literature,
covering_allclaim limitations. Final Rule 265(b). For each material reference, the apiplic
must identify allthe limitations of each claim that are shown by the reference and elxpiain
each claim is patentable over the reference. Final Rule 265(a)(3)-(4).th&nelmust be a
further showing of where each limitation of each claim finds support in the apfdicant

specification. Final Rule 265(a)(5). The cost of all of this will be prohibffive.

1 Under 35 U.S.C. § 103(c), the earlier generation applications are often disqualifiedraart

to later generation applications for purposes of obviousness under 35 U.S.C. § 103(a). But as
discussed below, the benefit of § 103(c) is nullified by the 5/25 Rule. Even in later generat
applications that qualify as patentable over earlier applications under 8 193(@)lid by the
Supreme Court israham v. John Deere Co. of Kansas C3§3 U.S. 1 (1966), arkiSR
International Co. v. Teleflex Inc.  U.S. _, 127 S. Ct. 1727 (2007), there is no relief from the
5/25 Rule. In the Monsanto example, the PTO cannot apply the first generation applications a
prior art against the second, nor the second against the third under § 103(c). The thirdbgenerati
application is believed to be patentable as non-obvious over the first under § 103(a), but that
does not avoid the 5/25 Rule since claims of the first generation applications readeon or a
obvious from the third.

12 The Final Rules provide an exemption for small entities from the requiremeantESD
must, for each reference cited, identify all the limitations of eacheolims that are disclosed
Footnote continued on next page
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Moreover, an attempt to comply with Rule 265 puts the applicant in the position of
making statements that may not facilitate prosecution or even respond taiakn@ivn
concerns of the examiner. Having to make such statements in a vacuum could |patidhet a
to characterize both the claims and the prior art in a manner that is at bestulribep
examiner and at worst could later be used as the basis for unwarranted|&gaticas in
litigation, expanding the current plague of such allegations. Indeed, if thenexdimds the
applicant’s ESD unhelpful or if the claims change after submission of the ESDathener
could ask the applicant any number of times to supplement the record, increasivgs theloe
applicant and the time spent by both the applicant and the examiner in prosecution.

Thus, the applicant is faced with a Hobson'’s choice: either undertake the expense and
untoward risks of submitting an ESD; or be relegated to the restrictions of the 5/25TRRale
only escape from this dilemma is to preserve complex technologies asdcaels,sf and when
that is possible.

C. The Forfeiture of Claims Is Amplified by Other Provisions of the FinalRules

The forfeiture of claims arising from the 5/25 Rule is amplified by the Rioig’s limit
of no more than two continuation or continuation-in-part applications. Under the 5/25 Rule and
current continuation practice, an applicant could, at least in theory, pursue sipafahtable
claims by filing a series of twenty-five-claim continuation applmagi—albeit at exorbitant
expense, after extended delay, and probably with significant loss of patentBat under the
Final Rule’s limitations on continuation practice, even this unattractivenattee is not

available, because only two continuation or continuation-in-part applications aredallowe

Footnote continued from previous page
by the reference. Final Rule 265(f). This exemption suggests that the PT@izesahe
extreme burden involved in submitting an ESD.

12
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Thus, the combination of these two rules limits an applicant to a maximum of fifteen
independent and seventy-five total claims, in the original application and the twittgerm
continuation or continuation-in-part applications, and then only if there are no patentably
indistinct claims in copending continuing applications. If there is even one fyentdistinct
claim in a copending continuing application, all of the claims in that continuation or
continuation-in-part application and all of the claims of the original applicatioh lmeusithin
the 5/25 Rule.

The only way to get more than twenty-five claims examined at one time, lo#mefiling
an ESD, is to file a divisional application. Divisional applications can be filed allgdawith a
continuation or continuation-in-part application, but can only contain claims that the PTO
previously has found to be patentably distinct from all other claims in copendingaaiois.
Because only the PTO can find the claims patentably distinct for purposes of @andivisi
application, divisional applications would be permitted only for claims previous$gpted in
an initial application or one of the two continuation or continuation-in-part applications.

By limiting the divisional applications to previously presented claims, the 5/25 Rule
limits the subject matter that can ever be presented to subject maltierthve scope of only the
patentably distinct claims filed in the original application and its two contoruat
continuation-in-part applications. There is no way to have claims examined inmatsepa
application, even if they are patentably distinct, without the PTO first confiythiat they are
patentably distinct. This hobbles the presentation of new claims directed terdiispects of
an invention as continued research determines that such aspects are important teraiabmm

embodiment of the invention.

13
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If even one of any of a set of new claims is found patentably indistinct from even one
copending claim, and twenty-five claims are already present among the pepgdimmgtions, an
applicant would have to cancel a pending claim to compensate for each claim addstiteor w
file a continuing application until one of the copending applications is allowed or abandoned.
Under the Final Rules, a divisional application is allowed two continuation ajomtisa
provided the claims remain within the same scope as the claims originagnfed in the
divisional application. But any such divisional application and any continuation ajgplgat
thereof would also be limited to five independent claims and twenty-five totaicEnong
them unless the divisional application and its continuation applications are prossidéy
with consequent sacrifice in term.

While continuation applications can be filed from divisional applications, continuation
in-part applications cannotinal Rule 78(d)(1)(iii). Latedeveloped data that support a
“distinct” invention can be incorporated only as a continuation-in-part application ofig¢ieabr
application (assuming one remains available). If the original applicatioot ipending, the new
data cannot be incorporated as a continuation-in-part application.

V. Other Principles of Patent Law Prevent Remedying the Harm Caused bihe 5/25
Rule

A. Further Restriction of the Doctrine of Equivalents

If a competitor takes advantage of a gap in patent coverage caused by the &/25dRul
each part of the competitor’'s design-around has only an “insubstantial changeiredrto each
part of the claimed invention, the patent holder can argue that there is infringexreifttae
design-around does not fall within the express terms of a patent GaenWarner-Jenkinson

Co. v. Hilton Davis Chem. C®20 U.S. 17, 39-40 (1997). However, in recent years, the courts

14
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have progressively constricted this doctrine, referred to as the doctrine ofleqtgyand these
restrictions exacerbate the adverse effects of the 5/25 Rule.

1. Prosecution History Estoppel

Under the landmarkestodecisions;*essentially any amendment during prosecution that
adds a claim element or narrows an existing element, and that relates ttaatglbssue of
patentability, creates a risk of an estoppel against the enforcement of theietir the doctrine
of equivalents with respect to that elem¥&ntf the competitor offers a product or uses a process
that substitutes an equivalent for the added or narrowed element, the claim canrfiotdee en
under the doctrine of equivalents if the substitution would have been “foreseeahketiate
the application was filed.

Thus, instead of relying on the doctrine of equivalents, it is critical to enferteior the
patentee to have claims in the original patent that can be literally reay éoreseeable
competitive product or process. According to longstanding patent practice in complex
technologies, this need typically is met by presenting a relatively largberwhclaims,
including parallel claims that may omit the narrowed element of the ameladiad while
distinguishing the prior art in other ways that a competitor may not ultiynateid.

The 5/25 Rule will severely limit the number of claims of varying scope that can be
prosecuted, even where the impact is not compounded by applying the Rule agaimstdhe s
claims in related applications. Moreover, if a claim that would literaNecthe accused

product or process is present in the application as filed, or in a foreign counterp@it or P

13 See Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushik68®U.S. 722 (2002), and its
Federal Circuit progeny.

4 Moreover, there is a presumption that any narrowing amendment does relate tamatisilibst
issue of patentabilitySee Festo535 U.S. at 739-41.

15
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application where claim limitations do not apply, “foreseeability” will be dasicely
established and enforcement under the doctrine of equivalents baifedthy

2. Inadvertent Dedication

Even in the absence of an estoppel, application of the doctrine of equivalents can be
barred by inadvertent dedication of subject matter that is disclosed but nwal&eelJohnson
& Johnston Assocs. Inc. v. R.E. Serv.,@85 F.3d 1046, 1054 (Fed. Cir. 2002). For example, if
the broadest claim is found unpatentable over previously unidentified prior art, the 5/25 Rule
may leave gaps in coverage that may enable a competitor to resort to the jsab@ntee
teachings in developing a competing technology that avoids the remaining sathd.cl

B. Inadequate Post-Issue Remedies; Intervening Rights

Under the patent laws, competitors that choose not to invest in research caratebiti
try to appropriate the value of patented inventions by designing around valid cléfindiroy
additional prior art. In anticipation of such competitive activity, inventork sedevelop an
adequately graduated claim structure and, where possible, to add claims suipyinr
pending applications that read on competitors’ products as they emerge in thepieade T his
response is consistent with patent f&w.

But after all applications based on a given disclosure have issued, the anigtiziée
currently available for changing or adding claims to remedy any dissdgaps involves
returning to the PTO for remedial prosecution, either re-examination under 35 URZ 08
re-issue under 35 U.S.C. 8§ 251. If a change or addition is pursued at that time, the patent holde

can suffer significant prejudice against enforcement and further time detayexample, unless

15 Seekingsdown Med. Consultants, Ltd. v. Hollister |r863 F.2d 867, 874 (Fed. Cir. 1988).
In defending the new rules as prohibiting the practices expressly authoyikesigsdown(on
grounds of notice or otherwise), certaimici essentially are admitting that the new rules
improperly alter existing law.

16
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an original claim that reads on a competitor’s product or process is upheld durirtijaleme
prosecution, the patent holder cannot recover damages for the period prior to the date that a
revised patent or certificate issu8sThis is so even if a claim added in the remedial PTO
proceeding covers the infringer’s product and is determined to be valid by a $eeBIC

Leisure Prods.1 F.3d at 1220-21. Also, if the claims are amended, the court can allow a
competitor to continue infringing activity in certain circumstances whereompetitor relied on
an error in the original claims. 35 U.S.C. § 252.

To avoid these problems in litigation, longstanding patent practice in complex
technologies involves presenting a relatively large number of claims thab aistinguish the
prior art and prevent a competitor from copying the invention. However, as dd@kxses, the
5/25 Rule, alone and in combination with other provisions of the Final Rules, will severigly lim
the ability of patent applicants to prosecute a sufficient number of claims tal@iosurance
against these types of risk.

C. Evisceration of the Protection of 35 U.S.C. § 103(c)

Congress enacted 8§ 103(c) of the Patent Act in 1984 and expanded it in 1999 to overrule
the adverse effect on organized research of the decision of the Court of Customsind Pate
Appeals inin re Bass474 F.2d 1276 (1973)See Oddzon Prods., Inc. v. Just Toys,, [h22
F.3d 1396, 1402-03 (Fed. Cir. 1997) (discussing history and purpose of 35 U.S.C. § 103(c));
Kimberly-Clark Corp. v. Procter & Gamble Distrib. C&73 F.2d 911, 917 (Fed. Cir. 1992)

(same). Section 103(c) prevents inventions made in the course of organizedrigeeatieing

held unpatentable as obvious from earlier inventions, disclosures, and patent applications

1% This legal principle is referred to as intervening rigteeBIC Leisure Prods., Inc. v.
Windsurfing Int’l, Inc, 1 F.3d 1214, 1220-21 (Fed. Cir. 199B9yrtel Corp. v. Phone-Mate, Inc.
825 F.2d 1577, 1579-80 (Fed. Cir. 1987).
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produced in the same organization that qualify as prior art under 8 102(e), 8 102(f), or § 102(Q).
Congress recognized that applying such art for purposes of obviousness under § 108(a) woul
disqualify meritorious inventions arising from the typically progressive eaifiorganized
research, while discouraging the communication and collaboration among co-workesshba
lifeblood of a research organization.

The 5/25 Rule as applied among multiple applications effectively defeats thegafpos
8 103(c). In a series of commonly owned applications respectively directed éssuec
generations of development in a given technology, 8 103(c) cannot afford relief nn&/@%
Rule imposes a drastic limit on the number and scope of claims that can be filedtiplem
generations of applications remain copending, the inventor will have difficufiyesenting any
claims at all in a fifth, fourth, or even third generation application withowgexkag the 5/25
limit. Thus, the benefits otherwise available from § 103(c) are rendered nugatory

VI. Conclusion

Given the unjustified prejudicial impact of the 5/25 Rule on valuable research, dgpecial
when combined with other provisions of the Final Rules, Monsanto respectfully submitetha
rule is fundamentally unfair and unreasonable. Furthermore, the 5/25 Rule wibaipe!
inventors wherever possible to secrecy, thus impairing the progress of thleantsef Because
of the breadth and complexity of the 5/25 Rule, and the Final Rules generally, onlyaa@etm
injunction against this entire scheme will preserve the efficacy of teatdatvs as Congress
intended.

Respectfully submitted,

By: Is/
Randall K. Miller
VA Bar #70672

Counsel for Amicus Curiae Monsanto
Company
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