
 

 

Exhibit 27 – Part 2 
 

Examples of Applications Delayed by Examiner Failure to Follow PTO’s 
Procedural Rules 

 
(1) Serial No 09/193,787  Filed 11/17/1988 (still pending) 

 The independent claims in this case are the same as originally filed and have never been 
amended.  The claims have received 8 non-final rejections.  The case has been reviewed by the 
Board once (in October 2003) and the examiner was reversed.  Four appeal briefs have been filed in 
the case, and the fifth will be filed by January 4, 2008. 

 
(2)  Serial No. 09/077,337 Filed 5/27/1998 (still pending) 
  In this case, two examiner initiated suspensions were imposed (9/30/2002 and 2/6/2006) on the 

basis that additional pertinent prior art was likely to become available.  In each case we had to 
request that the suspension be lifted.  There is still no sign that there ever was any valid basis for the 
suspension.   
 This case has had two appeals filed to date, and it was reviewed by the Board in 2005.  All of the 
examiner's rejections were reversed.  After the case was returned by the Board to the examiner, the 
case was suspended which stalled the case for another year, and then a specious Rule 105 request 
was presented 
 

(3) Serial No.  09/193,791 Filed 11/17/98 (issued as 6,970,845 in 2005) 
This is another case where a suspension was used to delay (10/1/2002) and there was no basis for the 
suspension.  This case required the submission of 2 appeal briefs before the examiner was reversed 
by the Board in 2005 and the case was eventually allowed to issue. 

 
(4) Serial No. 09/193,565 Filed 11/17/1998 (issued as 7,062,464 in 2006) 

Three appeals were taken and three appeal briefs were filed.  The case was never allowed to reach 
the Board.  Each time an appeal brief was filed prosecution was reopened. 

 
(5) Serial No. 09/193,647 Filed 11/17/1998 (issued as 7,003,492 in 2006) 

Same as '565 application above.  Three appeals and three appeal briefs filed.  Prosecution reopened 
after each appeal brief.  The case was never reviewed by the Board. 

 
(6) 09/014,076 Filed 1/27/1998 (still pending) 

In 2001 the examiner declared an appeal brief defective for being longer than 20 pages (5/4/2001).  
There is no such rule.  A Petition had to be filed to have the brief accepted (3/14/2002).  This same 
examiner has declared appeal briefs defective for the same reason in at least one other case after the 
Petition was granted here.
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Initial Comments 

A portion of the history of this Application is as follows: 

1. 05/27/98 Application filed, with priority claimed to provisional application 

60103 1,956 dated 1 1/27/96. 

2. 0211 7/00 1 st non-final rejection. 

3. 04/24/0 1 Restriction. 

4. 0611 9/01 2nd non-final rejection. 

5. 091 1 810 1 1 st Appeal Brief. 

6. 01/31/02 3rd non-final rejection. 

7. 0311 1/02 2nd Appeal Brief. 

8. 1010 1 102 1 st Suspension. 

9. 0611 7/03 4th non-final rejection. 

10. 0711 5/03 5 th non-final rejection. 

11. 09/19/03 3rd Appeal Brief. 

12. 11/29/05 BPAI decision - Examiner completely reversed. 

13. 02/08/06 2nd Suspension. 

14. 04/25/07 Request for information under 37 CFR 9 1.105. 

As evidenced by the extraordinary amount of prosecution carried out by the Office, it 

appears that the Office had long ago internally decided that this application was never to mature 

into a patent. Thus, as the Office's illegal withholding of application allowance is expected to 

continue, the Office will predictably not be satisfied no matter how Applicants respond to the 

current Request for information. 
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