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UNITED STATES PATENT AND TRADEMARK OFFICE

GENERAL COUNSEL

NOV 2 5 2005

MEMORANDUM FOR: Thomas M. Sullivan
Chief Counsel for Advocacy
Small Business Administration

FROM: Bernard J. Knight, Jr.%‘%q"‘
Deputy General Counsel for General Law
SUBJECT: Certification Under 605(b) of the

Regulatory Flexibility Act

The Deputy General Counsel for General Law of the United States Patent and Trademark
Office certifies to the Chief Counsel for Advocacy of the Small Business Administration
that this notice of proposed rule making, Changes to Practice for the Examination of
Claims in Patent Applications (RIN 0651-AB94), will not have a significant economic
impact on a substantial number of small entities. See 5 U.S.C. 605(b).

This notice proposes to require an examination support document that covers each
independent claim and each dependent claim designated for initial examination if (1) the
application contains or is amended to contain more than ten independent claims; or

(2) the number of independent claims plus the number of dependent claims designated for
initial examination is greater than ten. There are no fees associated with this proposed
rule change. :

The changes proposed in this notice will not affect a substantial number of small entities.

The Office’s PALM records (PALM records as of October 13, 2005) show that the Office
has received 216,327 nonprovisional applications (65,785 small entity) since January 1,
2005, with about 2,522 (866 small entity) of these nonprovisional applications including
more than ten independent claims. Thus, since January 1, 2005, only 1.2 percent of all
honprovisional applications and 1.3 percent of the small entity nonprovisional
applications contain or were amended to contain more than ten independent claims. In
addition, Office experience is that most applications which contain more than ten
independent claims contain claims that are directed to inventions that are independent and
distinct under 35 U.S.C. 121, and the proposed rule permits an applicant to avoid
submitting an examination support document by suggesting a requirement for restriction
accompanied by an election of an invention to which there are drawn no more than ten
indepéndent claims. Therefore, the Office estimates that the proposed examination
support document requirement would not impact a substantial number of small entities.
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It is also noted that the proposed rule change would not disproportionately impact small
entity applicants.

The changes proposed in this notice will not have a significant economic impact upon
small entities. The primary impact of this change would be to require applicants who
submit an excessive number of claims to share the burden of examining the application
by filing an examination support document covering the independent claims and the
designated dependent claims. There are no fees associated with this proposed rule
change. The American Intellectual Property Law Association (AIPLA) 2003 Report of
the Economic Survey indicates that the seventy-fifth percentile charge (for those
reporting) for a-patent novelty search, analysis, and opinion was $2,500.00. Given that
the pre-filing preparation of an application containing more than ten independent claims
should involve obtaining such a patent novelty search, analysis, and opinion, the Office
does not consider the additional cost of providing an examination support document to be
a significant economic impact on an applicant who is submitting an application
containing more than ten independent claims. In any.event, any applicant may avoid the
costs of such an examination support document simply by refraining from presenting
more than ten independent claims in an application.
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