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USPTO PRESENTATION

John M. Whealan, USPTO’s Deputy General Counsel for [P Law and Solicitor,
Sth Annual Hot Topics In Intellectual Property Law Symposium,
Duke University School of Law, (Feb 17, 2006),

Contents:

1. CD-ROM containing the full video presentations of two sessions as downloaded from

a) Presentations: http://realserver.law.duke.edu/ramgen/spring06/students/ 02172006a.rm, and

b) Q & A Session: http://realserver.law.duke.edu/ramgen/spring06/students/02172006b.rm .

Thus, the entire contents of these video streams are incorporated herein by these references.

2. John M. Whealan’s slide presentation as extracted from the presentations video.


http://realserver.law.duke.edu/ramgen/spring06/students/02172006a.rm
http://realserver.law.duke.edu/ramgen/spring06/students/02172006b.rm
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CD-ROM
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Proposed Reform of

Continuation Practice and the use
of Representative Claims
John M. Whealan
Deputy General Counsel for IP
Law and Solicitor
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Two Rules Packages Published
January 3, 2006

» Continuation practice (71 Fed Reg 48)

* Representative claims (71 Fed Reg 61

— Town Hall meetmgs aroumid the couniry

April 2
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Rules Won't Significantly Impact
a Large Majonty of Applications
* (oal sto

Prre ers from alfectmg besl

ac

Produce more focused” examination

« Will also help reduce backlog
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Let' s Look at Some Numbers

7,004} apphcations filed m hscal 2003

Ingher & conl cham

bor Contimued Fxaminaiion

¢ higher RCE: m a senas

ilready be
exarmmnaliom:




Case 1:07-cv-00846-JCC-TRJ  Document 263-3  Filed 02/01/2008 Page 8 of 24

Continuation Filing Rates
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Continuation Filing Percentage
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FY 05 Patent Pendency
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I'echnology Centers Rework*®
statistics
| Fr 2002 | Fy 2003 | FY 2004 | FY 2005
TC | % FAOM [% FADM | % FADM | % FACM |
.Sumﬁml','l Rk Rirrmrk | Reveark Rowrk
1600 | 364% | B.7% | 409% | 424%
1700 | 252% | 269% | Zi 1% | Z0.0%
3100 | 235% | 240% | JAG% | 2B7%
2600 | 248% | 241% | 247% | 254%
7800 5.1% | 20% | 240% | 241%

17 21.2% Z31% 26.9%
| 25.1% 240% | 2B1%

|25.3% | 28.1% | 28.3%
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1. Set reasonable limits on
continuation practice

Onc contmuation or RCE as of nght
For 2* and subsequent confinuations

Peint wl show why il 13 needed “10

I} fITY

evid Id not have been submiited™

CATeT I i
No first action finals (4 bites at the apple)
Officc-ordered divisionals (i.e. restricted
cases) treated as separate applications

Page 12 of 24
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|. Limits on continuation
practice —cont ' d

* No voluntary divisionals

f double palenting when two

10
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Effective Date

» Effcctive Date of Final Rule

alroan mis JI."'ll]:\ o a

o the effective «

—~ Thusac
after the
with these ru
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APPEAL PENDENCY
FY01 - FY0S

b L

Fyil i FYil Fyd FYws

Imvensery Redmoben Viemmre — Thme i Kenes b Do keting

12



Case 1:07-cv-00846-JCC-TRJ  Document 263-3  Filed 02/01/2008 Page 16 of 24

Appeal Conference Initiatives

* Pre-Brief Appeal Conference Pilol Program

— 1296 Off Gaz Pat. Office 67 (July 12, 2005)

13
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2. Representative Claims

* Board uses Representative Claims

* District Court uses Representative Claims

* CAFC uses Representative Claims

* Examiner and Apphcants wall now usc 10
representative claims to focus mbal
examination

14
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2 Representative Claims —cont’d

» No clamm wiall 1ssue without complete
examunation!
* Inunial exarmmanon will foens on 10 representative
clamms
all mndependent clams

15
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2. Representative Claims —cont’d

1 Count &8 &

&% the apphcant
Common

anl io distarb approprate ose of

il 0 creale meenbives o couch eveny
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Effective Date

» Effcctive Date of Final Rule

repressnlabive 10

17
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Comments?

* Comments accepied untill May 3

» Continuanon Rules

» Representative Claims

18
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3_IDS Reform Coming Soon

= Will have little effeet on the tvpical
application

* At a certain pont applicants will be
required to discuss matenality of submitied
references, when

es (over 3l

d late m the application

19
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Constructive Comments Please

ITEITLE BN 11 Canmie
¢ “hest” practices and will he

ve io comply with the new mies

fE, and Lliamanyes

Ll aflempl b game Lhe

Hal ssmply saving don't change anything 1sn'l hetpful

20
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Thank You

« Conlacl mformation

— John M. Whealan, Solicitor

£ 1T 001S

21
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