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BILLING CODE 3510-16--P

DEPARTMENT OF COMMERCE

Patent and Trademark Office

37 CFR Part 1

[Docket No.: 2005-P-0671

RIN 0651-AB94

Changes to Practice for the
Examination of Claims in Patent
Applications

AGENCY: United States Patent and
Trademark Office, Commerce.
ACTION: Notice of proposed rule making.

SUMMARY: The United States Patent and
Trademark Office (Office) is proposing
to revise the rules of practice relating
the examination of claims in patent
applications. The Office is proposing to
focus its initial examination on the
claims designated by the applicant as
representative claims. The
representative claims will be all of the
independent claims and only the
dependent claims that are expressly
designated by the applicant for initial
examination. The Office is also
proposing that if an application contains
more than ten independent claims (a
rare occurrence), or if the applicant
wishes to hat
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FOR FURTHER INFORMATION CONTACT:
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Office of Patent Legal Administration,
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§ 1,75(-)[3)). Proposed §

	

60-0N
further provides that if preset titian of

the application is not closed and it
appears that onti,sion tt es inadvertent,
the notice ttiif set a one-month time
period that is not extendable under
§ 1.136(a) wit! in which to avoid
abandonment of the application the
applicant must: (1) File an examination
support document in compliance with
§ 1.261; (2) cancel the requisite number
of independent claims and rescind the
designation for initial examination of
the requisite number of dependent
claims that necessitate an examination
support document in compliance with
§ 1.261; or (3) submit a suggested
requirement for restriction accompanied
by an election without traverse of an
invention to which there are drawn
fewer than ten independent claims and
fewer than the residual number of
designated dependent claims. The
phrase "an application in which
prosecution is not closed" means an
application that is not under appeal,
and in which the last Office action on
the merits is not a final action (§ 1.113),
a notice of allowance (§ 1.311), or an
action that otherwise closes prosecution
in the application. The submission of
additional claims after close of
prosecution would he treated under the
provisions of §§ 1.116, 1.312, 41.33 or
41.116. Due to the increase in patent
pendency that would result from the
routine granting of extensions in these
situations, the Office is limiting
extensions of this one-month time
period to those for which there is
sufficient cause L 1.136(b)).

Section 1.75(x1(4) is proposed to
provide for the situation in which: (1) A
rtoiaprovisional 'ppi iPe t i i r:ontains at
IF est one claim that et pan ntahln
indisfinct from it I( (tit (me dada in one
Or Moro oth:^r n

	

":SFISIonst
,iiens o: ,

	

Ms; (Mil (21 the erne
rIIMS other nt:nproeisi_nul
nplicatirins or patents eats&r e,atno at
<is( eneieventorin coitiiennend are

ii

	

the min e l;i^:r^ n 'i. tee.
n U rr^ ,;i,rzalttcptii
^;ect t`,

	

1 taliitV

	

'.lssishs (

rs=)r,

	

the iitst

nonpi rwisional rip, litint ion; and (3) the

	

ns claim as a sep.irate claim for
at h a- t an a,iti nt<.hid iticistinct claim

	

purposes of § 1.75,1e)(1)? Should the
has _ eppnrt under ' i:.S.C. 112, ?t 1,

	

Ottm count earn alternative in the
in tle -merest et sure me a :nor:a ether claim as a sepal sle claim t_;rpeepeds
nonp

	

i..icnal app licit ties cr pet(Ms.

	

of S ] .75thp I} tint ss ihr ap plicant
f reposed 9 , 7<,;Ot(4) prori lea tit in

	

stunts that tried alternative in the Melee
hats sae, on, the Dann may rrx l itire

	

ea(s a common cord structure turd.
iiminetion rt Me :tan )( t am), trierdead

	

common carepmpertc or (retivity, iri
r liens from

	

eta one nt the

	

tithe I( thi) common core structure
nor:prnvisir>nal 1pp11CHt10Il5. In

	

constitutes astructerilly aLstinctive
ii lane n; pfOpOSBrt st; 1.7 5(0)t41 provides portion in view of lending ,triSf art and
diet ii the pen ntably indistinct hints

	

is essential to the coma] )n property or
are ,tot el tm n tea teem all but one, of

	

activity (see MPEP 1330)
ne nonprov sionai applications, the

	

Si (lion 1.75(c) is proposed to be
Ottice will treat tht independent claims amen aid to provide only for multiple
and the dependent claims designated for depenth nt claims (with dependent
initial exam inaton in the first

	

claims being provided for in § 1.75(b)),
nonprovisional application and in each and to further provide that multiple
of such other nonprovisional

	

dependent claims and claims dept
applications or patents as present in

	

from a multiple dependent claim will be
each of the nonprovisional applications considered to he that number of claims
for purposes of § 1.75(b)(1). That is, if

	

to which direct reference is made in the
the conditions specified in proposed

	

multiple dependent claim for purposes
§ 1.750-)(4)) are present, the Office

	

of § 1.75(b)(1).
would treat each such nonprovisional

	

Section 1.104: Section 1.104(x)(1) is
application as having the total of all of

	

proposed to he amended to change
the representative claims for purposes of invention as claimed" to "invention as
determining whether an examination

	

claimed in the independent and
support document is required by

	

designated dependent claims" for
proposed § 1.75(b)(1) (but not for

	

consistency with the change to
purposes of calculating the excess

	

examination practice. The Office plans
claims fee due in each such

	

to generally delay the patentability
nonprovisional application).

	

examination of any dependent claim
If two or more inventions are claimed that was not designated for initial

in an application, the examiner may, if

	

examination until the application is
appropriate, still require that the

	

otherwise in condition for allowance.
application be restricted to a single

	

Section 1.104(b) is proposed to be
invention. The criteria for making such amended to add that "(t)he examination
a restriction requirement would remain of a dependent claim that has not been
the same. Any restriction requirement

	

designated for initial examination may
would be based on all the claims

	

beheld in abeyance until the
pending in the application, and not just application is otherwise in condition for
the claims designated for initial 1
examination. If the examiner makes a
restriction requirement and applicant's
election results in representative claims not considered, or not considered
being withdrawn from consideration,

	

patentable as claimed" to "fijf the
applicant may designate additional

	

invention claimed in the independent
representative claims for initial

	

and designated dependant claims is not
examination without tiling an

	

considered patentable" for consistency
examination support document wader

	

with the proposed change to
proposed § 1.261 so long as the total

	

examination practice.
number of representative claims drawn

	

Section 1.105. Section 1.105(a)(1) is
to the (Jested invention does not exceed Proposed to he amended to provide that
ten..*nt additional dependent claims

	

an applicant :, .y be required to set forth
designated for initial examination must w111 t (by a

	

na line or paragraph
hi, drawn to the elected invention. The

	

nee:In r) t. ^

	

fleet i ea of the
si nation of the additional ,ti punch nt apf (it ion er ant ipp.tcal(on the

dam must bemade in the plc to thry

	

h( n( lit of ishose t 1 n cam is soil ;ht
"-Mermen ree;irirornentr;ra, i,. malt d

	

uutt

	

ti(1^ .t). n.truCam( s Cod,
be the t-v an Let

	

ptMde , lerittml description suttport tier
Tts

	

e

	

al:o i :quistin,_

	

the iricc-ntion si lit (inca in thta r.lni.ns
COMM('n:s on hehi r:Bins At i[[eu iii the

	

l(Can

	

riient Or d,it .rndt^Ott, !1110 0!'
,31=er..ziti:tl term Guth is Mead in an

	

I(an,n Pr all[1 prOCPS6 11 tnak'n° Eiud
alMt-nett (i Mimi p:meth( 1 by 1 r paste

	

em i t, (t. in sm

	

fi11I, (-lc,ir rt iiieee, and
,tideed)

	

i)t^r Celt ,n'rPat. 126

	

, c1 ,, Tins as to naf;Ir snit poison
(1ti24j, 1-host l to -et Mt for purposes

	

-atilt a in ttn ,tr; to rated, t pertains or
atilt the

	

It is en ts;lo^7riti on;it clad,
ative in

	

to trc^ke and use tae

	

ulti;tr.. llnr 35

a lowance."
Section 1.104(c) is proposed to be

amended to change "fa the invention is

Case 1:07-cv-00846-JCC-TRJ     Document 66-7      Filed 11/14/2007     Page 5 of 10



Federal Register/Vol, 71, No. 3/ Tuesday, January 3, 2006/Proposed Rates

rc ntitication of ell the limitations of
the Indmpundflnt cImes and ucslgneted
dependant claims that Oft ,	LOSsCl In
the reterr noes riled; (41 i ietailed
explanation et hew each of the
indeptruent e.laims gene designated

pt [Atilt cli,imS are getentahle over
the renal- aces cited with the
particularism required by 41.111(h) and
(o); (5) a concise statement of the unlity
A the nett each as defined in each of
the independent claims anti (F,) a
showing of inhere ttech limitation of the
independent claims and thede,signated
ctepende nt claims finds support ender
35 li.S.C. 112, 1, in the written
description of the specification (and if
the application claims the bent& t of one
or more applications under title 35,
United States Code, the showing must
also include where each limitation of
the independent claims and the
designated dependent claims finds
support under 35 U.S.C. 112,' 1, in
each such application in which such
support exists).

Section 1.133(a)(2) was recently
amended to permit an interview before
first Office action in any application if
the examiner determines that such an
interview would advance prosecution of
the application. If the examiner, after
considering the application and
examination support document, still has
questions concerning the invention or
how the claims define over the prior art
or are patentable, the examiner may
request an interview before first Office
action. if the applicant declines such a
request for an interview or if the
interview does not result in the
examiner obtaining the necessary
information, the examiner may issue a
requirement for information under
§ 1.105 to obtain such information.

Proposed § 1.201(h) provides that the
preexamination scorch referred to in
§ 1.261(01) must involve U.S. patents
and patent application publications,
foreign patent documents, and non-
patent literature,

	

ne applicant
can justify with rea& ihie certainty
that no references more pertinent than
those already identifimd are like Iv to be
found in the eliminattxl source and
inclu,i ssuch ajustiticrtion with the
St ate,n _t required 1;y el 26 i (a)(1 ),
Preps

	

g I dhl(h) also prin.

	

s that
tl,t p=;minim-Mon search rertc,mod te)in

t.Milled]) must e^nt.ompass all of the
r^at we s otlhm Ind, pt[Meet Halms anti
must covcsr r l of the tertturts of the
dteienatta riupcudruit: hires separately
:torn the t lairs or claims from e,hich the

not

	

.lairn a

	

ntls -min; the
Linn th lirnaderst roasonahle

i.It t Tit'tatiOtl _-^ i,

	

h tt^port tr^nma
re ige i;eh nt a1

	

,_r aill net:,,c'ist; [,gee
rteluirotr_t nt in § 1.Z1i1(a}(1} tar a

U.S.C. 41(d)(1)), and examination fee

	

files for examination before the

(35 U.S.C. 41(a)(3)) during fiscal years

	

application has been taken up for

2005 and 2006. See Pub. L. 108-447,

	

examination.

118 Stat. 2809 (2004). The Consolidated

	

Proposed refund underprovides that any

Appropriations Act also provides that

	

request for re efaund under this section

the Office may, by regulation, provide

	

must be filed within two months from
the date an which the claim was

for a refund of any part of the excess

	

canceled, and that this two-month
claim fee specified in 35 G.S.C. 41(a)(2) period is not extendable.
for any claim that is canceled before an

	

The patent fee provisions of the
examination on the merits has been

	

Consolidated Appropriations Act expire
made of the application under 35 U.S.C. (in the absence of subsequent
131. See 35 U.S.C. 41(a)(2) (as

	

legislation) on September 30, 2006 (at
administered during fiscal years 2005

	

the end of fiscal year 2006). Therefore,
and 2006 pursuant to the Consolidated

	

in the absence of subsequent legislation,
Appropriations Act). Section 1.113 is

	

the refund provision in proposed
proposed to he added to implement this § 1.117 will likewise expire on
provision of the Consolidated

	

September 30, 2006 (at the end of fiscal
Appropriations Act. Proposed § 1.117(a) year 2006), regardless of the date on
provides that if an amendment

	

which the excess claims fee was paid.
canceling a claim is submitted in reply

	

Section 1.261: Section 1.261 is
to a notice under § 1.75DM) and prior

	

proposed to be added to set forth what
to the first examination on the merits of an "examination support document „
the application, the applicant may

	

(proposed to be required under
request a refund of any fee paid on or

	

§ 1.75(b)(1)) entails.
after December 8, 2004, for such claim

	

Proposed § 1.261(a) provides that an
under § 1.16(h), (0, Or (j) OT under

	

examination support document as used
§ 1.492(d), (e), or (f). Thus, if an

	

in 37 C1'rt , et,: 1 means a document that
applicant decides to cancel the claims

	

includes: (1) A statement that a
necessitating an examination support

	

preexamination search was conducted,
document entice § 1.261, rather ' It to

	

inciuding an identification (in the
frog ids: art tlxalnintition support

	

manner set forth in hiPFP fi 719) of the
doe unit nt in compliance with $1.d61,

	

held of search by class and subclass and
he -tpplic.ent..r

	

"etlu , :3t a It tend of

	

the matt of thesaarch..(hen applic<ebit
ern tee palo on or after Di( e mhe r 8,

	

<,nd, for elat,,tbase start hes, the search
2004, for such claim unmet § 1.1t,(h), 6),

	

ln3ic or chemical structure; or st gilt et it

or (I) or under § 1 .4J2(o). (e), er (O. As

	

used ee a (pi rt, the mime otti e tilt, er
the Consolidated Appropriations Act

	

tiles s, instep d and tht- rLttehase senio
authorizes a refund only ter a claim that

	

eitti the crate of the st-arch; (2) en
nasle t n ran( Itct betore ,m

	

iuti^rmation enclosure staid o,nt;nthi
,xe i,rition on tht' re gents has hn

	

complixnei with § 1 '.)H riting the
m.:dt of the eppntot ion under 15 L.S.C.

	

I, tt it net' or r Iran, s e,tert^,i merit

(nett eta

	

pt e lent claim tike

	

u, si , n'rr. i fir poraant iairtr5, (=3)

	

65

t 31 the OtPice cannot bract ti re^fund oa

	

den lti rat! Mai to the sulyr_et mattr.r of
th- hnsis nt the 1113TH Ft sttssi,n r>fn

	

r, a^ h

	

tilt' ir..,.pfnu r.t ltiitr,s

C;.S.C. 112, 1. Therefore, in situations

	

initial examination (rather than
in tihich it issp ot:middy app l ant

	

cancellation of the dcperdent claim), or
:ahem the specification of the

	

on the hash, of the ea:trellat:on of a
application, or an application rot «Inch claim after en examination on the ma tits
a henmit is claimed, pro- ivies trritten

	

gels been made of the application maim
description support ,ra ge 15 C.S.C.

	

s5 G.S.C. 131. it an Jelin-airmen adding
112, 1, for a claim or a limitation of

	

one or more claims is also Idea before
a claim, the examiner nay requite the

	

the a pplication has `men taken up for
a pplicant to preside such information,

	

examination on the merits, the (Mtge-
The Office consider this authority to be may apply first ant refund ender
inherent under the patent statute and

	

§1.117 resulting from the cancellation
existing rules tint hiding current

	

of one or more claims to anti excess
§ 1.105), but is proposing to amend

	

claims tees due es aresult of such an
§ 1.105 to make the authority; explicit,

	

ainenamedit-
See tiiPEP 2163.04.

	

-

	

Proposed § 1.117{b) provides that a

Section 1.117: The Consolidated

	

claim in an application filed unties 35

Appropriations Act 2005 (Consolidated

	

U.S.C. 111(x) will also be considers

Appropriations Act), provides that 35

	

canceled for purposes of this section if

L".S.C. 41(a), (b), and (d) shall be

	

a declaration of express abandonment

administered in a manlier the! revises

	

under § ?, 13t?(d) has been filed id an

patent application fees (35 U.S.C. 41(a)) application containing such claim m
sufficient time to permit the appropriateand patent. maintenance fees (35 U.S.C.

41(6)), and provides for a separate filing officials to recognize the abandonment

fee (35 U.S.C. 41(a)), search fee (35

	

and remove the application from the
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R,110S

atttniestion Seer. _nitss the e arCh
report satisfies t} e n cum mee t s fora
pree.X inination sear c h set Ietth in
j 1.261.

r rspote°d a 1 2a del prnides that the
.pItCant mill he rntdtt i and aimto a

onto-rrmntb tiles period ;A hi-en which ie
t-em t:ted et sappictr_itintai

xarriir^.tcn support CIO(

	

ent to avoid
ah tneoremont if: (1) ire timilml.,i?ion
sitppert dOCI]mCnt r,rpre-C°CfiminAtion
search ,s deemed to he inyttficient; (2)
arre^planet i^r of the ith ration Or how
the independent iena a .sts natutt
dependent ctai> is define the invention
is Ueerrtid necinsert ; cr Pe the claims
Emit Men arm mind such filet the
exit II3.natlflil supper eecement no
longer covers oacb irespend PM claim.
Proposed § 1.261(c) further provides
that this one month period is not
extendable under § 1.136(a).

Section 1.704: Section 1.704(c) is
proposed to he amended to provide that
the failure to file an examination
support document in compliance with
§ 1.261 when necessary under § 1.75(b)
is a circumstance that constitutes a
failure of an applicant to engage in
reasonable efforts to conclude
processing or examination of an
application under 35 U.S.C. 15403)(2)(0
because the failure to provide an
examination support document in
compliance with § 1.261 when
necessary under § 1.75(h) will delay
processing or examination of an
application because the Office must
issue a notice and await the applicant's
reply before examination of the
application may begin. Therefore,
proposed § 1.704(c) provides that where
there is a failure to file an examination
support document in compliance with
§ 1.261 when necessary under § 1.75(:),
the period of adjustment set forth in
§ 1.703 shall be reduced by the number
of days, if any, beginning on the day
after the date that is the later of the
filing date of the amendment
necessitating an examination support
document in compliance with § 1.261,
or four months from the tiling date of
the application in an application under
35 i-.S.C. 111(a) or from the date on
which the national stage commenced
racer 35 L.S.C. 371th) o: (t) ill an
tpptitr_ticrrt tthith i,ntemil the ptaticmal
M agi: Cross en mm1: re-Monet application
tin ncomptianiti isith 35

	

MC. 371,
red ending en the date Met either an

milli lt j Oal s ,pl ' in vi :t. Sinant in
cent

	

Jere \t th : i.2h1. gran
arllitncitnt at .1 ,;tut rtStartian
rictttieelllilet atilt iilt s Ctlee

%sjl >)i ts,`ii !) the -lit tees the need
t e xa nutitu ' n s tt P .,', rt document

,cr ; I.el

I i}+ prop enid ch,.nth' to s 1.75 and
Iii

	

arioprrd)nettle be pplitsin
r, appllc^ttion til^3d ur nr aitnr des

tti t nate

	

th Y. „.,:sitl its ;ve;i
its to anti-

	

atten in tthiti, a first
011ict iirt.tm on the in. tits la i. iOil bras
not muile.d hifot.a tht _ nct t„t hate )l
the t;i_ai ral^

	

he Lent- tell, procire
applicants who

	

their a iptitiehint
het ire the ethtttivti date of the final re
and who weuicihe;ethic tsddie
Cliedecs le the deal tine t, ith en
lmpertunitt to .iesiamita (top t cent
claims for initial .imminatiun. :tee tO
st.hmit either en ex-methadon support
document u last s 1.261 (pr oposetti or a
new set of cia.ms to avoid the need for
an examination support document (if
necesse rh The Office apprectates that
mal , the changes in the fins i rule also
applicable to certain applications tied
before its effective date

	

cause
inconvenience to some applicants. The
Office is also requesting suggestions for
ways in which the Office can snake the
changes in the final rule also applicable
to these pending applications with a
minimum of inconvenience to such
applicants.

gulatoryPlexibilityAct: For the
reasons set forth herein, the Deputy
General Counsel for General Law of the
United States Patent and Trademark
Office has certified to the Chief Counsel
for Advocacy of the Small Business
Administration that changes proposed
in this notice will not have a significant
economic impact on a substantial
number of small entities. See 5 U.S.C.
6050:).

This notice proposes to require an
examination support document that
covers each independent claim and each
dependent claim designated for initial
examination if: (1) The application
contains or is amended to contain more
than ten independent claims; or (2) the
number of independent claims plus the
number of dependent claims di signated
for initial examination is graator than
ten. There are no fees associatt>tic with
this proposed rule change.

The changes proposed in this notice
will not affect a substantial number of
small entities, The Ohlce's PALM
records (PALM D ennis of (:h ctohr,r 13,
2005) show that the Chili s feet Cate ild
216,327 nonprot i holed tipple- iitLenst
(65,765 small tint het rise Iintent, I,
2005, milt n ahnut 2.522 t ,6(4 small
limits) of thcsiinonpiccRioted
apple shoes inciudi m .air;rc than tea
independent diem:, Ines. seen
jime trt

	

2005. nnit ' 1.2 pt mint et ild
nonptovisional apple amen; ana it
percmi vt th :small clilltS
reinpro. isioniii diplic . tins tender;
tvisrt me railed to cent,iin th-_tn t
tile; penitent claims. in ail, lil

Cept', t7nCf' is Hi

	

is

	

O,

	

It , "le t;
t then ccr_aain rio_t^ th.l.t.
intl. pc:

	

et oath coata_r, c:!arns that
,o (ttl

	

.1 to itr s ,;io is that
p onaentCeti alstlrct i,r,cer

i .S.C. 'e t s_nd .1:^. prop ne d rids
Cr.nit.is 91 id pi t - llt to ay 01d

tiibinitie ; in i'xamiratiee suppurt
dreut-lent 'it matte i;,t:na a .uyuircnlent
tf tt l strit.tien It cut,spay led lr; an
i.ccs_icit of an inttMimi to tc)llcn

	

r-
ale dr,itvn rio more thar_ ten

i

Inc t,piindent c_Liens . Thi rofcre, the
Otani eshinetts that the proposed
6'xarlliJlat101; Support tech ent
requirement tumid net impact a
substantia1 number )(I smail tuitities. It
is also ntitre that the proposed rule
char Ito c.oulcl not disprcp„rtionately
ttTtct small entity applicants.

The citim;sits proposed in this notice
will not helve a significant economic
impact upon small entities, The primary
impact of this change would be to
require applicants who submit an
excessive number of claims to share the
burden of examining the application by
filing an examination support document
covering the independent claims and
the designated dependent claims. There
are no fees associated with this
proposed rule change. The American
Intellectual Property Law Association
(AIPLA) 2003 Report of the Economic
Survey indicates that the seventy-fifth
percentile charge (for those reporting)
for a patent novelty search, analysis,
and opinion was $2,500.00. Given that
the pre-filing preparation of an
application containing more than ten
independent claims should involve
obtaining such a patent novelty search,
analysis, and opinion, the Office does
not consider the additional cost of
providing an examination support
document to he a significant economic
impact on an applicant who is
submitting an application containing
more than ten independent claims. In
any event, any applicant may avoid the
cede of such an examination support
document simply by refraining from
pr< t+ntir ig more than ten independent
defies ill an application.

L MCU title Order 13132: This mile
midi it ; d.oia not contain po1i..i^ s with

	

rtli,aplicetion

	

Pei 1 rt to
it it rim;t proparatiOft of a rtdi ^rills ru
a S c esteem+indeI' LSI C tIS. nl'tier
13]32 t

	

c

	

4. 2!j')t j-
Mcirotr e C . irdt i t^n(io. This ntle

1[' k1iY^ ha ts nEfit It Call it tO I 0
Si'nee iint ter ti lirpeti t itf L'ti ClitiA
miler 127866 (5<It.

P

	

i

	

^,

	

fir thtctr;, :lit I his t o
s inl:Amine— t) ^ ol;crtem
Inirnt,s n hich
ho it.
(bltlh) inner
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67

ri

	

sts 10r Xti it 0ns 1)1 titan the
itaiii , sedii L' rif stn tit in"its st itl,;,

ci ilt cif Elti Itt and r, VIVe.1

	

abtIrle.0tri ccl
eppitaittlotti otarlaim e ts itppad s
p t i t i n ns

	

\le t tltt t tl e\it 1,11 ,1 1 1DII tgf
Ct '0211

	

LalisIrlItta) t O l , IS
P(plit t sts tO IlSpet 0t C

	

tihrl t int s rev
Fitt Ot dpplit atlOns putrlication
r e Ctili-StS

	

rid certifirate5 01 tr galltlltr
Iran s itelthits aid(

	

PlYtIssiCtIn 01

	

Melly
CIOCU herds anti till1t t Ildiftit Ilts

Co rettents are ins dim tin: (1) Lether
the r e llirtien or intnimatioll is
It t t iCit t,dr ic :Or p rOpt r pel

	

ineii of the
ict,t ns et the ;threat bid the act'' t1rattY

ot tin agrnrt s i stlntiits ot the burden;
(d) ism,- to t eldest the quality, utility,
and i tem .} el ths information to be
collected; and (41 ways to minimize the
burden of the collection of iiifunnation
to respondents.

Interested persons are requested to
send comments regarding these
information collections, including
suggestions for reducing this burden, to:
(1) the Office of Information and
Regulatory Affairs, Office of
Ivlanagernent and Budget, New
Executive Office Building, Room 10202,
725 17th Street, NW., Washington, DC
20503, Attention: Desk Officer for the
Patent and Trademark Office; and (2)
Robert J. Spar, Director, Office of Patent
Legal Administration, Commissioner for
Patents, P.O. Box 1450, Alexandria,
Virginia 22313-1450.

Notwithstanding any other provision
of law, no person is required to respond
to nor shall a person be subject to a
penalty for failure to comply with a
collection of information subject to the
requirements of the Paperwork
Reduction Act unless that collection of
information displays a currently valid
OMB control number.

List of Subjects in 37 CFR Part 1
Administrative practice and

procedure, Courts, Freedom of
information, Inventions and patents,
Reporting and recordkeeping
requirements, Small businesses.

For the reasons set forth in the
pre,unhla, 37 CFR part I is proposed to
be <felt re led as follows:

PART 1—RULES OF PRACTICE (1V
PATENT CASES

1. `I hi- authority ciiiitioii for 37 CFR
pad 1 ciltitiretai to read fie folliiws:

Authority: :15 H. a.di. LI ism

2. S. .

	

et 1t75 is amended by rat si
, phs (ti) and (e) to read as follows:

§1.75 Claim(s)
a

	

i

	

-a Made t:

	

claim may be

	

tinted pr

	

I thin; deter

substantially from tech ii et end e
net unciedy muldpiimi. Chef et

ffldy ter' preStiritnO. th depttlthitflt
form. rafm-ring beck to and 'ember

another clahn er Maims Mt the
same appiimtiorit Chip in &pent-dim
form shall be crmstreati to trmiedti all
the limitations of the claim incorporated
he refertincci into the dependent Maim.
Unless a tittle:indent claim has bash
deibmatee for initial axeminatioe prior
tCrNbtttn the applitiation hes been tektite
Up t0r ex3rillnatlOn, ?}le examination 0t
such dependant claim may he held in
abeyance imtil the applicati on is
o t env ise

	

condition for allowance.
The mare present min: °a dependent
claim in an appliaathm is not a
designation of the, dept .	.

	

for
initial examination.

(1) An applicant must ":omit an
examination support document in
compliance with § 1.261 that covers
each independent claim and each
dependent claim designated for initial
examination if either:

U.) The application contains or is
amended to contain more than ten
independent claims; or

(ii) The number of independent
claims plus the number of dependent
claims designated for initial
examination is greater than ten. A
dependent claim (including a multiple
dependent claim) designated for initial
examination must depend only from a
claim or claims that are also designated
for initial examination.

(2) A claim that refers to another
claim but does not incorporate by
reference all of the limitations of the
claim to which such claim refers will be
treated as an independent claim for fee
calculation purposes under ,§ 1.16 (or

1.492) and for purposes of paragraph
(b)(l) of this section. A claim that refers
to a claim of a different statutory class
of invention will also be treated as an
independent claim for fee calculation
purposes under 1,16 (or § L492) and
for purposes of paragraph fbgl) of this
section.

(3) The applicant will be notified if an
application contains or is ara;

	

to
contain more than. ten indepanderd
C1;11MS. 01' thti ntIMIttr

	

ifliltipOlIrth
cteims phis the nentinti

	

dapttttdent
Itleilthe dt.tSthfttltnd 10r initial
tem.. nalltm in rai.ch ae appthtation
g ism': than ten. but ,in examination
support eocnraoitt imam ti 1.2(i t hid
been omitted. it prosecution et the
application is not Model and it sop:. re
that emission -ens iimdiiitdent. 1Yie

min sit a g irt-month time p
that is not extencitihie ender i
trill'

	

irhic).. to avctiii.tMiants
qdieetieet, the a iicate mine

Reuumion Act of 1 Mt:5 P44 L.S.C. 3501
seed. The et-dies:den

	

intormation
t-IctIVeCi in trt:S

	

hEIIS.Letlstsi

^ie.cv^ and plOViOUSly apprOViet
OMB ender ()MR

	

t r ot manlier tlf:5
0031. This eotice prepares to require n

iv1 L tier:, a1 SUppOrt

	

that,^aarr eat
c :ears each indepemient chide and each
dependant Maim designateci for initial
examination if. (i) The application
rt0fittililS Or is tIrTIOntleCi tO COnthin MOre
the tan independent Mattes; or (2) the
11111rtht1r or illt-iOptIiEdent C)ainlS mils the
reenbor of dependent Ct:tItIT:tS CieCtSig irlattitt
for initial examinatioe is greater than
f=e. The Lmitea States Patent and

rademark Office is resubmitting an
irdh en adrift, collection package to OMB
for its review . and approval hananse, the
changes in this notice do afftict the
ii iih rmati.on collection requirements
associated with the information
collection under OMB control number
0651-0031.

The title, description and respondent
description of the information collection
under 01VIS control number 0651–0031
is shown below with an estimate of the
annual reporting burdens. Included in
the estimate is the time for reviewing
instructions, gathering and maintaining
the data needed, and completing and
reviewing the collection of information.

OMB Number: 0651-0031.
Title: Patent Processing (Updating).
Form Numbers: PTO/SB/08, PTO/SB/

17i, PTO/SS/17p, PTO/SB/21–27, PTO/
SB/24B, PTO/SS/30–32, PTO/SB/35–39,
PTO/SS/42–43, PTO/SS/61–64, PTO/
SB/64a, PTO/SS/67–68, PTO/SB/91–92,
PTO/SS/96–97, PTO–2053–AM, PTO--
2054–AM, PTO–2055–A/B, PTOh-
413A.

Type of Review: Approved through
July of 2006.

Affected Public: Individuals or
Households, Business or Other For-
Profit Institutions, Not-for-Profit
Institutions, Farms, Federal Government
and State, Local and Tribal
Governments.

Estimated Number of Respondents;
2,284,439.

Estimated Time Per Response:1
minute and 48 seconds to 12 hours.

Estimated Total Ann eel Burden
Hours: 2,732,441 hours..

Needs and Lima: itlis ring the
processing of an appiic i an for a
patent. the applicant or applicant's
TepreSOIltatiVII ftThy be riiqeirrd or desire
to hibmitheiditionail information to the
tented States Ptthint and TeMemerk
(attire cioncermin; the Matniraitlon ut a

ichie appliciitimt. The ipetiitie
ItDrUlati0l) TeyllrCICI or which alai

:tatimitttte iritiedith thiorinstiiie
ici state sent

ti ,n b.

	

Ictft ePtItettrtcPh t ,
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(0 File ef, examination support
docenir nt

	

eonl ,'1ant felt h 1.261
diet cm, rt La t h net hetiaeet claim. and
each (iegeedt nt -heat at tigeetee for

(111 C tect t l de rf (peti te tllletottr of
ospt netted r Mims Ind rt steed t ile

tslgeatton Ear lethal ealliti tat.tei cif
i reti mt.ttt el 1 11 st of mitt nib nt

Churns tl at lit t melbas- an saelflinetica
supped Mk =en ' meter 1 Sol, Or

Suaialt d tied, sited
for It St TIC 110,1 tICCOlf1ptIllietil

	

an
election nit lieet knit se" 01 an

im-ee!ion to T.% ha 'a them eta &deem no
motet than ten Ind (-fist ndent claims as

es no mete than ten total
inch prTlaellt claims and dependent
define di t

	

n,ttt'a for initial
eXanlltlat on,

(4) If a nonprovisional application
contains at least one claim that is
patentably indistinct from at least one
claim in one or more other
nonprovisional applications or patents,
and if such one or more other
nonprovisional applications or patents
and the first nonprovisional application
are owned by the same person, or are
subject to an obligation of assignment to
the same person, and if such patentably
indistinct ciahn has support under the
first paragraph of 35 U.S.C. 112 in the
earliest of such one or more other
nonprovisional applications or patents,
the Office may require elimination of
the patentably indistinct claims from all
but one of the nonprovisional
applications. If the patentably indistinct
claims are not eliminated from all but
one of the nonprovisional applications,
the Office will treat the independent
claims and the dependent claims
designated for initial examination in the
first nonprovisional application and in
each of such other nonprovisional
applications or patents as present in
each of the nonprovisional applications
for purposes of paragraph (b)(l of this
section.

(c) Any dependent claim which refers
to more than one other claim ("multiple
dependent claim") shall refer to such
other claims in the alternative only- A
multiple dependent cla shall not
serve as a hesis for is g

	

'p

	

ultiple
depends nt claim. I v or 1

	

rlculation
pUTpOSCS tlnti n

	

1 ti (or 1.=x'12) and
for purposes of panl^raph b)t ) of this
section, a nfult ig ft

	

per.t nt claim will
refit() he 'hat n1,c-11a of

'Linn to nhish tills t tt fr:rent( is made
flat ruin 1't3i tf e Ci ICUta t l0ii i l ltIrtt-a
Littler s

	

lb (or it? 1 4

	

eta ter
purposes tit germ i,iph (l)3113 )l this
ti,

	

Items, tram a
i MItIptt lb

	

rltl n It (taint 'silt
cohs,tto:t tt tt 1)0 that el,fnlTt

	

f claims
to et iltt

	

, (

	

into is itntde in that

in ultig fe ciegent.ont claim, In tiddition
too the mien t.linp it tn. anv otiginel
epphsetitm v,nich is tiled Tit eh, ut is
e i si e t ms i to 1:(daue. mettipts
&de ndttnt claims (ist have p,iid
thstsua the qtr sot mirth

	

I.16 p. A
ilultiplr do peeame deem shell fie

t) i nei'lpra.'atu 10, r 'tr'Tt

	

e
tns limitations of each of the aaTtIC113a.i'
claims in relit ion to

	

It is -being
1-onsitistefi.

3. Section, 1.104 is amended by
revising paragraphs (a)(1), (b), and (Oil
to read as follows:

§1.104 Nature of examination.
la) i varnle er's action. (1) Oa taking

up an application for examined in or a
patent in a In es aininatien proeeodlng,
the examiner shall make a thorough
study thereot and shall make a thorough
investigation of the available prior art
relating to the subject matter of the
invention as claimed in the independent
and the designated dependent claims.
The examination shall be complete with
respect both to compliance of the
application or patent under
reexamination with the applicable
statutes and rules and to the
patentability of the invention as claimed
in the independent and the designated
dependent claims, as well as with
respect to matters of form, unless
otherwise indicated.
ekkkk

(h) Completeness of examiner's
action. The examiner's action will be
complete as to all matters, except that in
appropriate circumstances, such as
rnisjoinder of invention, fundamental
defects in the application, and the like,
the action of the examiner may he
limited to such matters before further
action is made. However, matters of
form need not be raised, by the examiner
until a claim is found allowable. The
examination of a dependent claim that
has not been designated for initial
examination may be held in abeyance
until the application is otherwise in
condition for allowance.

(c) Rejection of claims. (1) If the
invention claimed in the independent
and designated dependent thrills is not
considered patentable, i ha independent
and t7ie tic sigitrited dt p t

	

lit claims, Or
those oflifeett (i wit , meld, will be
nthrttd.

k

4. Sectionl .1 t)5 ern, lined by
adding a nee, It

	

eh (ad 1)(1a) to
read as follows:

§1.105 Requirements for information.
(al(l)

	

" *
Oa) Support hi C

	

Iti m:
Where (by page or pie ogi ph and line)

the spsciticst pin ttf the applicatioa, or
sets application the ininofit ol tie
feting dam is so_ gm ender title 35,
United States Coats pmv3des %mitten

c^c apt: In supper for the invention as
Pinned in the i:, il_rs (indeporitism or
Go-.pL:Il rib at], and. 01 Ilialt.fatt aria pf0i.i:S31.
of making amid using

	

in such toil,
clear, concise, and cent terms ss to
onside eep person skilled in the art to
which it pertains, or with: which it is
.most nearly connected, to make and use
the invention,. under the first paragraph
of 35 LS C. 112.
*

	

it

	

*

	

k

5. Section 1.117 is added to read as
follows:

.§ 1.117 Refund due to cancellation of
ctaim.

(a) If an amendment canceling a claim
is submitted in reply to a notice under
§, 1.750:0(3) and prior to the first
examination on the merits of the
application, the applicant may request a
refund of any fee paid on or after
December 8, 2004, for such claim under
t§ 1.16(h), (i), or (j) or under 1A02(d),
(e), or (fl.

(b) A claim in an application filed
under 35 U.S.C. 111(a) will also be
considered canceled for purposes of this
section if a declaration of express
abandonment under ,§ 1.138(d) has been
filed in an application containing such
claim in sufficient time to permit the
appmpriate officials to recognize the
abandonment and remove the
application from the files for
examination before the application has
been taken up for examination.

(c) Any request for refund under this
section must be tiled within two months
from the date on which the claim was
canceled. This two-month period is not
extendable.

6. Section 1.261 is added in numerical
order under the undesignated center
heading "Miscellaneous Provisions" to
read as follows:

§ 1.261 Examination support document.
(a) An examination support document

as 'sed in th l s part moans a dertimsnt
find inelml s the rolloning

(1j lt. statement that ii pie( di:nineteen
es,ittsh nets

	

.lilt ;tt t e mt. team t flit
lentitication .>t the nt Id. et s: ,arch et

( tli t f (i States lats and -edit lass 1flu th,
Mite of t

	

teat( h. \Ate ti Apt, te ;that
olio tet eet,it i

	

st ,izsht

	

tsii tsh
IC21t cr ti, pi

	

ttnt r ftite

	

,, tie t
Ins d ms a q,I, ri the name el

	

or_;.r tilt
scarf ht o and the

	

service,
and th, tints: tit the it

(13 an intr. Tta t itlD

	

st

	

),317t
tsi ;tent in ottii 'lemma ,\ ith t, 1.08

,i

	

the t f, ri- 3i f
ef met, most CIOSel t melted to the
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pig

subject matte r of Bach of the
indtin: 1., nt t r u th s
dep en+ r_t,-.'aims

(3) F^,r ci:ch rift nits_: riled, an
i'dentiimatter, tall en iimit,_tiensr,t
the Ina 1 Firitt miss t.,; dr5t ;nettd
1Hpen net lit Cmints that 1 dis,. os
the Dili t

	

s eta;
t-tj ti. et c :pisr „ien of how

each et tl. inth,i t.ttetdailesand
deer) tee ergotnttcnt r Isms are
patent, it et sr the J t

	

goes cited with
theparticuLlnt. requ_ .. ttt 1.ill(h)
and (0.

(5) A concise statem

	

tie utility
of the invention as defined in each of
the independent claims; and

(6)

s

A showing of where each
limitation of the independent claims
and the designated dependent claims
finds support under the first paragraph
of 35 U.S.C. 112 in the written
description of the specification. If the
application claims the benefit of one or
more applications under title 35, United
States Code, the showing must also
include where each limitation of the
independent claims and the designated
dependent claims finds support under
the first paragraph of 35 U.S.C. 112 in
each such application in which such
upport exists.

(b) The preexamination search
referred to in paragraph. (a)(1) of this
section must involve U.S. patents and
patent application publications, foreign
patent documents, and non-patent
literature, unless the applicant can
justify with reasonable certainty that no
references more pertinent than those
already identified are likely to be found
in the eliminated source and includes
such a justification with the statement
required by paragraph (a)(1) of this
section. The preexamination search
referred to in paragraph (a)(1) of this
section must be directed to the claimed
invention and encompass all of the
features of the independent claims and
must cover all of the features of the
designated dependent claims separately
from the claim or claims from which the
dependent claim depends, giving the
claims the broadest reasonable
interprt^tation. The pretzxr^mination
search rrlerrcei to in pa:ai,mph (a)(1) of
this sect i_ n must also encompass the
disclosra feature' that maybe claimed.

(c) If aft oxide ination support
documt tit Is rt qu i red, but the
examination sit kept rt document orpre-
exaininiittee s<

	

h is &it tiled to be
inslllllr.it nt, ti n;cpl;tt'iution of the
invt to

	

,r he+i the iniiepr ardent and
steel mated depend flit claims define the
invention is def. l est nr, tdent or the
t[.,i,t bttt. t Mt iltl-'rt such ti tit tit

tmtidttolt

	

tPnOrt

	

stet et Ito
r incio ,debt (dour

and eachno stgr^r1dop•::rethntriaim,
app l e am to, id 1

	

a nsii

	

^ met n a
ont -month tier;

	

-at

	

ithin it Irish to
`ile .3 cnr:r rtn

	

uL iClItM ntl
ansui:ruction support do-uirtc^ ,.void
ihancionment. This one teoetis per,i:x7 is
c,t at:indihle tinder

	

.i:i:MI,
Sechut 1.704 is t.m.enilr-ti by

redt s-ynatine pass raph 1 as
-8121 anti at-Mingl -is pre ir,iph

(6(71j to teed as fol res:

§ 1.704 Reduction of period of adjustment
of patent term.

(C) x a it
(11) Failure to file an examination

support document in compliance with
§ 1.261 when necessary under § 1.75(b),
in which case the period of adjustment
set forth in § 1.703 shall be reduced by
the number of days, if any, beginning on
the day after the date that is the later of
the filing date of the amendment
necessitating an examination support
document under § 1.261, or four months
from the filing date of the application in
an application under 35 U.S.C. 111(a) or
from the date on which the national
stage commenced under 35 U.S.C.
371(b) or (f) in an application which
entered the national stage from an
international application after
compliance with 35 U.S.C. 371, and
ending on the date that either an
examination support document in
compliance with § 1.261, or an
amendment or suggested restriction
requirement and election
(§ 1.75(b)(3)(iii)) that obviates the need
for an examination support document
under § 1.261, was piled;

Dated: December 19, 2005.
Jan W. Dudas,
Under Secretary of Commerce for Intellectual
Property and Director of the United States
Patent and Trademark Office.
[FR Dec. 05-24529 Filed 12-30-05; 8:45 aml
BILLING CODE MO-16-P

AGENCY

40 CPR Part 51

[OAR-2004-0489, FRL-8a16-$1

MN 2060-AN20

Air Emissions Reporting Requirements

AGENCY: Enw;rc, Iraental Protection
..Agency (EPA

ACTION: Prep ,s.a! rtit_amenr..mmots,

SUMMARY: Tod, ,1='s t.nee prep .,vs
char

	

to dd s=

	

^;i.m my
la.file;pa epte, iu

amendments tt euld consolidate, : c duce,
and simpint Et- currentrequertire( nte;
add lim to l nee; requirements; seta
provide .tu01 omit tlexibilit;- to States
in the n.^ thk:ccniece'and nip ten
emissions :seta_ it In propane'
amendments wvoeld trio t celeste the
reporting of emissions data to EPA by
State and iota t ,tiecitis The LPA
intends to issue final amendments
tiering 200h.
DATES: Comments must be received on
er before May 3, 2006, tender the
Paperwork Reduction Act, comments on
the information collection provisions
must be received by OMB on or before
February 2, 2006,

The EPA c iil hold a public hearing
on today's pinned- i only if requested by
February 2, 2006.

ed

ADDRESSES: Submit your comments,
identified by Docket ID No. OAR-2004-
0489, by one of the following methods:

• http://www.regulations.gov. Follow
the on-line instructions for submitting
comments.

• E-mail: a-and-r-docket@epa.gov.
• Fax: (202) 566-1741.
• Mail: Air Emissions Reporting

Requirements Rule, Docket No. OAR-
2004-0489, Environmental Protection
Agency, Mailcode: 6102T, 1200
Pennsylvania Ave., NW., Washington,
DC 20460. In addition, please mail a
copy of your comments on the
information collection provisions to the
Office of Information and Regulatory
Affairs, Office of Management and
Budget (Olv1B), Attn: Desk Officer for
EPA, 725 17th St., NW., Washington, DC
20503.

• Hand Delivery: EPA Docket Center,
1301 Constitution Avenue, NW., Room
B102, Washington, DC. Such deliveries
are only accepted during the Docket's
normal hours of operation, and special
arrangements should be made for
deliveries of boxed information.

Instructions: Direct your comments to
Docket ID No. OAR-2004-0489, The
EPA's policy is that all comments
received will be included in the public

ENVIRONMENTAL. PROTECTION

	

docket without change and may be
made available onli A e at
ciww.regulations,ttrv, including any
personal informed ten prow

	

runless
the tole ientincludtrs information
ctaiteed tobe Coldfief ::nisi Business
Info,°rn3ti0il (CBI? o, other information
whotti

	

icsure t ems-nit t{ l;v statute.
Do nit suhtnit int;>rmittien that :au
C(tIlsitI _^r t0 fn ( I..

	

t nlhCns!si:

pintrr,tt u rime, :

	

ulatt.tns ;set, or e-
n1:ttl. 1 tut wu

	

molt

	

llohslte
is "arson'MOLD. It

	

t.el.ich
1rmtinS EPA wvill not 4.,1l.-1h our ideru

tact

	

,tor.ri[^r;r': uries5
it (A tit:

	

i^ et yod}
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