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MEMORANDUM OPINION

On October11,2011,a terminaldisclaimerof U.S. PatentNo. 6,194,187wasfiled with

the UnitedStatesPatent andTrademarkOffice ("PTO") on behalfof the patentowner,plaintiff

JapaneseFoundationfor CancerResearch(the"Foundation").1 After thedisclaimerwasfiled,

but before it waspublishedon thePTO'swebsite or in thePTO'sOfficial Gazette, the

1Generally,the termofa patent istwentyyears from the filing dateof the patentapplication. 35
U.S.C. § 154(a)(2). A"terminaldisclaimer"refers to apatentee'sformally disclaimer,and
dedication to the public,of partof a patent term. Such disclaimers are generally used by patent
applicants to avoid what is referred to as an"obviousness-typedouble patenting" rejection by the
PTO based on"an 'obvious'modificationof the sameinvention[alreadypatented]."In re
Longi, 759 F.2d 887,892-93(Fed. Cir. 1985). Arejectionon this basisis intendedto protectthe
public from an"unjustified timewiseextension"ofa patent. Boehringer Ingelheim Intern.
GmbHv. Barr Lab., Inc., 592 F.3d 1340,1347-48.(Fed. Cir.2010). To avoid such arejectionof
a new patentapplication,a terminaldisclaimerwill be filed as partof the newpatentapplication,
with the result that the new patent will issue with a term thatexpiresat the same time as the
earlier,alreadyissuedpatent. Id.
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