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INTHE UNITED STATESDISTRICT COURT

FOR THE WESTERN DISTRICT OF VIRGINIA
CHARLOTTESVILLE DIVISION

CHARLES ROBINSON, CaseNo. 3:12-v-00024
Plaintiff,

V. MEMORANDUM OPINION

KYLE BARTLOW, MARIAH GENTRY, JOEYBRA JUDGE NORMAN K. MOON
LLC, AND DOES1-5, INCLUSIVE,
Defendants

This matter is before the Court on Defendants’ Motion for Attorney’s Edstion for Fees”)
(docket no. 63)Because Bfendants are not prevailing parties within the meaning of the term in
35 U.S.C. § 285, | will deny Defendants’ Motion.
|. BACKGROUND

Charles Robinson (“Plaintiff”) filed his Complaint in this patent infringement case on
May 22, 2012. Plaintiff alleged infringement of his patent, U.S. Patent D448,541 (“5dit'at
a design patent Plaintiff received in 2001 for a bra with pocldgntiff became aware of
Defendants’ product, the JoeyBra, shortly after Mr. Bartlow and Gkntry entered their
concept into a business plan competition helthenState ofVashingtonm April 2012. Plaintiff
contendedhat the JoeyBra features a pocketed design that infringes his pateimé,raoded for
a preliminary injunction to halt Defendants’ website sales and ptbenotional activities wie
this litigation was pending.

In the course of the litigatiomRlaintiff filed a Motion for Preliminary Injunctiofdocket

no. 7) and Defendants filed a Motion to Dismiss for Lack of Jurisdiction or Change Venue
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(“Motion to Dismiss”) (docket no. 17).heard arguments dhesemotions on July 10, 2012 and
September 5, 2012. Ultimately,denied Defendants’ Motion to Dismiss as to JoeyBra LLC,
granted Defendants’ Motion to Dismiss for lack of jurisdiction as to the individdahdants,
Kyle Bartlow, Mariah Gentry, and Does-3, and deniedPlaintiff’'s Motion for Preliminary
Injunction.

In denying PlaintiffsMotion for Preliminary Injunctionl found both that Plaintiff was
not reasonably likely to succeed on the merits of his claim and that Plaintiff had not
demonstrated that he faced akrisf irreparable harm. Although Plaintiff argued that the
differences between the twora designs were insignificant, found the designgppeared
substantially different, based on visual inspection of the designs and by gpihlgiordinary
observer testSeeMar. 22, 2013 Mem. Op. at 8 (docket no. 49). Furthermore, because Plaintiff
did not have a product on the markeelve years after receiving this patdnteld thathe failed
to demonstrate that he would suffer loss of profits, market shaoeistsmer goodwill Those
factors led to my conclusion that Defendant did not show he was at risk of guffezjparable
harm Mar. 22, 2013 Mem. Op. at 10 (docket no. 49).

Plaintiff then filed a Motion for Reconsideration of Denial of Motion for Injunct
(“Motion for Reconsideration”), and | held a hearing on this motion on May 6, 2013. | daeied
Motion for Reconsideration on May 8, 2013. After the May 8, 2013 order, neither party took
further action.This case was dismissed without prejudice for Plaintiff's failure to prosemute
March 27, 2014. SeeOrder Dismissing Cas@locket no. 62). On April 10, 2014, Defendants
filed the Motion for Fees, which has been fully briefed.

1. LEGAL STANDARD

Under 35 U.S.C. § 285, “[t]he court in exceptional cases may award reasonainleyatt



fees to the prevailing party.” In evaluating a motion for attorney’s feeg &85, a court must
first determine whether the movant is a “prevailing par8eélnland Steel Co. v. LTV Steel Co.,
364 F.3d 1318, 13120 (Fed. Cir. 2004) (“The question in this case is whether USX is a
‘prevailing party’ and thus potentially eligible for the award of attgriees and costs.”). To be a
“prevailing party,” a party must havobtained “a court order carrying sufficient ‘judicial
imprimatur’ to materially change the legal relationship of the parti&smsung Elec Co., Ltd.
v. Rambus, In¢440 F. Supp. 2d 495, 502 (E.D. Va. 2006) (quottice Sers. Ltd. v. Uhited
States405 F.3d 1017, 1026 (Fed. Cir. 2005)).

Once acourt has determined that a party is a prevailing party, it must decide whether the
case from which the motion arises is an “exceptional case.infaal Steel 364 F.3d at 1321.
The prevailing party must prove that the case is exceptional by a preponderancevadehee.
Octane Fitness, LLC v. ICON Health & Fitness, Int34 S. Ct. 1749, 1756 (2014). An
“exceptional case” is one that “stands out from others with respect to the subsstrength of
a paty’s litigating position .. . or the unreasonable manner in which the case was litigdted.”
at 1756.Courtsmake their determinations of exceptionality on a 4asease basis and consider
the totality of the circumstances in making those deternoinsid.

If prevailing party status and exationality are established, aurt has discretion to
award reasonable attorrigyees.Superior Fireplace Co. v. Majestic PredCo, 270 F.3d 1358,
1378 (Fed. Cir. 2001pynthon IP, Inc. v. Pfizer, In@84F. Supp. 2d 437, 441 (E.D. Va. 2007).
A court’s discretion to award attorrisyfees under 8§ 285 is fairly broad and may include
consideration of both tangible and intangible fact8tgerior Fireplace270 F.3d at 137&ee

alsoHighmark Inc. v. Allcare Health Mgmt. Sys., Int34 S. Ct. 1744, 1749 (2014).



V. DiscussiON

Defendants request an award of attorney’s fees under 35 U.S.C. I8 28S.caseboth
qualificaions under 8§ 285 are at isstmamely (1) whether Defendants are a “prevailing part
for the purposes of § 285, and (2) whether this is an “exceptional case” under § 285.

Numerous statutes have included-$ébéting provisions for prevailing parties. Because
“prevailing party” is not defined in many of those statutes, courts have applieddinargr
meaning of the term and have interpreted it “without distinctions based on thelpasgtatutory
context in which it appearsSmythex rel. Smytlv. Riverq 282 F.3d 268, 274 (A Cir. 2002).

To be a “prevailing party,” a party must have obtained “a court order carrying suffjadicial
imprimatur’ to materially change the legal relationship of the partismsung Elec Co., Ltd.

v. Rambus, In¢440 F. Supp. 2d 495, 502 (E.D. Va. 2006) (quottice Sers. Ltd. v. Uhited
States 405 F.3d 1017, 1026 (Fed. Cir. 2005)). Examples of court orders carrying “sufficient
judicial imprimatur” include “enforceable judgment[s] on the merits,” “caudered consent
decree[s] that materially alter[] the legal relationship between the padies,"equivalent[s] of
either of those.Samsung Elecs440 F. Supp. 2d at 502. A party who has not “receive[d] at least
some relief on the merits” cannot be said to be a prevailing paland Steel Co. v. LTV Steel
Co. 364 F.3d 1318, 1320 (Fed. Cir. 2004).

A variety of circumstances other than a judgment on the merits or consent decree may
support a finding that a parbhas prevailedSeeRice Sers.,Ltd. v. Lhited States405 F.3d 1017,
1025 (Fed. Cir 2005). Dismissalsvith prejudice may support labeling a party as prevailing,
because these dismissals are treated as adjudications on the merits and alter the legal relationship
between the parties through theas judicataeffects. SeeHighway Equip. Co. v. FECO, Ltd.

469 F.3d 1027, 1035 (Fed. Cir. 2006) (finding that a defendant who obtains a voluntary dismissal



with prejudice is a prevailing partyamsung Elex, 440 F. Supp. 2d at 502 (finding that a
defendant’s voluntary dismissal of patent infringement counterclaims wasienffto confer
prevailing party status on the plaintiff). However, courts have expressly fourel aasicomes
insufficient to confer prevailing party status, including private settiésn@ot enforced by
consent decrees party’s voluntary change in conduct, and orders remanding issues to lower
federal courts. See, e.g.Buckhannon Bd. & Care Home, Inc. v. W. Va. Dep'tHealth &
Human Res 532 U.S. 598, 604 n. 7 (200(private settlementsBuckhannon532 U.S. at 605
(voluntary chang®in conduct);Former Em. of Motorola Ceramic Prods. v. United Stat836
F.3d 1360, 1365 (Fed. Cir. 2003) (citidewitt v. Helms 482 U.S. 755, 763 (1987) and
Hanrahan v. Hamptgm46 U.S. 754, 758-59 (1980)) (remand orders).

Two additional types of insufficientircumstancegprove pertinent to this Motioffor
Fees First, with the exception of one court, every district court to consider the issue since
Buckhannorhas held that defendants who succeed on motions to dismissckoofl personal
jurisdiction do not qualify as prevailing parti€ee, e.gBuccellati Holding Italia SPA v. Laura
Buccellati, LLG No. 11 Civ. 7268(PGG)(GWG), 2013 WL 6223596, at *3 (S.D.N.Y. Dec. 2,
2013) (citing nine district court cases holding theng);see also Caraustar Custom Packaging
Grp. (Md.), Inc. v. Stockart.com, LL.(No. 3:05CVv37/MU, 2006 WL 3371679, at *1
(W.D.N.C. Nov. 20, 2006)ossett v. Porsche Cars N. Anmc., No. Civ.A. 2:06123-CWH,
2006 WL 3007384at *2 (D.S.C. Oct. 20, 2006 But seeVelez v. Portfolio Recovery Assoc.,
Inc., No. 4:12cv-00143, 2012 WL 4711454, aL{E.D. Mo. Oct. 3, 2012) (labeling a party who
was successful on a motion to dismiss for lack of personal jurisdictianpesvailing party,
without offering itsreasoning)The rationale behind these decisions is generally that a dismissal

for lack of personal jurisdiction does not examine the meritseo€tlaim,but simply informs the



claimant that he cannot pursue his claim in the respective fd8@mCaraustar 2006 WL
3371679, at *1Gossett2006 WL 3007384, at *2.

Second, the United States Court of Appeals for the Fourth Circuit has hedgathiing a
preliminary injunction is not sufficient to confer prevailing party status because, despite its
enforceability, “the merits inquiry in the preliminary injunction context is necessarily
abbreviated."Smyth 282 F.3d at 276. Since the likelihood of harm to the parties is taken into
account in the preliminary injunction decision, the merits inquiry neagu@n more abbreviated,
making it “an unhelpful guide to the legal determination of whether a party has edetiall at
277.

Although the Fourth Circuit has not decided whether demial of a preliminary
injunction can make a defendant a prevailing party, the United States Court olsAjgpdae
Tenth Circuit has held that “[i]f a plaintiff who is granted a /meritsbased injunction cannot
be a prevailing party, it logically. . follows that a defendant who defeats an injunction cannot
be a previing party if the denial similarly is based on norerits grounds.Lorillard Tobacco
Co. v. Engida 611 F.3d 1209, 1215 (#0Cir. 2010) (internal citation omitted). The Tenth
Circuit further explained that a nameritsbased injunction is one “that doest provide a
plaintiff with relief on the merits of [his] claim,” and that an injunction issued predebased on
the likelihood of harm and a balancing of harms is not mbasedLorillard, 611 F.3d at 1215.
Additionally, denial of a preliminary injunction does not materially alter tgalleslationship of
the parties unless the preliminary injunction is the only relief that the plaintiff s8elks.
Lorillard, 611 F.3d at 1216 (distinguishifde. Sch. Admin. Dist. No. 35 v. Mr. & Mrs, 21
F.3d 9 (1st Cir. 2003) (finding prevailing party status based on denial of preliminary iofunct

where the injunction was the only relief sought by plaintiff and its denial wasl lossplaintiff's



failure to show it would prevail on the merits of its claim)).

Under these precedentsfind that Defendants do not qualify as“@revailing party
under 35 U.S.C. § 285. Defendants have laid out several grounds on which they might be found
to be the prevailing party: (1) the claim was dismissed for Plaintiff'sr&ailo prosecute; (2)
Defendants were successful in defending against Plaintiff's Motion fdimifrary Injunction
and subsequent Motion for Reconsideration after this Court's denial of the prejiminar
injunction; and (3) Defendants were successful in their Motion to Dismiss as to thieluadi
defendants. None of these grounds qualify Defendants as a prevailing party.

First, unlike dismissalw/ith prejudice, this Court’'s March 27, 2014 Order dismissing this
casewithoutprejudice for failure to prosecutaloes not operate as an adjudication on the merits,
and it does not qualify as meritased reliefCf. Semtek Int'Inc. v. Lockheed Martin Corp531
U.S. 497, 50306 (2001) (holding that an adjudication on the merits is “the opposi of
‘dismissal without prejudic®, and finding the “primary meaning of ‘dismissal without
prejudice’ . . . is dismissal without barring the plaintiff from returning 1at&ince a party who
has not “receive[d] at least some relief on the medtsinot be said to be a prevailing party,
Inland Steel364 F.3d at 1320, the March 27, 2014 dismissal order cannot confer prevailing
party status on Defendants.

Second,when this Courtdenied Plaintiff a preliminary injunctia, it did not make
Defendantsprevailing parties Cf. Smyth 282 F.3d at 276 (finding grant of preliminary
injunction insufficient to confer prevailing party status on the movakithough this Court
found “that Plaintiff . . . failed to show that he [was] likely to succeed on thisneéhis claim

for infringement” its examination waé&for the purpose of Plaintiffs motiai' Mar. 22, 2013

! To establish that he was likely to succeed on the merits of his claimtifPlaas required to show that he
would likely prove infringement and that he was likely to withstand ahgdle to the validity of his patent. To prove
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Mem. Op. at 8In accordance with the standard &preliminary injunction in a patent caéé,
consideredfactors other than the merits, reducing the extent to which the denial of the
preliminary injunction was meriisased.n addition tofinding that Plaintiffdid not establista
reasonabldikelihood of success on the merits, | found that Plaintiff “faiedlemonstrate that
he [was] at risk of irreparable harm in the absence of injunctive relief,” that, on balance, “the
equities tip[ped] in favor of the Defendants,” and that “the public interest [vest]servedby
denying Plaintiff's request . .”3 Mar. 22, 2013 Mem. Op. at-81. Thereforethe denial of the
preliminary injunction did not grant judicial relief on the merits.

Lorillard supports this conclusion, showitigat the inversef Smyth’sholding is also
true: namelythe denialof a preliminay injunction no more confers prevailing party status than
doesthe grantof apreliminary injunctionunder the circumstances discusse8nmyth. Compare
Lorillard, 611 F.3d at 1215 (holding that denial of a preliminary injunction did not make
defendant gorevailing party where the court considered factors other than the )nweitits
Smyth 282 F.3d at 276 (holding that grant of preliminary injunction did not confer prevailing
party status Although this is an issue of first impression in this circditagree with the

reasoning otorillard and holdthat denying a preliminary injunctiaimder these circumstances

infringement, patentees siushow that “the product’s design appears ‘substantially the sartie® patented design
to the ‘ordinary observer.” Mar. 22, 2013 Mem. Op. at @onsidered “the overall appearance of the claimed
design and the allegedly infringing product,” and fothmt “the size, orientation, and accessibility of [bna
pocket] appear to be substantially different” and “as a consequence, andgndieasitly, the carrying capacity
and overall functionality of the allegedly infringing product also appehstantially different.” Mar. 22, 2013
Mem. Op. at 8Therefore, | foundhat Plaintiff “failed to show that he [was] likely to succeed on thdtsef his
claim for infringement. Id.

2 A patentee seeking a preliminary injunction against an alleged infringstranow: (1) he is likely to succeed
on the merits, (2) he is likely to suffer irreparable harm absent pnaliynielief, (3) the balance of equities is in his
favor, and (4) an injunction is in the public’s inter@stan Tire Corp. v. Case New Hollanthc., 566 F.3d 1372,
1375-76 (Fed. Cir. 2009).

% | found that Plaintiff was not at risk of irrepata harm based ase\erd factors: (1) Plaintiff did “not have a
product for sale at [that] time,” (2) Plaintiff ditbt “produce[] any specific evidence regardingj@cted losses in
profits, market share, customer goodwill, or otfedevant considerations,” (3) Defendants’ salesldibe “readily
guantifiable for the purpose of future damagesd &) Plaintiff had not shown that “monetary damages ld/doe
inadequate in this case.” Mar. 22, 2013 Mem. Op-40D.
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does not confer prevailing party stat8ge Lorillard 611 F.3d at 1215.

Importantly, asn Lorillard, the preliminary injunction in this cases not the only relief
Plaintiff sought. CompareCompl. at 45 (requesting findings about the patent’s validity, as well
as damages, fees, and expensat) Lorillard, 611 F.3d atl216 folding that denial of a
preliminary injunction did not materiallgiter the legal relationship of the parties where plaintiff
sought additional reli¢f Therefore,denying the preliminary injunction in this case, as in
Lorillard, failed to materially alter the legal relationship of Plaintiff and Defend&iixe |
consdered factors other than the merits of Plaintiff's claim in denying the preliminary injunction
and Plaintiff sought other reliein this case, declining to grant a preliminary injunction did not
make Defendants‘grevailing party under 35 U.S.C. § 285.

Defendants’ success in obtaining the dismissal against the individual defeioddatk
of personal jurisdiction also fails to render them a prevailing party. This Coulit'g on the
Motion to Dismiss did not address the merits of Plaintiff's claim, nor did it “materially alter[] the
legal relationship between the partieSamsung Elex, 440 F. Supp. 2d at 502. The ruling did
not preclude Plaintiff from litigating the dispute in a court with personal jurisdiction over the
individual defendants.

For the reasons set forth above, | find that Defendants ar@rawtiling parties This
issue is dispositiveand thus | need not and do not reach the question of whether this is an
exceptional case.

V. CONCLUSION

For the foregoing reasonshereby DENYDefendantsMotion for Feegdocket no. 63)

and instruct the Clerk to strike the case from the active docket of the Cocotrésponding

order follows.



The Clerk of the Court is hereby directed to send a certified copy of this memorandum

opinion and the accompanying order to all counsel of record.

Entered this 3rd day of June, 2014.

S rerae /’r J v’
NORMAN K. MOON
UNITED STATES DISTRICT JUDGE
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