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ware, Inc. v. Discovery Communications Inc et al

HONORABLE RICHARD A. JONES

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON

AT SEATTLE
MASTERS SOFTWARE, INC.,
Plaintiff,
CASE NO. C10-405RAJ
V.
ORDER
DISCOVERY COMMUNICATIONS,
INC., et al.,
Defendants.

l. INTRODUCTION
This matter comes before the court onriaion (Dkt. # 6) of Plaintiff Masters
Software, Inc. (“Masters”) for a preliminamjunction, and a motion (Dkt. # 26) to seal
certain documents Defendants filed in oppgdvlasters’ motion. No party requested
oral argument. For the reasons statedveloe court GRANT3Masters’ motion for a
preliminary injunction, and DENIEBefendants’ motion to seal.
Because this order “grant[s] or denl[ies] interlocutory irynction,” findings and

fact and conclusions of law are requiredd.Re. Civ. P. 52(a)(2). The court’s findings

and conclusions are included in this orderichlserves as a memorandum of the cournt’s

decision. Fed. R. Civ. P. 52(a)(1) (péttmg findings and conclusions to be contained

within “an opinion or a memoranduaf decision filed by the court”see also FTC v. H.
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N. Singer, InG.668 F.2d 1107, 1109 (9th Cir. 1988pting that explicit factual findings
are unnecessary).

Il. BACKGROUND

Kelley Masters, once a professional cdkeorator, decided in 2006 to begin her

own business. Building on her prior exgace, she and her husband Jon Masters, c{
owners of Masters, developed software wisaprofessional cake bakers with busines
management, including cost tracking, reaypganization, calendaring, and invoicing
customers. She named thétware “CakeBoss,” and begaelling it in 2007. Under
various licensing regimes, the software hdd gar between $60 ar$ll49. She prepare
her product launch in advance, registetimg internet domainame www.CakeBoss.col
(the “CakeBoss website”) in Beuary 2006. The website serves not only as a retail g
for CakeBoss software, but a forum for thstdbution of other information, including
CakeBoss-branded cake recipes and Baks-branded cake baking tutorials.

In advertising in baking-related perigdis, baking-related websites, and trade
shows, Masters uses the term “CakeBossthite letters with a stylized logo of a
faceless icon in a baker’s hat to the left of'tG& In a few instances, it places the wor
“Cake” and “Boss” atop each other in white letterth a larger version of the baker icd
to the left.

In March 2009, Ms. Masters discoveltbet The Learning Channel, a cable
television network owned and eqated by the three corporate Defendants (collective
“Discovery”) was planning to inbduce a new television show call€ddke Boss Cake
Bosswas to be a “reality” program featng professional baker Bartolo “Buddy”
Valastro, who owns Carlo’s Bakery in Né@rsey, and his emplegs, many of whom
are members of his familyMs. Masters learned th@ake Bossvas set to premiere on
April 19, 20009.

Ms. Masters traced the corporate hiengrof The LearningChannel and called
the legal department of parent comp@ngcovery Communications, Inc., beginning ofr
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March 25, 2009, the same day Discovery annoufzde Bosso the public. After
Kelley Masters left voicemails, Jon Blars received a call from a Discovery
representative on March 27. He informed Mr. Masters that Discovery did not belie
a television show nameciake Bossould be confused wita software product of the
same name. Discovery declinedcttange the name of the show.

Ms. Masters tried another tack, sendirigpéer-to-baker email to Mr. Valastro
himself on March 30, 2009. She explainedl thlasters was “very concerned that the
name of your new show is going to cause significant dilution of our brand name an
identity that we havevorked so hard for tavyears to build.”She concluded with a
request “from one caker to another”: “I loveuya@akes and my wish for you is that yot
show is a huge success. | only wish it didn’t have the same name as my product.”
March 30, 2009, Mr. Valastrielephoned Ms. Masters. Hapressed sympathy for the
situation, and stated that he would speatkéoshow’s producers to see if anything col

be done.

There is no evidence that Discovery triedletermine if “Cake Boss” was in use

In business before it chose the namE&ebruary 2009. The website at

www.cakeboss.com was onlinethat time, so even a rudimentary search would have

revealed Masters’ use of the term. Disagw#enies that it was aware of Masters or
CakeBoss when it named the show, sounbkely that Discovery conducted even a
rudimentary search for existing uses of thenaa Discovery either knew or easily coul
have known about Masters when it chose the naake Bossand certainly knew about
Masters from Ms. Masters’ phone calls no later than March 25, 2009, the day it
announcedCake Bosso the public.

Discovery plunged ahead wi@ake Boss The show premiedeon April 19, 2009
and has now completed two seasons ofdlir and seventeen half-hour episodes,

respectively. Including repeats, The LeaghChannel has shown episodes from the f
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two seasons almost 600 times. First airings of the episodes have averaged million
viewers. The third season is underw&ach episode centers around one or more
challenging cakes that Mr. \&stro and the Carlo’s Bakery staff must make for a
customer. The show hasdn a success for Discovery, both in terms of attracting
viewers (and thus advertig dollars) and in terms of building the goodwill of The
Learning Channel. That success has a pibdgovery has provideevidence that it has
invested millions of dollafsn developing, producing, and promotiGgke Boss
Discovery and Mr. Valastro have their expanded tGake Bos®rand from a

television show to related merchandising. Discovery S&lle Bosdranded T-shirts,
chef’s jackets, drink mugsnd DVDs of the first two seasow$ the show. Mr. Valastro

Is the author of a forthcoming book “GaBoss: The Stories and Recipes from Mia

Famiglia.” In the show itself and in reldtproducts, Discovery as a logo consisting of

the word “Cake” in scrollingapital letters with the wd “Boss” imposed below it
diagonally in heavy block type.

The coexistence dake Bossnd CakeBoss has not been entirely peaceful.
Masters has received dozens of emad handwritten communications evidencing
confusion between the two marks. The toull address those communications in detf
in its later analysis. For now, it sufficesramark that those communications consist ¢
everything from misdirected fan mail to requdstscustom cakes timquiries about the
relationship between the CakeBoss websitethedhow. Masters’ “CakeBoss” page ¢
the Facebook social networking site haswnfollowers who believe that CakeBoss an

Cake Bossre related. Users in online cakeatetl forums have attributed Masters’

! In its motion to seal, Discovery argues that both the rating8dke Bossind the dollar

amount of its investment in the show are confidénand should not be disclosed to the publig.

Indeed, in its opposition to Mass’ injunction motion, Discovemepeatedly redacts even the
admission that it has spent “millions of dollars” ©ake Boss The court finds no need to hide
from the public that millions of people wat€lake Bossa television show in which Discovery
has invested millions.

% The court finds no basis for concealing frpmblic view a rough estimate of Discovery’s
investment inCake Boss See supran.l.
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CakeBoss-branded recipes from its website to Mr. Valastr&Cakd Boss The
CakeBoss website is often overwhelmed withtors coincidingwith the airing of a
CakeBossepisode, and has at times shut down spoase to the excessive traffic. At
February 2010 trade show, a cake suppiporoached Ms. Masters and expressed his
belief that CakeBoss software was associated @atke Boss

As Cake Bosdegan to overwhelm the Cakefddbrand, Masters in late 2009
entered an agreemenitlva supplier to sell CakeBossamded cake decorating product
The first item offered was a cake decorating kiess than a month after sales began,
Valastro contacted the supplier and stated itht did not cease the sale of CakeBoss-
branded products, Discovempould take legal action. The supplier decided to stop
selling the kits, citing both a desito avoid a legal battle withiscovery and the fact tha
there had been only a few sales.

Masters filed this suit in March 2010, and filed its motion for a preliminary
injunction on April 29. Masters seeks arumgtion against Defendants’ use of the teri
“Cake Boss,” whether in connection with themeaof the television show or in related
commercial activity.

.  ANALYSIS

Both parties rely on a Ninth Circuit stamddor preliminary ipunctive relief that
the Supreme Court rejectedWinter v. Natural Resouaes Defense Council, Ind.29
S.Ct. 365, 374-75 (2008%ee Stormans, Inc. v. Seleck§6 F.3d 1109, 1126-27 (9th
Cir. 2009) (noting that “[t]o the extent thadir cases have suggested a lesser standar
[than the one established\ivintel], they are no longer conitmg, or even viable.”)
(quotingAm. Trucking Assns, Ine. City of Los Angele$59 F.3d 10461052 (9th Cir.
2009)). TheWinterstandard requires the partyekang a preliminary injunction to
“establish that [it] is likely tesucceed on the merits, that jg]likely to suffer irreparable
harm in the absence of preliminary relief, ttret balance of equities tips in [its] favor,
and that an injunction is in theiplic interest.” 129 S.Ct. at 374.
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A. Masters Is Likely to Succeed orthe Merits of Its Reverse Confusion
Trademark Infringement Claim.

Although Masters raises a variety of claimsts complaintjts request for an
injunction is based solely on its claim toademark infringement in violation of the
Lanham Act. The Lanham Act prohibitettuse[] in commercfof] any word, term,
name, symbol, or device, or any combinatioereof, or any false designation of origin
that “is likely to cause confusion, or to causistake, or to deceivas to the affiliation,
connection, or association sfich person with anotherrgen, or as to the origin,

sponsorship, or approval of his or her goods.” 15 U.S.C. § 1125(a)(1)(A). In any

trademark case, likelihood of confusion is the touchstone. In the typical case, the fjrst

user of a mark (the senior user), sues a lader of a confusingly siilar mark (the junion
user), alleging that the junior user is aif#ing to capitalize on the confusion created |
the marks to take a free ride on the senior mark’s goodwill. In a “reverse confusior
like this one, the senior mark seekspootect its business identity from being
overwhelmed by a larger jumi user who has saturatea timarket with publicity.”Cohn
v. Petsmart, In¢.281 F.3d 837, 841 (9th Cir. 200Mere, there is no question that
because of widespread media exposun@ Discovery’s comparatively massive
marketing campaigrGCake Bosss much better known thabakeBoss, even though
Discovery is the junior user of the mark.

In a reverse confusion case, a senior ofarmark cannot merely point to the

success of a junior user; likeod of confusion remains the key. The question is

whether consumers are likely to mistakenliiehee that Masters’ CakeBoss products are

“somehow affiliated wth or sponsored byCake Boss Cohn 281 F.3d at 841;
Dreamwerks Prod. Group, Inc. v. SKG Stydid2 F.3d 1127, 11309 Cir. 1998) (“The
guestion . . . is whether camaers doing business with the senior user might mistake

believe they are dealing with the junior user.”).
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In answering this question, tieeurt takes guidance from the ei@leekcraft
factors, first collected iAMF, Inc. v. Sleekcraft Bogt§99 F.2d 341, 348-49 (9th Cir.
1979). They are:

(1) strength of the mark; (2) proximity relatedness of the goods; (3)
similarity of sight, sound, and meagin(4) evidence of actual confusion;
(5) marketing channels; (6) type @dods and purchaser care; (7) intent;
and (8) likelihood of expansion.

Dreamwerks142 F.3d at 1129. The factors areended as guideposts only, and the
weight to be afforded to each depewdsthe circumstances of the caSze id(“The
factors should not begidly weighed; wedo not count beans.”gurfvivor Media, Inc. v.
Survivor Prods.406 F.3d 625, 631 (9th Cir. 20058 he test is a fluid one and the
plaintiff need not satisfy every factor, provided thabisg showings are made with
respect to some of them.”). Theurt now considers each of tBeekcraffactors en
route to determining whether Masters is k&l succeed in proving that consumers af
likely to be confused by Discovery’s use of “Cake Boss.”

1. Strength of the Mark

In a reverse confusion cagke court focuses on the strength of the junior mark
although the strength of the senior mark is relevant as Balttvivor, 406 F.3d at 631
n.3. The inherent strength of a mark is nuead along the following spectrum: arbitrg
and fanciful marks are the strongest, sstige marks fall in ta middle, descriptive
marks are presumptively weak, and genericksiare not entitled to trademark protect
at all. Id. at 631-32. A mark is arbitrary ifitses known words that have no connectic
to the product (e.g., “Old Navy” for a clothing stor&). It is fanciful if it consists of a
“coined” word or phase that is not inherently evocatiof the product (e.g., “iPod” for
portable music player)ld. at 632. Suggestive marks do describe the product, but
suggest its features, requiring some degfamagination to makéhe suggestive leap
(e.g., “Greyhound” for a bus servicdy. Descriptive marks merely describe a featurg
the product without engagingdhmagination (e.g. “flame broiled” for hamburgerg].
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Generic marks do not merely describe a prgdug are synonymous with an entire clg
of products (e.g. “24-Hour News” for amound-the-clock news network).

“Cake Boss,” as both Discovery and Mastaese the mark, is suggestive. Wher
applied to Masters’ softwar#,suggests the principal feature of the product, manage
of a bakery businessWhen applied to Discovery’s television show, it suggests Mr.
Valastro himself, the boss of a bakery focused on cakes.

Were the court focusedlsty on Masters’ markMasters could perhaps not
overcome the presumption that a suggestive nsaneak and undeserving of protectio
Brookfield Commc’ns, Inc. v. W. Coast Entm't Cofiy4 F.3d 10361058 (9th Cir.
1999);Dreamwerks142 F.3d 1130 (noting relativeeakness of suggestive marks).
Masters is a small business, and it does nggesst that its software has become broad
renown. As the court has noted, however ftlceis in a reverse confusion case is on t
junior mark, and the court cannot disregtire massive marketing muscle Discovery
flexes in ensuring thafake Bos$eaves an imprint on éhconsuming public. In
determining the strength of a trademark;a@mmercial strength” is as relevant as its
inherent strengthGoto.com, Inc. v. Walt Disney C@02 F.3d 1199, 1207 (9th Cir.
2000). The greater the power of Discoveryhie marketplace, “the more likely it is to
capture the minds of [lbters’] customers.Dreamwerks142 F.3d at 1130 n.5.

There is no question that Discovery’s power to maflake Bos®verwhelms
Masters’ power to market CakeBoss. Discoigeynior mark is promoted repeatedly ¢
national television, whereas Masters’ semmark is promoted naestly in specialty
periodicals and online. Itis highly likelyahDiscovery’s junior mark will “overwhelm

any public recognition andogdwill that [Masters] has &eloped in the mark."Cohn

3 For the record, the court notes that Mastérsined a federal registion for the CakeBoss
trademark on February 9, 2010. The federal regish certificate coverBakery management
software, online cake baking instruction, anlder online baking information. There is no
evidence that Discovery has registered or attetnjoteegister any trademark in connection w
Cake Boss Section 43 of the Lanham Act (15 UCS§ 1125), the provision that Masters
invokes in this motion, applies equallyregistered and unregistered trademax®&sto.com, Inc,
v. Walt Disney C9202 F.3d 1199, 1204 n.3 (9th Cir. 2000).
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281 F.3d at 841. There isabstantial danger that Discoyts “ability to saturate the
marketplace” will lead consumers to assuna akeBoss is somel@associated with
Cake Bossld. at 842.

2. Evidence of Actual Confusion

The court need not simplyypothesize that the miaeting resources behircake
Bossthreaten to overwhelm wheater goodwill CakeBoss hasiilt; there is evidence thg
this has happened alreadihe record reveals that Mas$ has received dozens of
misdirected communications from fans@dike Boss By itself, this might simply
indicate that casual fans are too quick to asthat any email sent to the CakeBoss.q
domain will reach representatives@dke Boss A review of the misdirected emails,
however, shows much more: people are vigithe CakeBoss website, assuming that
connected to the televisionah even though the websiteopnotes Masters’ software
and makes no reference to the television stama,using email addresses provided on
CakeBoss website in an attempt to con@adte Boss Most of the emails are addresse
to Ms. Masters (Kelley@ CakeBoss.comtoher husband,Jon@ CakeBoss.corh).
Some of the emails explicitly inquire whether CakeBosss®ciated witiCake Boss
Many of them request custorakes from Mr. Valastro, and at least one of them, the
writer expresses disappointment becausen®has responded hher requests. One
writer wrote to Mr. Masters toomplain that the bakers @ake Bosshould be washing
their hands and wearing gloves and hair neione email, the wviter relays that she
baked a cake using a recipe from the CakeRedssite, but attributed the recipe to Mr.
Valastro andCake Boss The same mistake has beepeated in other online cake-
baking forums: consumers pass along Galss-branded recipes or tutorials while

attributing them tcCake Boss

* To be sure, some of the emails are simmpigaddressed. Email sent to buddy@cakeboss.c
for example, is unlikely to have originattbdm someone viewing the CakeBoss website.
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These communications goewerful evidence thafake Bosgasts so long a
shadow in the cake baking market thaneaconsumers cannot view the CakeBoss
website or its contents without believing itaissociated with the show. Although the
website itself is connected to the show dmyyits name and its focus on cake baking,
many consumers are unable to come to amglasion except that CakeBoss is conne
with CakeBoss

Confusion between these marks is not lichite casual fans. People in the baki
business have assumed that CakeBoss is rela@ak®Bossas evidenced by Masters’
experiences at trade shows. Discovery amd\dlastro point out that they receive ma
more communications than Mass$ from people who do not appear to be confused, [
this is to be expected. Mbpeople are unaware of CakeBoss, including most peoplg
are fans ofCake Boss Among those that are awarehave encountered both marks,
however, there is substantiali@ence of actual confusion.

Discovery discounts this evidence of confusion, contending that Masters has
to prove that anyone purchasing or intendmg@urchase its software has been confus
as opposed to confusion amamgn-purchasing consumers. Discovery’s view of rele
confusion is too narrow. Wk Masters’ case would perhaps be even stronger if it
offered evidence that software purchasersgiee a link between the software and thg
television show, the confusion it has shown ghly relevant to its ability to control its
brand. Visitors to its websitgeed not purchase its softwanebe of commercial value t
Masters. People who merely view the webs#a pass on information about it to thos
who might be interested in buying softwareeople who download or copy CakeBoss
branded recipes or cake-baking tutorials fibw website spread wa of the brand.
Masters’ evidence shows that many CakeBosssielvisitors assume that the brand i
Discovery’s, not Masters’. The court finds 8ers’ evidence of actual confusion high
probative of the very harm that a reversafasion case is designed to remedy: l0ss 0
control over the senior user’s brand.

ORDER - 10

cted

failed
ed,

ant

[

Yy




© 00 N O o b~ W N PP

N N D N DD DN DNNMNDNN PP P PP P PR PP P
0o N o o0 A WON PP O © 00N o 0o~ W DN -+ O

Putting aside the evidence of actual confusion, the court notes that confusio
be expected when one’s tradankis already in use as thddress of another’s website.
In a recent opinion, a Ninth Circuit pdre®@mmented on “trademark.com” websites,
noting that “the case where the URL constdtaothing but a trademark followed by a
suffix like .com or .org is a special one indeeddyota Motor Sales).S.A., Inc. v.
Tabari, No. 07-55344, 2010 U.S. App. LEXIS93D, at *9-13 (9th CirJul. 8, 2010). A
domain name consistin@fily of the trademark followed bgom . . . will typically
suggest sponsorship endorsement by theademark holder.”1d. at *9-10 (emphasis in
original). Toyotawas concerned with forward confasi but the reasoning is just as aj
in a reverse confusion case like this ofide superior marketing behind tGake Boss
trademark means that users are apt to assoClakeBoss.com with the television shoy
Masters’ evidence demonstrates as much.

3. Similarity of Sight, Sound, and Meaning

In determining whether marks are simiarough to confuse consumers, the co
must consider their sight, sound, and meguais they appear in the marketplace.
Goto.com 202 F.3d at 1206. CakeBoss &wke Bossre aurally indistinguishable.
Visually, the marks employ distinctiverits, color schemes, and graphics. The
CakeBoss trademark sometinegggpears with the phrase “Software for Bakers” or
“Essential software for yowrake business,” whereas fake Bos$go sometimes
appears with The Learning @hnel’s trademark. The evidence suggests, however, {
the visual distinctions between the marksamettle to consumers. Neither Masters nc
Discovery has offered evidence that consurhaxe strong associations with their mau
as they appear visuallyrhe number of consumers whesociate the CakeBoss websit
with Cake Bosseven though nothg resembling th€ake Bos$ogo appears on the site
suggests that the visuakdimilarities between the mar&ese insufficient to dispel
confusion. Instead, the ewdce suggests that Discovery’s marketing power has led
consumers to associate any use of thede/tcake boss” with its television show.
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4, Proximity or Relatedness of the Goods

Masters’ primary product, CakeBoss softwasenot at first glance closely relate
either to theCake Bosselevision show or any related makandise. Ordinarily, the coul
would expect that softwarad a television show with it®avenirs could safely be sold
in the marketplace under similavarks without any likelihood afonfusion. In this case
that expectation is attenuated because dreaae to which both Masters’ and Discove
cater, persons interested in cake baking,nslatively small marketiche. It can be
expected that any person evimight consider purchasing CakeBoss software likely
knows abouCake Bossand indeed the record contains online communications fromnj
persons who knew about CakeBoss betake Bospremiered, and commented on
both. In this niche market, cake-bakemgnagement software and a show about the
adventures of Mr. Valastro and his cake bglstaff has a reasonablikelihood of being
associated witlCake Boss Moreover, it bears noting that Masters’ software is desigt
for cake bakeries like Mr. Valastro’s. Ittlsus not a substantial leap for a consumer
encountering CakeBoss software ie tharket place to imagine tiaake Bossnight
have an interest in selling or sporiagrcake bakery management software.

The court also notes that while Mastersrently sells only software, it distribute
other “products” in its markeng efforts. The CakeBoss website offers free cake bak
tutorials and recipes. Any consunmmeight associate those products withke Bossand
indeed, the evidence showstltonsumers have assumed that CakeBoss recipes an
tutorials originate withor are sponsored Ifyake Boss That Masters does not charge
money for these products is hardly relevaMiasters provides these items for the sam
reason that any trademark holder providemnded freebies: it hopes to build the
goodwill of its brand.

Shifting the focus from the adities of the market in which Masters’ operates,
Discovery points to several cases in whichieseowners of trademarks have failed in
their efforts to establish resse confusion arising from a juoriuse of the mark as a titlg
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for a television show. Contrary to Discoveryngplicit contention, there is no “television
shows always win” rule in the Ninth Circu#és an examination of the cases reveals.

In Surfvivor, a senior owner of a trademark gurfing gear sued junior users
associated with theSurvivor television program. The s@miuser sold, among other
things, t-shirts, sunscreemadlip balm under the “Surfvor” mark; whereas the junior
user sold the same items under the “Survivor” m&urfvivor, 406 F.3d at 629. The
court found scant evidence of actual cordosand noted that there was no indication
that consumers would confuse the products at iskl@t 633. The court has no
evidence bearing on this questjdut it hazards the guesstlthe target audience for
shorts and lip balm is far larger than theget audience for cake bakery software.
Survivors marketing shadow may not have been broad enough to darken the entirg
market for sunware. The codirids otherwise with respect @ake Boss influence
over the narrower market @ssue in this case.

In Playmakers LLC v. ESPN, In@ senior user of the “Playmakers” mark for a
sports agency sued the producer of a television show ¢ddgdakers 376 F.3d 894,
895-96 (9th Cir. 2004). The agency hadonoduct other than its agency servicéas.
The television show was a “behind-the-sceviews of a fictional professional football
team.” Id. at 896. In the wide world of sports,eas for athletes armasily distinguished
from football teams. Tdiworld of cake bakery is, astihecord reflects, not so wide.
There is, moreover, no obvious reason to aag®a sports agencyittva show about an
imaginary football team. In this case, as the court hasted, there is a much easier-to-
envision association between the producetsakry software and the producers of a
show about a bakery. This is especialiywhere both Masters @ibiscovery show an

interest in protecting relatedrf — sales of cake bakeware.

® In the district court ruling that tHelaymakerscourt upheld, the couroted that there was no
evidence of actual confusion. 2B7Supp. 2d 1277, 1283 (W.D. Wash. 2003).
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In Murray v. Cable Nat'l Broad. Cothe court found npossibility of reverse
confusion between a cable network called “Aicegs Talking” and a consumer survey
firm using the mark “America Speaks.” 8@#&.858, 861 (9th Cir.996). In addition to

the facial differences betwedime marks, the court notdldhat there was no evidence of

market saturation with respect to polling ait$ivno evidence that the parties shared any

customers or potential customemdano evidence of actual confusiolal.

Finally, in Monster Cable Prods., Inc. v. Discovery Communications®, Inc.
Discovery itself successfully fought off avexse confusion claim from the makers of
“Monster” audio and video egpment challenging Discoveryisse of the title “Monster
Garage” for a television show about aage where mechanics transform ordinary
vehicles into unique (and perhaps monstraesicles. Again, the difference between
audio and video equipment and a television shbaut specially modified cars is, to s3
the least, much starker thdre difference between a telewisishow about a cake bake
and cake bakery managemernitware. Moreover, while th®onstercourt dismissed
claims of confusion between Mster products and the shaself, it declined to dismiss
claims of confusion between Monster’s §2lothing, and automotive products and
similar Monster Garagebranded products.

5. Type of Goodsand Purchaser Care

The courts’ discussion of previous fagdargely subsumes a discussion of the
types of goods the parties sell. Softwand gelevision shows are distinct goods, but if

this case, consumers withiretharrow market niche at issue confuse the origin of thg

goods nonetheless. &in the notoriety o€ake Bossconsumers are likely to associate

virtually any product Mastemnight offer with the televigin show, which is a problem

not only because consumers attribute Mastrg’ent goods to Discovery, because bo

® Monster Cablds neither formally published nor available on the LEXIS or Westlaw datab
Discovery attached the order to its oppositionfbrigkt. # 21-2. The Honorable William H.
Alsup of the Northern District of California issued the order in 2004.
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Masters and Discovery have shown an interdffer even more similar goods (cake
bakeware) within thaharket in the future.

Although there is little evidence as to the degree ad e&hibited by purchasers
Masters’ software, the court would expect purchasers to be somewhat careful whe
purchasing a specialty produisting as much as $14%his weighs in Discovery’s
favor. As to Masters’ recipes and bakintptials, however, the court would expect ng
more care in the selection ¢ise goods than indhselection of any information that is
available freely on the internet.

6. Likelihood of Expansion

Discovery has no intent to sell bakerymagement software; Masters has no in
to produce a television show. The parties'e products have little overlap now, and it
appears they will have littleverlap in the future.

Masters has, however, attempted to expiéss CakeBoss product line, only to
meet with stiff resistance from Discovery. fBedants’ conduct in squelching Masters
effort to market CakeBoss-branded cake bakewsinconsistent with their contention
that there is no likelihood of confusi between the marks. For CakeBoss@akieBoss
however, it takes only a small hop for eachatad in a marketplace in which Defendan
apparently concede that confusion is likely. Mr. Valastro actediguiz put an end to
Masters’ attempt to sell cake bakeware, dtitbagh there is no evahce that Discovery
was directly involved in his effort, Discomes conspicuous silence suggests that it
agrees with Mr. Valastro’s contention thila¢ cake bakeware market is not big enougf
for bothCake Bossind CakeBoss.

When Masters decided tttempt to sell CakeBoss-branded bakery kits, it was
unquestionably attempting to cash in on the f&lake Bos$iad created. Discovery
suggests that this shows that Masters actéadnfaith, or with unclean hands. The co
finds otherwise. Masters, faced with thegpect of having its business overwhelmed
a latecomer using the name of its core pobdeventually attempteto rise with theCake
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Bosstide rather than drown in it. This walbe trademark infringement if Masters we
the junior user of the mark. Against the seniser of the mark, Discovery is in a poor
position to accuse Masters of wrongdoing.

Had Cake Bossiever entered the marketplace, it is unlikely that Masters wou
have attempted to sell Cakef3sbranded baking product§here is no suggestion that
such an expansion of Mastemoduct line would have begmofitable. But as the owng
of a senior trademark made much moregegzable by the massive marketing campa
of a deep-pocketed junior mark, it is urgtandable that Masters might expand its
product line. When it attempt¢o do so, Discovery’s protiee response serves as an
admission that it believes that confusion is likely.

7. Marketing Channels

It is unlikely that a consumer would ever encounter Masters’ current product
Discovery’s current products in preciséhe same marketing ahnels, particularly
because Masters’ has limited marketing ueses. Both Mastemnd Discoverypromote
their products on the internet, but as Discovery points out, IWrtexeryone with a
product to sell promotes it on the internet.isTib far from a case, however, in which tf
mere presence of products on the internt#tassole evidence alverlapping marketing

LA 1

channels. Masters’ “offline” marketing efferre confined to specialty periodicals an
trade shows. Discovery’s marketing@dke Bospermeates virtually every marketing
channel, even channels that Discoverymatsspecifically targeted. For example, a
reader of CakeCentral magazine, one efghriodicals in which Masters advertises
CakeBoss, might well assume a connectioGdake Bos&ven if Discovery never
advertised in the magazine. Moreover, thelihood of market chranel overlap will only,
increase if either Masters or Dery expand their product lines.

8. Intent

Discovery’s disregard of Masters’ Cdkass brand weighs in Masters’ favor.
Discovery attempts to paint its intent asaecent, denying that it was aware of CakeBq
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when it namedake Boss The court accepts that Discovery was unaware of CakeB
that time, but this is a fargfrom evidence of inngent intent. As noted, it would have
taken only a few moments on timernet for Discovery to dcover that the name it was
considering for its new show (and a muitilion dollar investment) was in use by
Masters. If it did not know about CakeBoss, it should h&ex Brookfield174 F.3d at
1059 (noting that “actual or constructive” knledge of a prior use & mark is evidencg
of intent); Walter v. Mattel, InG.210 F.3d 1108, 1111 (9@ir. 2000) (finding that a
“reasonable investigation into existing useshaf name” of a product is evidence of
innocent intent). Moreover, Discovery undisplyddchew about Masters’ use of the tel
before it aired the first episode of théetesion show, because Ms. Masters informed
them on the same day Discovery annourCakle Bosso the public. Discovery
nonetheless pushed ahead with its useefitle, choosing to build its new television
franchise on a name already in use by angilasfer in the same meet niche. If it did
not intend to overwhelm the brand identifyCakeBoss, it was at least recklessly
indifferent to the possibility.

9. Summaryof Sleekcraft Analysis

In the court’s view, the most important of tBkeekcraffactors in this case are th
strength of the marks (particularly thenmmercial strength of Discovery’s mark), the
similarities between the markand the evidence of actual confusion. Those factors,
well as the remainin§leekcraffactors, convince the couttat Masters is likely to
succeed in proving that consurmare likely to assume that Masters’ CakeBoss prody
are associated withr sponsored bake Boss.

10.  Discovery’s First Amendment Defense

Before turning to the remaining facs, the court considers Discovery’s
contention that its choice @fake Bosss the title of an expssive work is entitled to

more protection than the typical use of a émadrk. The best support for this argumen

in the Ninth Circuit comes fromvlattel, Inc. v. MCA Records, In@296 F.3d 894, 901-02
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(9th Cir. 2002). There, theart found that a song entitléBarbie Girl” did not infringe
on Mattel's famous trademark fis Barbie dolls. In so doing, the court favorably citg
the Second Circuit’s opinion iRogers v. Grimaldi875 F.2d 994 (2d Cir. 1989), in
which the court held that “igeneral the [Lanham] Act shoultet construed to apply to
artistic works only where thgublic interest in avoidingonsumer confusion outweighs
the public interest in free expressiorMattel, 296 F.3d at 901 (quotirgogers 875 F.2d
at 999).

The common thread iRogers Mattel, and similar cases &well-known senior
user seeking to prevent harm associated thighuse of its trademark in the title of an
expressive work authored by a junior uaio intends an assodia with the senior

user. InRogers for example, Ginger Rogers dlemged a movie entitled “Ginger and

Fred,” about two Italian cabaret performevho imitated Ms. Rogers’ well-known dang

collaboration with Fred Astaar The title’s allusion to MRogers and Mr. Astaire was
no accident, it was an intentional use d@itihames to express something about the
content of the film. IMattel, the challenged song mocktharbie and the values [the
song'’s authors] claim[g@ahe represent[ed].” 296 F.3d a290Again, the use of the ter
“Barbie” was an intentional reference to ttéd's trademarked product used to express
something about the content of the sok¢here the only possible association betweel
the commercial interests protedtby the Barbie trademarkdthe song was the use of
the word “Barbie” in the titlethe court found no likelihood aonfusion as a matter of
law.

Masters’ claim against Discovery doeot implicate the First Amendment

interests recognized Mattel andRogers Discovery did not choose the nameCalke

d

e

m

Bossas an allusion to CakeBoss. Discowegs expressing nothing more than what any

user of a suggestive trademark expresgesn branding its prastt, and the Lanham
Act’s limitations on such “expressiondd not violate the First Amendmerfieege.q,
Mattel, 296 F.3d at 900 (noting that when “Ited to [their] core purpose — avoiding
ORDER - 18
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confusion in the marketplace — a trademarkems property rights play well with the
First Amendment”). Were it otherwise gtluse of a trademark in the title of an
expressive work would never violate thenbam Act so long as it had some connectid
to the work’s contentRogersandMattel do not express such a rule, but rather a
balancing of expressive interests and trademark interests. tRatlanguage of the
Rogersbalancing test, the public interestalhowing Masters to avoid the consumer
confusion thaCake Bos$ias created outweighs the expressinterests (if any) inheren|
in Discovery’s choice of titlé.

B. Irreparable Harm Is Presumed When Confusion id_ikely, and the Evidence
Shows the Presumption to B&Varranted in This Case.

The court may presume irreparable injurgere a plaintiff shows a likelihood of
success on the merits of itademark infringement claimBrookfield 174 F.3d at 1066.
In the court’s view, the presumption is wanted in this case. Among other things,
Discovery contends that treeshould be no presumptioniafeparable harm because
Masters cannot prove tangible losses, adéaad, may have benefited from the publicit
associated witlCake Boss Discovery misses the pointhe harm arising from reverse
confusion is not likely to be magible; it is instead the senior user’s loss of “the value ¢
[its] trademark, its product identity, cor@de identity, control over its goodwill and
reputation, and ability to move into new marketérheritech, Inc. v. Am. Info. Techs.
Corp, 811 F.2d 960, 96@bth Cir. 1987)Atrezzi, LLC v. Maytag Corp436 F.3d 32, 39
(1st Cir. 2006) (quotindmeritech. The evidence the court has reviewed demonstra
that Masters has suffered each of these hantsill continue to do so. In this case,
Cake Bossppears to have simply overwhelm@akeBoss. Consumers with no evidel
other than the consecutive udehe words “cake” and “lxs” assume that Masters’

website promoting cake baking softwareamnected to Discovery’s television show.

" Masters queries whether tRegersbalancing test applies incase like this one, observing that

Rogersis not mentioned in the numerous Nihcuit cases addresg) reverse confusion
involving the titles of televiein shows. The court needt decide tls question.
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Masters is likely to prove that it has lasintrol of its product identity, its goodwill, and
its ability to moveinto new markets.

That Masters may in some whgnefit from the popularity d@ake Bossnly
reinforces its showing of harm. Presenilyappears that most consumers have a
favorable view of Mr. Valastro and his teision show. That could change. Imagine,
hypothetically, that one of Mr. Valastracekes made a customer ill. This would no
doubt receive much plibity. In that case, Masterforced association with Masters
might be like a set of lead galash rather than a hot-air ballobrBut whetheiCake
Bossis perceived favorably or with disdaiMasters has no way to stop users from
associating its CakeBoss brand witake Boss This is irreparable harm to Masters.
C. Balanceof Equities

Discovery misses the mawkhen it contends that the balance of equities favors
because it would be exceedinglypensive for it to rebrand its television show, where
it would be much cheaper for Mrs to rebrand its software. Discovery’s compariso
the parties’ relative rebranding costs is propaacurate, but if that were sufficient to
avoid an injunction, an injution would never be available aareverse confusion case.

The harm in this case is Masters’ loss afttol over its trademark. That is no less a

harm to Masters merely because it has invdsteglin its trademark than Discovery has.

The court is also not persuaded bgdaivery’s contention that Masters acted
inequitably either by delaying this lawsar by attempting to sell CakeBoss-branded
cake decorating kits. Masters con&atDiscovery about the name®@éke Bos®n the
same dayhat Discovery announced its forthcog television series to the public.
Masters attempted to negotiate a solution; &scy rebuffed it. Masters did not file th

suit until about a year later, but that is not an unreasonable delay. While another O

8 One need not imagine circumstances in which negative associatior@akétBosdecome a
burden for CakeBoss. As the court has notedcomal to Ms. Masters chides Mr. Valastro af
his associates for not wearingpgés, washing their hands, or wiegrhair nets. Another chideg
Masters for not responding to repeated requestd¥lfoValastro to bake the writer a cake.
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might have sued sooner, Mastehose to see what effécake Bossvould have on its
business before making a substantial gtneent in pursuing litigation against a well-
heeled opponent. Similarly, as the coud blkeady noted, it does not fault Masters fo
attempting to “cash in” on thaublicity associated wit@ake Boss Again, other
businesses might have chosedifferent path, but the cdutoes not find it inequitable
that Masters attempdedo profit from theCake Bosphenomenon rather than risk a
substantial amount of mon@ytempting to vindicate its trademark rights in court.

D. Masters’ Injunction Request DoedNot Implicate the Public Interest.

A substantial portion of the public enjogske Bossbut there is no suggestion
that they would enjoit less were it entitle@uddy the Bakeor whatever other
trademark Discovery might choose. Discoveigterest, which it makes plain in its
motion, is to avoid the expemsf rebranding its televisn show. That interest is
understandable, but it isdeecidedly private interest.

To the extent that the public has any inséfa the outcome of this case, itis in
permitting businesses and buss®wners who have investedbranding their products
from losing control over their Bnds. In that sense, the palnterest favors Masters.
SeeBrookfield 174 F.3d at 1066 (noting “publicterest in protecting trademarks
generally”).

IV. PRELIMINARY INJUNCTION

Masters requested an injunction barridgfendants from using the term “Cake
Boss.” After consideration of the harm to Discovery, the timinglagters’ motion, and
other equitable factors, the court imposes a less sweeping injunction.

The court orders that, pending trialthis matter, Defendants Discovery
Communications, Inc., The Learning Chanh&lC, and Bartolo Vistro shall cease
using the name “Cake Boss” to identihe television program currently entitl€hke

Boss and in connection with the sales of merchandise related to that television pro
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With respect to the sales of relatedrchandise (except for DVDs of the
television program), this injunction shall taé&fect immediatelyipon Masters’ posting
of bond. Defendants are permitted, howetesell any pre-existing inventory of such
products.

With respect to the television program ifséte injunction shall take effect after
Masters posts bond and after Defendants campléscheduled fitsrun airings of the
third season o€ake Boss Within one month following # final first-run airing of the
third season, Defendants may not use timen@Cake Boss” in connection with either
repeat showings of any episode of aegson of the television program or with any
episodes in future seasons.

This injunction does not apply to Mr. ¥astro’s forthcomingpook “Cake Boss:
The Stories and Recipes from Mia Famiglidlasters has offered no specific discussi
of the need to enjoin the bk. Without a specific showg to the contrary, the court
finds that the First Amendment concerns express&bgersandMattel mitigate against
enjoining Mr. Valastro’s choice of title.

Finally, the court considers what bokthsters’ must post to satisfy the
requirement that a party obtaining a preliamyinjunction give “security in an amount
that the court considers proper to pay the&g&€and damages sustained by any party fd
to have been wrongfully enjoined or restedti Fed. R. Civ. P. 65(b). The court has
“wide discretion in setting the amount of thend, and the bond amount may be zero
there is no evidence the party vallffer damages from the injunctiolf€bnnecticut Gen
Life Ins. Co. v. New Images of Beverly HiB21 F.3d 878, 882 (9th Cir. 2003). In
setting bond, the court must caexy evidence of th “potential financial ramifications o
entering a preliminary injunction.Walczak v. EPL Prolong, Inc198 F.3d 725, 733 (9t
Cir. 1999). In this case, ¢lcourt has insufficient evidea to consider the financial
ramifications of the injunction it imposes Discovery. Discovg requested a $10
million dollar bond, but appears bave selected this numbebdrarily. It provides only
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the vaguest evidence thfe costs of compigg with an injunctbn, and no evidence
whatsoever of what amount of that castuld be unrecoverable in the event the
injunction were found to havgeen wrongfully enteredl'he millions of dollars that
Discovery has already invested@ake Bosss not a sunk cost. The injunction does n

prevent the show from airing,nmerely requires it to be renamed after the conclusion

of

the current schedule. Therenis doubt a cost to renaming the program, but the cour{ has

no competent evidence &ssess that cost.

The court therefore sets bond at $10,008e court notes that the provisions of
the injunction that are effective immediatelyam posting of bond shttlibe expected to
have only a modest financi@ahpact on Discovery. The gatest expense will come in
retiting and promoting the retitlietelevision program, whircwill not occur for some
time. In the interim, Discovg may seek modification of this injunction should it deci
to offer evidence of the costf retitling the program.

V. MOTION TO SEAL

The court DENIES Defendants’ motiondeal (Dkt. # 26), although the clerk
shall leave the documents tlae the subject of that mion under seal: Discovery’s
unredacted opposition todtpreliminary injunction motion (Dkt. # 27), and the
declaration of Edward Sabin (Dkt. # 28).itkiih 14 days of this order, Defendants shg
file a version of their opposition brief thagdacts only the specific ratings numbers fol
Cake Bossnd the precise amount of its investmearthe show. General references to
the show costing “millions of dollars” and the request fegramillion dollar bond shall
not be redacted. Mr. Sabin’s declaratstrall be refiled in two documents: one
consisting of the bulk of his currenédaration, which coains no confidential
information at all; the other consisgj of only specific ratings numbers 16ake Bossnd
the precise amount of Discovery’s investmiarthe show. The court denies the motio
for the reasons statedsaopran.l1, and because it finds neason to hide Discovery’s
request for a $10 million bond from public view.
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VI. CONCLUSION
For the reasons previoustyated, the court GRANTBlaintiff’'s motion for a
preliminary injunction (Dkt. # 6) and impaséhe injunction set forth above. The cour
DENIES Defendants’ motion to seal (Dkt. # 26).

DATED this 16th day of July, 2010.

The Honorable Qfchard A. Jones
United States DiStrict Judge
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