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! UNITED STATES DISTRICT COURT
8 WESTERN DISTRICT OF WASHINGTON
AT SEATTLE
9
10 VI, INC., CASE NO. C10-1512JLR
11 Plaintiff, ORDER
12 V.
13 FISHER COMMUNICATIONS, INC.,
et al.,
14
Defendants.
15
[ INTRODUCTION
16
This matter is before the court on Dedants’ motion to dismiss Plaintiff ivi,
17
Inc.’s (“ivi”) * complaint. (Dkt. #5.) Defendardse all claimants in an action in the
18
United States District Court fohe Southern District of NeWork that is essentially the
19
mirror image of this one, but was filed oneek later. Defendants contend that the court
20
21

The Plaintiff uses a lowercase “i” for its nam@Compl. (Dkt. ## 1 & 3) atl.) When iv|
appears as the first word in a sentence, the wollirefer to ivi as “[iJvi” in recognition of the

22 rule of punctuation that requires the filtter of a sentence to be capitalized.
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should deviate from thigrst-to-file rule and dismiss thigction because it is an improps
anticipatory suit. The court has considereglrtiotion, all submissiorfded in support of
and opposition to the motion, as well as althe#f pleadings on file. No party has aske
for oral argument, and the court deems thation appropriate for disposition without
oral argument. For the reasons statedvelioe court GRANTS Defendants’ motion tg
dismiss (Dkt. # 5).

. BACKGROUND

[iJvi is a Seattle, Washington based compé#hat obtains over-the-air broadcas;
of television content that originates wittoladcast providers in Seattle, Washington, &
New York, New York. ee Mot. (Dkt. # 5) at 3; Resp. (. # 17) at 2.) [iJvi then
distributes those broadcasts over the I@eto customers whadownload the ivi TV
player. GeeMot. at 3; Resp. at 2.) Defendaat® television networks, stations, and
others who own broadcastdeision stations servingéhNew York, New York and
Seattle, Washington markets, or who owpyrighted programmingxhibited on one or,
more of the stations serving New rkand Seattle. (Mot. at 1, 2.)

[i]vi began operations on September 13, 20(@ot. at 3; Resp. at 3.) One day
later, on September 14, 2010, counseOefendant Fisher Communications, Inc.
(“Fisher”), sent a “cease and desitter to ivi, demanding as follows:

. . . Fisher hereby demands that immediately cease and desist from

retransmitting [Fisher's Televisio®tation KOMO-TV’s] signals by all

means and to all people. Fisher also hereby demands that ivi immediately

cease and desist from stating eitheshEr or the Statio has granted ivi

retransmission consent to retransrthie Station’s signals via Internet
distribution. If you do not immediatecease and desist your unauthorized

d

S

and
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retransmissions and defatory statements, Fisher will take action to
vigorously enforce its legal rights.

(Kummer Decl. (Dkt. # 33) Ex. 7.) Ondlsame day, counsel for Defendant NBC
Universal (“NBCU”), also sent a “cease andidé letter to ivi on September 15, 2010
which set a deadline of September 21, 2010dpo confirm in writing that it had ceast
all copyright infringement or other activity inolation of federal and state lawld(Ex
8.)

On Friday, September 17020, ivi sent substantiallyrsilar letters tdboth Fisher
and NBCU responding to théitease and desist” lettersviiinvited both Fisher and
NBCU to discuss an amicahblesolution and to negotiateé agreement to resolve the
dispute. Specifically, ivi’'s letters stated:

... Ivi TV would much rther work together witiFisher/NBCU] to reach

an amicable conclusion this issue . . . . ivieeks to generate revenue by

the distribution of television content ewvthe Internet, and would be eager

to negotiate an arrangement withgirer/NBCU] in which both sides can

profitably protect the content undexl applicable laws while taking

advantage of the Internet as a newarutel of distribution . . . . While we
remain confident that whave adopted a model that is allowed under all
applicable laws, we are also opda engaging in discussions with

[Fisher/NBCU] to explore more direcontractual agreements under which

ivi would distribute content originatg with [Fisher/NBCU]. We look

forward to your response, and can aga a meeting with ivi principals at

your convenience.
(Id. Exs. 1 &9.)
Also on Friday, September 17, 20€0unsel for the remaining Defendants,

including American Broadctiag Companies, Inc., CBBroadcasting Inc., The CW

Television Stations Inc., Disney Enterprisks,., Fox Televisiorstations, Inc., Major

League Baseball, Twentieth Century FaokFCorporation, the WGBH Educational
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Foundation and WNET.ORG, sent a third “cease and desist” letter tddvEx( 10.)
This third letter demanded “that no lateathSeptember 22, 2010, ivi cease and desi{
from distributing . . . the broadcasts of [salepecific] stations,” and set a deadline o
September 22, 20101d() The letter also warned thiie Defendants “expressly reser
all rights and remedies under all &pable federal and state laws.I'd()

Despite its Friday, September 1éwertures of possible negotiation and
settlement to Fisher and NBCbn the following Monday, September 20, 2010, ivi fil¢
a declaratory judgment action seeking a datian of non-infringement in the Western
District of Washington — effectively prewting the September 21 and 22 deadlines S
forth in two of the “cease and desist” letterSee(Compl. & Am. Compl. (Dkt. ## 1 &
3).) Inits response to the tan to dismiss, ivi attempt® justify its early filing by
stating that it “responded in writing” toglhisher letter, “but received no further
response from Fisher,” and that “[i]t becameatlthat the disputeould only be resolve
in litigation . . . .” GeeResp. at 3.) In actualithased on the timeline of events
delineated above, neither Fesimor NBCU would have hamireasonable opportunity to
respond to ivi's Friday, September 17, 2@/@rture because ivi immediately filed suif
on the following business day, Monday, Sepber 20, 2010. Of course, pre-litigation
settlement negotiations were never even a piisgiwith regard tothe other remaining
Defendants because ivi's only response to tloeiase and desist” letter was the filing

this lawsuit the follaving business day.

On the same day that it filed suit, ivi aldeclared in a press release that “ivi . .|.

5t

—h

D
o

”

et

responded to the numerotsase and desist letters by . . . filing a Complaint for
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Declaratory Judgment of Copyright Noninfrimgent in the United States District Couf
in Seattle, Washington on Mday, a preemptive move tliscourage needless litigatior
from big media.” (Kummer Decl. Ex. 5.)

On September 28, 2010, feadants here, along with additional claimants, filec
suit against ivi, as well ats Chief Executive Officer, TodW/eaver, in the United Statg
District Court for the Southern District dfew York, alleging copyright infringement.
(Mot. Ex. 5.)

1. ANALYSIS

Under the first-to-file rule, a district cdunay transfer, stay, or dismiss an actic
when a suit involving similar parties and issthas been filed in another district.
Alltrade, Inc. v. Uniweld Products, Inc., 946 F.2d 622, 623 (9th Cir. 199 Pacesetter
Sys., Inc. v. Medtronic, Inc., 678 F.2d 93, 94-95 (9th Cir. 1982n applying this rule, a
court looks at three threshold factors) fie chronology of the two actions, (2) the
similarity of the parties, and (3) the similarity of the issueacesetter, 678 F.2dat 95.

Although the rule shdd not be disregarded lightlit,includes “an ample degree
of discretion, appropriate for digtined and experienced judgesAlltrade, 946 F.2d at
628. Even if the threshold factoese met, district courts caim the exercise of their
discretion, dispense with the rule for reasonsapfity, such as whehe filing of the first
suit was anticipatoryld. at 627. There is no disputhat the Washington action was
filed before the New York action, and thhe two actions involve similar parties and

issues. Thus, the question of whetherfittst-to-file rule applies, or should be

—F

S

disregarded, turns on whether ¥Mashington action was anticipatory.
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An action is anticipatory when the plaintiff files it after receiving “specific,
concrete indications that a suit by the defendant is immin&hirithy-Renker Fitness,
LLC v. Icon Health & Fitness, Inc., 179 F.R.D. 264, 271 (C.D. Cal. 1998).
“[A]nticipatory suits are disfavored becaushey are examples of forum shopping-’
Line Designs, 218 F.R.D. at 665. Further, “[t]he Blaratory Judgment Act is not to be
invoked to deprive a plaintiff of hisoaventional choice of forum and timing,
precipitating a disorderly ca& to the courthouse.DeFeo v. Proctor 7 Gamble Co., 831
F. Supp. 776, 778 (N.D. Cal. 1998ribin v. Hammer Galleries, 793 F. Supp. 233, 234
35 (C.D. Cal. 1992). “Application of the first fite rule in such guations would thwart
settlement negotiations, encouraging intellectwaperty holders tale suit rather than
communicate with the alleged infringerZ-Line Designs, 218 F.R.D. at 665.

Case law within this circuit instructsiat when, as here, a declaratory judgme

action has been triggered by a cease and detiest, equity militates in favor of allowing

the second-filed action brought by the true plaintiff in the dispute to proceed to judg
rather than the first.’K-Swiss, Inc. v. Puma AG Rudolf Dassler Sport, No. CV 09-3022
GAF (PLAX), 2009 WL 2049702, 4t3 (C.D. Cal. July 9, 2009%ee also Xoxide, Inc. v.
Ford Motor Co., 448 F. Supp. 2d 1188, 92 (C.D. Cal. 2006)Z-Line Designs, Inc., 218
F.R.D. at 667First Fishery Development Serv. v. Lane Labs USA, Inc., No. CIV. 97-
1069-R, 1997 WL 57916%t *2-4 (S.D. Calduly 21, 1997).

[i]vi received not one, but three, “ceaselalesist” letters in short succession.

(Kummer Decl., Exs. 7, 8 & 10.) Two tfose letters set sgéc deadlines for

nt

yment

compliance on September 21, 2048d September 22, 2010d.(Exs. 8 & 10.) [i]vi
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responded to two of three “cease andsté&tters on Friday, September 17, 2010,

stating in writing its willingness to negotiate and arrive at an amicable arrangement short

of litigation. (d. Exs. 1 & 9.) The record demoretes, however, the disingenuity of

ivi's settlement posture, because on the following Monday, September 20, 2010, ivi filed

suit in the Western District of Washingtorte¢ generally Compl. & Am. Compl.) To
justify this questionable behawj ivi implies inits memorandum thathen it “received
no . .. response” to its offers to negotiatdi tjecame clear thahe dispute would only
be resolved in litigation . . . .” (Resp. aj 3'he problem with thiassertion is that ivi
left no time for the Defendants to respond —iit$es letter on a Friday, and filed suit gn
the following Monday morningSee First Fishery, 1997 WL 579165, at * 3 (“The
swiftness with which Plaintiff reacted to Defendant’s uéttom indicates that, far from
seeking to resolve uncertairapd settle legal relations . ,. Plaintiff simply wanted to
wrest the choice of forum awdsom the allegedly aggrievazhrty.”). If there was any
guestion left regarding the anpatory nature of ivi's suitthat question was resolved by
Ivi's own press release which acknowleddeat its lawsuit was “a preemptive move”
against “big media.” (Kummer Decl. Ex. 5The totality of the circumstances here leads
the court to conclude that ivi filed the axtihere because of imminent threat of suit by
the Defendants, and to secure its own forWhile the court notes the importance of

generally adhering to the first-tde rule, in this case, it pperly exercises its discretion
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to recognize an exception anddecline to kar ivi's casé.
IV. CONCLUSION
For the foregoing stated reasons, the court GRANTS Defendants’ motion to
dismiss (Dkt. # 5), and the matter is DISMIEB®ithout prejudice to ivi’s rights to see
any appropriate claims or other relief in ®authern District of New York lawsuit.

Dated this 18th day of January, 2011.

W\ 2,905

JAMES L. ROBART
United States District Judge

2 Although other options available the court in these circistances are (1) to transfer]
the action to the Southern Distrmt New York for consolidation ith the lawsuit that is alread
pending there, or (2) to stdlye action pending here, none o tharties in this action have

requested such relief. In addition, because #orawhich is essentially the mirror image of thi

one (albeit with additional parsgis already pending in the Sbatn District of New York, and
because the court dismisses this action withagjugdice to ivi pursuing any appropriate claim
other relief in the New York action, the court does find that transfer or a stay, rather than

dismissal, is warranted here.

Defendants also argued that the court shdidnhiss this action because the balance ¢
convenience weighs in favor of the Southeratfst of New York forum, because the court
dismisses ivi's action based on its anticipatorydjlof this lawsuit, theourt need not decide

k

this issue.
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