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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON
AT SEATTLE

MICROSOFT CORPORATION,

Plaintiff,
V.

MOTOROLA, INC,, et al.,

Defendants.

MOTOROLA MOBILITY, INC., et
al.,

Plaintiffs,
V.
MICROSOFT CORPORATION,

Defendant.
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l. INTRODUCTION
This matter is before the court on Plaintiff Microsoft Corporation’s (“Microsof
motion for partial summary judgment dismissing the relief of an injunction sought
Defendants Motorola, Inc., Motorola Mobility, Inc., and General Instrument Corpor;
(collectively, “Motorola”) for patent infringement of Motorola-owned H.264 standarg
essential patents subject to reasonable and non-discriminatory (“RANDHitments.
(Mot. (Dkt. ## 139 (sealed), 141 (redacted))Having considered Microsoft's motion,
Motorola’s response (Resp. (Dkt. # 143)), Microsoft's reply (Reply (Dkt. # 152)), al
attachments to the briefing, and the governing law, and having heard oral argumer
May 7, 2012, the court GRANTS Microsoft's motion (Dkt. # 139).
. BACKGROUND
A. The IEEE and the ITU as Standard Setting Organizations
Microsoft and Motorola are both members of the Institute of Electrical and
Electronics Engineers (“IEEE”) and the International Telecommunication Union (“I]
The IEEE and the ITU, neither of which are parties to the instant dispute, are
international standards setting organizatioGtandards setting organizatigulay a
significant role in the technology market by allowing companies to agree on comm
technological standards so that all compliant products will work together. Standary

lower costs by increasing product manufacturing volume, and they increase price

! While the parties in this action have both filed affirmative claims in this mattende
Microsoft filed the complaint initiating the instant action, for purposes of thig,drgecourt
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competition by eliminating “switching costs” for consumers who desire to switch frg
products manufactured by one firm to those manufactured by another.

One complication with standards is that it may be necessary to use patenteq
technology in order to practice them. If a patent claims technology selected by a
standards setting organization, the patent is called an “essential patent.” Here, Mc
is the owner of numerous patents “essential” to certain standards established by th
and the ITU. $eel0/21/10 Motorola Offer Ltr. (Dkt. # 79-5); 10/29/10 Motorola Offe
Ltr. (Dkt. # 79-6) (see list of attachmenjs)n order to reduce the likelihood that owng
of essential patents will abuse their market power, many standards setting organiz

including the IEEE and the ITU, have adopted rules related to the disclosure and

m

ptorola

e IEEE

18

rs

ations

licensing of essential patents. The policies often require or encourage members of the

standards setting organization to identify patents that are essential to a proposed S
and to agree to license their essential patents on RAND terms to anyone who requ
license. Such rules help to ensure that standards do not allow essential patent ow
extort their competitors or prevent them from entering the marketplace.
B. Motorola’s Statements to the IEEE and the ITU

This lawsuit involves two standards—the IEEE 802.11 wireless local area né

(“WLAN”) standard (“802.11 Standard) and the ITU H.264 advanced video coding

technology standard (“H.264 Standard”(SeegenerallyCompl. (Dkt. # 1); Am. Compl|.

2 The ITU developed the H.264 Standard jointly with two other standard setting
organizations—the International Organization for Standardization and the Irdaahati

standard

ests a

ners to

ptwork

Electrotechnical Commissior{Partial S.JOrder (Dkt. #188) at 3.)
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(Dkt. # 53).) The IEEE’s standard setting process is governed by its Intellectual Pf
Rights Policy (the “IEEE Policy”). JeegenerallylEEE Policy (Dkt. #79-1).) The IEEH
Policy provides that “IEEE standards may be drafted in terms that include the use
Essential Patent Claims.’ld( at 18 (Section 6.2).) The IEEE Policy defines the term
“Essential Patent Claim” as one or more claims in an issued patent (or pending pa
application) that are “necessary to create a compliant implementation of either ma
or optional portions of the normative clauses of the [Proposed] IEEE Standard Ld.)
If the IEEE learns that an IEEE standard or a proposed IEEE standard may
the use of an essential patent claim, the IEEE requires the patent holder to either 4
it is not aware of any patents relevant to the IEEE standard or to provide the IEEE
Letter of Assurance.ld.) Any such Letter of Assurance must include either (1) a
disclaimer to the effect that the patent holder will not enforce the “Essential Patent
Claims,” or (2):
[a] statement that a license for a compliant implementation of the standard
will be made available to an unrestricted number of applicants on a
worldwide basis without compensation or under reasonable rates, with
reasonable terms and conditions that are demonstrably free of any unfail
discrimination. . . .
(Id.) If the IEEE cannot obtain a Letter of Assurance, it refers the essential patent
IEEE Patent Committeeld()
Motorola has submitted numerous Letters of Assurance to the IEEE in conn

with the 802.11 Standard stating that it “will grant” or “is prepared to grant” a liceng

under RAND terms for its patents essential to the 802.11 Standgad.génerallyEEE
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LOAs (Dkt. # 79-2).) A typical Motorola Letter of Assurance to the IEEE provides, |i

relevant part:

The Patent Holder will grantof is prepared to grant] a license under
reasonable rates to an unrestricted number of applicants on a worldwide
non-discriminatory basis with reasonable terms and conditions to comply
with the [Proposed] IEEE Standard.

(See generallyd.) Such Letters of Assurance are irrevocable once submitted and

accepted by the IEEE and apply from the date the standard is approved until the date the

standard is withdrawn. (IEEE Policy at 19.)

Like the IEEE, the ITU has established a policy (the “ITU Policy”) with respe
holders of patents “essential’ to implementing a stand&delTU Policy (Dkt. # 79-
3).) Such patent holders must file with the ITU a “Patent Statement and Licensing

Dedaration” declaring whether they (1) wdrant licenses free of charge on a RAND

basis; (2) will grant licenses on RANBrms or (3) are not willing to comply with eithg

of the first two options. Sedd. at 9312.) If a patent holder is not willing to comply with

ct to

=

either of the first two options, the ITU standard will not include provisions depending on

the patent. Il. at 9.)

Motorola has sent numerous declarations to the ITU stating that they will grant

licenses on RAND terms for its patents essential the H.264 Stan&meje(erallylTU
Declarations (Dkt. # 79-4).) A typical declaration by Motorola to the ITU provides,
relevant part:

The Patent Holder will grant a license to an unrestricted number of

applicants on a worldwide, nahscriminabry basis and on reasonable
terms and conditions to use the patented material necessary in order ftq

ORDER 5
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manufacture, use, and/or sell implementations of the aboveTITU
Recommendation | ISOC/IEC International Standard.

(E.g,id.at 2.)
C. Motorola’s Offer Letters to Microsoft
On October 21, 2010, Motorola sent Microsoft a letter (the “October 21 Lette

that read in pertinent part:

This letter is to confirm Motorola’s offer to grant Microsoft a worldwide
non-exclusive license under Motorola’s portfolio of patents and pending
applications having claims that may be or become Essential Patent Claimg
(as defined in section 6.1 of the IEEE bylaws) for a compliant
implementation of the IEEE 802.11 Standards. . . . Motorola offers to
license the patents under reasonable anddismmiminatory terms and
conditions (“RAND”), including a reasonable royalty of 2.25% per unit for

each 802.11 compliant product, subject to a grant back license under the

802.11 essential patents of Microsoft. As per Motorola’s stangams,

the royalty is calculated based on the price of the end product (e.g, each
Xbox 360 product) and not on component software (e.g., Windows Mobile
Software).

(10/21/10 Offer Ltr. at 2.) Then, on October 29, 2010, Motorola sent a similar le¢te

“October 29 Letter”) regarding the H.264-related patents, stating:

Motorola offers to license the patents on a-dmtriminatory basis on
reasonable terms and conditions (“RAND”), including a reasonable royalty,
of 2.25% per unit for each H.264 compliant product, subject to a grant back
license under the H.264 patents of Microsoft, and subject to any Motorola
commitments made to JVT in connection with an approved H.264
recommendation. As per Motorola’s standard terms, the royalty is
calculated based on the price of the end product (e.g., each Xbox 360
product, each PC/laptop, each smartphone, etc.) and not on componer]
software (e.g., Xbox 360 system software, Windows 7 software, Windows
Phone 7 software, etc.)

® The declaration to the ITU also states that “negotiations of licenses arettedtparties

nr”)

r (th

—*

b

concerned and are performed outside the-TTIUSO/IEC? (ITU Declarations at 2.)
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(10/29/10 Offer Ltr. at 2.) Motorola attached to its October 29 Letter a non-exhaus
list of patents it offered to license to MicrosofSeg id).

On November 9, 2010, Microsoft filed its complaint initiating this action, and
February 23, 2011, Microsoft filed an amended complaint. (Compl.; Am. Compl.)
Microsoft contends that the October 21 and October 29 Letters seek unreasonable
rates and therefore breach Motorola’s obligations to the IEEE and the ITU to grant
licenses on RAND terms. (Am. Compl. at 21, 22.) Microsoft alleges claims againg
Motorola for breach of contract and promissory estopp@d.) In its prayer for relief,

Microsoft seeksinter alia, (1) a declaration that it is entitled to a license on RAND tq

tive

on

royalty

~—t*

rMms

from Motorola for all patents subject to Motorola’s commitments to the IEEE (through

Letters of Assurance) and to the ITU (through declarations), and (2) a judicial accg
of a RAND royalty rate for Motorola’s patents subject to these commitmddtsat 5
(Prayer for Relief).)

In response, Motorola asserted affirmative defenses and countercl&iees. (
Motorola Answer (Dkt. # 68).) Motorola’s counterclaiseek inter alia, a declaratory
judgment that (1) it has not breached any RAND obligations, and (2) Microsoft
repudiated and/or rejected the benefits of Motorola’s RAND obligations, and theref
Microsoft is not entitled to a license to Motorola’s patents related to the H.264 and

802.11 StandardsId( 11 6275 (Counterclaims).)

* Microsoft's action against Motorola also included claims for waiver anid@gory
judgment, but the court’s June 1, 2011 order dismissed both of those claims, leaving only

unting

ore

the

breach of contract and promissory estoppel claims. (Dkt. # 66 at 12.)
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Additionally, on November 10, 2012, Motorola filed suit against Microsoft in
Western District of Wisconsin, alleging that Microsoft's Windows 7 operating syste
infringed three patents relating to the H.264 standard—U.S. Patent Nos. 7,310,374
7,310,375; and 7,310,376 (collectivellye “Motorola Asserted Patents”jMotorola
Compl. (C11-0343JLR, Dkt. # 1).) Each of the Motorola Asserted Patents is inclug
its portfolio of H.264 standard essential patents, which Motorola offered to Micvisd
the October 29 Letter. (10/29/10 Offer Ltr. at 4-5.) Based on its allegation of pate
infringement, Motorola seeks injunctive relief against Microsoft’s alleged infringing
activities—the making, using, offering for sale, selling, and/or importing the Windo
operating system, or inducing others to infringe the Motorola Asserted Patents.
(Motorola Compl. 11 16, 23, 30.) The action in the Western District of Wisconsin V|
transferred to the Western District of Washington on February 18, 2011 (Transfer (
(Dkt. # 44)), and consolidated with the action initiated by Microsoft on June 1, 201
(Order to Consolidate (Dkt. # 66)).

D. The Court’s Prior Rulings

In a February 27, 2012, order, the court ruled that Motorola’s Letters of Asst
to the IEEE and Motorola’s declarations to the ITU create enforceable contracts be
Motorola and the respective standard setting organization to license its essential p
on RAND terms. (2/27/12 Order (Dkt. # 188) at 10.) Additionally, the court found 1
as a member of the IEEE and the ITU and a prospective user of both the H.264 St

and the 802.11 Standard, Microsoft is a third-party beneficiary of the contichgt. (
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Following the court’'s February 27, 2012, order, theéipaumoved for summary
judgment. Microsoft moved for summary judgment that Motorola breached its
agreements to license its standard essential patents on RAND terms by offering to
its standard essential patents at 2.25% of Microsoft's end product price (a blatantly
unreasonable offer according to Microsoft) in the October 21 and October 29 Lette
(Microsoft Mot. for SJ (Dkt. # 236).) Motorola moved for summary judgment that
Microsoft had repudiated its rights as a third-party beneficiary to a RAND litgnse
initiating this lawsuit without first applying for, and negotiating towards, a patent lic
for Motorola’s standard essential patents. (Motorola Mot. for SJ (Dkt. # 231).)

In itsJune 62012, order on the parties’ respective motions, the court again
examined the obligations of both Motorola and Microsoft originating from Motorola
statements to both the ITU and the IEEE regarding its standard essential patents.
order, the court reaffirmed its conclusion that Motorola’s statements to the ITU ang
did indeed constitute binding agreements to license its essential patents on RAND
(6/6/12 Order (Dkt. # 335) at 13.) The court also reaffirmed its decision that Micro
was a third-party beneficiary to those agreements and has a right to a RAND licen

Motorola’s standard essential patentéd. at 14.) With respect to Microsoft’s motion

> Subsequent to this court’s June 6, 2012 order, the Ninth Circuit issued an opinior]
Motorola’s interlocutory appeal of this court’s grant of an anti-suit injunction of Miater
enforcement of a German injunction against Microsoft for patent infringengardieg two of
Motorola’s standard essential patentéicrosoft Corp. v. Motorola, In¢696 F.3d 872 (9th Cir|
2012). In its opinion, the Ninth Circuit held that the “district court’s conclusions thair®ats
RAND declarations to the ITU created a contract enforceable by Microsofhizd-pdrty

license

ense

S

In this

IEEE

terms.
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se for
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beneficiary (which Motorola concedes), and that this contract governs in sgmehaiactions
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for summary judgment, the court determined that although Motorola’s agreements
the ITU and IEEE required initial offers for its standard essential patents to be mag
good faith, issues of fact existed as to whether Motorola’s October 21 and 29 Lette
complied with its good faith obligationsld(at 21-28.) The court further explained th
before a jury could decide whether Motorola’s offers for its standard essential pate

breached its duty of good faith, the court would need to determine a true RAND ro

rate for purposes of comparisond.(at 25.) Accordingly, the court denied Microsoft's

motion. (d. at 28.) The court also denied Motorola’s motifer summary judgment an
held that applying for a patent license and negotiating towards a patent license we
conditions precedent to Motorola’s obligations to grant licenses on RAND telunst
16-21.)

After its June 6 order, with input from the parties, the court adopted a two-pa
approach to adjudicate Microsoft's breach of contract claim. The court would first
determine a RAND royalty rate and RANDyalty range for Motorola’s standard
essential patent portfolios at a November 13, 2012, bench trial; and second, with t
determination as guidance, a jury would hear Microsoft’s breach of contract°claim.

Prior to the November 13 trial, Motorola filed a motion for summary judgmer

“Microsoft’s request that the court make” a license agreement for Motorola’s stand

with
ein
rs
at
nts

yalty

b

d

re not

Art

NiS

ton

ard

Motorola may take to enforce its ITU standaskential patents (including the patents at issy
the German suit), were not legally erroneousl.”at 884.

® The parties agreed that a bench trial was appropriate for adjudication of a RAND
royalty rate and range. Motorola, however, sought a jury trial for the breach afatassue.

ein

(7/9/12 Tr. (Dkt. # 359) at 5.)
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essential patents. (Motorola Mot. (Dkt. # 362).) In other words, Motorola sought

summary judgment that Microsoft could not obtain relief from this court in the form
license agreement between Motorola and Microsoft for Motorola’s H.264 and 802.
standard essential patent portfolios. In an October 10, 2012, order, the court denig
Motorola’s motion reasoning that “having previously determined that Microsoft has
repudiated or revoked [its right to a RAND license], . . . Motorola must grant Micros

RAND license to its standard essential patents.” (10/10/12 Order (Dkt. # 465) at 1

of a
11

2d
not
50ft a

4)

The court further reasoned that, because Motorola must grant Microsoft a RAND license,

it could not “dismiss from Microsoft's possible remedies the very license agreemer
which the court has already determined it is entitfedld. at 17.) In holding that
Motorola must grant Microsoft a RAND license, the caopsb factodismissed
Motorola’s counterclaim that Microsoft had repudiated its rights to a RAND license
From November 13-21, 2012, the court held a nwdtektrial to determine the
appropriate RAND rate and range for Motorola’s H.264 and 802.11 standard essel
patent portfolios. During the trial, among other things, the court heard evidence of

importance of Motorola’s patent portfolios to the respective standards as well as th

importance of Motorola’s patent portfos to Microsoft's Xbox and Windows products.

’ Critical to the court’s October 10, 20Xder was Microsoft representatiothat it
believes it needs a license and that it is ready and willing to accept a licensetold®
essential patents on RAND term$eg, e.g.Reply (“The indisputable evidence is that
Microsoft is seeking a license on RAND tersm this very action.”).) As previously stated, t
court will hold Microsoft to its representation throughout the course of thiatldiy Gee

tto

ntial

the

e

he

6/6/12 Order at 20, n.7.)
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At this time, the court has taken the matter under submission and will issue a writtg
order adjudicating a RAND rate and range for Motorola’s relevant patents.
1.  DISCUSSION

In the motionpresently before the court, Microsoft seeks to dismiss Motorola

request for injunctive relief for patent infringement of the Motorola Asserted Patents.

Because Motorola cannot show irreparable harm or that monetary damages would
inadequatgthecourt agrees with Microsoft that injunctive relief is improper in this
matter and grants Microsoft’s motion.
A. Injunctive Relief

A district court “may grant injunctions in accordance with the principles of ed
to prevent the violation of any right secured by patent, on such terms as the court ¢
reasonable.” 35 U.S.C. § 283. “According to well-established principles of equity,
plaintiff seeking a permanent injunction must satisfy a four-factor test before a cou
grant such relief.”eBay Inc. v. MercExchange, L.L,G647 U.S. 388, 391 (2006). To

obtain an injunction, a plaintiff must demonstrate: (1) that it has suffered an irrepa

be

uity
leems
a

rt may

rable

injury; (2) that remedies available at law, such as monetary damages, are inadequjate to

compensate for that injury; (3) that, considering the balance of hardships between
plaintiff and defendant, a remedy in equity is warranted; and (4) that the public intg

would not be disserved by a permanent injunctilah.

the

rest
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1. Irreparable Harm

Harm is irreparable when it cannot be remedied except through injunctive re
See Metro—Goldwyn—Mayer Studios, Inc. v. Giexkd td, 518 F. Supp. 2d 1197, 1210
(C.D. Cal. 2007). Economic damages are not traditionally considered irreparable |
the injury can later be remedied by a damage award. As the Supreme Court explg
“the temporary loss of income, ultimately to be recovered, does not usually constit
irreparable injury . . .. The possibility that adequate compensatory or other correc
relief will be available at a later date, in the ordinary course of litigation, weighs he
against a claim of irreparable harmSampson v. Murrgy415 U.S. 61, 90 (1974).

At this stage in the litigation, and based on this court’s prior rulings, the cour
concludes that Motorola cannot demonstrate irreparable harm. Here, the court ha
previously ruled that Microsoft is a third-party beneficiary of Motorola’s commitmer
the ITU (and the IEEE) such that Microsoft is entitled to a RAND license agreemer
Motorola’s H.264 (and 802.11) standard essential patents. The Motorola Asserted
Patents, at issue in this litigation, are standard essential patents of the H.264 Stan
are included in Motorola’s H.264 standard essential patent portfolio. Thus, Micros
entitled to a license to the Motorola Asserted Patents on RAND terms. As Microsg
committed to accept a license on RAND terms for Motorola’s entire H.264 standart
essential patent portfolio, and the litigation is continuing to determine the details of
a license, it is now clear that at some point in the future (either by agreement of th¢

parties or by court adjudication) a license agreement for the Motorola Asserted Pa

lief.
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will become a realit§ Because Microsoft will pay royalties under any license agreel
from the time of infringement within the statute of limitations, this license agreemel
constitute Motorola’s remedy for Microsoft's use of Motorola’s H.264 standard esst
patent portfolio to include the Motorola Asserted Patents. Accordingly, Motorola c
demonstrate that it has been irreparably harfed.

2. Adequate Remedy at Law

For similar reasons, Motorola cannot show that it has no adequate remedy ¢
than injunctive relief. As the court explained, Motorola’s remedy is a RAND licensg
agreement for its H.264 standard essential patent portfolio, which inchedbtotorola
Asserted Patents. This remedy will make Motorola whole for Microsoft's use of an
all of Motorola’s H.264 standard essential patents.

Although the court is aware that injunctive relief often accompanies a finding

patent infringement, this is not a simple patent infringement action. After hearing

8 As stated, the court recently held a trial to determine the RAND rate for M@gorol
H.264 and 802.11 standard essential patent portfolios.

® The court is unconvinced by Motorola’s argument that it has or will suffer iaejear
harm to its goodwill and reputation because a compulsory license agreementnooulchge
others to infringe Motorola’s standard essential patents. (Resp. at 19.) Thithes cede. The
court’s prior rulings have made clear that Microsoft, as an implementee 6f. 264 Standard,
must accept a RAND license to Motorola’s standard essential patenégd)mdicrosoft, or any
other implementer, is not free to infringe Motorola’s standard essential patehtseee that to
occur, this court’s ruling with respect to injunctive relief may be differ@ie nature of
Motorola’s RAND commitments, however, ladates Motorola to grant RAND licenses to any
and all implementers of the H.264 Standard. As the court has explained, in the situateoa
standard essential patent holder and an implementer reach an impasse dotiagiamesgof a
RAND license, theourthouse may be the only forum to adjudicate the rights of the patent
the thirdparty beneficiary of the RAND commitment. Certainly, easily measurablatidig
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costs to enforce one’s rights cannot constitute irreparable harm.
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testimony at the November 13, 2012 trial, it is clear that, from the time Motorola
committed to license its H.264 standard essential patent portfolio on RAND terms,
Motorola was under the obligation to grant RAND licenses to all implementers (inc
Microsoft) of the H.264 standard. Motorola’s obligation to grant such a RAND licef
Microsoft far preceded the onset of this litigation, meaning that at all times during t
litigation, the issue was not if, but when and under what terms, a license agreeme
be established between Microsoft and Motorola. Thus, because Motorola has alw
been required to grant Microsoft a RAND license agreement for its H.264 standard
essential patents, as a matter of logic, the impending license agreement will adequ
remedy Motorola as a matter of law.

In sum, Motorola has not shown it has suffered an irreparable injury or that
remedies available at law are inadequate to compensate for its injury. As such, th
need not reach the other elements of the standard for permanent injunctiveSesief.
eBay 547 U.S. at 3914adel v. Willis Roof Consulting, In2008 WL 4372783, at *3

(D. Nev. Sept. 23, 2008). Accordingly, the court grants Microsoft's motion dismiss

uding
nse to
his

1t would

Ay'S

lately

e court

ng

Motorola’s request for injunctive relief in this action. The dismissal is without prejudice.

The court’s determination that injunctive relief is no longer available for the Motoro
Asserted Patents is based on the specific circumstances and rulings that have dey
in this litigation. If, in the future, those circumstances chamgemanneto warrant

injunctive relief, Motorola may at that time seek such relief.

la

eloped
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B. The Anti-Suit Inju nction

Earlier in this litigation, the court issued an anti-suit injunction enjoining Motc
from enforcing any injunctive relief Motorola may receive through a separate Gern
lawsuit also involving Motorola and MicrosoftS€e5/14/12 Order (Dkt. # 318).) The
lawsuit in Germany, initiated on July 6, 2012 by Motorola, involved two Motorola-
owned European issued patents—European Patent Nos. 0615384 and 0538667 (t
“European Patents”).ld. at 9.) Similar to the situation here, in the German action,
Motorola asserted that Microsoft infringed the European Patents and sought injung
relief. (d.) Like the Motorola Asserted Patenisthis litigation, the European Patents
were declared essential to the H.264 Standard, were subject to RAND commitmer
the ITU, and were included on the list of patents offered to Microsoft in the Octobe
Letter. (d. at 9-10.)

In issuing the anti-suit injunction, this court explained that the issues before
this litigation were dispositive of the question of whether Motorola could enforce ar
injunction for patent infringement of the European Patents that are essential to the
Standard. Ifl. at 17.) In other words, a judicially-determined RAND license
encompassing all of Motorola’s H.264 essential patents would necessarily dispose
Motorola’s request for an injunction in Germany based on Motorola-owned, H.264
standard essential patentsd.Y In an effort to limit the impact on comity, the court
limited the scope and duration of the anti-suit injunction. The scope of the injunctig
limited to Motorola’s enforcement of an injunction in Germany but not to further

prosecution of the Germany action or the receipt of damages of the non-injunctive

prola
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With respect to duration, the court stated that it would remove the anti-suit
injunction after adjudicating the propriety of injunctive reliéfd. @t 20, 25.) That time
has now arrived. The court’s decision dismissing Motorola’s request for injunctive
for the Motorola Asserted Patents logically extends to all of Motorola’s H.264 stang
essential patents. This is so because the RAND litigation in this matter involves n(

the Motorola Asserted Patents, but all of Motorola’s H.264 standard essential pata

worldwide basis Indeed, the basis for the court’s dismissal of injunctive relief for the

Motorola Asserted Patentsirsno way specific to those patents, but instead is the ve
fact that litigation in this matter has progressed to the point that it is now clear that
license agreement will result for all of Motorola’s H.264 standard essential pRtents

As a result, this court’s order not only dismisses injunctive relief for the Motg
Asserted Patents, but also for Motorola’s entire H.264 standard essential patent pg
including the European Patents at issue in the German action. In short, the dismig
injunctive relief in this order takes the place of the court’s prior anti-suit injunction t

enjoined Motorola from enforcing an injunction in the German action. At this time,

relief
lard
Dt only

nts

Iry

a

rola
prtfolio
sal of

hat

having had the opportunity to adjudicate the issues in this matter that were dispositive of

the propriety of injunctive relief in the German action, as promised, this court dissg

the anti-suit injunction.

19 ikewise, itis clear that a license agreement will result between Microsoft and
Motorola for Motorola’s 802.11 standard essential patents. Thus, the effect of this court’
decision would also bar an injunction for the assertion of any Motorola-owned 802.11 sta

lves

ndard

essential patents against Microsoft.
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IV. CONCLUSION
Based on the foregoing, the court GRANTS Microsoft's motion for partial
summary judgment dismissinmgthout prejudiceMotorola’s request for injunctive relief
for alleged patent infringement (Dkt. ## 139 (sealed), 141 (redacted)). Additionally
court hereby dissolves the anti-suit injunction (Dkt. # 318) related to the German a
The anti-suit injunction is deemed no longer necessary in light of this order which ¢
Motorola from seeking injunctive relief against Microsoft with respect to Motorola’s

H.264 and 802.11 standard essential patent portfolios.

Dated this 29tlllay of November, 2012

W\ 2,905

JAMES L. ROBART
United States District Judge
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