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bds Ltd. v. Whole Foods Market, Inc et al

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON

AT SEATTLE
)
EAT RIGHT FOODS, LTD, ) CASE NO. C13-2174RSM
)
Plaintiff, )
) ORDER ON CROSS-MOTIONS FOR
V. ) SUMMARY JUDGMENT
)
WHOLE FOODS MARKET, INC.gtal, )
)
Defendants. )
)

l. INTRODUCTION

This matter comes before the Court ore ttemaining parties’ Cross-Motions f

(“WFMI") and Whole Foods Market Pacific Nénwvest, Inc. (“WFMPNW), argue that they
are entitled to summary judgment on all claiors their affirmative defenses of laches 4
acquiescence. Dkt. #90. Plaintiff, Eat Right Foods, Ltd. (“ERF”), responds (and cross-|
that it is entitled to summaryggment in its favor because ti@idence does not support eith
defense in this case. Dkt. #96. For the reasen®rth below, and having determined that g
argument is not necessary on these motions, Goisrt disagrees wittPlaintiff, GRANTS
Defendants’ motion for summary judgmentdaDENIES Plaintiff's motion for summar
judgment.
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. BACKGROUND

This matter arises from allegations oademark infringement, false designation
origin and unfair competition.Dkt. #16 at T § 34-43. Plaintitilleges that it has used t}
trademark “EAT RIGHT” since 2001 arde trademark “EATRIGHT” since 2003d. at  19.
Plaintiff further alleges that from 2004 2013, Defendants sold prodsgiroduced by Plaintif
and sold under the trademark “EATRIGHTI4. at § 30. Plaintiff alleges that Defendants h
since sold and marketed products usingaaldmark confusingly similar to “EATRIGHT
without authorization by Plairifj in violation of federal demark laws and Washington
Consumer Protection Acltd. at § 1 32-43.

Defendants have raised an affirmative degetimat Plaintiff's claims are barred by t}
doctrines of laches and acquiescence. DRB8, #Affirmative Defenses at 1. The inst3
motions address the affirmative defense only.

1. DISCUSSION
A. Legal Standard on Summary Judgment

Summary judgment is appropigawhere “the movant sh@athat there is no genuin
dispute as to any material fartd the movant is entitled to judgment as a matter of law.”
R. Civ. P. 56(a)Anderson v. Liberty Lobby, Inc477 U.S. 242, 247 (1986).In ruling on
summary judgment, a court does not weigh evideio determine the truth of the matter, |
“only determine[s] whether theiis a genuine issue for trial.Crane v. Conoco, Inc41 F.3d

547, 549 (9th Cir. 1994 xiting Federal Deposit Ins. Corp. v. O'Melveny & Meyed69 F.2d

744, 747 (9th Cir. 1992)). Materitdcts are those which mightfect the outcome of the sujt

under governing law. Anderson,477 U.S. at 248. A factual spute is “genuine” if thg

evidence is such thatasonable persons could disagree about whether the facts claimed
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moving party are trueAydin Corp. v. Loral Corp 718 F.2d 897, 902 (9th Cir. 1983). [T]k
issue of material fact required . . . to be present to entitle a party to proceed to tria

required to be resolved concludiwén favor of the pety asserting its existee; rather, all tha

is required is that sufficienevidence supporting the claimddctual dispute be shown to

require a jury or judge to relse the parties’ differing versns of the truth at trial First Nat.
Bank of Ariz. v. Cities Serv. Cd391 U.S. 253, 288-89, 88 S. Ct. 1575, 20 L. Ed. 2d
(1968).

The Court must draw all reasonable inferes in favor of the non-moving partysee
O’Melveny & Meyers969 F.2d at 74#ev'd on other grounds512 U.S. 79 (1994). Howeve
the nonmoving party must make a “sufficient sinmywon an essential elemt of her case witl
respect to which she has the burdepmfof” to survive summary judgmentCelotex Corp. v.
Catrett,477 U.S. 317, 323 (1986). Furth8t]lhe mere existence d scintilla of evidence ir
support of the plaintiff's position will be insuffemnt; there must be evidence on which the j
could reasonably find for the plaintiff Anderson477 U.S. at 251.

While the parties do dispute some factsey agree that the instant issues
appropriate for disposition on their crosstions. However, cross motions for summa
judgment do not warrant the conclusion that ohéhe motions must be granted. The Cg
must still determine whether summary jogent for either payt is appropriate. See Fair
Housing Council of Riversideddnty, Inc. v. Riverside Tw@49 F.3d 1132, 1136-1137 (9
Cir. 2001).

B. Laches
The Court first turns to Defendants’ argument that Plaintiff's claims are barred &

doctrine of laches. “Laches is an equitatahee limitation on a party’s right to bring suit
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Jarrow Formulas, Inc. v. Nutrition Now, In@804 F.3d 829, 835 (9th Cir. 2002). To prevail

a laches defense, a defendant must provethieatlaimant unreasonably delayed in filing s

and as a result of the delay, tdefendant suffered prejudiceld.; adidas America, Inc. v,

Payless Shoesource, In646 F. Supp. 2d 1029, 1069 (D. Or. 200B).determining whether

party exercised unreasonable delay in filing,sine Court must assess the length of de
which is measured from the time the plaintifiekn or in the exercise of reasonable diligen
should have known about its potential cause ttbacand the Court must consider whether
plaintiff's delay was reasonablin light of the time allottd by the analogous state Ig
limitations period.See Jarrow304 F.3d at 838. “If the plaintiffled suit within the analogou

limitations period, the strong presumptiorihat laches is inapplicableld. at 835. “However,

if suit is filed outside of tb analogous limitations period, ctairoften have presumed that

laches is applicable.Id. The Ninth Circuit has found th&istrict Courts may properly grar
summary judgment on the basis of lach@snerican Int'l Group, Incv. American Int'l Bank
926 F.2d 829, 831 (9th Cir. 1991) (citation omitted).

1. Length of Delay

In this case, the parties appear to agiest the most closely analogous state-l
limitations period for Plaintiff's trademark infigement and false designation claims
Washington’s common law tort of trade namfingement, which has a three-year limitatio
period. Dkts. #90 at 15 (citing RCW 4.16.080(2)) and #96 at 12-14 (analyzing three-ye
period);see alsdldcaste Precast, Inc. v. Granite Precasting & Concrete, R@11 U.S. Dist.
LEXIS 20977, *10 (W.D. Wash. Mar. 2, 2011) (“Theanham Act has noxpress statute o

limitations. The Court thereferlooks to the limitations ofhe closest analogous limitatig

on

it

—

1S

ay,

the

\W

U7

—

ar time

n

from state law. The closest analogous cafs&ction in state law is Washington’s commpn

ORDER
PAGE - 4




10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

27

28

law tort of trade name infringement."@rmsby v.Barrett, 2008 U.S. Dist. LEXIS 20, *6-1
(W.D. Wash. Jan. 2, 200&utilizing three yar limitations period). Defendants argue thg
Plaintiff should have known of the alleged inffement as early a®009, but actually hag
knowledge of the alleged infringement in FebruaryMarch of 2010, and yet did not file sy
until December 3, 2013, outside of the three-Yimaitations period. Dkt. #90 at 15. Plainti
responds that it did not have actual or cardive knowledge of the alleged infringement u
February or March of 2011, and th@are filed its suit ithin the three year limitations perio
For the reasons discussed belthe record demonstrates actoalconstructive knowledge ¢
the alleged infringement in early 2010.

Plaintiff alleges that itbegan using its trademark “EAT RIGHT” in 2001 and 1
trademark “EATRIGHT” in 2003. Dkt. #16 §t19. Between 2001 and 2004, Plaintiff sold

products to United States casters through its online store gnlDkts. #93, Ex. A at 37:1-1

and #99 at 2. Those sales accounted for dbpatcent of its onlinbusiness. Dkt. #93, EX.

A at 37:1-12. In 2004, Plaintiff began sefjigluten-free, wheat-free cookies under
trademark “EAT RIGHT” to Whole Food storestime Pacific NorthwestNorthern California,
Mid-Atlantic, Southwest and Rocky Mountamegions. Dkts. #93, Ex. A at 55:10-13 a
73:15-19 and #99 at { 4.

In 2009, pursuant to a license agreement Withritional Excellence d/b/a/ Eat Righ

America, WFMI began promoting a nutritidrfaod-scoring system called ANDI® (Aggregalte

Nutrient Density Index). Dk#91 at § 3. ANDI® scores forrgjle-ingredient food items wer
displayed in single ingrediemtepartments in Whole Foods ssy and were used to provig
consumers with nutritional information, spec#ily the nutrient densityof certain single-

ingredient foods, such as kale, seeds, nuts and tom&eesdat | 4. Signage explaining th
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ANDI® scores €.g, “What is an ANDI score?”) waslisplayed throughout Whole Foo(
stores, including in the produce, buand prepared-foods section§ee id. In connection with
the ANDI® scores, Defendants were requiredigplay the phrase “Eat Right America” on t
in-store signage.ld. at § 5. The phrase waart of a larger lath-and-wellness prograr
promoted by Eat Right America; thus, Defenidaalso used the licensed phrase “Eat R
America” for diet programs and related nutritional servidds.

Plaintiff's Managing Director, Rebecca DouglakHGrd, testified that she first becam
aware of “EatRight America” being used onoks, DVDs and some promotional files in

Whole Foods store in Northe@alifornia in February of 2010. Dkts. #93, Ex. A at 131:11-

Ex. E at 18-23, and #99 at § 7. She has furthdfi¢égisthat she believedt the time that the

use of the mark “EatRight America” on books and DVDs was by the American Di
Association. Dkt. #99 at § 6She asserts that she arrivedlrs store in February or Marg
2010 and went straight to the store’s informatdesk, where she noticed the use of the n
“EatRight America” on books and DVDsShe did not visit any other parts of the store at
time except the upstairs office area where heeting took place, and she did not notice

trademark “EatRight America” on any food produdid. at T 7 6-7.
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ght
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h
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the

Ms. Douglas-Clifford asserts that in ooand November 2010, she learned for the fjrst

time that a company called Nutritional Exegite, LLC (“Nutritional Excellence”) and it
principal, Kevin Leville, had dopted the tradeank “EatRight America.” Dkt. #99 at 7 8. Sk
apparently investigatedhe company and learned that thNhional Excellence had sougl}
registration of that mark bageon a “bona fide int& to use” the marlon a variety of food
products. Id. Shortly thereafter, Plaintiff's attorngjave notice to Nutritional Excellence th

it was infringing on the “EatRight” trademarkld. at 1 9. Nutritional Excellence did n
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immediately respondSee idat § 10. Ms. Douglas-Cliffordates that she did not know at t
time that Nutritional Excellence had a contraéth Whole Foods giving licensing rights 1
Whole Foods to use the “EatRight America” mark. Dkt. #99 at | 10.

Ms. Douglas-Clifford asserts that it was nottil February oMarch 2011, when sh
was visiting the United States tier annual sales frj that she visited two Whole Foods sto
and saw for the first time that tHEatRight America” mark was being used inside of a Wh
Foods store on a wide variety fifod products, including bulk foods, prepared foods,
produce.ld. at T 11.

Assuming the truth of Ms. Douglas-Cliffordassertion that she did not actually kng
that Whole Foods was using the mark on a widgety of food products until February
March of 2011, her actions dng the early 2010-2011 time fra&mundermine any plausibl
argument that she could not have discovered with reasonable diligence that Whole Fo
using the mark on food products in its stores. rédwer, it appears that she allowed or e
encouraged such use during the same time period and in subsequent years before filing

For example, on March 3, 2010, Ms. Cliffocdntacted Whole Foods’ attorney a
wrote the following:

On a recent trip to San Franciscazduldn’t help but notice Whole Foods
“America’s Healthiest Grocery Storgjositioning and their alliance with
EAT RIGHT AMERICA . . . fantastic to see.

| am not too sure if you are aware Bafeway Inc filed with the US Patent
and Trademark Office (USPTO) Traili¢gs and Appeal board against Eat
Right America’s application to registernterestingly Seway also sent a
Petition to Cancel our registratiomdca unbeknown to me at the time even
applied for “EAT RIGHT” after see [sic] our products and brand at a trade
show in 2006.

From my personal perspective, anteafa very drainingperiod protecting

our registered brand, | would very mulike to see the terests of Whole
Foods Market protected and even potentially enhanced.
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For that reason, please would you coesidiscussing this email with your
contacts at Whole Foods Marketithv the potential of Whole Foods
purchasing our EATRIGHT brand and qamiority use ofrights which date
back to 2001 to fully secure Whole Foods position.
Dkt. #93, Ex. B at ERF001007. Ms. Douglas-Cliffévak testified that sheelieved that would
be an opportunity for Eat Right food productsbt aligned with Whole Foods’ initiative, ar
because the Eat Right America campaign wouldehlaelped Eat Righsell more of their
branded products. Dkt. #98x. A at 135:16-25 and 139:4-25.

On March 22, 2010, Ms. Douglas-Clifford ete again to Whole Foods, exclaimin
“Now is the perfect time to order in sonEATRIGHT cookies . . especially with your,
‘America’s Healthiest Grocery Store and Eat Righterica’ campaigns!!!” Dkt. #93, EX. B g
ERF000991.

On September 23, 2011, Ms. Douglas-Clifford advised Defendants that Plainti
negotiated an agreement with Safeway, whHmovided protection to ‘EATRIGHT America
(Nutritional Excellence) rd hence indirectly to Wble Foods Market asdraffiliate partner of
‘EATRIGHT America.” Dkt. #93, Ex. B at ER001929. Ms. Douglas-Clifford further statg
that she would “continue to work hard irts]i negotiations with Nmitional Excellence to
strengthen the position of ‘EARIGHT’ for the benefit of Wha Foods Market in the lon
term.” Id. Ms. Douglas-Clifford has testified that, the time, she wanted to continue to ha
an amicable relationship with Whole Foddarket. Dkt. #93, Ex. A at 165:13-166:2.

A few weeks later, on October 14, 201¥s. Douglas-Clifford again contactg
Defendants’ attorney and informed him that Ri#i had been working hard to come to

amicable resolution with Nutrdinal Excellence regarding thediRight” trademark. Dkt. #93

Ex. B at 17. She again reiterated thag¢ tigreement Plaintiff had signed with Safew

ORDER
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“provided significant protection to the agreemh between Nutritional Excellence and Wh
Foods Market (signed 28th August 2009) and the subsequent Health Starts Here “f
affiliate” arrangements.” Dkt. #93, Ex. B &F7. Referencing impending deadlines in {
USPTO with respect to Nutidiinal Excellence, Ms. Douglashfford asked Whole Foods t
reconsider a purchase thie EatRight brandld.

On October 20, 2011, Ms. Douglas-Cliffordntacted Defendants’ counsel and as

whether Whole Foods had made a decigb purchase the EatRight brarld. at 16. She alsq

ble

rogram

he

D

ked

D

attached a copy of a Notice of Opposition wiglspect to proceedings in the USPTO agalnst

Nutritional Excellence and told counsel thatilwlihe Notice mentioned Whole Foods, it col
amend it if “a solution” could be found prior to the filing deadlinéd. In response
Defendants’ counsel stated that had not heard abotite purchase offer, but that his clien
did not look too kindly orfthreats to drag them intm third-party legal dispute.id. at 15. Ms.
Douglas-Clifford wrote back:

Many thanks and | sincerely apologisét ifeems that way but my intention

most definitely is/was not to “threatebut rather to showhe facts/details

that have been communicated to Nudrial Excellence for over a year. To

the contrary, | have fully appreciated and am very greatful [sic] for the help

and support of Whole Foods over theays. As you know, my desire has

been for some time for Whole Foodsaiquire our EATRIGHT brand . . . |
sincerely hope that this can be achieved.

On April 4, 2012, Plaintiff demanded that Defiants stop using the phrase “Eat Ri
America.” SeeDkt. #93, Ex. B at ERF002450-2451. Yefaintiff continued to attempt t
entice Defendants to purchase its brand. rAftemerous more offers from Ms. Douglg
Clifford to sell the “EatRiglit brand to Whole Foods, andv&al responses declining th

purchase, Defendants’ counsel made a reqt@sPlaintiff's counselthat Plaintiff stop
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contacting Defendants’ executives, employeesl board members. Dkt. #93, Ex. C
ERFO003009. However, Ms. Clifford-Douglas tiomed to contact Defendants offering to g
her brand. Id. at ERF003019, 3056, 3063 and 3149. Whole Foods again declidedt
ERFO003149. Plaintiff then initiated the instant lawsuit.

The above-described actions betwebtarch of 2010 and December of 20
demonstrate that Plaintiff knew or, in the eige of reasonablel@jence, should have know
that Defendants were using the allegedly infeitigrademark in lat2009/early 2010, and tha
Plaintiff allowed such use to continue until April of 2012, when it finally demanded
Defendants stop using the phed&at Right America.” SeeDkt. #93, Ex. B at ERF00245(
2451. However, Plaintiff did not initiate thestant lawsuit until Deceber of 2013. The filing
fell outside of the applied statute of limitatiotisus the Court presumes that the doctrine
laches is applicable See Jarrow304 F.3d at 838. Moreover,etNinth Circuit has applieg
laches to bar trademark infringement claiwisere the trademark holder “knowingly allow
the infringing mark to be used withoabjection for a lengthy period of time.Brookfield
Commc'ns, Inc. v. W. Coast Entm't Corpr4 F.3d 1036, 1061 (9th Cir. 1999). In this cag
appears that Plaintiff alloweDefendants to use the allegedrimging mark for three year
before demanding they cease, and another year after that before filing suit, primarily
effort to foster an amicable relationship sticht Defendants would purase Plaintiff’'s brand
Such delay is not reasonable.

2. Prejudice

Defendants have also demoas#d prejudice. The Nint@ircuit generally recognize
two forms of prejudice in a laches corttegvidentiary and expectations-baseHvergreen

Safety Council v. RSA Network, In697 F.3d 1221, 1227 (9th Cir. 2012). “Evidenti
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prejudice includes such things as lost, stale,degraded evidenceyr witnesses whos
memories have faded, who have died.”ld. (citation omitted). Expectations-based prejud
occurs when a defendant “took iacts or suffered consequenceatth would not have, had th
plaintiff brought suit promptly.1d. (citation omitted).

In this case, Defendants have provideddence that it suffered expectations-bas
prejudice. During the time period in questi Whole Foods investeaa significant amount o
time and money in, and heavily promotede tANDI® food-scoring system and Eat Rig
America diet and nutritional programs at its stores. Dkt. #91 at[Yuding that time, Whole
Foods opened over 50 stores, all of whiclorfgl with its other stores throughout the Unit
States) trained employees on the food-scoring system and Eat Right America progra

generated, printed, and displaygignage promoting and explaigi the scores and progranm

D

ice

sed

i

ed
ms, and

S.

Id. The salaries of the employees who worked were involved in the development of the

ANDI program during that time totaled $1,595,582.73. Dkt. #92 at 1 3. Between 20(
2012, Defendants sponsored immersion prograssscaated with the ANDI program incurrin
costs in the neighborhood of $2.8 milliold. at § 4. This evidenceigports Defendants’ clain
of laches.See Danjaq LLC v. Sony Cor@63 F.3d 942, 956 (9th Cir. 2001).

Under these circumstances, the Court fin@s the doctrine of la@s is applicable, an
Plaintiff is barred fronbringing its claims.

C. Acquiescence

The Court next turns to Defendants’ argunh that Plantiff's claims are stopped
acquiescence. “Estoppel by acquieseemcludes the two ements of laches . . . and adds
affirmative conduct inducing the belief that [Plaintiff] has abandoned its claim again

alleged infringer, and (4) detrental reliance by infringer.’E&J Gallo Winery v. Pasatiempd
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Gallo, S.A. 905 F. Supp. 1403, 1414 (E.D. Cal. 1994 he distinguishing feature of th
acquiescence defense [from a laches defense] is the elenaatitvefor explicit consent to thg
use of an allegedly infringing mark.adidas-America, In¢.546 F. Supp. 2d at 1075 (intern
guotation marks omitted and emphasis in original).

The Court finds that the se actions by Plaintiff takebetween March of 2010 ar
April of 2012, demonstrate affirmative conduct Bhaintiff inducing Whole Foods to belieV
that it was welcome, even encouraged, to engage in the Eat Right America campai
discussed above, that condugstejudiced Defendants. Thus, the Court concludes
Defendants relied on Plaintiff’'s conduct to itstriteent. Accordingly,Plaintiff's claims are
also barred by the doctrine of acquiescence.

V. CONCLUSION

Having reviewed the parties’ cross-motions, the responsepposition thereto an
replies in support thereof, along with thepparting declarations and exhibits and
remainder of the record, ti@ourt hereby FINDS and ORDERS:

1) Defendants’ Motion for Summary dgment (Dkt. #90) is GRANTED.

2) Plaintiff’'s Cross-Motion for SummgrJudgment (Dkt. #96) is DENIED.

3) Plaintiff's Complaint is DISMISSED in its entirety.

4) Defendants’ Counterclaim for Breach obiiract (Dkt. #23 at T T 18-23) remai

pending before the Court, it having naem addressed or réged by the parties

cross-motions.

DATED this 14" day of May 2015.

(B

RICARDO S. MARTINEZ
UNITED STATES DISTRICT JUDGE
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