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pchnik v. Panasonic Avionics Corporation

THE HONORABLE JOHN C. COUGHENOUH

UNITED STATES DISTRICT COURT
WESTERNDISTRICT OFWASHINGTON
AT SEATTLE

In the Matter of the Application of CASE NO.C17-14533CC
LUFTHANSA TECHNICK AG, Petitioner, for
an Order Pursuant to 28 U.S.C. § 1782 to Takg ORDER
Discovery, Pursuant to the Federal Rules of
Civil Procedure, of RespondeRANASONIC
AVIONICS CORPORATIONfor Use in
Foreign Proceedingsvith ASTRONICS
ADVANCED ELECTRONICSYSTEMSas
Intervenor.

This mattercomes before the Court on Petitioner Lufthansa Technick p&itionfor a
discovery order pursuant to 28 U.S.C. § 1782 compelling Respondent Panasonic Avionicy
Corporation to produce documents for uséoneign litigation(Dkt. No. 54). The Court
permittedintervenor Astronics Advanced Electronic Systems to intervene in this actikin. (D
No. 34.) Having thoroughly considered the motion and the relevant record, the Court finds
argument unnecessaand GRANTS the motion for the reasons explained herein.

l. BACKGROUND

The Court previously set forth the factual backgrountthisfcaseand will notrepeait
here (See Dkt. No. 39.)SincePetitioner’sprior petitionfor § 1782 discovery for use jpatent
enforcementitigation in GermanyDkt. No. 1),Petitioner has commencedforcement actions
in France and the United Kingdom. (Dkt. Nos. 54-3 at 24 a3 cf. Dkt. No. 39 at 2.)

Petitioner’sprior petitionwaslimited to Respondent’s involvement withstallationsof
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infringing unitson Airbus aircraft (Dkt. No. 54 at 4.) The Court grantBétitioner’s petition in
part (Dkt. No. 39 at 10.)

Subsequent to the Court’s ordPetitione became awarthat Respondemhay have
installedinfringing units on Boeing aircraft and those of other original equipment mantgesct
(“OEMs"). (Dkt. No. 54 at 4.Petitionerseeksadditional§ 1782 discoveryegarding whether
Respondent installed infringing units on Boeing aircraft and those of other OENsgptarsits

claim for damageagainstintervenor in Germanandfor use intheongoing litigationin the

United Kingdom and Franc@kt. Nos. 54 at 4-5, 54-5Betitioner also contemplates using the

requested discovery in future enforcement actions in Spain and Japan. (Dkt. No. 54 at 5.)
. DISCUSSION

A. Statutory Requirements

A party to a foreign proceeding may seek discovery in the United States puosant t
U.S.C. § 1782, which provides in pertinent ket a federal district eot “may order” a person
residing or “found” in the district to give testimony or produce documents “tomua

proceeding in a forgn or international tribunal . . . upon the application of any interested

person.” The “proceeding” for which 8§ 1782 discovery is sought “must be within reasonable

contemplation, but need not be ‘pending’ or ‘imminenintel Corp. v. Advanced Micro
Devices, Inc., 542 U.S. 241, 243 (2004).

First, Respondent resides or is found in this district. Respondent is incorporated in
Delaware and hass headquarters in California. (Dkt. No. 54-2 at 2.) But Responadeitains
a corporate office in Bothell, Washingtaich conducts key business functionsl. @t 3.)The
parties appear to agree that much of the relevant discsvieigated in opbtainable at
Respondent’s Bothell officeS¢eid.; see also Dkt. No. 54 at 8.) Seconthe requested discover
is for use inproceedings before foreign tribunals in Germany, the United Kingdom, andeFra
(Dkt. No. 54 at 4-5.) Future proceedings in Spain and Japan are within reasonable
contemplation, aRetitioner has prevailad the German enforcement litigation as to
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Intervenor’s liability for infringing the same patent that would be at issue icotitemplated
litigation. (Id. at 3.)Third, Petitiorer is an interested person within the meaning of § 13&2.
Intel, 542 U.S. at 256 (holding thatlitigant is an “inteested person” within the meaning of 8
1782); 6ee Dkt. Nos. 54-1 at 4, 54-3 at 2, 54-4 atB)erefore, the basic requirementgLaf782
are met in this case.

B. Discretionary Factors

A districtcourt is not required to grant a 8 148&itionsimply because it has the
authority to do salntel, 542 U.Sat 264.Rather, once the statutory requirements are met, a
district courthasdiscreton to determine whether, and to what extent, to honor a request for
assistance und@r1782.Four Pillars Enters. Co. v. Avery Dennison Corp., 308 F.3d 1075,
1078(9th Cir. 2002). If the district court permits discovery under 8§ 1782ay‘prescribe the
practice and procedure, which may be in whole or part the practice and procetieréocdign
country,” for taking testimony or producing documents. 28 U.S.C 8§ 1782(a)district court
should consider thetatute’sgoals of “providing efficient asdmnce to participants in
international litigation and encouraging foreign countries by exampletider similar
assistance to our courtdritel, 542 U.S. at 252 (quotirddvanced Micro Devices, Inc. v. Intel
Corp., 292 F.3d 664, 669 (9th Cir. 2002)).

The Supreme Couhtasprovided four factors for district courts to consider in ruling or
8 1782petitions (1) whether the person from whom discovery is sought is a participant in t
foreign proceeding; (2) “the nature of the foreign tribunal, the character ofdbesggiings
underway abroad, and the receptivity of the foreign government or the court or algerad/ta
U.S. feceralcourt judicial assistance(3) whetherthe requestconceals an attempt to
circumvent foreign proofrathering restrictiorisor policies of a foreign country; and (4) wheth
the requests are unduly burdensome or intrusinge, 542 U.S. at 264—65.

1. Patrticipation in the Foreign Proceedings

The Supreme Court has cautioned thatén theperson from whom discovery is sough
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is a participant in the foreign proceeding the need for § 1782(a) aid generally is not as
apparent as it ordinarily is when evidence is sought from a nonparticiptiet imatter arising
abroad: Id. at 264. The foreign tribunal itself may order gaaties before it to produce
documents or carry out otherefrial discovery as it sees fit, but may ldok ability to order
such discovery from a nonparticipaesiding in a different jurisdictiond.

Respondent is nat participant in the litigatiom Germany or the United Kingdom, and

therefore the firskntel factor weighs in Petitioner’s favor as to those enforcement actions. ([

Nos. 1, 54-1 at 4, 54-at 2-3.) Respondent is a party to the litigation in France. (Dkt. N@ &4}

2.) But the discoveryroceedingavailable to Petitioner in France“limited to evidence
physically located in France or available from France . . . [and] evidence reiewdaims in
other countries will not be released to the party seeking the [discovédy]at8.) As the
discovery sought by Petitioner not located in Frana@nd may be used in litigation before
tribunals outside of France, it is beyond the scope of the discovery process avaiRdtitioner
in FranceTherefore, although Respondent is dipgrant in the litigation in France, the lack of
an effective discovery mechanism available to Petitioner in France sneidgvor of allowing
Petitioner to obtain the discovery material via7&32.See Lufthansa Technik AG v. Astronics
Advanced Elec. Sys., C11-1386-JCC, Dkt. No. 21 at 4 (W.D. Wash. 2011) (citimge Chevron
Corp., 633 F.3d 153, 162 (3d Cir. 201L);re Clerici, 481 F.3d 1324, 1334-35 (11th Cir.
2007)). Fnally, if Petitioner obtains the requested discovery at this jundtugéoreign tribunals
presiding over future enforcemeattions may address its admissibilitythe context of those
actions Therefore, the firskntel factor weighs in Petitioner’s favor.

2. Receptivity of the Foreign Tribunats Judicial Assistance

The secondntel factor takes into accouttte“nature of the foreign tribunal, the
character of the proceedings abroad, and the receptivity of the foreignocOug. federatourt
judicial assistance Intel, 542 U.S. at 264. The receptivity of the foreign coniidssistance from
a U.S. court is a critical consideration, given that one of the primary go@l$4832 is to
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encourage foreign courts to provide similar assistance to U.S..cearta re Premises Located
at 840 140th Ave. Ne., Bellevue, Wash., 634 E3d 557, 563 (9th Cir. 2011). The Supreme Coul
has nokelaboratd on how to evaluate the receptivity of the foreign court, other than to cauti
against attempting to conductdepth analyses of the laws of the foreign jurisdictiotel, 542
U.S. at 263. In evaluating the nature of the tribunal and character of the proseedurts have
focused on the utility of the evidence sought.e Ex Parte Application of QualcommInc., 162
F. Supp. 3d 1029, 1040 (N.D. Cal. 201€¥ also Intel, 542 U.S. at 264.

In support of its argument that German courts are receptyd 182discovery
materials, Petitioner repeats the arguments it raisedpniaispetition. See Dkt. No. 1 at 11-13,
cf. Dkt. No. 54 at 14-15.) The German tribunal has not submitted a request for assistance
otherwise indicated that it has stayed proceedings while awaitingtiesabf this 8§ 1782
petition, and the parties have not presented evidence that the German tribunal wotitd tige
present petition. (Dkt. No. 39) (citirig re Lufthansa, C11-1386JCC Dkt. No. 21 at 5);%e
also Dkt. No. 64 at 9). In addition, the discovery sought is relevant to the calculation of
Petitioner's damages claim against Intervandgéermany which is ripe and being actively
pursued by Petitioner. (Dkt. Nos. 54 at 3—-4, 54-1 at 6.) Therefore, the datsriactor weighs
in favor of Petitioner as to the German proceedings.

In support of its argument that courts in the United Kingderance Spain, andapan
are receptive to 8§ 1782 discovePRgtitionercites examples dfl.S. courts granting 8 1782
discovery for use in those countries. (Dkt. No. 54 at 15-Né&ither party presents specific
evidence or argumeng¢garding the tribunals of those countries’ receptisggcific to these
proceedings(Seeid., Dkt. No. 64 at 8-9.)herefore, thesecondntel factor is neutral at beas
to theongoing litigation inthe United Kingdom and France and the contemplated litigation i
Spain and Japan.

3. Circumvention of Foreign Prod®athering Restrictions

The Supreme Couhtas warnedhat a 8 1782 request could concaalattempt to
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circumvent foreign prooffathering restrictiongntel, 542 U.S. at 265. Although ti8&preme
Court made clear that the requested material need not be discoverable underahefogkagn
law for the U.S. court to render assistance under 8 1782, it did not further elaborateé on wh
would constitute an effort to circumvent pragdthering restritons abroadld. at 261-62.
Petitioner’'s argument in support of this factolaigelyidentical to its argument in its
prior petition and Respondent does not appear to have provided substantive argument on
factor. (See Dkt. No. 54 at 16¢f. Dkt. No. 1 at 13see generally Dkt. No. 64.) As previously
noted by the Court, the restrictions on damagésted discovery in the German litigation no
longer applyas Petitioner’s claim for damages is ripel &eing actively pursued by Petitioner
(Dkt. Nos. 39 at 7, 54 at 3—4, 34at 6) Further,as previously established by Petitionenits
in France, Japamand Spain generally allogathering evidence of damages prior to determini
liability, andcourts in the United Kingdom may order early disclosirevidence of damages
prior to adjudicating liability. $ee Dkt. No. 39 at 8) (citing Dkt. Nos. 38-1 at 3, 38-3 at 2538-
3, 364 at ). Thereforeas the discovery soughtnslevant to Petitioner's damages claim agai
Intervenor (Dkt. No. 54 at 4), the thirdtel factor favors Petitioner as to the litigation in
Germany and does not weigh agaimgtnting Petitioner’s petition as to the ongoing litigation
the United Kingdom and France or the contemplated litigation in Spain and Jageddkt( No.
39 at 8-9.)

4. Intrusiveness of the Requests

“[U]nduly intrusive or burdensome requests may be rejected or trirhineall, 542 U.S.
at 265.Petitionerhasfiled a proposed subpoena as an exhibit to its petition for § 1782 disco
(Dkt. No. 54-5.) Respondent does not substantigiegllenge the scope of teabpoena’s
document requests. (Dkt. No. 64 at 10-11.) Instead, Respaedeests thaliscovery be
limited in accordance with the Federal Rules of Civil Procedidkt. No. 64 at 10-11As
§ 1782(a) states that discovery conducted pursuant to the statute must comply withréide Fe
Rules of Civil Procedure unless otherwise directed by the Court, and Pestiommgrosed
ORDER

C1714533CC
PAGE- 6

a

this

st

in

very.

rde




© 00O N o o A W N P

NN NN NN R R R R R R R R R R
OO 00 N N -, OO 00 N oY 010NN 0 N -RE O

subpoena provides the text of Federal Rule of Civil Procedure 45(d) relied on by Respondent

(see Dkt. No. 54-5cf. Dkt. No. 64 at 10), the Court is satisfied that Respondent will be allov
“the specific protections authorized by the Federal Civil Rules” it regu@kt. No. 64 at 10.)

Respondent also argues tha Court should shifthe costs of discovery to Petitioner.
(Dkt. No. 64 at 10-11(citing FederbdRule of Civil Procedure 45(d)egal Voice v. Sormans,
Inc., 738 F.3d 1178, 1184 (9th Cir. 2013)). Respondent alleges that it “has incurred more {
$100,000 in fees and costs complying with the original subpoddadt(11; Dkt. No. 66 at 2,
4.) Butthese costdo not shed light on the burden Respondent will bearplying withany
subpoena issued pursuant to this ordéso, Respondent’s corporate representative has statq
thatRespondent can use the same process it used to respond to Petitioner’s prior petition
produce at least some of the discovery sought by Petitioner now, with relatinvely
adjustments(Dkt. No. 56 at 14.) Further, Respondent has not provided supporting
documentation or explained why it has not previously moved for a protective order deekin
shift costs ¢ee Dkt. Nos. 64 at 11, 66 at 2), and Petitioner challenges whether Respondent
claimed co«t are attributable to Petitioner. (Dkt. No. 73 at 2—7.)

The Court also notes thaach party has allocated significant briefing to describe the
other’s alleged misconduct and lack of cooperation following the Court’s prior, saiae of
which appears tafmthe basis of Respondentifieged costand little of which is relevant to
the merits of the present motid@ee generally Dkt. Nos. 64, 73)Going forward, tke parties
are encouraged to cooperaterder tominimizethe costs incurred by both, atwexpedite the

resolution of this matter.

! Respondent filed a surreply moving to strike a portion of Petitioner’s reply brief a
overlong. (Dkt. No. 75) (citing W.D. Wash. Local Civ. R. 7(e)@Xpedia, Inc. v.
Reservationsystem.com, Inc., 2007 WL 201069, slip op. at 2 (W.D. Wash. 2007)). Becthese
majority of Petitioner'seply briefis dedicated to responding to Respondealiasgationsof
misconduct and lack of cooperation and putting forth its allagationgsee generally Dkt. No.
75), the Court declines to do so and DENIES Respondent’s motion to strike.
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[11. CONCLUSION

The balance of factoet forth inlntel weigh in favor of granting Petitioner leave to
conduct its requested discovery pursuant to 28 U.S.C. § 1782 and Respondent has not
substantivelychallengedPetitioner’s proposed document requests. Therefore, the Court
GRANTS Petitioner’s application for 8 1782 discovery (Dkt. No. 54). Any discovery cadlu
pursuant to this order must comply with the applicable Federal Rules of Civil Pracedure
Petitioner s GRANTED leaveto re-deposeMr. Steven Greenled&kespondent’s corporate
representativepursuant to Federal Rule of Civil Proced88¢a)(2)(A)(ii), but any deposition
shallbe limited to topics that were ndiscussed at Mr. Greenlee’s prior deposition.

DATED this22nd day of January 2019.

~ /
John C. Coughenour
UNITED STATES DISTRICT JUDGE
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