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al v. Loops, LLC et al

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON
AT SEATTLE

MAXILL INC., an Ohio corporation,
Plaintiff,
V.

LOOPS, LLG and LOOPS
FLEXBRUSH, LLC,

Defendants.

LOOPS, L.L.C.; and LOOPS
FLEXBRUSH, L.L.C.,

Plaintiffs,
V.

MAXILL INC., a Canadian
corporation,

Defendant.

C17-1825TSZ
(consolidated with C18-1026 TSZ)

ORDER

THIS MATTER comes before the Court on a motion for partial summary

judgment, docket no. 81, brought by Loops, L.L.C. and Loops Flexbrush, L.L.C.

(collectively, “Loops™) on liability for patent infringement, and the request of Maxill

an Ohio corporation, and Maxill Inc., a Canadian corporation, (collectively, “Maxill”

that the Court grant a summary judgment of non-infringenseet)pposition at 3
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(docket nos. 101 & 102).Having reviewed all papers and mateAglesented in
support of, and in opposition to, the cross-motions, the Court enters this Order.
Background

The procedural history of this case is somewhat complicated. In July 2017,
initiated suit in the District of Utah against Bob Barker Company, Inc. (“Bob Barken
and ten (10) Doe defendants, alleging infringement of United States Patent No. 8,4
(the ©285 Patent”).SeeCompl. (docket no. 2 in C18-1026 TSZ). In September 201
Loops joined Maxill Inc., a Canadian corporation, (“Maxill-Canada”) as a defendan
the Utah actionSeeAm. Compl. (docket no. 7 in C18-1026 TSZ). As a result of a
settlement, the claims against Bob Barker were dismissed with prej&iedt. Mot.

(docket no. 69 in C18-1026 TSZ); Order (docket no. 70 in C18-1026 TSZ)cabbeas

then transferreérom Utahto this district. SeeOrder (docket no. 72 in C18-1026 TSZ)|

L oops
)
148,285
7,

[in

Meanwhile, in December 2017, Maxill Inc., an Ohio corporation, (“Maxill-Ohip”)

commenced this litigation, seekiagleclaratory judgment that the '285 Patent is inva|

and/or unenforceable andibiat Maxill-Ohio's products do not infringe the '285 Pater

id

t.

Compl. (docket no. 1)In February 2018, Loops answered and asserted a counterclaim of

1 The Court treats Maxill's “request” as a cramstion; however, even if the request, which w
not noted as a motion in accordance with Local Civil Rule 7(d), is not properly beforettte
summary judgment against Laomay be enteredSeeFed. R. Civ. P56(f); see als@lbino v.
Bacg 747 F.3d 1162, 1176 (9th Cir. 2014) (when “the party moving for summary judgmer
had a full and fair opportunity to prove its case, but has not succeeded in doing so, a cou
erter summary judgmerstua spontéor the nonmoving party.

as
C

t has
rt may

2 By Minute Order entered November 12, 2019, docket no. 121, the Court directed the parties to

submit samples of the accused device and the patent holder’s preferred embodimeattidd
timely complied.
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patent infringement. Answer & Counterclaim (docket no. 10). In March 2018, this

matter was stayed pending resolution of motions brought by Bob Barker and Maxil

Canada, which were then pending in the District of Utah. Minute Order (docket no,

After the Utahcasewas transferred to this district, the two lawsuits were
consolidated into this lower-numbered case, which had been initiated by Maxill-Oh
SeeMinute Order at 1L (docket no. 17). Oduly 11, 2019, within hours after the Cour
issued its Claim Construction Order, docket no. 71, Loops sought leave to amend
assert claims related to United States Patent No. 10,3343&&0lot. (docket no. 72).
The motion was denied. Minute Order at § 2 (docket no. 80). The claims relating

'285 Patent brought by Loops against Does 1-10 having been disnzgsbtinute

Order at 1L (docket no61), the claims and counterclaims remaining in this action af
follows:
Claim (C) or Counterclaim (XC) Asserted By Asserted Against
C1: Declaratory Judgment of . .
Invalidity of '285 Patent Maull-Ohio Loops
C2: Declaratory Judgment of . .
Non-Infringement of '285 Patent Maxill-Ohio Loops
C3: Declaratory Judgment of . .
Patent Misuse and Unenforceabiljity Maill-Ohio Loops
C: Infringement of 285 Patent Loops Maxill-Candda
XC: Infringement of '285 Patent Loops Maxill-Ohio

3 Maxill-Canada has asserted rafringement, invalidity, estoppel, limitation on damages,
double recovery, inequitable conduct, and patent misuskimsative defenses, but has not

pleaded any counterclaim fdeclaratory judgmentSeeAnswer (docket no. 22). Thus, Maxillt

Canada is not entitled to the same relief as M&Xilio. Seeinfra Conclusion at | 2.
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A. The Issues Before the Court

The cross-motions addressed in this Oatercernonly whether the accused

device infringes the '285 Patent. Loops and Maxill are competitors in the businesg of

supplying to prisons and other institutions toothbrushes that “may be safely used hy . . .

inmates.” See’285 Patent at Col. 1, Lines 15-16, Ex. A to Kayser Decl. (docket

no. 81-2). Loops manufactures a product known as the FlesgbanshMaxill markets

the Supermax¥ line of supplies for correctional facilities. Compl. at 11 10-11 (docket

no. 1). In seeking partial summary judgment, Loops contendhéh&tourt may rule,

asa matter of law, that Maxill's Supermaxx toothbrush infringes the '285 Patent. In

contrast, Maxill argues that either (i) the Court may grant summary judgment in favor of

Maxill because Loops cannot, as a matter of law, prove infringement, or (ii) factual
guestions preclude the Court from granting partial summary judgment in favor of L

B. The '285 Patent

Loops, LLC is the assignee of the '285 Patent, which discloses a toothbrush

methods of making it. 285 Patent at Col. 1, Lines 13-Mf7e 285 Patent depicts an

embodiment of the invention as follows:
Fig. 1

Fig. 4 Fig. 5

ARSI
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Id. at Figs. 1-{docket no81-2 at 4). Another embodiment of the invention in the '2§

Patent is illustrated as follows:

Fig. 8 9.

T
W R |
; W N \157

SSEREESSN

-

Id. at Figs. 8-9 (docket no. 81-2 at 5).

The '285 Patent has 20 claims, three of which are independent, namely Clai
11, and 18 Claims 1 and 11 describe a “toothbrugb’having “an elongated body2
with “a head portion”.4 and “a handle portion16, as well as other limitationsSeeid.

at Col. 7, Lines 64-67; Col. 8, Lines 49-52. Claims 1 and 11 also state that the elo

body102is made from “a first material,” while the “heati04is composed of “a second

material.” Id. at Col. 7, Line 65 - Col. 8, Line 1; Col. 8, Lines 50-53.

C. The Infringement Contentions

Loops contends that Maxill's Supermaxx toothbrush infringes Claims 1 and
well as the following claims: Claims 2, 3, 5, 6, and 9, which depend from Claim 1,
Claims 12, 13, 15, and 16, which depend from Claim3deMot. at 9-24 (docket

no. 81). Maxill argues that its accused device does not contain all of the elements

4 Loops does not allege that Maxill's device infringes Claim 18 or the two cléifasr(s 19 ana
20) that depend from Claim 1&eeEx. B to Answer and Counterclaim (docket no.2)0-

ORDER-5
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forth in Claims 1 and 11 and, therefore, does not infringe either the independent cl
the claims that depend from themlaxill asserts different reasons why the Supermay
toothbrush does not infringe dependent Claims 5 arithiBthe Court need not addre
thosecontentions becauseagrees with Maxill that the accused device is missing on
the limitations outlined in Claims 1 and 11.

Discussion

A. Applicable Standards

Summary judgmerns appropriatéf no genuine dispute of material fact exists g
the moving party is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a).
Although infringement, whether literal or pursuant to the doctrine of equivalents, is
guestion of fact, the Court may decide the issue as a matter of law if “no reasonab
could find that every limitation recited in the properly construed claim either is or is

found in the accused deviceEMD Millipore Corp. v. AllPure Techs., Inc/68 F.3d

1196, 1200-01 (Fed. Cir. 2014) (quotiimpovention Toys, LLC v. MGA Entm’t, IN637

F.3d 1314, 1319 (Fed. Cir. 2011), &Bai v. L & L Wings, In¢.160 F.3d 1350, 1353
(Fed. Cir. 1998)). When both sides move for summary judgment, the Court must

evaluate each motion on its own merits, resolving all reasonable inferences agains

® Claim 5 dictates that thésecond material” (for the “headte selected from among the
enumerated substances, which include “polypropylene and copolymers.” '285 P&ehiSat
Lines 17-29. Claim 13 specifies that tHsecond materidhave “a durometer hardness of
between about 75 and about 95 on the Shore A scledt Col. 8, Lines 65-67Maxill argues
thatthe head of the Supermaxx toothbrush is not composed of polypropylene or copokym¢
of a substance having a durometer hardness in the range indicated.
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party whose motion is being considerdaeMarini Sports, Inc. v. Worth, Inc239 F.3d

1314, 1322 (Fed. Cir. 2001).

A patent holder bears the burden of proving infringement by a preponderancg

the evidenceCentricut, LLC v. Esab Group, In@890 F.3d 1361, 1367 (Fed. Cir. 2004).

To establishiteral infringementthe patent holder must demonstrate daath and every
limitation in the asserted patent claim “reads on” the accused dexaetly” DeMarini
Sports 239 F.3d at 1331Infringement maye found under the doctrine of equivalent
when “an accused device performs substantially the same overall function or work
substantially the same way, to obtain substantially the same overall result as the c

invention.” Pennwalt Corp. v. Durand-Wayland, In833 F.2d 931, 934 (Fed. Cir.

1987),overruled in part on other grounds Bardinal Chem. Co. v. Morton Int’l, Inc.

508 U.S. 83 (1993) (holding that the Federal Circuit’s affirmance of a non-infringen
ruling was not a per se ground for vacating a declaratory judgment of invalidity).

In applying the doctrine of equivalents, the Court must still start with the clai
language, and it may not “erase a plethora of meaningful structural and functional
limitations of the claim on which the public is entitled to rely in avoiding infringeme

Id. at 935 (quotindgPerkinElmer Corp. v. Westinghouse Elec. CogR22 F.2d 1528,

1532 (Fed. Cir. 1987)). The doctrine of equivalents is designed to relieve an inven

from a “semantic strait jacket” when equity requires; it is not intended to permit

redrafting of a patent claim or to expand a patent claim to encompass more than an

insubstantial changeRerkin-Elmer 822 F.2d at 1532.
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B. No Infringement

Both Claim 1 and Claim 11 require that the “elongated bd@ie “flexible
throughout.” See’285 Patent at Col. 7, Line 65; Col. 8, Line 50. The parties disputg
whether Maxill's Supermaxx toothbrush has the requisite elongated body that is “fl
throughout,” but they agree thlie Court may decidine issue as a matter of law. In t
Claim Construction Order entered in July 2019, the Court observed that the term “f
throughout” contains “easily understood, everyday or commonplace words” that ne
further interpretation SeeOrder at 9-10 (docket no. 71). “Flexible” connotes “capab
of being flexed capable of being turned, bowed, or twisted without breakimgBLE,”
while “throughout” means “from one end to the othe8&eWebster’s Third New Int’l
Dictionary 869 & 2385 (1981).

In support of its assertion that the “flexible throughout” limitatiomes, Loops

offers the opinion of Fred P. Smith, P.E., which relies on the following photographs:

T

Flexible
Elongate
Body

Smith Report at 16 &7, Ex. G to Walker Decl. (docket no. 81-9h his report, Smith
states that Maxill's product “has an elongated body (orange) [that is] flexible throug

(all of the orange material isthe same flexible material),” that the “first material

ORDER- 8
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(orange) . . . is less rigid than the second material (white),” and that “there is signif
less bending in the head portion containing the head than there is in the handle pg
Id. at 16 & 18 (emphasis added).

Maxill counters that the elongated body of the Supermaxx toothbrush is not
flexible “from one end to other,” but rather, as evidenced by the photographs on th
previous page and below, the elongated body is flexible along only 3 of its 4é4 inch

(or roughly 71%of its length).

Id. at 20.

Ex. J to Walker Decl. (docket no. 106-2) (depicting the accused product being twis
Having examined the sample of the accused device submitted by the parties
Court concludes, as argued by Maxill, that the elongated body of the Supermaxx p

does not satisfy the “flexible throughout” element of Claims 1 and 11, either literall

ORDER-9
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pursuant to the doctrine of equivalents. According to the claim language, the “elor
body” includes both the head portion and the handle portion of the device. The he
portion of the elongated body does not bend, flex, turn, bow, or twist. Instead, the

portion of the elongated body is rigid, having imbedded into it the bristle-containing

head, which impedes the flexibility of the surrounding or encasing (orange) material.

Thus, the elongated body of Maxill’s toothbrush is “flexible” only within the handle

portion, and not “from one end to the other” or “throughout.”

In asserting that the elongated body of the Supermaxx toothbrush is “flexible

throughout,” the expert retained by Loops, Fred Smith, explains that “all of the oral

gated
ad

head

=

14

nge

material is the same flexible material.” Smith Report at 16 (docket no. 81-9). Smith does

not opine or provide evidence that the accused device flexes along or within the hg
portion, as well as the handle portion, of the elongated body. Rather, Smith misco
Claims 1 and 11 to require merely that the orange substance (or “first mijpbeial
flexible. Smith’s reasoning ignores both the noun being défimtheclaims(“elongated
body,” as opposed to “first material”) and the adverb (“throughout”) that negthie
relevant adjective (“flexible”).See’285 Patent at Col. 7, Line 65 & Col. 8, Line 50. T
type of rewriting of the claim language is not permitted in connection with infringen
analysis.

In reply to Maxill's cross-motion, Loops points to Smith’s statement about th
head portion of the elongated body showing “significantly less bending” than the h

portion of the elongated bodyeeSmith Report at 18 (docket no. 81-9). Reliance of

rad

nstrues

his

nent

D

andle

\

this portion of Smith’s report is misplaced for two reasons. First, Smith’s observation
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wasmadein connection with an entirely different limitation of Claim 1, namely the
requirement that the “first material” (for the elongated body) be “less rigid” than thg

“second material” (for the headfeed. at 1718; see alsd285 Patent at Col. 8,

Lines 6-7. Second, in comparing the rigidity of the handle and head portions of the

174

elongated body, for purposes of contrasting the first and second materials, respectively,

Smith says nothing about the flexibility of the head portion itself. Smith’s assessm
that the head portion shovt@gnificantly less bendingthan the handle portion is
meaningless; he could be describing something completely stiff or extremely pliab
Loops ha®ffered no evidence to support any assertion that the head portion
elongated body actually bendstwists,i.e., is “flexible.” Moreover, Loops articulates
no basis for concluding that the term “throughout” does not include the inflexible
1%4-inch portion of the 4%-inch elongated body of theuaed deviceOn this record,
taken as a whole, Loops cannot carry its burden of proving at trial that the Superm
toothbrush infringes the '285 Patent, and thus, summary judgment in favor of Maxi

warranted.SeeMatsushita Elec. Indus. Co. v. Zenith Radio Co#{@5 U.S. 574, 587

(1986);see alscCelotex Corp. v. Catretd77 U.S. 317, 322 (1986).

Conclusion

For the foregoing reasons, the Court ORDERS:

ent

e.

of the

[AXX

Il is

(1)  The motion for partial summary judgment, docket no. 81, brought by Loops

is DENIED, and the cross-motion for summary judgment, docket nos. 101 & 102,

brought by Maxill is GRANTED. The Court concludes, as a matter of law, that Maxill’s

Supermaxx toothbrush does not infringe Claim 1 or Claim 11 of the '285 Patent, onl any

ORDER- 11
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of the claims that depend from Claims 1 and 11, because the elongated body of th
accused device is not “flexible throughout.” In light of this ruling, the Court need n
separately analyze whether the accused device infringes dependent Cladrk35 a

(2)  The infringement claim and counterclaim asserted by Loops against N
Canada and Maxill-Ohio, respectively, are DISMISSED with prejudice. Maxill-Ohigq
entitled to a declaratory judgment of non-infringement as requested in its second ©
this matter. Seesupranote 3

(3) Maxill's pending motions (i) for partial summary judgment on invalidity
and unenforceability, docket no. 84, anfl {o strike, docket no. 88, Fred P. Smith’s
rebuttal report dated August 16, 2019, docket no. 89, are STRIGISENbOL

(4) Maxill-Ohio’s first and third claimseelng declaratory judgment regardi
invalidity and unenforceabilitgre STRICKEN without gejudiceas moot. SeeNystrom
v. TREX Cq.339 F.3d 1347, 1351 n.* (Fed. Cir. 2003) (observing that “a district co
has discretion to dismiss a counterclaim alleging that a patent is invalid as moot w

finds no infringement” (citindkPhonometrics, Inc. v. N. Telecom Int33 F3d 1459,

1468 (Fed. Cir. 1998) (citingestier Corp. v. Menasha Corp.-Lewisystems,i89 F.2d

1576, 1580-81 (Fed. Cir. 1984) (citihgesona Corp. v. United Staf&S80 F.2d 896906

n.9 (Ct. Cl. 1976) (when “non-infringement is clear and invalidity is not plainly evidg
treating only the infringement issue is appropriate))))).

(5) The Clerk is DIRECTED to enter judgment consistent with this Order,
send a copy of this Order and the Judgment to all counsel of record, and to CLOS

case.
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IT IS SO ORDERED.

Datedthis 26thday of November, 2019.

ORDER- 13
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Thomas S. Zilly
United States District Judge




