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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON
AT TACOMA

COLOR ME HOUSE, INC.,
Plaintiff,
V.

DISCOVERY COMMUNICATIONS,
INC.,

Defendant.

This matter comes before the court on plaintiff Color Me House, Inc.’s Motion for
Preliminary Injunction. Dkt. 17. The courtdheonsidered the relevant documents and the

remainder of the file herein. Oral argumenia$ necessary for the court to rule on this motig

CASE NO. C12-5935 RJB

ORDER ON PLAINTIFF'S MOTION
FOR PRELIMINARY INJUNCTION

PROCEDURAL HISTORY AND MOTION

On October 25, 2012, plaintiff Color Me Houseg.I{Color Me House) filed a complait
seeking injunctive relief and deges, against Discovery Commeations, Inc. (Discovery), fo

Trademark Infringement under 15 U.S.C. § 1@8Xeq;False Designation of Origin, under 1%

U.S.C. § 1125(a); and Unfair @petition under RCW 19.86. Dkt. 1.

ORDER ON PLAINTIFF'S MOTION FOR
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On February 28, 2013, Color Me Housedike motion for preliminary injunction,
requesting that the court enjoining Discovangd all persons acting in concert from using
“COLOR ME” in advertising, marketing, andlkeg children’s cardboard playhouses until the
time of trial. Dkt. 17. Color Me House first contends that it is likely to succeed on the me
because it owns valid trademarks; and Discovargts of competing “Color Me” marks is likel
to cause confusion. Color Me House mairgahmat the marks of Color Me House and of
Discovery are similar; the goods are related;rtiarketing channels are similar; because the
goods are inexpensive, consumers will exeressg care; actual confusion exists; Discovery
intended to create a likelihoad confusion; Color Me Houwss marks are strong enough to
warrant protection; and the parties’ goods areaaly complete. Color Me House argues that
is likely to suffer irreparable harm because, trademark infringement case, irreparable inju
may be presumed from a showing of likelihoodotcess on the merits; and, in the alternati
the potential loss of goodwill or¢hability to control Color Médouse’s reputation constitutes
irreparable harm. Color Me House maintains that the balance of equities favors Color Me
because Discovery adopted its tradeks only after knowing—both actively and

constructively—that Color Mélouse owned prior righia “COLOR ME HOUSE” and

“COLOR ME ROCKET.” Color MeHouse contends that the pubiliterest favors an injunction

because it would avoid the likebod of consumer confusion. Finally, Color Me House requ

that the amount of the injunction bond shouldieimal because there is no evidence that

Discovery will be harmed by an injunction; CoMe House is likely to succeed on the meritg;

and Color Me House has limited resources.
On March 18, 2013, Discovery filed opposition to the motion for preliminary injunct

Dkt. 25. Discovery first argues that CoMe House’s “COLOR ME HOUSE” and “COLOR
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ME ROCKET” trademarks are invalid becausdd@®le House made representations to the
Trademark Office that it was using its marknikerstate commerce on the date the applicatio
were made, when the mark was not at that pget in interstate commerce. Discovery also
argues that, if Color Me Housetrademark registrations ardidathere is no continuing use by
Discovery of the alleged infringing “Color Me” marks and no willful conduct by Discovery;
there is no showing of actual confusion or aggson to believe that Color Me House will be
injured if the preliminary injunction is not granted; the marks used by MerchSource up un

October of 2011 are not confusingly similar togh of Color Me Housend the balancing of

ns

'

equities do not favor Color Me House becausiefactions taken and continuing to be taken by

Discovery and MerchSource. Discovery belietret, before the court grants a preliminary

injunction, there should be an egittiary hearing regarding whetht@ere was fraud in Color Me

House’s obtaining the registereddemarks and whether tedras been actual confusion
between Color Me House and Discovery’s products.

On March 22, 2013, Color Me House filed a ygglontending that (1) Discovery is the|

proper party to be enjoined because Discovery answered the complaint in its own name and did

not mention MerchSource; Discovery asserted @rglaims in its answer; and injunctive relie

would bind Discovery’s licenseef) Discovery has not proved fraud on the part of Color Me

House in its applications for COLOR MBEOUSE and COLOR ME ROCKET trademarks; (3
Color Me House has superior common law tradé&mights apart from its registrations becaus
it used those marks commercially from Septenaral November of 2008, while Discovery di
not release its products until 2010; (4) Color Nmuse has established evidence of actual

confusion because the court may consider hganseonnection with a motion for preliminary

injunction, and because Color Me House has sha\ikelihood of confusion; (5) Discovery h:

ORDER ON PLAINTIFF'S MOTION FOR
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constructive knowledge of Color Me House’s &atark registrations; (6) if not granted an
injunction, Color Me House will bereparably harmed by losingitbility to control its own
reputation and goodwill; (7) because Discovenirak that all use of the subject marks has
stopped, it would not suffer harm if the court émgal the use of those marks, while Color Me

House would continue to suffermatational and market harm ifd@ltourt denies the motion; (8

the public interest favors an injunction because Color Me House has made a strong showing that

it is likely to prevail on the merits of the txmark infringement claims and the public has an
interest in avoiding confusioand (8) Discovery continues tse the infringing trademarks.
Dkt. 29.

RELEVANT FACTS

The following facts are found solely for tharposes of this motion for preliminary
injunction:

In 2008, Color Me House began to advertise, market, distribute, and sell cardboard
playhouses, under the trademarks “COLOR MBUSE” and “COLOR ME ROCKET.” The
“COLOR ME HOUSE” playhousgypically retails for $44.95; the “COLOR ME ROCKET”
playhouse typically retalfor $54.95. The target market fdolor Me House is parents of young
children and those wishing to purchase giftsyfmung children. Color Mélouse maintains that

it has sold its playhouses in all fifty states through its weliite://www.ColorMeHouse.com

as well as through 480 Costco s®rthirteen third-party spetiiaretailers, and online through
Amazon.com and Overstock.com.

On July 20, 2010, the U.S. Patent and Trademark Office (PTO) issued a federal
registration to Color Me House for its COR ME HOUSE trademark (Reg. No. 3821356) in

International Class 28 for “Play Houses.” On July 20, 2010, the PTO issued a federal

ORDER ON PLAINTIFF'S MOTION FOR
PRELIMINARY INJUNCTION- 4
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registration to Color Me House for its COR ME ROCKET trademark (Reg. No. 3821358) In
International Class 28 for “Play Houses.” TREO registered both trademarks on the Principal
Register.

In the second half of 2010, Color Me Heusegan to advertise and market a castle-
shaped cardboard playhouse under the “COIMERCASTLE” trademark. It described this
product on the website as “Coming Soon!” arahpled to distribute and sell it in 2011.
Although it began the process, Color Me Hodgknot complete the process to register
“COLOR ME CASTLE” with the Trademark Office.

Discovery maintains a websitettp://shop.kids.discovery.conthat offers children’s

toys and educational items for sale, inahgdcardboard playhouses, rockets and castles
(Cardboard Play StructuresDiscovery licensed the “Discovery Kids” brand to MerchSourge,
LLC (MerchSource), for use on the Cardboard Bawyctures. MerchSource is the importer pf
the accused products, and is the sole authodstdbutor of the Discovery Kids branded
Cardboard Play Structures. MerchSource is nofendant in this actionlt is unclear what the
relationship between Discomeand MerchSource is.

In 2010, MerchSource began developingpaming and distributing a cardboard
playhouse under the “Discovery Kids CoMe Playhouse” mark; and, in 2011, MerchSource
began to import/market/sell twaiher cardboard products undee tiiscovery Kids Color Me
Castle” and the “Discovery Kids Color Me &atship” marks. MerchSource distributes the
Discovery Kids-branded Cardboard Play Structurestiailers that adverts market and sell the
products online and itheir retail stores.

Apparently (although it is not completely atdeom the record), the Discovery Kids

Cardboard Play Structures are/héeen advertised, distributeddior sold in four ways: (1)

ORDER ON PLAINTIFF'S MOTION FOR
PRELIMINARY INJUNCTION- 5
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through the Discovery websit€?) through the Discovery websitieat links to other online
retailers; (3) though online retailergia their own websites; and X#hrough brick and mortar
retailers.

Discovery contends that itrft became aware of the exisce of Color Me House’s
trademark registrations on October 1, 200h October 5, 2011, MerchSource instituted a
running change into its productiorhanging all of its product paaging and related materials
remove the term “Color Me.” The product pagkng for the Cardboardlay Structures was
changed on October 5, 2011, to either “Discowdds Color and Play House,” “Discovery Kig
Color and Play Castle,” or “Discovery Kids Coknd Play Rocketship.” Dkt. 26, at 2. Short
after this case was filetYerchSource requested that its retaileodify the product descriptior
of the Discovery Kids branded Cardboard PHsuctures to use the updated product names,
in some cases, made multiple follow-up rexjado the retailers to change the product
advertising. Discovery also instructed thedlparty service provider that manages the shop
portion of its website toorrect the product name.

Until this lawsuit was filed, MerchSource had no prior contact with, and had receivs
notice of infringement from, Color Me House.

Color Me House contends that Discovedyertises, markets distributes, and sells thg
Cardboard Play Structures on its website] through third-party dtributors including
Amazon.com, Overstock.com, JC Penny, MacywsJ-Mart, and Bed Bath & Beyond. Color
Me House states that the linés the Discovery website take poti@al purchasers to the websit
of many third-party distributer(Amazon.com, wal-mart.com, sears.com, JCPenny.com). (

Me House maintains that thBiscovery Kids EcO-Friengi Color Me PLAY CASTLE” has

[o
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been available at the Lacey, Washington, WattMa recently as February 6, 2013. Color Me
House maintains that Discovery’s CardlibRlay Structures cost $12.00 - $29.99.

April McCray, founder and owner of Color MeoHse, stated in a declaration as follows:

174

| have received mistaken inquiries fronstamers thinking that Color Me House mad¢
the cardboard playhouses that were adwedtimarketed, and sold by Discovery. For
example, a number of upset customen® purchased Color Me House’s products
requested refunds from Color Me Howsdter seeing Discovery’s products being
advertised and sold at significantly cheagpeaces, thinking that Discovery’s products
were ours. This happened wihe of my resellers as well.

Dkt. 18, at 9-10.
Adam Gromfin, general counsel for MerchSouystated in a declaration, as follows:

10. Unbeknownst to MerchSource until thenfijiof this case, the Discovery Kids
branded Cardboard Play Structures wetadadvertised by retailers using the pre-
October 2011 product name.

11. MerchSource does not control its retailadvertisements nor does it have any
control over the retailers’ ecommerce welssiteat sell the Diswery Kids branded

Cardboard Play Structures. To modify a retailer’s advertising or online product
description, MerchSource may request thatrdtailer make a change; it would remair
the retailer’s prerogative on winetr to make a change and how it would like to adverntise
products.

12. Shortly after the filing athis case, MerchSource regted that alits retailers
modify the product descriptions of the Discovbranded Cardboar@lay Structures to
use the updated product name. Follow-up regueste been made tioe retailers to
change the product advertising. In some case [sic], multiple requests have been made to
certain retailers.

13. Further, while MerchSource has not sold the product since October of 2011, g de
minimis amount of pre-October 2011 producatieg the name Discovery Kids Color Me

Playhouse, Discovery Kids Color Me Castla ddiscovery Kids Color Me Rocketship [s
believed to be in inventory aertain retailers as not all rd&as shelve and sell product|in
the order the inventory is received (i.egy{tldo not have a first-in/first-out policy.

Dkt. 26, at 3-4.

STANDARD FOR PRELIMINARY INJUNCTION

ORDER ON PLAINTIFF'S MOTION FOR
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The basic function of such injutinge relief is to preserve thstatus qu@ending a

determination of the action on the merits Angeles Memorial Coliseum Com'n v. Nationa|

Football League634 F.2d 1197, 1200 (9th Cir. 1980). A padeeking a preliminary injunction

must establish that the party is likely to succeedhe merits, that thgarty is likely to suffer
irreparable harm in the absence of preliminary teli@t the balance of equities tips in that
party’s favor, and that an injutian is in the public interestWinter v. Natural Resources
Defense Coungill29 S.Ct. 365, 374 (2008). Alternativelvhere there are serious questiong
going to the merits and a balancehafdships that tips sharply tomlethe plaintiff, a preliminary
injunction can be issued, so long as the piaialso shows that there is a likelihood of
irreparable injury and that the umjction is in the public interesflliance for Wild Rockies v.
Cottrell, 632 F.3d 1127, 1135{<Cir. 2011).

DISCUSSION

1. Likelihood of Successon the Merits

A claim for trademark infringement undidgsre Lanham Act, 15 U.S.C. § 1114, may be
based on the use of a trademark that is likelyatose confusion, or to cause mistake, or to
deceive as to the affiliation, connection, ssaciation of one person with another persbee
15 U.S.C. §§ 1114, 1125(a)(1).

A plaintiff asserting a claim for trademarkrimgement must demonstrate that it owns
valid mark and thus a protectable interest, aatlttre alleged infringer’s use of the mark is
likely to cause confusionBrookfield Communications, Inc. West Coast Entertainment Corp
174 F.3d 1036, 1054 {Cir. 1999)(citingAMF Inc. v. Sleekcraft Boat§99 F.2d 341, 348 {9

Cir. 1979)).

ORDER ON PLAINTIFF'S MOTION FOR
PRELIMINARY INJUNCTION- 8
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The test for “likelihood of confusion” is vether a “reasonably prudieconsumer in the
marketplace is likely to be confed as to the origin of the good or service lmgpone of the
marks.” Surfvivor Media, Inc. v. Survivor Productior#06 F.3d 625, 630 {9Cir. 2005). Wher
analyzing the likelihood ofonfusion, courts consider thdléwing eight factors, generally
referred to as th8leekcraffactors: (1) strength of the mar(2) relatednessf the goods; (3)
similarity of the marks; (4) actual confusigb) marketing channel$6) degree of consumer
care; (7) the defendants’ inteand (8) likelihood of expansiond. at 631 (citingAMF Inc. v.
Sleekcraft Boat599 F.2d at 348-49). The test is fluahd a plaintiff need not satisfy every
factor if there is a strong shavg as to some of the factorsl. One or more of the factors ma
be deemed more important than others, depgngpon the facts and circumstances of the c3
and the eight facto@re not exhaustiveBrookfield Communications, Inc. v. West Coast
Entertainment Corp 174 F.3d at 1054.

A. Ownership of Trademarks. Registration of a mark dhe PTQO’s Principal register

constitutegrima facieevidence of the validity of the registered mark and of the trademark

owner’s exclusive right to use the marks on theds and services specified in the registration.

Brookfield Communications, Inc. West Coast Entertainment Corfp74 F.3d at 1047. Feder
registration of a trademark endows ittwa strong presumption of validitkP Permanent
Make-Up, Inc. v. Lasting Impression |, Int08 F.3d 596, 604 {oCir. 2005).

In this case Color Me House’s COR ME HOUSE and COLOR ME ROCKET
trademarks are registered on the Principal Regifd&covery maintains that the trademarks
issue are invalid because Color Me Housealfddraudulent application with the Trademark
Office attesting that the marks had been usedté@rstate commerce, when, in fact, they had

not. Ms. McCray stated in a declaration thla¢ filed two trademarkpalication to register

Se,

Al

at
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COLOR ME HOUSE and COLOR ME RO on June 27, 2008 and September 22, 2008
respectively; that she listed datef first use of those products&®rtly before the application
were filed; that the Trademark Office refugbdse applications; that she then retained an
attorney to process the applications; that the aygplications listed identical dates of first use
and that the applications thatoceeded to registration listed dates of first use that were
approximately three months before the dates@uddr Me House began to be shipped out of

state. Dkt. 30, at 1-3. Ms. McCray statedtttine discrepancy in dates was unintentional, an

was the result of her misunderstamgdregarding the nature of “usecommerce.” Dkt. 30, at 3.

Color Me House maintains that Discovery hasmet its burden to establish fraud sufficient t
invalidate the tragimark registration.

The registrations constituggima facieevidence of the validity of the COLOR ME
HOUSE and COLOR ME ROCKET trademarks &mlor Me House’s ownership of them.
Discovery has raised issues regarding the valafityose trademarks. However, at this point
the showing by Discovery is insufficient itovalidate those trademarks based upon fraud.
Accordingly, for purposes of this motion, Color Meuse has shown that it owns a valid mai
and thus a protectable interest.

B. Likely to Cause Confusion. Strength of the Mark The strength of a trademark is
evaluated in terms of its conceptgalength and commercial strengtBoTo.com, Inc. v. Walt
Disney Co0.202 F.3d 1199, 1207 {aCir. 2000). Because commercial strength is based upd
evidence-intensive inquiry, th@urt cannot determine at ttstage which party this factor
favors. See Network Automation, Inc. v. Advanced Sys. Coné&&$-.3d 1137,1150 {Cir.

2011).

d

k

nan
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Relatedness of Good&elated goods are generally more likely than unrelated good
confuse the public as the producers of the goodBrookfield Communications, Inc. v. West
Coast Entertainment Corpl,74 F.3d at 1055. The goods at issue in this case are both card
play products. The goods are closely relatédis factor favors Color Me House.

Similarity of Trademarks The more similar the trademarks, the more likely consumg
will be confused as to the origin tife associated goods or servic8ge GoTo.com, Inc. v. Wg
Disney 202 F.3d at 1205-06. In making the comparisiom court considerttie marks in their
entirety and as they apgrein the marketplacdd. at 1206 citing Filipino Yellow Pages, Inc. v.
Asian Journal Publications, Inc198 F.3d 1143, 1147-50”(93ir. 1999). Similarity is adjudge
in terms of appearance, sound, and meaniidg.citing Dreamwerks Prod. Group v. SKG
Studiq 142 F.3d 1127, 1131(Cir. 1998). Similarities @ weighed more heavily than
differencesld., citing Official Airline Guides v. Gos$ F.3d 1385, 1392 {oCir. 1993).

Color Me House and Discovery cardboard gayducts both use oised the “Color Me’
mark in advertising and on the packaging ofgheducts. The differences between the partie
marks involve the capitaliion/lower case distinction, and taédition of “Play” and “ship” to
the marks used by Discovery. Discovery mairgdahat Discovery’s distinctive “Discovery
Kids” trademark is used on the packaging, andttause of “Discovery Kids” has the potent|
to reduce or eliminate confusion ovee ttColor Me” words on the packaging.

While addition of “Discovery Kids” to #hpackaging of Discovery’s products has the)
potential to reduce confusion somewhat, “GIR_ME” is the unique feature of Color Me
House’s trademarks, ascribing amthropomorphic quality to ¢hcardboard product. Use of
“Color Me” by Discovery approprias that quality. The tradeks of Color Me House and

Discovery Kids are similar. Thisctor favors Color Me House.

board
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Actual Confusion A showing of actual confugicamong significant numbers of
consumers provides strong supporttfee likelihood ofconfusion. Playboy Enters. V. Netscap
Communs. Corp354 F.3d 1020, 1026 (<Cir. 2004). Color Me Howscontends that there ha
been actual confusion. Ms. McCray stated thatumber of upset customers” requested refu
after being sold Discovery’s prodsct significantly cheaper prices than those sold by Colo
House, and that this happened with one Color Me House’s resellers as well. Discovery
maintains that this “paucity” of hearsay infation presented by Color Me House does not r
to the level of establishing widpread confusion. Color Meddse claims that it is a small
company; Discovery has not disputed that abtarization. A “number of customers” may be
significant to such a smaller company; that nunmbay satisfy the actual confusion with fewe
numbers. Further, whether the consumer retguer refunds are hearsay (an out of court
statement made for the truth of the matterrdsdis debatable. Finally, the “COLOR ME”
mark is distinctive enough thatete is likely to be consumeowfusion, even if the number of
consumers actually confused is not great. Discovery’s use of “Ca@bdpM“Color Me Castle”
adds to the confusiothe distinctive “Color M” used on this product if&ely to lead consumer
to believe that the product $®ld by the same company that produced “COLOR ME HOUSE
and “COLOR ME ROCKET.” For all of theseasons, this factor favors Color Me House.

Marketing Channels Convergent marketing channéisrease the likelihood of
confusion. Nutri/System, Inc. v. Con-Stan Indus., ]899 F.2d 601, 606 {oCir. 1987). If the
general class of purchasers of the respectivéyats of the parties is the same, confusion is
more likely.Sleekcraft599 F.2d at 353.

In this case, Color Me House and Discovieogh advertise, markeand sell to the same

general class of purchasegsarents of young children, and thagishing to purchase gifts for

nds
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young children. They sell the competiceydboard play produsthrough Amazon.com,
Overstock.com, and their own websites (evemgfoDiscovery maintains that when potentia

purchasers access the Discovery website, theyated to websites of itld party retailers, the

initial contact is apparently the Discovery weekit The marketing channels are similar. This

factor favors Color Me House.

Degree of Consumer CareSimilar trademarks are malikely to resut in confusion

when the products at issue are of relatively tmst, where buying decisions are made quickly

and without extensive study, and whergaia consumers are not sophisticatéd& J. Gallo
Winery v. Pasatiempos GaJle05 F.Supp. 1403, 1413 (E.D. Cal. 1994).

In this case, the partiegbods are inexpensive cardboargsto Color Me House sells itg
playhouses for $44.95 - $54.95. Color Me House tagis that Discovery’s Cardboard Play
Structures cost $12.00 - $29.99. It is not likettbonsumers would likely put considerable
thought into their purchasing decisiorBhis factor favors Color Me House.

Defendants’ Intent The intent factor “favors theaihtiff where the alleged infringer
adopted his mark with knowledge, actual or ¢arive, that it was another’s trademark.”
Brookfield Communications, Inc. West Coast Entertainment Corfi74 F.3d at 1059.
Registration of a mark on the Pripai Register is constctive notice of the registrant’s claim
ownership of the mark. 15 U.S.C. § 1072sdaivery had constructive notice of Color Me
House’s registration of the “COLORE” mark on the date of regfration. Further, there is
some evidence that Discovery had actual kndgéeof Color Me House’s trademarks when
Discovery sold a third play structure under thel®® Me Castle” trademark. This factor favo

Color Me House.

D

[S
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Likelihood of ExpansianBecause the goods are alreadyplete, this factor is favors
neither Color Me House nor Discovery.
Conclusion Color Me House registeredeticOLOR ME HOUSE and COLOR ME

ROCKET trademarks. Whether the registrations belldetermined to be invalid is an issue t

D

be determined at trial. However, at this ppthbse marks are presumptively valid. The “Color

Me” mark used by Discovery to identify and athze the house, rockeind castle Cardboard
Play Structures is likely to caa confusion, because the gooel malated; the trademarks are
similar; the marketing channels are convergt@;products are inexpams; and Discovery hag
constructive knowledge, at the Igasf Color Me House’s tramarks. Color Me House has
made some showing of actuantusion, although the showing is not strong. On balance, C
Me House has shown that it is likely to succeadhe merits of its trademark infringement
claim.

2. Irreparable Harm. Color Me House maintains that the court may presume
irreparable injury from a showing of likelihoad success on the merits; that it has suffered
irreparable harm by the loss of ability tontrol its reputation and goodwill; and that actual
consumer confusion demonstrates a likelihoomreparable harm. Discovery contends that
Color Me House has not shown admissible evidefieetual consumer confusion; and that th
is no reason to believe that Color Me Housk lve injured in the eent that a preliminary
injunction is not granted.

Discovery maintains that there is no contimguuse of the “Color Me” marks. Discove
contends that, on October 5, 20MerchSource eliminated the “Color Me” mark from its
products; after this caseas filed, the shop portion of Discayé website corrected the produ

name; after this case was filed, MerchSourceestpd that its retats modify the product

olor

ere

y
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descriptions of the Discovery Kids branded @aard Play Structures to use the updated praduct

name; and MerchSource made follow-up requiestise retailers to change the product
advertising. Discovery contentigat it has no control overdhretailers wheell the products,
and how they advertisend label those products.

The record shows consumer confusion, eébeugh the number of consumers is not
great. Color Me House has also shown thatlikédy to be injured by the loss of its ability to
control its reputation and goodwilAlthough Discovery maintairthat it has eliminated the

“Color Me” marks on its products and on the gwots that are distritbed through MerchSource

it appears that there are still items being adwesdtend sold that bear the “Color Me” mark.

Discovery and MerchSource contend ttty have no control over how third party
retailers advertise and package the CardboardSRtagtures; and that thdyave contacted thirdl
party retailers when they discawen allegedly offending product advertisement, in an attempt
to stop them from using the “Color Me” marko the extent that Discovery argues that the
number of allegedly offending productsdis minimis and that there are very few third party
retailers who are using the 6r Me” mark, a preliminary injunction should not impose an
undue burden on Discovery.

The third party retailera/ho advertise and sdlliscovery’s CardboarBlay Structures aie
not parties to this case, nomerchSource a party. The recorchis sufficiently developed at
this point for the court to determine the legdationship(s) betweeDiscovery, MerchSource,
and third party retailers. Suffice it to sagptihere is a commercial, perhaps contractual,
relationship among these parties. The burdenssthge of the proceedings to control the use
by Discovery and its licensees or agents ajl€ Me” on the advertisements and products

should be on Discovery. Color Méouse should not be requiredsearch out every third party
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retailer and institute a trademark action agaatieged infringers. Color Me House has show
that, absent a preliminary injunction, it is likelydoffer irreparable injuryn the absence of an
injunction. However, the scope of the injunction should be narrowly targeted to actions b
Discovery, and any party over whi®iscovery has control, tdiminate use of the “Color Me”
mark on advertisements andgucts within their control.

3. Balance of Equities. Color Me House argues that thalance of equities tips in its
favor, as the registrant of thettemark; and that Discovery, almeage business, would be ablé
absorb any alleged business disruption a preliminary injunction would cause. Discovery
maintains that the balance of equities favdiscovery, because neither it nor MerchSource
engaged in willful infringement; that Color Mé#ouse’s trademarks are most likely invalid; an
that confusion is not likely.

Color Me House is the registrant oetfColor Me House” and “Color Me Rocket”
trademarks. Confusion is likely. Whether Discgvengaged in willful infringement is an issy
that should be resolved by triaDiscovery should be able to absorb any alleged business
disruption that a preliminary injunction walitause. For purposes of this preliminary
injunction, the balance of equities tipsfavor of Color Me House.

4. Public Interest. Color Me House contends thapreliminary injunction would servg
the public’s interest in avoiding consumer amibn and in protecting trademarks. Discovery
argues that Color Me House has failed tmdaestrate actual com$ion or likelihood of
confusion; and that, considering MerchSoure®kintary efforts to change the name of its
products and product packaging, its effortadtify retailers of any on-going improper

description of goods and to regti¢hat all incorrect product deriptions be corrected, and

d

e
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Discovery’s efforts to modify and correct theguct name on its website, the public interest
does not favor injunctive relief.

The public interest in avoiding consumentusion and in protecting trademarks favor
Color Me House. MerchSource’s efforts tanhe the name of ifgoducts and the product
packaging, and its efforts to eliminate usé@dlor Me” by the third party retailers and on
Discovery’s website should help to reduce Hurden on Discovery to comply with an
injunction. For purpose of this preliminaryunction, the public interest favors Color Me
House.

5. Conclusion. Color Me House has met the requirements for preliminary injunctiv
relief.

BOND

Fed.R.Civ.P. 65(c) provides that “[t{]hewrt may issue a preliminary injunction or a
temporary restraining order only if the movagntes security in aamount that the court
considers proper to pay the costs and damagstained by any party found to have been
wrongfully enjoined or restrained.”

Color Me House requests that the couquiee a minimal bon because it has shown a
strong likelihood of success on the merits, @ mmall business, and it does not have the
resources to purchase a large bond. The condurs that a small bond should be required.
Color Me House should be required to g5s{000 bond with the Clerk of the Court.

Accordingly, it is herebpRDERED that Color Me House, Inc.’s Motion for
Preliminary Injunction (Dkt. 17) iISRANTED, as follows:

1. Discovery Communications, Inc.; Discoy's employees, agents, and any person

entity over which Discovery has control, are émgal through the time of trial from displaying

D
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advertising, selling, or offering fesale cardboard play productatluse the mark “Color Me” o
“COLOR ME.”

2. Discovery shall use all reasonable effortsttp any person or entity with which it I
a business relationship, however attenuated, treimg the mark “Color Me” or “COLOR ME”
on cardboard play products.

This preliminary injunction shall take efft on Color Me House, Inc.’s posting of a
$1,000 bond with the Clerk of the Court.

The Clerk is directed to send uncertified cométhis Order to all counsel of record ar
to any party appearingro seat said party’sast known address.

Dated this 2% day of March, 2013.

ol e

ROBERTJ.BRYAN
United States District Judge
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