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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON
AT TACOMA

10

DLT, LLC a/k/a CRAVENSPEED.COM, CASE NO. 16-5428
11 an Oregon limited liability company,
ORDER ON DEFENDANT'S

12 Plaintiff, MOTION TO DISMISS FOR LACK

13 OF PERSONAL JURISDICTION
V.

14 ESR PERFORMANCE CORP. a/k/a
VMS RACING, a Florida for profit

15 corporation,
16 Defendant.
17

This matter comes before the Court on théebdant’s Motion to Dismiss for Lack of
e Personal Jurisdiction (Dkt. 12hd Plaintiff's request for judiel notice (Dkt. 19). The Court
0 has considered the pleadings filed regardivgmotion and request, and the file herein.
20 On June 2, 2016, Plaintiff, an Oregon corpanmtifiled this casagainst the Defendant,
21

ESR Performance Corporation (“ESR”), regardingispute over a trademark for a bullet-shaped
22
car antenna. Dkt. 1. In the pending motion, ESRIorida corporation, ith its principle place
23
of business in Miami, Florida, asserts that tase should be dismiss#or lack of personal
24
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jurisdiction and/or transferred muant to 28 U.S.C. 81406(a) to the U.S. District Court for the

Southern District of Florida. Dkt. 12. Fortineasons below, the case should be transferred.

ESR did not oppose the Plaintiff's request for judicial notice (Dkt. 19) and so the request will be

granted with no further analysis.
l. FACTS
According to the First Amended ComplaiRtaintiff is an Oregon product design and
sales company that distributes the contebidlet-shaped car antennas on Amazon, through
Plaintiff's own website, and spedwlretailers. Dkt. 8, at 2-3The Amended Complaint asseris

that on or around December 28, 2013, Enrique BiezPresident of ESR, purchased a bullef]

shaped car antenna from Plaintifél., at 5. In 2015, ESR applied for a trademark, claiming
“[tlhe mark consists of a three-dimensionahfiguration of an autoobile antenna that is

shaped like a bullet cartridge . . 1d. After rejection of the gplication, ESR supplemented its

response, declaring that “[c]lomtgers have a number of different designs to use for competitive

goods.” Id. The First Amended Complaint alleges that this was a false statement and that ESR

made other false statements to “induce the Hxanto withdraw his prior rejection of the
applied for mark.”Id., at6. The trademark was eventuallgistered to ESR as United States

Trademark 4,954,143 and was issued on May 10, 2[{16.

On May 20, 2016, Plaintiff received notice from Amazon that Amazon will not carry four

of Plaintiff's bullet-shaped car antenndsd., at 6. Four days later, on May 24, 2016, ESR sgnt
Plaintiff a cease and desist letter claiming violasi of the Digital Millennium Copyright Act, 117
U.S.C. § 512, and notifying Plaintiff that meage on its website “infringes on the exclusive
trademark copyrights of ESRIY., and attachment to the First Amended Complaint at Dkt. 8-1,

at 7. On May 27, 2016, ESR sent Plaintiff anottesrse and desist emeeharding Plaintiff's
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continued listing of the Blet-shaped car antennas imwebsite and on Amazord. and
attachment to the First Amergil€omplaint Dkt. 8-1, at 10.

The First Amended Complaint: (1) seekdeglaratory judgmerdf non-infringement
under the Digital Millennium Copyright Ac2) seeks a declaratojudgment of non-
infringement under the Lanham Act, (3) seekncellation of United States Trademark
4,954,143, (4) asserts a claim for “ainftrade practices,” and (&fserts a claim for tortious
interference with the conttabetween Plaintiff anAmazon. Dkt. 8, at 7-8.

ESR now moves for dismissal of the cagddok of personal jurisdiction and/or for
transfer of the case to the U.Ssict Court for the 8uthern District of Fdrida. Dkt. 12. It
argues that there is no basis for the exerciggeeoéral jurisdiction over it here because it is a
Florida corporation with no Washington profye no Washington employees, no Washington
phone number or bank account, conducts no adweyts marketing to Washington residents
attends no conferences in the state, has no subsgli@re, and its princilsahave never set fo(
in Washington.ld. ESR argues that exercise of spegifitsdiction is not appropriate either
because it did not purposefully diréts activities at Washington awail itself of the privilege o
doing business in Washingtofd. ESR asserts that whatlkttof its sales took place in
Washington are not relatédl Plaintiff's claims. Id. It maintains that the exercise of jurisdictig
is not reasonable — that it doeot comport with “fair playnd substantial justice.fd. ESR
argues that Florida is eéhbetter venue.

Plaintiff responds and argues that the €should exercise specific jurisdiction over
ESR because it purposefully directed its activities at Washington and availed itself of the

privilege of doing business in Washington. Dkt. Bgaintiff asserts that itslaims are related t

=K
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ESR'’s contacts with Washingtoid. It maintains that the exerciséjurisdiction is reasonable.

Id. Plaintiff opposes transfer of the cadd.

. DISCUSSION

A. STANDARD

Fed. R. Civ. P. 12(b)(2) provides that a complahall be dismissed for lack of personal
jurisdiction over a defendanBoschetto v. Hansing39 F.3d 1011 (9th Cir 2008). “In
opposition to a defendant's motion to dismissdcklof personal jurisdiction, the plaintiff bea
the burden of establishing thatisdiction is proper.”Boschettoat 1015citing Sher v.
Johnson911 F.2d 1357, 1361 (9th Cir.1990)).

“Where, as here, there is no applicable feldaetute governing persahjurisdiction, the
district court applies the law of the gtah which the district court sits.Schwarzenegger v.
Fred Martin Motor Co.374 F.3d 797, 800 (9th Cir.200dit{ng Fed.R.Civ.P. 4(k)(1)(A);
Panavision Int'l, L.P. v. Toeppeh41 F.3d 1316, 1320 (9th Cir.1998)). Washington’s long-4
jurisdictional statutes, RCW 4.28.185 dR@W 4.28.080, are coextensive with federal
constitutional due process requiremersnoco Egypt Oil Co. v. Leonis Nav. Co., IicE.3d
848, 850-851 (9th Cir. 1993). Accordingly, “theisdictional analyseander state law and
federal due process are the sanm@chwarzeneggeat 800 {nternal citations omitted

Under the due process clause, “[flor a coomexercise personal jurisdiction over a
nonresident defendant, that defendantt have at least ‘minimunontacts’ with the relevant
forum such that the exercisejafisdiction ‘does not offend traditnal notions of fair play and
substantial justice.””Schwarzenegger v. Fred Martin Motor C874 F.3d 797, 800 (9th
Cir.2004)@guotingInt’l Shoe Co. v. Washingto826 U.S. 310, 316 (1945)). “There are two

forms of personal jurisdiction that a forunat&t may exercise over a nonresident defendant-

'S
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general jurisdiction and specific jurisdictionBoschettoat 1016. The parties agree that this
Court does not have general gdiction over ESR, and so tlapinion will now address whethe
the Court could exercise agfic jurisdiction over ESR.
B. SPECIFIC JURISDICTION
A three-part test is applied to determine Vhieetthe exercise of spécijurisdiction over a
nonresident defendant is appropriate:
(1) The non-resident defendant mustgmsefully direchis activities or
consummate some transaction with theufio or resident treof; or perform
some act by which he purposefully avails himself of the privilege of conducting

activities in the forum, thereby invokingettibenefits and protections of its laws;

(2) the claim must be one which arises olubr relates to the defendant's forum-
related activities; and

(3) the exercise of jurisdiction must compwith fair play and substantial justice,
i.e. it must be reasonable.

Boschettoat 1016 internal quotations and citations omitjedPlaintiff bears the burden on thg
first two prongs.Id. “If the plaintiff establishes botprongs one and two, the defendant mus
come forward with a compelling case that the eiserof jurisdiction woud not be reasonable.’
Id.

1. Purposeful Direction or Availment?

Under the first prong of the spBc personal jurisdictional &, the analysis is divided
into two sections: purposeful dateon and purposeful availmen§chwarzeneggeat 802. “A
purposeful direction analysis is most ofteedis suits sounding itort and a purposeful
availment analysis is most oftenedlsin suits sounding in contractld.
a. Direction
“A showing that a defendant purposefullyatited his conduct toward a forum state .

usually consists of evidence oktdefendant's actions outside theufo state that are directed

117

[

At
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the forum, such as the distribution in floeum state of goods oiiigating elsewhere.”
Schwarzeneggeat 802. “[D]ue process permits tarercise of persohaurisdiction over a
defendant who purposefully diredts activities at residents offarum, even in the absence of
physical contacts with the forumld., at 803 internal quotdions omittedl

Plaintiff, in its Response, argues that ESRubject to jurisdictn under the “direction”
test for personal jurisdion. Dkt. 15. Plaintiff alleges th&SR sells goods to Washington st
customers. Accordingly, Plaintiff has shown tB&R purposefully directed its sales activities
Washington state residents.

Plaintiff also asserts that ESR emailed a complaint to Amazon, alleging that Plaint
violating ESR’s intellectual perty rights, demanding that Amon “take down” Plaintiff's
Amazon webpage. Dkt. 8, at 2. Plaintiff asserés this Court can exercise specific jurisdicti
over ESR because Amazon is headquarteredattl&eand so ESR purposefully directed its
complaint activity to a Washington resideid. This is an extremely thin showing - that by
emailing a complaint to third-party Amazon, tRisurt may exercise jurisdiction over an out (
state Defendant for an out of state Plaintiff.rtker, it is difficult to imagine that ESR could
have possibly foreseen being “haled iotwrt” in Washington by emailing AmazoseeWorld-
Wide Volkswagen Corp. v. Woodsdad U.S. 286, 297 (1980)(noting that the “foreseeability
that is critical to due process analysis . .th&t the defendant's conduct and connection with
forum State are such that he should reasoratiigipate being haled into court there.”)
Accordingly, Plaintiff has not asserted suféiot facts to support ¢hconclusion that ESR’s
sending a complaint to Amazon constituted purposeful directiarrégident of Washington.

b. Availment

ff was

Df

the
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Under the “purposeful availment” portion thie test, the plaintiff must show “that a
defendant purposefully availed himself of thevipgge of doing business in a forum state” wh
“typically consists of evidence ¢iie defendant's actions in tfegum, such as executing or
performing a contract thereSchwarzeneggeat 802.

Plaintiff has sufficiently showthat ESR purposefully availed itself of doing business
the forum state based on its sales. The pigadassert that ES$dId goods to Washington
consumers. By taking such actions, ESR hasppaefully avail[ed] itself of the privilege of
conducting activities withithe forum State, thus invoking thenefits and protections of its
laws.” Schwarzeneggeat 802.

Plaintiff, in its Response, also argueattESR “is subject to jurisdiction under the
‘purposeful availment’ test for personatigdiction” based on Amazon’s “Participation
Agreement.” Dkt. 15. Plaintiff argues tHat sending a complaint to Amazon, ESR “engage
in a business transaction witinazon” and so Amazon’s “Participation Agreement” applies.
Dkt. 15, at 7-8. This “Participation Agreemt” includes a forum selection clause for

Washington.ld. The “Participation Agreement,” whids attached to Plaintiff’s motion,

indicates that the “parties” todragreement are Amazon and a potestgder. Dkt. 20-1, at 4-7.

The “Participation Agreement” provides that/“legistering for and using the services, you
agree to be bound by all terms and conditionsisefghrticipation agreement” but contains no
provision regarding third partiesahcomplain about possible trademark infringement. Furth
this “Participation Agreement” provides that ‘@eh party consents thahy dispute or claim
relating in any way to . . . the use of the $@¥9 or Transaction Processing Services lvdll
resolved by binding arbitration . . . rather than in court, . . . except that you or we may brin

suit in the state or Federal courts in King CguiiYashington to enjoin infringement or other
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misuse of intellectual propertights.” Dkt. 20-1, at 6gmphasis in origindl There is no

allegation in the First Amended Complaint that gggeement applies to RS Even if it did, it

would constitute an agreement between AmazwhESR, not an agreement between ESR and

Plaintiff. Plaintiff fails toshow that ESR purposefully avallé@self of the privilege of doing
business in Washington based on this tiegration Agreement.”
c. Conclusion on Purposeflllirection or Availment
Plaintiff has shown that ESR purposefulliyected its actions at Washington and
purposefully availed itself of the privilege dbing business in Washington based on ESR’s
sales. Plaintiff did not make a shagion any other grounds.

2. Claims Arise Out of Nonresident Defendants’ Activities?

In order to exercise specifprrsonal jurisdictin over a nonresident defendant, a plair
must show that their “claim must be one whicises out of or relate®s the defendant's forum-
related activities.”"Boschettoat 1016 iternal quotations and citations omitded

Plaintiff has failed to show that its’ claims arise out of or relate to ESR’s sales actiy
in Washington. A change in the future sales at best, tangentiallglated to Defendants’
activities or the claims Plaintiff makes. Piaff has not made a prima facia case that the
exercise of specific jurisdictioover ESR is constitutional.

3. Exercise of Jurisdiction Comports wifair Play and Substantial Justice?

Assuming, without finding, thalaintiff did meet its burderthe burden now shifts to
ESR to show that the exercise of jurisdictionas reasonable — that it does not comport with
“fair play and substantial justice Boschettoat 1016 internal quotations and citations omitje

ESR must present a “compelling cas€bllegeSource v. AcademyOne, 11663 F.3d 1066,
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1079 (9th Cir. 2011)In determining whether the exercisijurisdiction comports with “fair

play and substantial justice” and is therefogasonable, seven factors are considered:
(1) the extent of the defendants' pumgdosinjection into the forum state's
affairs; (2) the burden on the defentlahdefending in the forum; (3) the
extent of the conflict with the soveggity of the defendant's state; (4) the
forum state's interest in adjudicating thispute; (5) the most efficient judicial
resolution of the controveys(6) the importance of the forum to the plaintiff's

interest in convenientnd effective relief; and (Ahe existence of an
alternative forum.

ESR has shown that the exercise of specifisgel jurisdicton here is not reasonable
First, the extent of ESR’s “pposeful injection” into Washingt'’s affairs was minimal. It
emailed a single complaint to Amazon. The burden on ESR of defending in Washington
significant. ESR is a Miami, Florida companal}of its offices, principals, shareholders, and
employees are all in Florida. All ESR’s docurtaion is in Florida. Miami, Florida is a
significant distance from Taom, Washington. There is nbawing on the “extent of the
conflict with the sovereignty” of Florida, but Wasgton’s interest in adplicating this dispute i
very low. The Plaintiff is from Oregon and E$s from Florida. Whe Washington residents
may experience some change in price based on=g8vities, there is no showing that Flori
residents would not also be impacted by suchamge in price. The most efficient judicial
resolution of the controversy would not be in Washington. It appears that most of the witi
and evidence are located elsewhere. Pfaaitknowledges that other competitors have filed

suits against ESR seeking relief from the U.SeRaand Trademark office. Washington is ng

the best forum for resolution of the issues ratse. Further, the use afWashington forum is

unimportant to the Plaintiff's interest in convemti and effective relief. Lastly, an adequate

alternative forum exists. The U.S. District Cdiantthe Southern District of Florida is able to

v}
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—
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handle this case. ESR has shown that thist@oexercise of specifiprisdiction over it does
not comport with “fair play and substantial justicd8dschettoat 1016 ipternal quotations and
citations omittedl
C. PERSONAL JURISDICTION CONCLUSION
This Court does not have personal jurisdictioard#SR. ESR argues that if this Court fin
that it does not have personaiigdliction over it, either thease should be dismissed or
transferred to the U.S. District Court for theuhern District of Flada. The Supreme Court
has held that a district court lacking personal jurisdiction can transfer an action to a prope
venue. Goldlawr, Inc. v. Heiman369 U.S. 463 (1962)ln the interest of diciently reaching thq
merits of the case, rather than dismissal, the sheuld be transferred accord with the above
reasoning and the following.
D. TRANSFER
Under 28 U.S.C. 8§ 1404(a),“[f]lor the convenienc@aities and witnessas, the interest of
justice, a district court may transfer any caition to any other disti or division where it
might have been brought.” When considgra motion to transfer venue, the court may
consider:
(1) the location where the relevant agreemere negotiated and executed, (2) the
that is most familiar with the governing law, (3) the plaintiff's choice of forum, (4) th
respective parties' contacts with the forun),tffe contacts relating to the plaintiff's cag
of action in the chosen forum, (6) the differences in the costs of litigation in the twg
forums, (7) the availability of compulsory process to compel attendance of unwillin
non-party witnesses, and (8) the eafsaccess to sources of proof.
Jones v. GNC Franchising, In@11 F.3d 495, 498-499 (9th Cir. 2000)
ESR has met its burden and shown that the DisSrict Court for the Southern District of

Florida is the appropriate forum for this cagérst, the relevant documents were generated &

sent from Florida. This factor wghs in favor of transfer.
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Neither Washington nor Florida are more familiath the law relating to claims under the
Digital Millennium Copyright Act, the Lanham Accancellation of United States Trademark
4,954,143 for “unfair trade practices,” and for tous interference witthe contract between
Plaintiff and Amazon. Thifactor is neutral.

Plaintiff's choice of Wasimgton as a forum weighe Plaintiff's favor.

Neither party had much contagith Washington.Plaintiff is an Oregon company and
Defendant is a Florida company. While Amammheadquartered in Washington, it is not a
party. The Washington contactsated to Plaintiff’'s causes afction are very limited. These
factors weigh in favor afransferring the case.

Moreover, the cost of litigating iRlorida is likely cheaper fa majority of those involved.
Few witnesses, if any, relevant to this case aWWashington. Several difie potential witnesses
are located in Florida, where all ESR’s employaeslocated. There may not be a compulsary
process to compel attendance of some of thvigsesses if they are unwilling to travel to
Washington. These considerations weigh stroimgfavor of transfer. Moreover, the ease of
access to sources of proof also weiglightly in favor of transfer.

Defendants have shown that “[flor the conveniengeanfies and witnesses, in the interest of
justice” and in the intest of judicial economy, this case shoble transferred to United Stateg
District Court for the Southern District &torida pursuant t88 U.S.C. § 1404(a).

1. ORDER
Therefore, it is hereb@ RDERED that:
e Plaintiff’'s request for jdicial notice (Dkt. 19)SGRANTED;
e Defendant’'s Motion to Dismiss for Laack Personal Jurisdiction (Dkt. 1P%

GRANTED in part; and
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e The caséSTRANSFERED to United States District Court, for the Southern
District of Florida pursant to 28 U.S.C. § 1404(a).
The Clerk is directed to send uncertified cométhis Order to all counsel of record an
to any party appearingro seat said party’sast known address.

Dated this 27 day of September, 2016.

ol e

ROBERTJ.BRYAN
United States District Judge
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